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William  B.  Ijlwbence,  Complainant,  v,  Kichabd  H.  Dana,  Jr., 
Chables  C.  Little,  Augustus  Flagg,  John  Bartlett,  Henry 
J.  Miles,  and  Martha  B.  Wheaton. 

BEFORB  CLIFFORD  AND  LOWELL,  JJ. 

If  parties  make  a  memorandum  of  an  agreement,  not  at  that  time  regarded  as  a  contract, 
bat  afterwards  adopt  the  memorandum  as  a  contract,  and  nnderatandingly  execute  it  as 
such,  their  rights  under  it  must  be  ascertained  from  the  language  employed,  as  applied, 
in  view  of  the  surrounding  circumstances,  to  the  subject-matter  of  the  negotiation. 

Ihe  stipulations  contained  in  the  memorandum  in  this  case  were  held  to  constitute  a  per- 
fected agreement,  and  not  a  mere  proposal. 

Mere  proposals  may  in  general  be  withdrawn  before  they  are  accepted;  and  ordinary  con- 
tracts, executory  on  both  sides,  may  in  certain  cases  be  regarded  as  forfeited  where  the 
reciprocal  stipulations  are  dependent,  and  where  t^e  party  seeking  to  enforce  performance 
has  omitted  to  do  something  required  to  be  performed  by  him  as  a  o)ndition  precedent 
to  his  right  of  action. 

A  party  may  be  estopped  ftom  setting  up  a  particular  contract,  where  he  has  agreed,  in  due 
form  of  law,  for  a  valuable  consideration  to  relinquish  its  benefits  or  not  to  enforce  its 
provinons;  or  where  he  has  designedly  caused  the  other  party  to  believe  that  the  con- 
tract has  been  discharged  or  would  not  be  enforced,  and  thus  induced  such  other  party  to 
act  on  that  belief  to  his  pecuniary  prejudice. 

Contracts  executed  on  one  side  and  unperformed  on  the  other  are  under  the  operation  of  a 
very  different  prindple  finom  those  where  nothing  has  been  done  by  either,  so  far  as 
tbey  relate  to  the  party  who  has  fulfilled  his  obligation.  Rights  and  obligations 
secured  or  imposed  under  such  circumstances  have  become  vested  and  absolute. 

If  the  delinquent  party  seeks  to  avoid  the  obligation  imposed  on  him,  he  must  allege  and 
prove  a  new  contract,  amounting  to  a  release ;  or,  that  the  other  party  is  estopped  to  en- 
force the  obligation  by  virtue  of  some  operative  agreement  to  relinquish  the  benefits  of 
the  same ;  or,  he  must  allege  and  prove  that  he  has  been  designedly  misled  by  the 
admissions  and  representations  of  the  other  party. 

None  of  the  elements  of  estoppel  exist  in  this  branch  of  this  case,  because  the  complainant 
did  not  agree  that  he  would  discharge  the  memorandum. 
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A  certain  memorandum  had  been  drawn  and  agreed  to.  After  this  the  complainant  stated 
in  writing,  **  On  reflection,  I  have  determined  to  decline  accepting  any  paper  whatever 

from  Mrs.  W ,  and  therefore   return  the  enclosed,"  —  meaning  an  amended  draft 

for  the  formal  agreement  Held,  this  should  be  construed  in  view  of  what  had  pre- 
ceded it  in  the  negotiations,  and  of  the  subject-matter  to  which  it  related ;  that  the 
statement  was  not  inconsistent  with  the  memorandum  or  a  relinquishment  of  it. 

Expressions  of  a  doubtful  character  are  not  sufficient  to  support  a  defence  to  a  contract 
executed  on  the  part  of  the  complainant. 

Estoppels  are  allowed  to  shut  out  the  truth  only  when  it  is  necessaiy  to  protect  a  party 
setting  up  such  a  defence  against  an  injury  to  which  he  is  exposed  without  his  own 
fault,  in  consequence  of  having  trusted  to  the  representations  designedly  made  by  the 
other  party  in  order  to  expose  him  to  such  injur}',  which  representations  were  of  such 
character  that  a  man  of  ordinary  prudence  would  take  them  as  true,  and  believe  that 
he  should  act  upon  them  as  exhibiting  the  true  state  of  the  case. 

These  representations  must  be  proved,  and  they  will  not  by  implication  be  extended  beyond 
their  plain  import. 

Although  abundant  evidence  existed  to  show  that  the  defendant  was  willing  to  concede  the 
complainant's  claim  to  a  certain  part  of  the  matter  in  dispute,  still,  as  the  complainant 
elected  to  stand  on  the  original  memorandum  of  agreement,  and  such  part  was  not 
included  therein,  it  was  held  he  had  relinquished  such  part. 

When  fraud  is  set  up  as  a  defence  to  a  contract,  the  burden  is  on  the  party  setting  it  up ; 
and  it  must  be  satisfactorily  proved. 

Inferences  sought  to  be  drawn  from  correspondence  of  parties  are  not  sufficient  to  substan- 
tiate the  defence  of  fraud  in  the  making  of  a  contract  otherwise  legal  and  binding. 

Under  the  copyright  act  now  in  force,  copyright  may  be  granted  to  the  author  of 
any  book  within  the  classes  described  in  §  1,  if  the  author  is  a  citizen  of  the  United 
States. 

Executors,  administrators,  and  legal  assigns  of  the  author  are  also  included  within  the 
purview  of  that  section. 

Where  the  author  is  the  owner,  he  is  entitled  to  the  copyright;  but  if  he  has  parted  with  the 
ownership,  the  requirement  of  the  law  is  that  the  clerk  of  the  District  Ck>urt  shall  give  a 
copy  of  the  title,  under  seal,  to  the  proprietor. 

Proprietors  of  such  books,  though  not  authors,  are  entitled  to  the  benefits  of  the  act  under 
a  provision  of  §  4> 

Legal  proprietors,  although  not  authors,  Inay  recover  of  persons  who  print  or  publish  any 
manuscript,  owned  by  such  proprietors,  without  their  consent,  all  damages  occasioned 
by  such  injury. 

Where  services  in  editing  and  preparing  a  certain  work  for  publication  were,  by  agreement, 
gratuitous  as  to  two  editions  thereof,  it  was  held  that  the  contributions  of  the  editor 
became  the  property  of  the  proprietor  of  the  work  just  as  effectually  as  if  the  editor  had 
been  paid  for  his  work  on  those  editions,  and  the  title  to  the  same  vested  in  the  pro- 
prietor of  the  original  work,  as  the  labor  was  done,  to  the  extent  of  the  gift,  subject  to 
the  trust  in  favor  of  the  donor  as  necessarily  implied  by  the  terms  of  the  arrangement. 

Delivery  was  made  as  the  work  was  performed,  and  the  proprietor  of  the  book  needed  no 
other  muniment  of  title  than  what  was  acquired  when  the  agreement  was  executed. 

The  proprietor  needed  no  assignment  from  the  contributor,  because  the  contributor  had  no 
title  to  the  contributions,  nor  an}*  inchoate  right  of  copyright  in  the  editions  of  the  work. 

In  order  to  the  obtaining  of  a  copyright,  deposit  must  be  made  before  publication,  if  the 
subject-matter  is  a  book,  of  a  copy  of  such  book  in  the  clerk's  office  of  the  District 
Court,  and  the  applicant  must  give  information  of  copyright  being  secured,  by  causing 
to  be  inserted,  in  the  several  copies  of  each  and  every  edition  published,  during  the 
term  secured,  on  the  title-page,  or  page  succeeding,  the  following  words:   "Entered 
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according  to  the  act  of  CongiesSi  in  the  jear  ,  by  A.  B.,  in  the  cleriL*s  office  of  the  ! 

District  Court  of*'  (as  the  case  may  be).  i 

Omission  to  comply  with  these  requirements  renders  the  copyright  invalid. 

Section  5  of  the  act  does  not  require  that  the  same  notice  be  inserted  in  the  sereial  copies 
of  each  and  every  edition  published  during  the  term  secured,  so  that  the  second  and 
every  subsequent  edition  may  correctly  specify  the  date  of  the  original  entry. 

Acts  of  Congress  are  construed  by  the  rules  of  the  common  law,  and  the  construction 
should  be  such  as  to  carry  into  effect  the  true  intent  and  meaning  of  the  legislature; 
but  the  province  of  construction  can  never  extend  beyond  the  language  employed  as 
applied  to  the  subject-matter  and  the  surrounding  circumstances. 

Change  of  date  in  the  notice  required  in  case  of  successive  editions  of  the  same  book 
is  not  required  by  §  5,  but  the  meaning  of  the  provision  is,  that  a  new  notice  in  the 
same  prescribed  form  shall  be  given  in  every  improved  edition  published  during  the 
term. 

When  the  original  edition  is  published,  compliance  with  that  requirement  is  protection  fi>r 
that  edition,  but  not  for  a  second  edition  with  notes,  or  any  succeeding  edition  with 
improvements. 

Copyrights  to  editions  of  a  work  other  than  the  original  one  are  granted  for  additions  to 
or  emendations  of  the  work,  and  every  copyright  should  bear  date  of  the  day  when 
secured. 

Subsequent  editions  without  change  or  addition  should  have  the  same  entry  as  the  first; 
subsequent  editions  with  notes  or  improvements  are  new  books  within  the  meaning  of 
tiie  copyright  acts. 

Copyrights,  like  patents,  afford  no  protection  to  what  was  not  in  existence  at  the  time  they 
were  granted. 

protection  is  afforded  by  virtue  of  a  copyright  of  a  book,  if  duly  granted,  to  all  the  matter 
the  book  contained  when  the  printed  copy  of  the  same  was  deposited  in  the  office  of 
the  clerk  of  the  District  Court 

Whenever  a  renewal  is  obtained  under  $  2  of  the  copyright  act,  the  requirement  is,  that  the 
title  of  the  work  so  secured  shall  be  a  second  time  recorded,  but  there  is  nothing  to 
show  that  the  date  of  the  original  entry  shall  be  specified  in  each  successive  edition. 

The  agreement  in  this  case  was  that  Mrs.  Wheaton,  who  held  the  I^gal  title  of  the  copy- 
rights, should  make  no  use  of  the  notes  in  a  new  edition  without  the  written  consent  of 
the  complainant,  and  that  she  would  give  him  the  right  to  make  any  use  of  the  same  he 
might  see  fit,  which  was  in  all  respects  equivalent  to  a  contract  to  transfer  and  assign 
to  him  the  legal  title  to  the  copyrights. 

Equity  would  have  compelled  the  execution  of  the  formal  instrument  therein  stipulated,  if 
the  right  to  demand  it  had  not  been  waived  by  the  complainant. 

In  this  case,  Mrs.  Wheaton,  by  virtue  of  the  agreement  with  the  complainant,  became  the 
absolute  owner  of  the  notes  as  they  were  prepared,  so  far  as  respects  the  editions  in 
question ;  and  she  also  acquired  therewith  the  right  to  copyright  the  same  for  the  pro- 
tection of  the  property;  but  she  did  not  acquire  thereby  any  right  or  title,  legal  or 
equitable,  to  use  the  notes  in  a  third  edition  of  the  annotated  work  without  the  consent 
of  the  complainant 

Literary  property,  even  when  secured  by  copyright,  differs  in  many  respects  from  property 
*  in  personal  chattelSf  and  the  tenure  of  the  property  is  governed  by  somewhat  different 
rules ;  but  the  nature  and  tenure  of  copyright  property  is  still  more  unlike  the  tenure  of 
other  property,  before  the  copyright  is  taken  out,  and  while  the  right  to  that  protec- 
tion is  inchoate. 

Title  to  the  notes  or  improvements  prepared  for  a  new  edition  of  a  book  previously  copy- 
righted may,  in  certain  cases,  be  acquired  by  the  proprietor  of  a  book  from  an  employ  tf 
by  virtue  of  a  contract  of  employment,  and  without  any  written  assignment 
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Bat  such  cannot  be  held  to  be  a  mere  licenie,  when,  ee  in  this  case,  the  oontiaet  wae  that 
the  proprietor  of  the  book  should  take  the  ezdoBTe  right  to  the  oontribatione  for  two 
saccessive  editioiU|  together  with  the  right  to  copyright  the  same  for  the  protection  of 
the  property. 

The  inchoate  right  of  the  copyri^t  peued  to  the  proprietor  of  the  book  by  the  same 
arrangement. 

The  inchoate  right  is  incapable  of  any  other  limitation  than  that  prescribed  by  the  copy- 
right act,  so  that  the  proprietor  of  the  book  in  this  case  took  ont  the  copyright  in  the 
nsnalform. 

She  took  it  oat  for  her  own  protection  and  for  that  of  the  complainant,  when  her  property 
in  the  notes  should  cease. 

In  this  case  it  was  held  that  the  complainant,  in  the  Tiew  of  a  court  of  equity,  was  the 
equitable  owner  of  the  notes,  including  the  arrangement  of  the  same,  and  the  mode  in 
which  they  are  therein  combined  and  connected  with  the  text,  and  of  the  oopjrrights 
taken  out  by  die  proprietor  of  the  book  for  the  protscUon  of  the  proper^. 

Whaterer  puts  a  party  upon  inquiry  is  in  equity  sufficient  notice. 

Ordinary  prudence  is  required  of  every  person  dealing  with  trust  property.  If  he  Aula  to 
investigate  when  put  upon  inquiry,  he  is  chargeable  with  all  the  knowledge  it  is  leason* 
able  to  suppose  he  would  hare  acquired  if  he  had  performed  liis  duty. 

Constructive  notice  is  held  sufficient  upon  the  ground  that  when  a  party  is  about  to  perform 
an  act  by  which  he  has  reason  to  believe  that  the  rights  of  third  persons  may  be 
affected,  an  inquiry  as  to  the  state  of  facts  is  a  moral  duty,  and  diligence  an  act  of  jus- 
tice. 

If  a  person  dealing  with  trust  property  omits  to  inquire,  he  is  then  chargeable  with  all  the 
knowledge  of  the  facts  that  by  proper  inquiry  he  might  have  learned. 

Inquiry  is  a  moral  duty  whenever  the  drcnmstaaoes  are  snch  tliat  a  person  of  ordinary 
prudence  would  refuse  to  act  If  a  party  under  such  circumstances  shuts  his  eyes  to  the 
means  of  knowledge  which  he  knows  is  at  hand,  he  then  forfeits  every  pretence  of 
defence,  as  such  conduct  is  equivalent  to  actual  notice  of  all  the  &cts  he  might  have 
ascertained  by  a  performance  of  his  duty. 

Expert  testimony  was  put  into  the  case  upon  a  comparison  of  two  editions  of  a  book,  upon 
the  point  whether  the  two  editions  were  or  were  not  of  the  same  character.  Beid, 
that  though  admissible  in  such  a  case,  the  opmions  of  the  experts  were  in  the  nature  of 
secondary  evidence. 

The  Court  found  it  necessary  to  examine  the  comparisons  itself  in  order  to  come  to  a  satis- 
fiustory  conclusion,  although  much  aid  was  derived  from  the  comparisons  made  by  the 
experts. 

In  this  case  it  was  held  that  the  question  of  fact  was,  What  use  did  the  respondent,  who 
edited  the  edition  in  question,  make  of  the  complainant's  notes  ? 

The  question  of  law  was,  Was  the  use  which  it  was  admitted  he  did  make  of  those  notes  a 
lawful  use,  or  did  it  infringe  the  complainant's  rights? 

Although  it  may  be  difficult  to  make  proof,  still  the  complainant  is  not  entitled  to  any 
decree,  unless  he  proves  inftingement  as  alleged,  to  the  satisfaction  of  the  Court,  because 
the  burden  is  on  the  party  making  the  charge. 

In  a  case  of  this  character  the  parties  are  compelled  to  rely  chiefly  upon  a  comparison  of 
the  contents  of  the  respective  books  upon  the  question  of  inftingement. 

Great  latitude  is  given  in  the  reception  of  circumstantial  evidence,  the  aid  of  which  is 
constantly  required  in  the  administration  of  justice. 

Whenever  the  necessity  for  the  use  of  such  evidence  arises,  either  ftt>ni  the  nature  o^  the 
inquiry,  or  the  failure  of  direct  proof,  objections  to  the  relevancy  of  evidence  are  not 
favored,  for  the  reason  that  the  force  and  effect  of  circumstantial  facts  usually  and 
almost  always  depend  upon  their  connection  with  each  other. 
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Cixcnmitaiieee  altogether  inconcliuive,  if  separately  coneidered,  may,  by  their  number  and 

joint  operation,  especially  if  corroborated  by  moral  coincidences,  be  sufficient  to  consti- 

tnte  foil  and  conclasiye  proof. 
In  cases  for  infringement  of  copyright,  the  strongest  proof  of  copying  may  sometimes  be 

derived  from  the  coincidence  of  erron  in  two  works. 
Coincidence  of  citation  is  another  evidence  of  copying;  so,  also,  is  identity  of  plan  and 

anrangementt 
Copyright  may  be  justly  claimed  by  an  author  of  a  book  who  has  taken  existing  materials 

from  sources  common  to  all  writers,  and  arranged  and  combined  them  in  a  new  form,  and 

given  thera  an  application  unknown  before,  because  skill  and  discretion  were  exerdsed 
in  making  the  selections,  arrangement,  and  combination,  and  something  new  and  useAil 

has  been  achieved. 
The  author  of  such  a  work  has  as  much  right  in  his  plan,  method,  and  arrangement,  as  he 

has  in  his  thoughts,  reflections,  or  opinions. 
Others  may  use  the  old  materials  for  a  different  purpose,  but  they  cannot  copy  his  plan, 

arrangement,  or  combination  of  those  materials. 
▲  person  could  take  the  old  materials,  as  found  in  the  sources  from  which  they  were  drawn, 

and  use  them  as  be  pleased  in  illustration  of  new  and  original  propositions,  or  for  any 

other  purpose  not  substantiaUy  the  same  as  that  to  which  they  were  applied  in  works 

protected  by  a  copyright  on  some  particular  plan  or  combination. 
One  cannot,  however,  use  the  materials  as  collected  and  furnished  in  the  copyrighted  work, 

or  the  plan  and  arrangement  therein,  beyond  the  extent  falling  within  the  definition 

of  fair  use,  which  rule  is  applicable  only  to  the  materials  and  not  to  the  plan  and 

arrangement. 
In  this  case  the  respondent  had  used  the  facts,  citations,  and  authorities  as  collected, 

arranged,  and  combined  by  the  complainant,  and  the  work  occupied  the  same  field,  and 

was  made  and  composed  for  the  same  general  purpose. 
The  sole  right  and  liberty  of  printing,  reprinting,  publishtng,  and  vending  a  book,  secured 

by  the  copyright  law,  meana  the  exclusive  right  of  multiplying  copies  for  the  benefit 

of  the  author  or  his  assigns. 
An  abridgment  of  an  original  work,  where  intellectual  labor  and  judgment  are  involved, 

made  and  condensed  by  another  person,  without  the  consent  of  the  author,  is  not  an 

infringement  of  a  copyright  on  the  originaL 
What  constitutes  a  fair  and  bona  fide  abridgment  is  a  very  difikult  question  for  judicial  ^ 

decision. 
In  this  case  the  book  of  the  respondent  was  not  an  abridgment. 
Copying  is  not  confined  to  literal  repetition,  but  includes  also  the  various  modes  in  which 

the  matter  of  any  publication  may  be  adopted,  imiuted,  or  transferred,  with  more  or 

less  colorable  variations  to  dJsgpiise  the  source  from  which  the  material  was  derived. 
It  is  not  necessary  that  the  whole,  or  the  larger  part,  of  a  work  should  be  copied  in  order 

to  constitute  an  invasion  of  a  copyright. 
Some  use  may  be  made,  by  a  subsequent  writer,  of  a  book  antecedently  made,  com- 
posed, and  copyrighted  by  another,  whether  such  former  book  were  whoUy  or  partly 

original. 
Copyrighte  differ  in  this  respect  from  patents,  which  admit  of  no  use  of  the  patented  thing 

without  consent  of  the  patentee. 
The  recomposidon  of  the  same  book,  without  copying,  though  not  likely  to  occur,  would 

not  be  an  infringement. 
Identity  of  contento,  arrangement,  and  combination  is  strong  evidence  that  the  second 

book  was  borrowed  from  the  first,  because  it  is  highly  improbable  that  two  authors 

would  express  their  thooghte  and  sentimente  in  the  same  language,  or  adopt  the  same 

method  and  arrangement. 
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Absence  of  intent,  alone,  to  copy  a  copyrighted  work  would  not  free  a  person  from  the 
charge  of  copying;  the  court  looks  at  the  result,  and  not  the  intention  in  the  man^s 
mind  at  the  time  of  doing  the  act  complained  of. 

Evidence  of  intent  might  have  some  bearing  on  the  question  of  fair  use,  but  it  is  not  a 
defence  where  the  party  setting  it  up  has  invaded  the  copyright  of  the  complaining 
party. 

If  so  much  is  taken  from  a  copyrighted  work  that  its  value  is  sensibly  diminished,  or  the 
labors  of  the  original  author,  to  an  injurious  extent,  appropriated  by  another,  it  is  suffi- 
cient  to  constitute  infringement. 

In  a  review  of  a  work,  sufficient  may  be  taken  to  g^ve  a  correct  view  of  the  whole,  but  the 
privilege  of  making  extracts  is  limited  to  those  objects,  and  cannot  be  exercised  so  that 
the  review  may  become  a  substitute  for  the  work  reviewed. 

Equity  will  not  interfere,  by  injunction,  to  prevent  further  use  of  a  copyrighted  book,  when 
the  amount  copied  is  small  and  of  little  value,  if  there  is  no  proof  of  bad  motive,  or  where 
there  is  a  well-founded  doubt  as  to  the  legal  title,  or  where  there  has  been  long  acquies- 
cence in  the  infringement,  or  culpable  negligence  in  seeking  redress,  especially  if  the 
delay  has  misled  the  respondent. 

New  materials  are  the  subjects  of  copyright;  so  also  are  old  materials  arranged  according 
to  a  new  plan.  Damages  are  recovered  in  the  one  case  for  the  use  of  the  new  materials, 
in  the  other  for  the  use  of  the  old  materials,  according  to  the  new  arrangement,  combina- 
tion, or  plan. 

Where  the  two  works  are  complex,  as  in  this  case,  the  case  is  referred  to  a  master  to  state 
the  facts,  and  his  opinion  as  to  the  similarity  of  the  same,  for  the  consideration  of  the 
court. 

Gases  may  arise  where  the  court  would  not  order  the  reference. 

A  book  may  in  one  part  infringe  the  copyright  of  another,  and  in  other  parts  be  original. 

In  such  case  the  remedy  is  not  to  be  extended  beyond  the  injur}'. 

If  the  borrowed  matter  is  so  involved  with  that  which  is  original,  in  a  subsequent  book, 
then  he  who  made  the  improper  use  of  borrowed  materials  must  suffer  the  consequences 
of  so  doing. 

In  such  case,  if  the  injunction  prevents  the  use,  on  the  part  of  the  copyist,  of  his  original 
materials  in  any  particular  book,  he  only  is  to  blame  for  such  conmiingling  of  the 
materials. 

Ko  man  is  entitled  to  avail  himself  of  the  previous  literary  labors  of  another,  which  hare 
been  copyrighted,  for  the  purpose  of  conveying  to  the  public  the  same  information,  even 
though  he  may  append  additional  information  to  that  already  published. 

Equity  suits  for  infringement  of  copyright  are  usually  referred  to  a  master,  before  final 
hearing,  to  ascertain  whether  the  charge  is  proved;  and  if  so,  for  a  report  as  to  the 
nature  and  extent  of  the  infringement. 

In  such  cases  the  rule  is,  that  the  complainant  is  entitled  to  an  injunction,  if  at  all,  at  the 
time  the  decretal  order  is 'entered,  to  restrain  the  defendant  from  any  further  violation 
of  his  rights,  as  the  whole  case  is  then  before  the  court. 

Even  when  the  case  is  heard  before  any  such  reference  and  report,  if  the  charges  of 
infringement  are  few  and  of  a  character  easily  determined,  without  reference  to  a  mas- 
ter, and  if  the  case  is  one  where  injunction  is  the  proper  remedy,  the  court  will  order  it 
at  the  time  the  decision  on  the  merits  is  announced. 

When  the  case  comes  to  a  final  hearing,  without  any  report,  if  the  chains  of  infringement 
are  numerous,  and  such  as  require  extended  examination,  the  court  will  ordinarily  send 
the  case  to  a  master  for  report  on  the  matters  not  previously  settled  by  it. 

In  such  cases  the  general  rule  is,  that  the  injunction  will  not  be  granted  until  the  nature 
and  extent  of  the  infringement  are  fully  ascertained,  because  its  operation  might  work 
great  injustice. 
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Sach  a  eonne  was  punned  in  this  case. 

Where  the  arguments  in  a  case  in  equity  haye  been  finally  closed,  there  can  be  no  further 

argoment  unless  the  court  should  reach  some  point  where  they  desire  reargument,  and 

request  the  same  of  the  counsel. 

Bill  in  equity,  praying  for  an  account,  and  for  an  injunction  for 
the  violation  of  an  alleged  copyright  to  a  certain  edition,  with  notes, 
of  Wheaton's  Elements  of  International  Law. 

The  complainant  alleged  in  substance  and  effect  that  Catharine 
Wheaton,  deceased,  widow  of  the  late  Henry  Wheaton,  in  the  year 
1853,  then  in  full  life,  requested  him  to  prepare  a  new  edition  of 
Wheaton's  Elements  of  International  *Law,  and  that  he,  in  pursu- 
ance of  that  request,  prepared  such  notes  for  that  purpose  as  seemed 
to  him  fit,  and  also  an  appendix  and  introductory  remarks,  with  a 
full  and  careful  memoir  of  the  life  of  the  deceased  author;  that,  so 
far  as  the  edition  contained  matters  not  previously  published  in 
this  country,  it  was  duly  copyrighted  by  the  said  Catharine  as  pro- 
prietor thereof;  that  the  same  was  subsequently  published  by  the 
firm  of  Little,  Brown,  &  Company,  and  that  all  the  profits  arising 
out  of  the  contract  with  the  publishers  were  enjoyed  by  the  said 
Catharine  as  the  complainant  intended  they  should  be  when  he 
undertook  to  prepare  the  edition ;  that  he  afterwards,  in  pursuance 
of  a  similar  request  from  the  same  source,  prepared  other  annota- 
tions  of  the  same  work,  which  were  also  copyrighted  by  the  same 
person,  and  that  they  were  published  in  1863  by  the  same  publish- 
ers ;  that  he  was  advised  and  believed  that  the  transactions  as  re- 
cited, in  respect  to  those  two  editions,  operated  to  convey  to  the 
said  Catharine  no  other  beneficial  interest  in  the  said  annotations 
and  additions  to  the  work,  than  the  right  to  use  the  same  in  those 
editions ;  that  in  fact  it  was  always  understood  and  agreed  by  and 
between  them  that  the  beneficial  interest  in  the  same,  except  as 
aforesaid,  belonged  to  the  complainant,  and  that  the  copyrights  were 
taken  out  and  held  in  trust  by  the  said  Catharine  in  accordance 
with  that  understanding  and  agreement  Prior  to  that  period,  the 
author,  as  the  complainant  alleged,  had 'caused  four  several  editions 
of  the  work  to  be  published,  two  at  Philadelphia,  one  at  London, 
and  one  in  1848  at  Leipzig,  in  two  volumes,  by  F.  A.  Brockhatis, 
in  the  French  language ;  that  in  the  edition  of  1848  the  author  in-  , 
Berted  and  published,  both  in  the  text  and  notes,  many  new  matters 
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never  before  published  by  him  in  the  English  language ;  that  the 
author  died  in  1848 ;  that  the  French  edition  was  reprinted  by  the 
said  Brockhaiis  in  1853,  and  that  the  complainant,  in  1860,  ascer- 
tained that  the  said  Brockhaiis  had  published  another  edition  of 
the  work  in  French,  without  the  knowledge  or  consent  of  the  rep- 
resentatives of  the  author,  and  that  he  contemplated  publishing 
further  editions^  of  the  same  without  paying  any  thing  to  those  rep- 
resentatives for  copyright ;  that  in  view  of  these  circumstances,  and 
at  the  request  of  the  said  Catharine,  he  commenced  negotiations 
with  the  said  Brockhaiis  upon  the  subject,  the  result  of  which  was, 
that  the  parties  came  to  an  agreement  that  the  complainant  should 
revise  and  translate  his  annotations,  and  adapt  the  same  for  a  work 
to  be  sold  in  Europe,  making  such  additions  thereto  as  should 
render  the  work  as  complete  as  possible  down  to  the  time  of  pub- 
lication; that  the  representatives  of  the  deceased  author  should 
give  up  all  claim  on  the  said  Brockhaiis  in  respect  to  the  editions 
published  and  to  be  published ;  and  that  in  consideration  thereof 
the  said  Brockhai^  agreed  to  pay  to  the  said  Catharine,  if  the  com- 
plainant so  directed,  the  sum  of  6,000  francs,  together  with  the  sum 
of  $450,  to  be  paid  to  the  complainant  to  defray  in  part  the  ex- 
penses to  be  incurred  in  preparing  the  translations ;  that  the  com- 
plainant, before  the  agreement  was  completed,  stated  to  the  said 
Catharine  or  her  agent,  Martha  B.  Wheaton,  that  he  would  do  no 
more  work  on  any  book  over  which  he  did  not  possess  exclusive 
control ;  that  he  woidd  only  undertake  the  work  required  of  him 
in  the  proposed  arrangement,  on  the  condition  that  the  entire  copy- 
right should  be  assigned  to  him ;  that  the  said  Catharine,  manifest- 
ing a  great  desire  to  retain  the  legal  title  to  the  copyrights  of  the 
book,  requested  him  to  confer  with  Professor  Parsons  in  her  behalf, 
in  order  that  some  arrangement  might  be  made  which  should  sub- 
stantially secure  to  the  complainant  what  he  desired,  and  be  at  the 
same  time  acceptable  to  the  said  Catharine ;  and  the  complainant 
alleged  that  he  assented  to  that  proposition,  that  he  had  one  or 
more  interviews  with  Mr.  Parsons,  and  made  an  agreement  with 
him  as  to  the  title  to  the  copyrights  and  other  matters,  as  ex- 
pressed in  the  memorandum  set  forth  in  the  bill  of  complaint^  as 
follows :  — 
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"MEMORANDUM. 

"  Mr.  liawrence  will  wiite  to  Mr.  Brockhaiis  in  terms  to  bring  to 
Mrs.  Wheaton  the  right  to  draw  on  Mr.  Brockhaiis  at  once  for  6,000 
francs.  He  will  also  endeavor  to  get  from  Mr.  Brockhaiis  as  much 
as  he  can  towards  the  actual  expense  of  having  the  translation  into 
French  made  here,  and  so  much  of  that  expense  as  he  fails  to  get 
from  Brockhaiis,  Mrs.  Wheaton  will  pay  from  the  proceeds  of  the 
draft  on  Brockhaiis.  Mrs.  Wheaton  will,  on  the  payment  of  her 
draft  on  Brockhaiis,  agree  formally  to  make  no  use  of  Mr.  Law- 
rence's notes  in  a  new  edition  without  his  written  consent,  and  Mrs. 
Wheaton  will  give  to  Mr.  Lawrence  the  right  to  make  any  use  he 
wishes  to  of  his  own  notes ; "  that  the  said  Parsons,  for  the  purpose 
of  being  more  certain  that  the  memorandum  would  be  approved  by 
the  said  Catharine,  wrote  on  the  same  sheet  of  paper  to  the  respon- 
dent, Martha  B.  Wheaton,  that  he  and  the  complainant  had  come  to 
a  perfectly  amicable  result,  as  expressed  generally  in  the  memoran- 
dum, and  suggested  to  her  that  she  should  make  a  copy  of  the  same 
for  herself,  if  the  result  was  satisfactory ;  and  the  complainant  also 
alleged  that  the  said  Martha  afterwards,  in  behalf  of  her  mother 
and  herself,  and  to  signify  their  approval  of  the  result,  signed  the 
said  memorandum,  and  wrote  the  date,  "June  14, 1863,"  thereon, 
and  caused  the  same  to  be  delivered  to  the  complainant. 

Additions  were  subsequently  made  to  the  agreement,  and  the 
terms  of  it  were  in  some  respects  varied,  as  appeared  by  the  corre- 
spondence between  the  parties ;  but  the  complainant  alleged  that  he 
was  advised  and  believed  that  the  amendments  to  the  same  did  not 
vary  any  such  parts  of  the  same  as  related  to  the  copyrights  in  this 
country ;  and  he  also  alleged  that  the  consideration  of  the  agreement 
of  the  said  Brockhaiis  to  pay  said  amount  to  the  said  Catharine 
was  the  promise  of  the  complainant  to  furnish  new  and  addi- 
tional notes  for  the  future  editions  of  the  work,  as  was  well  known 
and  understood  by  the  parties ;  that  he,  the  complainant,  wrote  to 
said  Brockhaus,  as  agreed;  that  the  letter  was  approved  by  the 
other  parties,  and  was  by  the  said  Martha  and  Catharine  sent  to 
the  said  Brockhaus,  and  that  the  said  Catharine,  on  the  17th  of 
June,  1863,  drew  a  bill  of  exdiange  on  him  for  the  amount  speci- 
fied in  the  memorandum ;  and  that  the  same,  in  consequence  of  said 
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letter  and  of  the  promises  and  undertakings  of  the  complainant,  was 
duly  honored  and  paid. 

The  theory  of  the  complainant  was,  and  he  accordingly  allied, 
that  there  was  not,  on  the  1st  of  January,  1865,  any  valid  subsist- 
ing copyrights  of  the  editions  published  respectively  in  1836  and 
1846 ;  that  the  copyrights  of  the  editions  published  in  1855  and 
1863  secured  the  exclusive  right  to  the  same  only  so  far  as  those 
editions  differed  from  the  aforesaid  antecedent  editions ;  that  it  was 
a  part  of  the  agreement  made  through  the  agency  of  the  said  Par- 
sons, that  the  said  Catharine  should  execute  and  deliver  to  the 
complainant  a  formal  instrument,  securing  to  him  all  his  rights  in 
the  premises,  of  such  a  nature  as  to  admit  of  being  recorded,  as 
required  by  the  acts  of  Congress  relating  to  copyrights;  and  he 
averred  that  the  other  respondents  had  fuU  notice  and  knowledge 
of  the  agreement,  and  that  he,  in  a  court  of  equity,  by  virtue  of 
that  agreement,  is  taken  and  deemed  to  be  the  owner  and  proprietor 
of  the  last-mentioned  copyrights,  in  and  as  to  all  matters  contributed 
by  him  as  aforesaid ;  and  that,  by  reason  thereof,  the  respondents 
were  bound  not  to  make  any  use  of  any  such  matters  so  contributed 
by  him  to  either  of  the  said  editions  of  the  said  work.  Based  upon 
these  and  other  allegations,  the  claim  of  the  complainant  was,  that 
he  was  in  equity  the  exclusive  owner  and  proprietor  of  the  copy- 
rights for  all  the  matters  which  he  contributed  to  those  two 
editions ;  and  he  charged  that  the  said  firm  of  Little,  Brown,  &  Com- 
pany procured  and  induced  the  said  Martha,  in  her  own  behalf  and 
that  of  her  mother,  to  consent  and  agree  that  the  said  publishing 
firm  of  Little,  Brown,  &  Company  should  publish  an  edition  of  that 
work,  and  procure  the  same  to  be  edited  and  notes  to  be  prepared 
for  the  same  by  some  person  other  than  the  complainant;  that 
thereupon  the  said  firm  procured  and  employed  Bichard  H.  Dana, 
Jr.,  one  of  the  respondents,  to  edit  the  proposed  edition,  and  to  pre- 
pare the  notes  as  aforesaid ;  and  the  complainant  further  showed 
that  the  respondents,  without  his  consent,  had  caused  the  proposed 
edition  to  be  printed,  published,  and  publicly  sold.  Beference  was 
also  made  to  certain  alleged  pretences  set  up  by  the  respondents ; 
and  the  complainant  prayed  for  an  account  and  for  an  injunction, 
and  that  the  respondents  might  be  decreed  to  surrender  and  deliver 
up  all  copies  of  the  book  on  hand,  and  to  make  and  deliver  to  the 
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complainai^t  a  good  and  sufficient  deed  of  the  copyrighta  of  1853 
and  1863  in  accordance  with  his  equitable  titla 
•   A  -B.  Curtis  &  J,  J,  Storrow,  for  the  complainant 

S.  Bartlett  &  T.  K.  Loihr&p,  fox  the  respondent,  Miss  Wheaton. 

W,  O,  Bussdl,  for  Mr.  Dana. 

Cavaien  Browne,  for  Little,  Brown,  &  Co. 

J.  J.  Storrow.  (Mr.  Storrow  stated  very  fully  the  relations 
between  the  complainant  and  Mr.  Wheaton  and  his  family  from 
1822  to  the  time  of  filing  the  bill,  and  the  relations  of  some  of  the 
respondents  with  each  other  and  the  complainant,  reading  from 
the  correspondence  printed  in  the  record.) 

The  negotiations  with  Mr.  Brockhatis  were  begun  in  1860 ;  his 
first  definite  proposition  was  not  made  until  he  had  seen  the 
advance  sheets  of  the  second  edition  in  1863.  These  negotiations 
were  all  by  correspondence,  which  was  communicated  to  the 
Wheatons  and  to  Mr.  Little,  and  is  now  before  the  court,  together 
with  the  correspondence  between  the  parties  on  the  subject  It  is 
true,  and  was  known  to  the  Wheatons  at  the  time,  that  Brock- 
haiis  was  induced  to  make  the  offer  in  order  to  obtain  from  Mr. 
Little  and  the  Wheatons  the  exclusive  right  to  print  in  French, 
on  the  continent,  Mr.  Lawrence's  annotations^  with  emendations  to 
be  made  by  that  gentleman.  Thereupon,  after  a  negotiation  with 
Professor  Parsons,  of  the  Dane  Law  School,  who  represented  the 
Wheatons,  the  agreement  stated  in  the  bill  was  made,  Mr.  Lawrence 
gave  the  required  promise  to  Mr.  Brockhaus,  and  the  Wheatons 
thereupon  received  the  money.  This  contract  was  negotiated  and 
drawn  by  skilful  counsel,  representing  the  Wheatons ;  it  secured 
for  them  6,000  francs  due  to  Mr.  Lawrence's  labors ;  it  imposed  on 
him  a  serious  burden  of  work  and  expense ;  it  at  most  only  gave 
him  the  formal  title  to  that  which  they  confess  fairly  belonged  to 
him ;  up  to  the  time  of  this  suit  they  have  always  declared  it  to  be 
entirely  satisfactory :  to  avoid  it  on  the  ground  of  fraud,  the  re- 
spondents must  show  clearly  that  the  complainant  misrepresented 
to  Mr.  Parsons,  or  designedly  concealed  from  him  some  fact,  or 
some  means  of  knowledge,  and  that  this  misrepresentation  or  con- 
cealment was  the  inducement  which  in  fact  led  the  Wheatons  to 
make  the  agreement  1  Story,  Eq.  Jur.  §  200,  et  aeq. ;  Attwood  v. 
STiudl,  6  Clark  &  F.  447 ;  Park  v.  Johnson,  4  Allen,  266 ;  •Tew- 
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flings  y.  BrougkUm,  6  DeG.  M.  &  G.  130 ;  VeaaU  v.  WiUiams,  3 
Story,  631 ;  Campbell  v.  Fleming,  1  Ad.  &  K  40.  The  conespon- 
dence  clearly  disproves  all  this. 

Frpm  the  time  the  Wheatons  leceived  the  6,000  francs,  Mr.  Law- 
rence, in  the  view  of  a  court  of  equity,  was  the  absolute  owner  of 
the  notes.  Fletcher  v.  Morey,  2  Story,  564 ;  Parker  v.  Muggridge, 
2  Story,  342 ;  Clarke  v.  Sauthivick,  1  Curt  C.  C.  299 ;  CoUt/er  v. 
Fallon,  Turn.  &  R  469 ;  Berick  v.  Kern,  14  Serg.  &  R  271 ; 
Simms  v.  Marryat,  7  Eng.  L  &  £q.  337.  The  correspondence  shows 
that  the  parties  understood  that  the  memorandum  had  this  effect 
and  they  cannot  take  advantage  of  their  refusal  to  execute  the 
further  assur&nce  which  the  memorandum  called  for.  Browne, 
Frauds,  §§  444-6.  Similar  agreements  have  been  held  suffi- 
cient in  copyright  cases  to  sustain  a  bill  and  an  injunction  for 
piracy  both  as  against  a  party  to  the  contract  and  as  against  pub- 
lishers claiming  under  such  party,  though  without  actual  notice. 
Curt  on  Copyright,  315 ;  Mawman  v.  Tegg,  2  Buss.  385 ;  Stoeet 
v.  Shaw,  3  Jur.  217 ;  Colbu/m  v.  Duncamie,  9  Simons,  155 ;  Sioeet 
v.  Cater,  5  Jur.  68,  11  Sim.  572;  Longman  v.  Oxberry  (1820), 
cited  in  Grodson  on  Patents,  314 

The  evidence,  and  particularly  the  correspondence  of  the  parties, 
shows  that  this  memorandum  contained  the  whole  and  true  agree- 
ment of  the  parties,  clearly  and  explicitly  stated. 

The  next  defence  is  that  after  the  complainant  had  (as  tibey 
f  alleged)  practised  a  fraud  to  obtain  the  control  of  his  own  property, 

he  voluntarily  gave  it  back  again.  Bights  conferred  or  secured,  or 
obligations  imposed  by  an  executed  agreement,  where  the  con- 
sideration has  passed  by  full  performance  on  one  side  and  enjoy* 
ment  on  the  other,  cannot  be  returned  or  transferred  back  by  an 
agreement  not  under  seal  without  a  new  and  valuable  considera- 
tioa  Smith's  Lead.  Cas.,  note  to  Cumber  v.  Wans;  Wildes  v. 
Fessenden,  4  Met  12,  and  cases  cited ;  Smith  v.  Bartholomew,  1  Met 
277 ;  Edwards  v.  Chapman,  1  M.  &  W.  231.  Even  in  cases  where 
there  has  not  been  a  completed  performance  there  must  be  proof  of 
an  intention  to  abandon  and  a  deliberate  act  sufficient  to  carry  out 
that  intention.  McCormick  v.  Seymour,  2Blatchf.  256;  Flagg  v. 
Mann,  2  Sumn,  516,  619 ;  Kendall  v.  Winsor,  21  How.  (U.  S.) 
331;  ShawY,  Cooper,  7  Pet  320;  M(yurryY.  Sheldon,  2  R  L  378; 
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Brewer  v.  Boston  &  Worcester  JR.  B,,  5  Met  483 ;  Bich  v.  Ativater, 
16  Conn.  416,  and  cases  cited.  When  the  act  is  without  any  thing 
which  the  law  deems  a  consideration,  it  may  be  revoked.  Pierrepont 
V.  Barnard,  2  Seld.  289 ;  Mumford  v.  Whitney,  15  Wend.  387 ; 
Holmes  v.  Fisher,  13  N.  H.  12 ;  Brewer  v.  Boston  &  Worcester  B,  B., 
5  Met.  478;  Mackay  v.  Holland,  4  Met.  73;  2  Smith's  Lead.  . 
Cas.  758,  767. 

The  correspondence  reUed  on  as  constituting  the  alleged  waiver 
does  not  contain  language  which  can  fairly  bear  the  construction 
contended  for.  If  it  even  left  the  complainant's  actual  intention  in 
doubt,  the  respondents  were  bound  to  make  inquiry  of  him  specifi- 
cally before  assuming  that  he  meant  to  abandon  any  thing.  Mawry 
v.  Sheldon,  2  R  1. 378 ;  see  also  Shaw  v.  Cooper,  7  Pet.  320,  Whatever 
might  be  the  legal  effect  of  the  language  used,  yet  if  in  fact  they  knew 
that  the  complainant  did  not  intend  it  to  be  and  did  not  believe  it 
to  be  an  abandonment,  they  cannot  be  heard  to  set  it  up  as  an 
abandonment  It  is  clear  that  this  was  the  case:  he  proceeded 
with  his  work  imder  the  agreement,  at  great  labor  and  expense  to 
himself,  and  they  never  offered  to  relieve  him  of  it,  or  to  cancel  his 
obligations  to  Mr.  Brockhaus.  The  explicit  directions  they  gave  to 
Mr.  Dana,  not  to  make  any  use  of  Mr.  Lawrence's  notes,  and  the 
idea  Mr.  Dana  derived  from  them  of  his  duty  in  the  premises, 
exactly  conform  to  the  memorandum ;  and  one  avowed  reason  for 
these  instructions  was  to  guard  against  any  complaint  from  Mr. 
Lawrence,  and  because  they  felt  embarrassed  by  their  relations 
growing  out  of  the  Brockhaus  matter.  After  receiving  the  letter 
they  rely  on,  in  which  Mr.  Lawrence  returned  the  formal  instru- 
ment as  not  satisfying  the  memorandum.  Miss  Wheaton  wrote, 
''He  declined  it,  and  preferred  none  beyond  the  one  signed  in 
June  by  M.  B.  W."  This  is  conclusive  that  their  understandiiig 
was  that  he  meant  to  decline  the  further  paper  and  to  stand  on 
and  not  abandon  the  memorandum  of  June.  Such  an  estoppel 
could  operate  to  give  even  to  a  valid  instrument  an  effect  contrary 
to  the  legal  interpretation  of  its  language.  Sawes  v.  Marchant, 
1  Curt  C.  C.  144;  Ervyin  v.  Lowry,  7  How.  183;  P.  W.  &  Bait. 
B.  B.  V.  Hcnoard,  13  How.  336. 

Neither  Mr.  Lawrence's  letter,  nor  his  conduct,  nor  any  acts  of 
his  give  rise  to  any  estoppel  against  him.    Hawes  v.  MarcharU, 
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1  Curt  C.  C.  144;  Van  Bensselaer  v.  Kearney,  11  How.  326; 
Pichard  v.  Sears,  6  Ad.  &  E.  469 ;  Freeman  v.  Cook,  2  Exch.  661 ; 
Andrews  v.  Lyons,  11  Allen,  351 ;  Turner  v.  Coffin,  12  Allen,  401 ; 
Lawrence  v.  Dole,  11  Vt  555 ;  Brewer  v.  Boston  Jt  Worcester  JR,  K, 
5  Met.  483 ;  Heame  v.  Rogers,  9  B.  &  C.  585 ;  Cambridge  Sav. 
Bank  v.  ZUtlefield,  6  Cush.  214;  Wallis  v.  Truesddl,  6  Pick  456  ; 
Bunnell  Co,  v.  Pawtucket,  7  Gray,  277;  2  Smith's  Lead.  Cas. 
[Am.  ed.]  704,  742,  745,  747,  767,  768 ;  Am.  Lead.  Cas.  750,  764, 
768,  772,  775,  776.  The  evidence  negatives  the  existence  of  all 
the  essential  elements  of  an  estoppel. 

They  had  full  and  express  notice  of  Mr.  Lawrence's  rights,  before 
the  acts  complained  of. 

Miss  Wheaton  and  the  other  respondents  are  estopped  to  set  up 
the  invalidity  of  those  copyrights.  Eicoltz  v.  Bannister,  1  Bar.  E. 
77;  Caimcross  v.  Lorimer,  3  Law  T.  130;  Hull  Co,  v.  Wellsley, 

2  Law  T.  728  ;  Simms  v.  Marryat,  7  Eng.  L.  &  Eq.  337 ;  Sherman 
V.  Champlain  Co,,  31  Vt.  175;  Beckman  v.  Borman,  3RD. 
Smith,  409 ;  Random  v.  Tci>ey,  11  How.  521 ;  Coolidge  v.  Brigham, 
1  Met.  551 ;  PierporU  v.  Fowle,  2  W.  &  M.  41 ;  Smith's  Lead.  Cas. 
704 

The  agreement  amounts  to  an  express  covenant  "to  make  no 
use  of  Lawrence's  notes  without  his  written  consent;"  and. this  is 
binding  on  all  the  respondents,  and  its  violation  will  be  restrained 
by  the  court.  Barfield  v.  KeUy,  4  Buss.  355 ;  Farina  v.  Silverlock, 
1  Kay  &  J.  509 ;  S.  C.  39  Eng.  L  &  Eq.  516 ;  Longman  v.  Oxberry, 
Godson  on  Patents,  314. 

The  agreement  of  June  covers  not  only  the  foot-notes,  but  all  that 
Mr.  Lawrence,  as  editor  and  annotator,  did  to  the  book  to  make  it 
dififerent  from  Mr.  Wheaton's  last  edition  of  1845.  Mr.  Parsons 
describes  the  agreement  as  intended  to  give  to  Mrs.  Lawrence  "  any 
thing  he  had  done  for  her  husband's  book ; "  the  memorandum  which 
Mr.  Parsons  drew  to  express  that  agreement  and  the  term  "  notes," 
the  same  gentleman's  letter  of  June  19,  1863,  which  is  part  of  the 
agreement,  describes  the  agreement  as  covering  "matter  which  you 
have  written ; "  the  formal  instruments  which  Mr.  Parsons  drafted 
convey  the  "notes  and  other  matter  of  his  [Lawrence's]  own  compo- 
sition." "  Notes  or  references  "  have  been  held  not  to  be  restricted 
to  foot-notes.     Little  v.  Oould,  2  Blatchf.  366-8.     Mr.  Lawrence 
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prepared  the  text  with  great  care,  labor,  and  judgment,  from  the 
»di£ferent  English  and  French  editions,  so  that  it  differed  from  any 
previous  edition  to  the  extent  of  sixty  pages :  this  was  stated  in  his 
preface  as  long  ago  as  1855.  Mr.  Dana's  preface  states  that  "  this 
edition  contains  nothing  but  the  text  of  Mr.  Wheaton  according  to 
his  last  revision,  his  notes,  and  the  original  matter  contributed  by 
the  editor,"  yet  he  has  exactly  reprinted  the  text  according  to  Mr. 
Lawrence's  revision. 

T,  K.  Lothrop,  for  tke  respondents.*  The  bill  is  founded  on  copy- 
right The  prayer  for  relief  determines  the  construction  of  the  bill, 
and  shows  this.  1  Dan.  Ch.  Pr.  334,  383,  386,  and  cases  cited; 
Adams,  £q.  309.  The  claim  is  rested  on  two  grounds :  first, 
a  trust  arising  from  the  fact  that  the  complainant's  annotations 
were  gratuitous,  and  an  agreement  and  understanding  at  the  outset 
that  the  copyright  should  be  held  on  such  a  trust ;  second,  upon  a 
contract  alleged  to  have  been  made  between  Mrs.  Wheaton  and  the 
complainant,  and  to  be  contained  in  the  memorandum  dated  June 
14, 1863,  a  copy  of  which  is  set  out  in  the  bill. 

No  trust  arises  by  intendment  of  law  from  the  fact  that  the 
complainant's  labors  were  gratuitous.  Hill,  Trust.  107;  Cook 
V.  Fountain,  3  Sw.  591 ;  Young  v.  Peachy,  2  Atk.  256.  The  al- 
leged "  understanding  "  is  denied,  and  is  not  made  out  by  the  evi- 
denca  Even  as  stated  by  the  complainant,  it  is  too  vague  for  a 
court  to  act  upon.  The  making  the  agreement  in  June,  1863,  and 
the  correspondence  at  and  prior  to  that  time,  show  that  he  consid- 
ered that  he  had  neither  claim  nor  interest  prior  to  June,  1863, 
and  that  his  desire  to  have  any  rights  about  his  notes  first  arose  in 
his  mind  in  1863. 

The  memorandum  of  June  14,  1863,  includes  only  the  notes, 
and  not  the  text,  nor  the  memoir,  nor  the  index,  nor  the  arrange- 
ment by  which  the  notes  are  connected  with  the  text. 

The  memorandum  does  not  provide  for  a  transfer  of  the  copy- 
right, as  prayed  for,  but  only  for  a  license. 

The  memorandum  was  not  a  perfected  contract,  but  a  mere  note 
of  some  of  the  general  stipulations  of  a  proposed  agreement  be- 

*  In  this  case  four  counsel  were  allowed  to  ar^e  for  the  respondents,  each 
eouDsel  taldng  separate  points,  but  the  court  declared  that  this  should  not  be  a 
precedent  for  allowing  more  than  two  counsel  to  speak  on  a  side. 
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tween  the  parties ;  as  to  which  they  never  actually  agreed,  and 
their  minds  never  in  fact  met  It  was  one  step  towards  a  condu- 
sion,  but  was  not  a  conclusion.  It  is  clear  on  the  evidence  that 
this  was  the  understanding  of  the  parties.  If  the  complainant's 
account  of  his  pre-existing  rights  is  true,  this  memorandum  only 
operated  to  restrict  them,  and  therefore  coidd  have  been  only  one 
stipulation  to  form  part  of  a  complete  agreement.  The  circum- 
stances and  the  correspondence  show  that  Mr.  Lawrence's  purpose 
and  desire  was  for  something  far  beyond  this  memorandum,  and 
towards  which  this  memorandum  and  all  that  was  done  i^as  only 
one  element  When  the  formal  agreement  came  to  be  made  after 
the  money  was  received  from  Brockhalis,  the  correspondence  shows 
that  each  party  understood  that  it  was  to  embrace  not  only  the 
memorandum,  but  points  covered  by  subsequent  negotiations.  But 
the  hoped-for  agreement  was  never  reached,  and  all  these  steps 
were  fruitless.  If  there  is  any  doubt  on  this  point,  the  court  will 
not  decree  a  specific  performance.     Carr  v.  Duval,  14  Pet  77. 

The  memorandum  was  only  a  note  of  some  general  stipulations, 
but  did  not  cover  many  points  which  both  parties  expected  would 
be  included  in  the  proposed  iigreement  Among  other  things,  it 
contained  no  provision  as  to  whether  it  should  or  should  not  inter- 
fere with  the  edition  already  sold  to  Little,  Brown,  &  Co. 

The  only  right  conferred  by  that  memorandum  was  a  right  to 
call  for  a  formal  conveyance,  and  that  right  the  complainant  aban- 
doned by  "declining  to  accept  any  paper  whatever  from  Mrs. 
Wheaton "  (letter  of  Nov.  2, 1863).  He  believed  that  he  already 
had  all  that  he  now  claims  under  the  memorandum ;  he  was  ready 
to  give  it  up ;  and  the  terms  in  which  he  alludes  to  "  the  decision  at 
which  I  have  arrived"  show  that  his  intention  was  to  abandon  all 
claims  under  that  memorandum. 

The  respondents  understood  that  he  intended  so  to  abandon; 
they  prepared  a  new  edition,  and  then,  after  the  publication  of  it, 
and  after  a  lapse  of  n)early  three  years,  he,  for  the  first  time,  at- 
tempts to  obtain  specific  performance  of  it  He  is  too  late.  Seaton 
V.  Slade,  3  White  &  T.  78-84 ;  Fry,  Sp.  Perf.  §  709,  p.  [413],  p. 
[422]  note ;  argument  of  Sir  S.  Eomilly,  13  Ves.  226 ;  Price  v. 
Dy^,  17  Vea  356  ;  Stevens  v.  Cooper,  1  J.  C.  R  430  ;  Schmidt  v. 
Livingston,  3  Edw.  Ch.  213;  Boyee  v.  MeCviloch,  3  Watts  &  S.  429 ; 
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King  v.  Marford,  Saxt  281.  Where  there  is  such  delay,  it  is  not 
necessary  that  the  other  party  should  have  changed  his  position. 
La  Tour  v.  Attorney-General,  11  Law  T.  563. 

The  memorandum  professes  only  to  touch  the  right  to  the  notes ; 
if,  as  alleged  in  the  hiU,  the  complainant  beUeved  that  it  would 
practically  give  him  the  control  of  all  future  editions  of  Wheaton's 
Elements,  and  expected  by  it  to  secure  that  control,  and  did  not 
dJsdose  this  to  Mr.  Parsons  or  Miss  Wheaton,  a  court  of  equity 
will  not  decree  a  specific  performance.  Catheart  t.  Sobinson,  5  Pet 
265 ;  Fry,  Sp.  Pert  ed.  1861,  pp.  192,  368. 

Oausten  Browne,  for  the  respondents.  The  alleged  agreement  of 
June,  1863,  is  Toid,  because  Mrs.  Wheaton  was  induced  to  enter 
into  it  by  the  fraudulent  misrepresentations  and  concealments  of  the 
complainant  It  is  not  necessary  to  show  that  if  Mrs.  Wheaton 
had  known  the  facts  of  the  case  as  they  were  known  to  the  com- 
plainant, she  would  not  have  entered  into  the  agreement ;  for  it  is 
an  established  principle  of  equity  jurisprudence  that  a  court  of 
equity  will  not  decree  the  specific  execution  of  an  agreement  when 
the  party  asking  the  decree  has  been  himseK  guilty  of  any  fraud, 
deception,  or  unfairness  towards  the  party  agreeing,  which  operated 
in  anyway  to  mislead  him  in  reference  to  the  agreement  1  Story, 
Eq.  §§  200,  769,  It  is  enough,  if  the  misrepresentation  be  upon 
a  matter  in  any  way  material,  that  it  be  incorrect  and  tending 
to  mislead  (though  not  made  in  bad  faith,  and  though  the  re- 
spondents may  not  have  exercised  a  wise  judgment  with  regard  to 
its  value),  and  that  it  be  in  reference  to  any  matter  inducing  the  , 

execution  of  the  contract,  though  not  touching  the  direct  subject  i 

of  the  contract     Clermont  v.  Tasbwrgh,  1  Jac.  &  W.  112  ;  Cadman  \ 

V.  Hcrmer,  18  Vea  10 ;  West  v.  Hdbgood,  6  L.  J.  (n.  s.)  CL  369  ; 
Day  V.  Newman,  2  Cox,  Ch.  79 ;  Shirley  v.  Stratton,  1  Bro.  C.  C. 
440 ;  Bowles  v.  Bound,  5  Vea  508 ;  Higginson  v.  Clawes,  15  Ves. 
516;  Twindng  v.  Morrice,  2  Bro.  C.  C.  326;  BodwAin  v.  Zilley, 
Saxt.  323 ;  Thompson  v.  Tod,  1  Pet  C.  C.  385  ;  Phillips  v.  DvJce  of 
Bucks,  1  Vem.  279 ;  Catheart  v.  Bobinson,  5  Pet  264,  270,  277 ; 
Miller  v.  Chetwood,  1  Green,  C.  E.  199.  The  evidence  sustains 
these  propositions :  that,  prior  to  his  letter  of  April  29, 1863,  Mr. 
Brockhaiis  had  made  no  absolute  offer  to  pay  the  Wheatons  any 
money;  that  he  did  make  such  eoi  offer  by  that  letter,  to  wit:  to 
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pay  six  thousand  francs  without  requiring  from  Mr.  Lawrence 
either  revision  or  translation  for  the  European  edition ;  that  Mr. 
Lawrence,  having  received  this  letter,  concealed  firom  the  Wheatons 
Mr.  Brockhaus's  positive  offer  to  pay,  therein  contained ;  or,  what  is 
as  good  for  our  purposes,  if  he  communicated  that  letter  to  them,  he 
added  a  positive  statement  that  certain  things  were  required  of  him 
before  Mr.  Brockhaiis  would  pay  the  money ;  that,  as  a  consideration 
for  complying  with  that  pretended  requisition,  he  demanded  the 
agreement  of  June,  1863,  which  he  now  seeks  to  enforce ;  lastly, 
that  the  Wheatons,  believing  those  representations,  and  induced 
thereby,  did  make  that  agreement. 

Little,  Brown,  &  Co.  are  not  affected  by  that  memorandum :  at 
most,  Mr.  Little  only  knew,  or  heard,  that  some  negotiations  were 
going  on,  and  understood  and  believed  that  they  were  only  steps 
towards  an  agreement  never  concluded,  and  that  the  whole  matter 
was  abandoned.  The  other  partners  had  no  personal  knowledge 
whatever  of  the  transactions. 

W.  0.  Russdl,  for  the  respondents.  The  memorandum  and  the 
negotiations  from  which  it  resulted  were  entered  into  by  both  par- 
ties in  the  belief  that  there  was  a  valid  subsisting  copyright  (the 
property  of  Mrs.  Wheaton)  in  the  notes  of  the  complainant  con- 
tributed to  the  editions  of  1855  and  1863.  The  existence  of  this 
supposed  copyright  formed  the  basis  of  these  negotiations  and  this 
memorandum,  and  this  supposed  copyright  was  the  subject-matter 
with  which  they  dealt  These  copyrights  were  taken  out  in  the 
name  of  Mrs.  Wheaton  as  *'  proprietor,"  and  were  void  because  no 
written  assignment  of  the  author's  inchoate  right  was  ever  made  to 
her,  so  as  to  constitute  her  the  "proprietor"  or  "legal  assignee" 
entitled  to  take  out  a  copyright  under  the  act  of  Congress. 

Prior  to  Stat  5  &  6  Vict  c.  45,  no  positive  enactment  of  English 
law  provided  that  transfers  of  copyright  or  of  the  author's  inchoate 
right  thereto  must  be  in  writing.  The  Stats.  8  Anne  &  41  Geo.  III. 
contained  language  almost  identical  with  our  own  in  their  descrip- 
tion of  the  person  entitled  to  copyright  It  was  settled  in  England 
that  to  constitute  a  person  a  "proprietor,"  either  by  a  transfer  of 
the  copyright  or  of  the  inchoate  right  thereto,  the  transfer  must  be 
in  writing.  Power  v.  Walker y  4  Camp.  8,  3  M.  &  S.  7 ;  Latour  v. 
Bland,  2  Stark,  N.  P.  384 ;  Clm^i  v.  WaHcer,  2  B.  &  C.  861 ; 
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De  Finna  v.  Pdhill,  8  C.  &  P.  78 ;  Bamet  v.  Glossop,  1  Bing.  N.  C. 
633 ;  JtundeU  v.  Murray,  Jacob,  311 ;  Morris  v.  Kelly,  1  Jac.  &  W. 
481.  The  same  rule  seems  to  have  been  adopted  here  in  the  only 
case  in  which  the  question  has  arisen.  Nelson,  J.,  in  GotUd  v. 
Banks,  8  Wend.  562.  Ko  distinction  has  been  or  can  be  made  in 
this  T^aid  between  assignments  before  and  after  copyright.  Gay- 
ler  V,  Wilder,  10  How.  477. 

It  is  admitted  that  notice  of  the  copyright  of  1836  was  not  pub- 
lished in  the  editions  of  1855  and  1863.  The  complainant  con- 
tends that  this  destroys  the  copyright  of  1836,  and  leaves  those  of 
1855  and  1863  valid  only  as  to  the  new  matter  then  added,  namely, 
the  contributions  of  the  complainant  But  this  omission  destroys 
tiie  copyrights  of  1855  and  1863,  because  the  act  provides  that  no 
person  shall  be  entitled  to  its  benefit  imless  he  gives  notice  in  each 
and  every  edition,  &c.  The  requirement  about  notice  must  be 
strictly  complied  with.  JEwer  v.  Cace,  4  WasL  490 ;  WJieaton  v. 
Peters,  8  Pet.  591,  663-665 ;  Baker  v.  Taylor,  2  Blatchf.  82 ;  Jollie 
V.  Jaques,  1  Blatchf.  620 ;  Struve  v.  Schwedler,  4  Blatchf.  23.  It 
ought  to  be  complied  with  in  this  respect ;  otherwise  the  public 
would  be  misled  into  the  belief  that  this  copyright  expired  in  1891, 
whereas  it  expired  in  part  in  1864. 

If  the  complainant's  claim,  that  those  cop3rrights  were  taken  out 
in  trust  for  his  benefit,  is  sustained,  then  they  are  void,  because  in 
that  case  Mrs.  Wheaton  was  not  the  "proprietor."    ShepJierd  v.  V^ 

Conquest,  17  C.  B.  427 ;  Fierpont  v.  Fowle,  2  W.  &  M.  46 ;  Binns 
V.  Woodruff,  4  WasL  48 ;  Atunll  v.  Ferrett,  2  Blatchf.  39,  46 ; 
De  Witt  V.  Brooks,  Judge  Nelson,  1861;  see  also  Brown  y.  Cooke, 
11  Jut.  77;  Richardson  v.  Gilbert,  1  Sim,  (n.  s.)  336.  Upon 
the  facts  alleged  by  the  complainant  in  his  bill  and  testified  tb 
by  him,  and  upon  which  he  relies  to  establish  a  trust  in  Mrs. 
Wheaton  in  his  favor  for  the  copyrights  of  1855  and  1863, 
subject  to  a  right  in  her  to  use  them  in  those  editions,  the  copy- 
rights are  wholly  void,  because  they  should  have  been  taken  out 
by  Mr.  Lawrence  in  the  district  where  he  resided,  and  not  by 
Mrs.  Wheaton  in  the  district  where  she  resided.  These  copyrights 
apply  only  to  his  contributions ;  of  these  he  certainly  claims  to  be 
the  "  author,"  and  upon  his  own  showing  he  never  ceased  to  be  the 
"proprietor."    If  he  had  composed  them  entirely  for  her  sole  and 
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perpetual  use,  she  would  not  be  the  '*  legal  assign  **  of  the  author 
(even  if  a  parol  assignment  were  sufficient),  because  the  case  sup- 
posed does  not  constitute  such  assignment  of  the  legal  title.  Sfiep- 
herd  v.  Conquest,  17  C.  B.  427;  PierparU  v.  Fawk,  2  W.  &  M.  46; 
Binns  v.  Woodruff,  4  Wash.  48 ;  AtweU  v.  Ferreit,  2  Blatchf.  39,  46 ; 
De  Witt  V.  Brooks,  by  Judge  Nelson,  in  1861,  cited  in  Law  on  Copy- 
right. Under  the  English  Stat  5  &  6  Vict.,  c.  45,  §  18,  allowing 
the  publisher  of  a  magazine,  &c.,  to  copyright  in  his  own  name 
articles  which  he  has  procured  to  be  written  for  a  compensation, 
actual  payment 'is  essentiaL  Broum  v.  Cooke,  11  Jur.  77;  Richard- 
9071 Y,  Gilbert,  1  Sim.  (n.  s.)  336.  He  also  alleges  and  testifies  that  it 
was  agreed  and  understood  that  Mrs.  Wheaton*s  only  title  or  inter- 
est in  the  annotations  consisted  in  a  right  to  print  two  editions. 
She  was  therefore  a  mere  licensee  and  not  the  "  proprietor.*'  Rob- 
erts V.  Myers,  23  Law  Eep.  398 ;  Little  v.  Govld,  2  Blatchf  165.  A 
partial  or  limited  assignment  of  a  partial  or  limited  interest  cannot 
constitute  a  person  the  "  legal  assign ''  of  the  author,  or  entitle  her 
to  take  out  the  copyright  as  **  proprietor." 

It  is  true  that  an  equitable  title  may  be  sufficient  to  maintain  a 
bill,  but  it  is  because  it  presupposes  a  valid  copyright,  and  a  legal 
title  in  some  one.  See  LUtle  v.  Govld,  2  Blatchf.  362 ;  Mawman  v. 
Ttgg,  2  Euss.  385 ;  Bweet  v.  Cater,  11  Sim.  572. 

As  the  supposed  subject-matter  and  basis  of  the  negotiation  and 
memorandum  did  not  exist,  the  court,  for  this  reason,  will  refuse  to 
enforce  the  alleged  agreement  Hitchcock  v.  Giddings,  4  Price,  135 ; 
Dale  V.  Roosevelt,  5  J.  C.  R  174  If  complainant  has  suffered  any 
wrong,  which  we  deny,  his  remedy  must  be  sought  by  another 
process  or  in  another  court  Adams,  Eq.  81 ;  1  Dan.  Ch.  Pr.  386 ; 
'Stevens  v.  Guppy,  3  Euss.  171 ;  Fnglish  v.  Foxall,  2  Pet  595-612. 

The  respondent,  Mr.  Dana,  is  not  affected  with  notice  of  the 
alleged  trust  or  agreement 

;S  Bartlett,  for  the  respondents.  The  defence  presents  five  points. 
(1.)  The  complainant  is  not  in  a  position  to  ask  the  aid  of  a  court 
of  equity,  for  in  the  negotiation  which  led  to  the  agreement  on 
which  the  bill  is  founded,  he  asserted  that  Brockhaiis  required  him 
to  undertake  some  new  work,  which  was  not  a  true  assertion. 
(2.)  The  parties'  minds  never  came  to  a  common  consent  as  to 
what  were  to  be  the  details  of  the  agreement  of  June,  1863.    When 
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ihey  came  to  make  the  formal  agreement,  new  details  came  up,  e.  g, 
Mr.  Lawrence  claimed  the  "  Histoire/'  which  was  not  in  the  mem- 
orandum of  June ;  the  Wheatons  claimed  an  exception  in  favor  of 
Little,  Brown,  &  Co.  for  the  copies  of  the  edition  of  1863 ;  Mr. 
Parsons  yielded  the  one,  Mr.  Lawrence  would  not  yield  the  other. 
(3.)  The  memorandum  professed  to  be  an  agreement  about  a  copy- 
right ;  both  parties  were  mistaken,  and  no  valid  copyright  existed ; 
this  avoids  the  agreement,  at  least  so  far  that  this  court  can  give 
no  relief.  That  the  subject-matter  was  wanting  proves  that  tiieir 
minds  did  not  meet    These  points  have  been  sufficiently  discussed. 

I  now  submit  (4)  that  in  no  view  of  the  case  —  even  upon  his 
own  exposition  of  it — can  the  complainant  maintain  his  bill  upon 
any  ground. 

The  bill  is  founded  entirely  on  the  ground  that  the  entire  and 
exclusive  copyright  is  held  in  trust  by  the  Wheatons,  and  that  Mr. 
Lawrence  is  entitled  to  a  conveyance  of  it :  no  other  relief  can  be 
given  under  the  bill ;  it  is  framed  for  nothing  else.  The  special 
prayers  are  only  appropriate  to  such  a  case ;  the  case  stated  by  the 
bill  is  an  entire  equitable  title  in  a  copyright  alleged  to  have  been 
violated. 

The  claim  of  a  trust  prior  to  June,  1863,  has  been  disposed  of  by 
Mr.  Bussell,  and  if  there  had  been  such  a  trust,  the  agreement  of 
June  absorbed  it.  The  whole  case  rests  on  the  memorandum. 
This  is  not  an  agreement  transferring  or  providing  for  a  transfer  of  \^ 

the  entire  exclusive  copyright ;  as  matter  of  construction,  from  its 
language  and  also  from  the  circumstances,  it  excepted  the  copies  of 
the  edition  of  1863.  It  provides  for  a  mere  license,  and  the  papers 
drawn  in  pursuance  of  it  were  agreements  and  not  conveyemcea 
It  was  not  in  fact,  and  Mrs.  Wheaton  had  not  the  power  to  make 
it,  an  agreement  to  transfer  an  exclusive  license. 

If  the  bill  is  founded  on  an  exclusive  title  and  this  is  not  proved, 
there  is  a  fatal  variance,  and  the  bill  cannot  be  maintained. 

It,  at  most,  amounts  to  a  mere  license,  and  not  an  agreement  to 
hold  in  trust :  Mrs.  Wheaton  was  not  bound  to  sue  and  protect  him 
by  means  of  the  copyright.  .  That  this  is  not  implied  appears  from  the 
express  stipulation  that  she  herself  shall  not  use.  It  is  not  an  agree- 
ment for  a  trust ;  for  if  it  were,  this  covenant  would  be  superfluous. 
The  whole  jurisdiction  over  the  case  made  by  the  bill,  rests  upon  a 
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trust ;  if  no  trust  is  established,  then  the  bill  fails.  Looked  upon  as 
a  contract,  it  is  not  the  subject  of  equity  jui'isiliction.  In  proper 
cases  there  may  be  an  injunction  upon  a  threat  to  violate  a  contract, 
but  there  is  no  jurisdiction  in  equity  to  compensate  for  breach  of  a 
covenant,  except  as  ancillary  to  the  main  relief.  The  act  com- 
plained of  is  not  the  act  of  selling :  Little,  Brown,  &  Go.  cannot  be 
charged  with  notice  as  to  this  thing ;  the  breach  alleged  is  the  use 
of  the  notes,  and  not  the  sale  of  each  copy. 

There  was  not  even  an  agreement  to  hold  the  entire  copyright  for 
complainant's  exclusive  benefit  Mrs.  Wheaton  could  not  do  this ; 
she  did  not  agree  to  do  it 

(5.)  Mr.  Lawrence  has  abandoned  whatever  right  he  may  have 
had,  or  so  conducted  himseK  with  regard  to  it  that  he  cannot  ask  a 
court  of  equity  to  enforce  it  The  complainant's  authorities  apply 
to  common-law  estoppel;  but  any  thing  that  shows  that  he  has 
waived,  or  leaves  it  doubtful  whether  he  has  or  not  waived  his 
claim,  disentitles  him  to  ask  the  aid  of  a  court  of  equity.  Equity 
does  not  require  a  consideration,  but  only  a  consensus  animarum,  to 
constitute  a  waiver.  Its  only  strictness  in  such  cases  is  with  r^ard 
to  trusting  to  oral  evidence ;  but  here  we  have  a  letter. 

If  there  ever  was  a  trust,  we  have  changed  our  position  and  in- 
curred expense,  though  this  is  not  necessary  to  our  case,  as  com- 
plainant has  been  guilty  of  laches. 

A  clear  abandonment  has  been  made.  The  letter  of  Nov.  2, 
1863,  implies  a  gift ;  during  two  years  he  made  no  claim.  His  own 
testimony  as  to  his  own  intention  is  not  important ;  the  question 
turns  on  the  construction  of  the  letter,  and  the  belief  of  the  defend- 
ants. The  letter  which  he  wrote  and  did  not  send  is  quite  different 
from  the  one  he  did  send. 

The  indorsement  said  to  have  been  made  by  Miss  Wheaton  is 
not  evidence.  The  testimony  does  not  prove  her  handwriting. 
She  is  not  a  party  to  the  contract ;  it  is  only  her  construction  of  a 
writing  now  before  the  court,  and  her  opinion  is  not  important 

B,  B,  Curtis,  for  the  complainant  This  is  not  a  bill  for  specific 
performance.  It  is  a  biU  for  an  injunction  and  account,  founded  on 
an  equitable  title  to  a  copyright  in  the  first  place,  and  founded  on  a 
covenant  not  to  use  Mr.  Lawrence's  notes  in  the  second  place.  Upon 
this  bill  an  ii^'unction  and  an  account  will  be  decreed,  not  only  against 
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Mrs.  Wheaton,  the  maker  of  that  covenant,  but  against  those  who 
aided  and  abetted  her,  and  profited  by  aiding  and  abetting  her,  in  the 
breach  of  that  covenant  Barfidd  v.  Nicholson,  2  Sim.  &  S.  4 ;  8.  c. 
4  Suss.  355.  The  bill  sets  out  the  facts  and  the  written  agree- 
ment, and  contains  a  prayer  for  general  relief :  it  is,  therefore,  prop- 
erly framed  to  entitle  us  to  all  the  relief  that  can  be  given  on  those 
facts  and  that  agreement ;  it  is  not  material  whether  we  have  or 
have  not  alleged,  as  the  legal  conclusion  therefrom,  more  than  they 
entitle  us  to. 

A  perfected  agreement,  covering  the  whole  matter,  was  concluded 
between  the  parties  and  is  expressed  in  the  memorandum  and  ac- 
companying letters ;  it  contained  all  the  stipulations  that  were 
necessary  to  be  expressed :  the  correspondence  proves  this. 

It  is  clear,  from  the  correspondence,  that  the  money  procured 
from  Brockhatis  was  entirely  due  to  Mr.  Lawrence's  exertions,  to 
the  use  of  his  annotations,  and  to  the  new  work  he  undertook  in 
connection  with  the  French  edition ;  that  he  never  delayed  the  re- 
sult, but  pushed  the  negotiations  with  vigor ;  and  that  all  these 
negotiations  were  duly  communicated  to  the  Wheatons  and  their 
advisers.  In  weighing  the  testimony  and  the  motives  of  the 
parties,  the  court  will  take  into  consideration  that  the  injurious 
chaTges  in  this  behalf,  distinctly  contradicted  by  all  the  correspond- 
ence, are  made  by  or  on  behalf  of  persons  who  are  under  great  ob- 
ligations to  the  complainant.  V^ 

The  defence  of  abandonment  of  rights,  overlooks  the  fact,  that 
this  contract  was  not  executory,  but  was  fully  executed  on  Mr. 
Lawrence's  part,  so  that,  for  a  valuable  consideration,  actually  parted 
with  by  him,  and  enjoyed  by  the  other  side,  he  had  purchased  and 
acquired  a  vested  equitable  right ;  to  wit,  the  exclusive  control  over 
his  own  notea  There  c£^  be  no  forfeiture  of  a  right  or  valuable 
interest  thus  acquired  and  paid  for,  without  a  new  contract  upon 
consideration,  or  without  conduct,  on  his  side,  leading  the  other  par- 
ties so  to  change  their  condition,  upon  the  beUef  that  he  had  parted 
with  his  right,  that  a  court  of  law  would  treat  it  as  an  equitable 
estoppel,  and  a  court  of  equity  may  treat  it  as  a  new  contract 
Moore  v.  Croftony  3  Jones  &  La  T.  438.  No  new  contract,  and  no 
consideration  moving  to  Mr.  Lawrence,  is  pretended :  his  letter  of 
Nov.  2  is  all  that  is  relied  on.    The  presumption  is,  that  nobody 
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abandons  a  vested  right  without  a  consideration ;  that  presumption 
is  to  be  overcome ;  it  is  to  be  overcome  by  the  use  of  language  so 
clear  that  the  party  cannot  even  be  left  in  any  doubt  for  which  he 
could  ask  an  explanation.  It  is  apparent  that,  finding  they  would 
not  give  him  the  formal  paper  without  new  and  onerous  restrictions 
which  he  had  never  agreed  to,  he  intended  simply  to  give  up  any 
further  contention  with  regard  to  that  formal  paper,  and  to  retain 
the  rights  already  acquired.  This  is  the  natural  meaning  of  his 
language;  this  is  the  meaning  which  the  respondents  put  upon 
it,  as  shown  by  Miss  Wheaton's  writing  on  the  paper  returned. 
That  writing  was  made,  at  the  time  of  the  transaction,  by  Mias 
Wheaton,  who  then  represented  her  mother,  and  who  is  now  a  A%* 
fendant  and  the  only  person  interested  in  the  copyright,  and  it  is 
part  of  an  exhibit  produced  by  the  respondents ;  it  is,  therefore, 
evidence  for  all  purposes.  • 

Before  any  thing  was  really  done  in  reference  to  the  act  now 
complained  of,  all  the  defendants  were  expressly  notified  of  Mr. 
Lawrence's  claims.  So  far  from  acting  in  reliance  on  any  aban- 
donment, all  the  answers  state  that  they  intended  and  took  pains 
to  respect  Mr.  Lawrence's  notes  just  as  if  he  owned  them,  and  their 
instructions  to  Mr.  Dana  were  explicit  on  this  point  It  was  at 
their  peril  if  they  published  without  taking  pains  to  ascertain  that 
Mr.  Dana  had  not  obeyed  his  instructions. 

There  has  been  no  laches ;  no  such  defence  is  set  up  in  the  an- 
swers ;  the  complainant  moved  upon  his  right  to  control  his  notes 
the  moment  it  was  violated. 

The  defence  that  the  copyright  is  invalid  for  want  of  a  formal 
assignment  of  the  inchoate  right  is  founded  on  some  English  decis- 
ions which  almost  amount  to  legislation,  even  under  the  English 
Copyright  Act  But  our  statute,  unlike  the  English,  makes  special 
provision  for  recording  assignments  after  copyright,  and  the  court 
cannot  enact  a  new  section  concerning  assignments  before  copy- 
right 

Objection  is  taken  that  our  copyrights  are  invalid  on  the  ground 
that  the  copyrights  of  the  former  editions  are  not  noticed  on  the 
back  of  the  title-page.  This  defence  is  not  set  up  in  the  answers ;. 
no  valid  copyright  of  the  former  editions  existed  to  be  noticed ; 
that  of  1846  was  taken  out  in  the  Eastern  District  of  Pennsylva- 
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ma,  where  Mtv  Wheaton  had  never  resided ;  that  of  1836  was  taken 
out  bj  Lea  &  Blanchard  as  proprietors;  and  both  were  also  void 
because  the  notice  of  those  copyrights  has  not  since  been  inserted 
in  "  each  and  every  edition  published  during  the  term/' 

None  of  these  respondents  are  entitled  to  take  advantage  of  any 
flaws  in  these  copyrights.  The  parties  had  acted  under  them,  and 
received  profits  under  them,  supposing  them  to  be  valid ;  they  were 
thus  in  possession  of  personal  property  with  a  concealed  flaw  in  the 
title,  if  it  was  a  flaw.  When  they  sold  to  Mr.  Lawrence  and  re- 
ceived the  consideration,  they  impliedly  warranted  the  right,  and 
cannot  now  say  that  none  existed.  £andan  v.  Tcbe^,  11  How.  521 ; 
Coolidge  v.  Brigham,  1  Met  561 ;  Sherman  v.  Champlain  Co,,  31 
Yt  175,  and  cases  cited  in  the  opening.  The  memorandum  was  a 
promise  to  confer  a  right  on  the  complainant ;  it  therefore  amounts 
to  an  express  warranty.  Simms  v.  Marryat,  7  Eng.  L  &  Eq.  337. 
The  respondent  Dana  is  employed  by  the  Wheatons,  and  the  pub- 
lishers, who  act  under  them,  stand  in  no  better  position. 

The  memorandum  contains  a  negative  covenant  not  to  use,  as 
well  as  a  grant  of  right  A  court  of  equity  will  not  only  restrain 
the  covenantor  &om  violating  it,  but  will  restrain  any  one  who  has 
notice  from  aiding  her  in  a  breach  of  it  Farina  v.  SUverloek,  1 
Kay  &  J.  509. 

Argument  for  the  respondent,  Mr.  Dana.*    Copyright  is  not  the 


^ 
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*  On  Not.  11, 1867,  and  Bucceeding  days,  the  complainant  filed  the  usual  brief,  ^ 

and  opened  his  case  at  length  on  the  question  of  title  and  on  the  question  of  piracy. 
The  respondent's  counsel  stated  that  thej  were  not  prepared  to  argue  the  latter 
point,  and  thereupon  the  court  ordered  that  the  argument  on  the  question  of  title 
should  be  completed  orally  on  both  sides,  but  that  the  further  argument  on  the 
question  of  piracy  should  be  presented  in  print  in  the  order  in  which  the  case 
would  have  been  argued  had  the  argument  proceeded  orally,  as  was  expected. 
The  respectire  arguments  on  this  point,  covering  upwards  of  two  hundred  printed 
pages  on  each  side,  were  filed  in  the  foUowing  spring  and  summer.  Motions 
were  afterwards  made  by  the  defendant  for  leave  to  present,  as  further  argument, 
a  pamphlet  of  about  one  hundred  pages,  entitled  a  reply  to  the  complainant's  ar- 
gument ;  but,  after  a  hearing,  the  court  declined  to  receive  it,  upon  the  ground  that 
there  was  nothing  in  the  complainant's  argument  which  the  respondent  was  en- 
tiUed  to  reply  to,  and  that  the  pamphlet  offered  by  him  appeared  on  examination  to 
be  a  re-argument  of  the  case,  and  not  a  reply  to  the  complainant ;  and  that  the  alle- 
gations as  to  the  introduction  of  new  matter  into  the  complainant's  closing  argu- 
ment were  not  well  founded  In  point  of  fact,  some  of  the  longest  passages 
tiius  complained  of,  being  literal  reprints  of  the  brief  and  of  the  short-hand  report 
of  the  opening  oral  argument 
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title  of  the  author  to  his  production.  It  is  the  statute  moiiopol7 
to  multiply  copies  of  the  book.  Stephens  v.  Cody,  14  How.  529  ; 
Stowe  V.  Thomas,  5  Am.  Law  Beg.  228,  230.  It  attaches  only  to 
the  book  deposited.  Mrs.  Wheaton's  copyright  is  the  right  to  mul- 
tiply copies  of  that  complex  work,  consisting  of  the  text,  the  notes 
of  Wheaton,  the  notes  of  Lawrence,  in  their  character  of  notes  to 
Wheaton,  with  their  connections  and  attachments  thereto.  Law- 
rence's work  was  attaching  addenda  and  corrigenda  to  such  portion  of 
the  text  as  he  thought  proper,  so  that  they  should  perform  the  func- 
tion of  a  note  to  that  text,  and  nothing  further.  They  are  not  intended 
to  and  cannot  stand  alone.  Lawrence  has  nothing  which  can  be 
multiplied  by  printed  copies.  The  agreements  alleged  do  not  give 
him  any  right  so  to  multiply  them.  He  does  not  own  the  text,  nor  do 
the  agreements  profess  to  give  him  any  right  to  use  it  in  any  way, 
but  quite  the  contrary.  Tl^e  memorandum,  professing  to  place  the 
control  of  the  text  and  notes  in  different  persons,  severed  them  for 
ever,  and  forbade  either  to  be  used  in  connection  with  the  other. 
The  memorandum,  at  most,  gives  him  a  right  to  multiply  copies  of 
the  notes  as  dissevered  from  Wheaton ;  that  is,  practically  the  right 
to  use  them  as  material  in  some  new  work  which  will  of  necessity 
differ  essentially  from  any  thing  now  existing,  and  which  will  not 
be  protected  by  any  existing  copyright,  but  will  require  a  new  copy- 
right to  give  him  the  exclusive  right  to  multiply  copies  of  it  The 
true  test,  therefore,  is  not  whether  the  notes  of  1866  interfere  with 
the  notes  of  1863,  in  the  function  for  which  they  were  designed, 
:J  namely,  to  act  as  notes  to  Wheaton,  but  whether  the  notes  of  Mr. 

Dana,  as  they  stand  in  the  edition  of  1866,  do  so  interfere  with  or 
impair  the  right  of  Mr.  Lawrence  to  use  the  materials  of  his  notes  of 
1863,  in  some  new  mode  or  combination,  as  to  require  the  interven- 
tion of  a  court  of  equity.  All  questions  as  to  use  of  Mr.  Lawrence's 
combination  and  arrangement,  or  of  his  connection  of  the  new  matter 
with  the  text,  are,  therefore,  immaterial :  whatever  value  may  exist 
in  this  is  lost  to  every  one.  The  court  may  also  throw  aside  any 
mere  literary  and  personal  question,  how  far  Mr.  Dana  is  indebted 
to  Mr.  Lawrence. 

Mr.  Dana's  finished  work  is  very  different  from  Mr.  Lawrence's. 
Mr.  Dana  prepared  complete  essays  upon  the  whole  subject  of  the 
notes,  often  going  over  the  same  ground  as  the  text,  and  capable  of 
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standing  alone  and  being  published  as  monographs.  Mr.  Lawrence 
meielj  supplements  Wheaton,  by  adding  more  recent  authorities, 
&C.  Mr.  Dana  gives  events,  the  substance  of  opinions,  diplomatic 
letters,  &c.,  in  his  own  language ;  Mr.  Lawrence  generally  gives 
long  quotations,  his  merit  being  in  selecting  and  collecting  rather 
than  digesting ;  e.g.  Mr.  Dana's  note  36,  on  the  "  Monroe  Doctrine ; " 
note  215,  *'  Neutrality  Acts ; "  note  228,  "  Carrying  Hostile  Persons 
or  Papers,"  and  others. 

The  term  "piracy"  or  "infringement"  is  not  appropriate  to  this 
case ;  "  interference  "  is  more  proper. 

It  is  important  to  consider  that,  before  undertaking  this  work, 
Mr.  Dana  held, '  by  birth,  association,  and  still  more  by  his  own 
labors  and  merits,  a  rank  among  the  leading  men  of  hia  day.  He 
had  a  reputation  as  a  writer,  early  established,  and  had  already  for 
years  held  a  place  among  the  leaders  of  the  bar,  both  State  and 
national,  and  had,  especially  in  practice,  devoted  himseK  to  admi- 
ralty, maritime,  constitutional,  and  public  law,  while  his  position  as 
United  States  District  Attorney  aU  through  the  war,  gave  him  a 
particular  knowledge  of  prize  law.  When  he  undertook  this  work, 
international  law  was  receiving  great  study ;  materials  were  never 
more  abundant,  and  all  writers  used  the  works  of  their  predecessors 
with  great  freedom.  The  motives  of  the  literary  pirate  and  pla- 
giarist are  usually  mercenary.  Mr.  Dana's  relations  with  this  un- 
dertaking were  those  of  large  pecuniary  sacrifice,  and  he  had  a  ^^^ 
reputation  at  risk.    He  did,  in  fact,  employ  upon  this  work  a  great  ^ 


deal  of  time  and  severe  intellectual  labor,  and  that  of  the  highest 
quality.  Careful  study  and  preparation,  original  thought,  and  a  style 
entirely  free  from  any  thing  like  copying,  characterize  these  notes. 
The  work  is  much  shorter  than  Mr.  Lawrence's,  yet  no  omission  is 
complained  of;  this  is  due  to  a  clear  and  condensed  treatment,  dif- 
fering in  this  respect  very  much  from  Mr.  Lawrence's.  Mr.  Dana 
resectioned  the  text,  and  added  marginal  titles ;  a  work  of  much 
labor,  not  called  for  by  his  contract,  and  performed  solely  for  the 
good  of  the  book. 

Mr.  Dana  has  voluntarily  produced  the  manuscript  from  which 
his  book  was  printed,  and  it  is  all  in  the  handwriting  of  himself  or 
his  amanuensis.  His  longer  notes  were  written  on  large  foolscap 
sheets.    SLis  shorter  notes  were  written  in  this  manner :  he  had 
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Lawrence's  edition  of  1863  interleaved  and  loosely  bound  in  two 
parts,  for  the  greater  convenience  of  making  memoranda  while  study- 
ing Wheaton  and  Lawrence's  notes,  preparatory  to  entering  upon  the 
work  of  writing  his  own  notes.  He  studied  this  book,  reading  at 
the  same  time,  upon  each  topic,  the  other  principal  writers,  making 
memoranda  upon  these  interleaves  and  upon  loose  paper.  After- 
wards, he  wrote  his  shorter  notes  on  these  interleaves. 

It  is  proved  that,  at  great  personal  sacrifices,  he  devoted  nearly 
two  years  to  his  work  to  the  utmost  of  his  capacity,  and  placed 
himself  in  communication  with  prominent  gentlemen  who  were  in 
a  position  to  afford  him  aid  in  the  way  of  new  information,  recent 
books,  &c.,  and  that  he  had  access  to  many  valuable  libraries.  Thus 
he  bestowed  great  original  labor  upon  this  work. 

An  examination  of  the  testimony  of  Mr.  Lawrence  and  of  his 
expert  shows  that  their  conclusions  are  not  to  be  relied  on,  but  that 
the  court  must  examine  and  compare  the  books  for  itself.  The 
analyses,  criticisms,  digestings,  comparisons,  and  distinctions,  the 
thoughts,  ideas,  reflections,  and  general  principles  elicited,  go  for 
nothing  with  these  gentlemen,  if  the  facts,  documents,  and  authori- 
ties —  that  is,  the  raw  materials  —  of  the  two  notes  are  the  same. 
[The  argument  then  proceeded  to  examine  in  detail  a  large  number 
of  the  notes,  respondent  denying  the  correctness  of  many  of 
the  facts  alleged  about  them,  criticising  the  inferences  the  com- 
plainant had  drawn  from  the  facts,  explaining  the  character  of  the 
notes,  and  wherein  each  resembled,  if  at  all,  and  wherein  each 
differed  from,  the  note  of  Mr.  Lawrence  to  which  it  was  said  to 
correspond.] 

The  result  of  this  examination  may  be  fairly  stated  thus.  It  is 
demonstrated,  as  to  most  of  these  notes,  that  they  are  not  taken 
from  Lawrence.  It  is  shown  that  the  object  of  the  notes,  the  points 
presented,  the  analysis,  the  suggestions,  the  positions,  are  the  inde- 
pendent work  of  Mr.  Dana,  of  which  there  is  no  counterpart  in  the 
work  of  Mr.  Lawrence.  As  to  many  of  these  notes  it  is  shown  affirm- 
atively that  they  not  only  were  not  taken,  but  could  not  have  been 
taken,  from  Lawrence ;  that  not  only  the  mental  processes,  but  the 
materials,  are  not  to  be  found  in  Lawrence's  book.  There  is  no 
evidence  to  show  as  to  any  one  note  that  it  was  taken,  as  alleged, 
"wholly  from  Lawrence."    There  is  no  evidence  to  show,  as  to 
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any  one  note,  that  it  was  taken  in  any  part  from  Lawrence. 
All  that  is  shown  is  that,  as  to  a  few  of  the  notes,  the  quotations 
and  citations  are  nearly  the  same ;  but  this  applies  to  a  few  only :, 
and  as  to  these  there  is  almost  always  some  difference  in  the  au- 
thorities,  tending  to  show  independent  research.  The  utmost  that 
can  be  said  is  that  many  of  the  materials  found  in  respondent's 
work  may  have  been  taken  from  Lawrence.  But  this  is  absolutely 
nothing.  Lawrence  has  no  monopoly  in  authorities.  Dana  is  not 
to  decline  using  one  because  Lawrence  has  used  it,  even  though 
Dana  had  derived  his  first  knowledge  of  it,  or  his  notion  of  using 
it,  from  Lawrence's  note.  And  it  may  be  that  he  derived  this  from 
some  other  work ;  for  authors  on  this  subject  necessarily  use  the 
same  materials.  The  complainant  has  not  even  made  out  a  prima 
fade  case  that  any  thing  was  in  fact  taken  from  Lawrence.  With 
this  result  from  the  detailed  examination  of  sixty-eight  of  the  ac- 
cused notes,  we  do  not  care  to  waste  time  over  the  remainder.  It 
appears  also  that  those  classed  as  chief  offenders  are  mostly  the 
short  notes,  and  that  but  few  of  the  principal  ones,  on  which  the 
character  and  credit  and  usefulness  of  Dana's  edition  depend,  are 
even  accused 

It  is  clear  that  there  is  nothing  to  sustain  the  charge  of  copying 
Lawrence's  original  matter ;  the  only  question  presented  is,  how  far 
has  Mr.  Dana  used  the  materials  collected  and  selected  by  Mr.  Law- 
rence. Doubtless  Mr.  Lawrence  did  not  originate  these,  but  de-  V 
rived  them  from  other  works,  and  doubtless  Mr.  Dana  went  to  the 
same  sources.  For  this  reason,  and  from  the  nature  of  the  case, 
the  coincidences  in  authorities  between  Lawrence  and  Dana  wouli^^  ^^ 
be  numerous,  and  for  this  reason  such  coincidences  do  not  provt  ^ 
copying  from  Lawrence.  The  burden  of  proof  is  not  on  Mr.  Dana 
to  show  where  he  got  them.  He  makes  oath  that  he  got  them  all 
from  somewhere,  and  discloses  his  numerous  sources,  including 
Lawrence.  He  swears  that  he  cannot  now  tell  from  which  source 
he  derived  any  one  authority,  and  that  he  cannot  ascertain  except 
by  examining  all  those  sources  to  see  in  which  it  is  found,  and  this 
would  involve  so  much  labor  that  it  cannot  be  required  of  him. 

Mr.  Dana's  deposition  states  how  he  obtained  his  authorities,  how 
he  used  his  materials  when  collected,  and  what  labor,  thought,  and 
study  he  bestowed  upon  them,  and  proves  great  original  research 
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and  independent  examination.  It  states  what  use  he  made  of  Mr. 
Lawrence's  notes;  all  that  he  did  was  to  use  the  materials  found  in 
the  work  of  Lawrence  as  he  did  the  materials  found  in  other  writers, 
intending  to  let  nothing  valuable  escape  him  wherever  found,  and 
this  use  is  proper.  It  is  not  proved  by  any  reliable  evidence  that 
Mr.  Dana  did  not  examine  the  originals  of  all  the  authorities  to 
which  Mr.  Lawrence's  notes  directed  him.  The  repetition  of  some 
erroneous  citations  are  pointed  out,  but  it  may  well  be  that  in  study- 
ing Lawrence's  notes  and  other  books  he  made  memoranda  of  the 
authorities  cited  therein,  then  took  his  memoranda  to  a  library, 
examined  the  originals,  and  forgot  to  correct  the  errors  or  did  not 
notice  them.  Again  it  may  be  that  the  error  crept  into  Lawrence's 
notes  because  he  copied  from  a  predecessor,  and  that  Dana  copied 
it  from  the  same  source,  or  from  some  later  writer  who  took  it  from 
that  source.  This  disposes  of  all  the  alleged  typographical  errors, 
and  typographical  peculiarities.  Moreover  some  of  them  will  be 
found  not  to  be  worthy  to  be  put  into  such  lists.  The  same  argu- 
ment disposes  of  several  other  classes  of  alleged  identity  in  the 
form  of  dates,  of  citations,  &c.     . 

If  Mr.  Lawrence  made  citations  from  original  documents  in  the 
Department  of  State  or  elsewhere,  he  has  given  them  to  the  world, 
and  a  subsequent  writer  may  use  theuL 

Not  only  is  it  true  that  the  burden  is  not  on  Mr.  Dana  to  show 
^^  whence  he  derived  his  citations,  but  the  burden  is  on  Mr.  Lawrence 

y  to  show  that  they  were  derived  from  his  notes  and  not  elsewhere. 

S  The  very  difficulty  of  proving  this  suggests  that  where  this  is 

^  aU  that  is  relied  on,  a  strong  case  must  be  made  out  of  con- 

tinuous and  large  transfers,  and  then  they  go  for  nothing  in  them- 
selves, the  use  being  different,  but  are  only  evidence  of  an  animvs 
furandi.  Gary  v.  Keardey,  4  Esp.  168.  Undoubtedly  Story  and 
Parsons  and  Bedfield  are  directly  indebted  to  their  predecessors  for 
large  quantities  of  citations,  and  properly  so.  Now  so  far  from  mak- 
ing out  a  strong  case,  the  cbmplainant  has  hardly  even  attempted 
to  make  out  any  case  of  this  sort  against  Mr.  Dana.  Mr.  Dana's 
testimony  and  the  evidence  show  that  whatever  assistance  he  may 
have  derived  from  any  source,  he  made  an  original  and  independent 
examination  of  the  authorities  and  of  the  whole,  matter. 

Mr.  Dana  has  voluntarily  put  into  the  case  his  whole  manuscript^ 
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which  would  certainly  be  unusual  in  a  plagiarist  conscious  of  fault. 
[The  complainant's  inferences  from  the  MS.  were  commented  on  at 
length,  and  several  other  matters  of  detail  were  gone  into.  Some 
personal  charges  against  Mr.  Dana  generally  and  as  a  witness,  were 
commented  upon  and  declared  to  be  unfounded.] 

POINTS  OP  LAW  APPLICABLE  TO  THIS  CASE. 

The  court  will  not  exercise  its  equity  powers  unless  something 
more  than  a  mere  technical  case  of  infringement  is  made  out.  All 
prior  editions  of  Wheaton  have  been  sold,  and  are  out  of  the  market. 
The  only  chance  to  procure  the  text  of  Wheaton  is  by  the  purchase 
of  Mr.  Dana's  edition.  Ko  publisher  would  undertake  an  edition 
of  Wheaton's  text  simply.  The  twenty  years  since  his  death  have 
wrought  great  changes  in  the  science  in  which  he  dealt,  as  well  as 
in  the  events  to  which  that  science  is  applied.  An  injimction, 
though  confined  to  the  notes,  would  in  effect  suppress  the  text  for 
several  years,  until  a  new  edition  could  be  prepared.  All  the  copies 
of  Dana's  edition,  owned  by  little.  Brown,  &  Co.,  would  be  lost. 
The  suppression  of  Mr.  Dana's  notes  would  be  a  public  loss,  and  the 
ooart  cannot  pick  out  and  suppress  a  few  references  and  leave  the 
rest  standing.  Ko  injunction  has  ever  been  granted  in  copyright 
cases,  except  upon  the  ground  of  protecting  a  pecuniary  and  exist- 
ing interest  in  an  existing  book.  There  must  be  damnum  as  well 
as  injuria,  and  one  of  the  strongest  grounds  for  issuing  the  writ  is 
to  prevent  damages  from  competition,  the  extent  of  which  a  jury  \ 

cannot  accurately  estimate.  Tindey  v.  Lacy,  1  Hemm.  &  M.  747; 
Hogg  v.  Kirby,  8  Ves.  224;  Geary  v.  Norton,  1  DeG.  &  Sul  9; 
PhiUips  on  Copyright,  146  ;  Curtis  on  Copyright,  314. 

It  is  not  enough  even  that  a  book  is  in  preparation ;  it  must  be 
actually  on  sale.  Maxwell  v.  ffogg,  16  Law  T.  130 ;  Corresp,  Co.  v. 
Sav/nders,  12  Law  T.  641.  In  this  case  nothing  exists,  or  is  even 
directly  contemplated ;  there  is  only  the  bare  possibility  of  a  new 
book  entirely  different  from  any  thing  now  existing,  not  only  because 
it  must  be  in  a  different  form,  but  because,  before  Mr.  Lawrence 
could  write  it,  so  much  would  have  happened  that  he  would  desire 
to  change  the  whole,  and  it  may  be  would  leave  out,  as  then  having 
no  value,  the  only  materials  which  Mr.  Dana  is  charged  with  hav- 
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ing  used.  And  the  evidence  shows  that  it  is  hardly  possible  that 
Mr.  Lawrence  can  ever  find  time  for  such  a  work  There  is  no 
subject  in  existence,  and  no  pecuniary  intferest  to  be  protected  by 
the  use  of  this  extraordinary  power  of  a  court  of  equity:  therefore  it 
will  not  be  exercised.  On  the  contrary,  courts  require  a  grave  and 
serious  injury  or  threatened  pecuniary  loss  before  they  interfere  in 
this  manner.  Zeuns  v.  FuMerton,  2  Beav.  6 ;  Wd)b  v.  Pollers,  2  W. 
&  M.  519,  621 ;  Whittingham  v.  Woolen,  2  Swanst.  428 ;  Ml  v. 
Whitehead,  17  L.  J.  141 ;  Curtis  on  Copyright,  324,  326. 

In  this  case  there  has  not  been  even  a  bare  violation  of  right  In 
works  of  pure  imagination  or  invention  there  should  be  no  traces 
of  a  predecessor ;  if  there  is  borrowing,  it  is  clear  plagiarism,  and  if 
enough  in  extent  to  injure  the  first  work  in  the  market,  a  court  will 
interfere.  There  is  a  class  of  works,  such  as  catalogues,  which  are 
mere  compilations  in  the  simplest  form,  and  can  hardly  have  any 
standing  under  copyright  laws,  which  are  intended  to  favor  science 
and  learning  and  not  mere  industry.  CloA/ton  v.  Stone,  2  Paine,  390. 
Some  works,  such  as  modem  dictionaries,  are  mainly  mere  compila- 
tions.  yet  require  leanung  and  inteUectual  labor.  Ir.  the  lowest 
form  of  compilations,  which  only  set  down  ultimate  facts,  any 
identity  due  to  copying  is  piracy.  And  in  these  the  subsequent 
verification  of  the  matters  copied  does  not  excuse  the  copying. 
This  is  because  in  these  works  there  is  little  or  nothing  that  can 
really  be  called  authorship.  Zevrisy.  Fvllerton,  2  Beav.  8 ;  Longman 
V.  WiTtchester,  16  Ves.  269 ;  ScoU  v.  Stanford,  L.  R  3  Eq.  723 ; 
Murray  v.  Bogiie,  1  Drewry,  353 ;  Cornish  v.  Upton,  4  Law  T.  862. 

There  is  a  middle  kind  of  works,  partly  compilations  and  partly 
original,  consisting  sometimes  of  simple  facts  ascertained  and  col- 
lected with  great  care  and  skill,  sometimes  of  well-known  facts 
arranged  on  a  meritorious  and  valuable  plan,  sometimes  of  refer- 
ences not  tQtimate  facts,  but  matters  whose  value  chiefly  consists 
in  the  rule  or  principle  lying  behind  them.  Kelly  v.  Morris,  L. 
R  2  £q.  679.  Maps  are  of  the  first  class:  they  ought  to  be 
identical  if  correct,  and  there  is  no  middle  groimd  between  a  copy 
of  the  first  and  independent  labor  leading  to  the  same  result  Even 
here  the  second  maker  may  use  the  former  chait  for  example,  to  be 
sure  that  he  has  omitted  nothing.  Jarrold  v.  Hovlston,  3  K  &  J. 
708.    See,  also,  Sayre  v.  Moore,  1  East,  361 ;  Zeims  v.  Fulltrton,  2 


MAT  TERM,  1869.  33 


Lawrence  v.  Dana  et  al. 


Beav.  6 ;  WHkina  v.  AUcm,  17  Ves.  423 ;  Blunt  v.  Patten,  2  Paine, 
397 ;  Murray  v.  Bogue,  1  Drewry,  353 ;  Gary  v.  Keardey,  4  Esp. 
168.  The  question  is  whether  there  has  been  a  legitimate  use,  in 
the  fair  exercise  of  a  mental  operation,  deserving  the  character  of 
an  original  work,  or  whether  matter  has  been  taken  colorablj,  animo 
fwrandL  Gray  v.  Bussdl,  1  Story,  11 ;  Bmerson  v.  Davies,  3  Story, 
768 ;  CampbeU  v.  Scott,  11  Sim.  31 ;  WUhins  v.  Aiken,  17  Ves.  423 ; 
Hodges  v.  Welsh,  2  Ir.  Eq.  266 ;  Scott  v.  Stanf&rd,  L.  R  3  Eq.  722 ; 
Murray  v.  Bogue,  1  Drewry,  353 ;  Jarrold  v.  Rovlston,  3  EL  &  J. 
708;  Beads  v.  Lacy,  1  J.  &  H.  524;  WhUtingham  v.  WooUr,  2 
Swanst.  428;  BeU  v.  Wkdtehead,  8  Law  J.  (n.  s.)  141;  Webb  v. 
i\w«jr«,  2  W.  &  M.  498;  Tinsley  v.  Zacy,  1  Hem.  &  M.  747;  .Be«i 
T.  Carusi,  8  Law  Bep.  410.  In  considering  this  case,  care  must  be 
taken  to  distinguish  the  8ubject*matter,  with  the  view  to  ascertain 
whether  it  is  mainly  of  simple,  ultimate  facts,  the  merit  of  which 
consists  mostly  in  the  labor  of  ascertaining  them ;  or  whether  there 
is  a  large  merit  in  their  classification  and  arrangement :  or,  lastly, 
whether  the  great  merit  is  in  thought  and  expression,  and  in  the 
rules  and  principles  derived  fom  the  £Etcts  cited.  SIpiers  v.  Brown, 
6  W,  R  352, 

Another  class,  quite  by  themselves,  are  law  books,  or  works 
which  ai«  both  elementary  and  commentaries  on  rules  and  princi- 
pies,  and  compilations  of  authorities.  This  case  rests  on  an  alleged 
use  by  Dana  of  the  mere  materials  —  citations  and  authorities  — 
that  are  in  Lawrence's  book.  These  are  not  like  the  ultimate  facts 
in  directories;  a  reference  to  a  commentator,  treaty,  or  despatch  is  V 

not  to  an  ultimate  fact,  but  to  a  place  where  some  rule  or  principle  is, 
or  is  thought  to  be,  contained.  International  law  is  the  practice  of 
nations,  gathered  from  decisions,  diplomatic  and  governmental  acts, 
and  the  opinions  of  jurists  who  have  acquired  the  confidence  of 
nationa  Every  law-writer  must  and  should  study  his  predecessors ; 
his  merit  consists  in  his  knowledge  of  the  force  of  the  authorities 
separately,  and  what  they  prove  when  combined.  In  this  case  it 
is  not  proved  that  Dana  used  the  language  or  thoughts  of  Lawrence, 
or  used  an  authority  in  the  same  connection  or  to  the  same  purpose. 
The  reproduction  of  clerical  errors  merely  proves  copying  the  cita- 
tion, not  that  it  is  used  in  the  same  way.  In  spite  of  the  attempt 
of  the  complainant  to  degrade  his  work  to  the  level  of  a  mere  com- 
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pilation  of  ultiinate  tacts,  so  as  to  bring  it  within  certain  dedsions, 
and  although  it  may  come  near  to  that  level,  neither  of  these  books 
is  of  that  character. 

A  writer  has  no  exclasive  title  to  any  particular  citation.  He 
has  only  a  right  to  multiply  copies  of  the  book  copyrighted,  and  to 
be  secured  against  such  a  reproduction  of  this  matter,  as  a  whole, 
in  all  its  relations,  and  upon  all  the  above  considerations,  as  will 
seriously  injure  it  as  a  commodity  for  sale  in  the  market  The 
court  will  not  interfere  unless  there  has  been  both  a  violation  of 
right  and  a  great  damage;  it  must  be  made  to  appear  that  the 
defendant  has,  taking  the  whole  book  together,  so  far  made  a  mere 
servile  copy  of  it,  without  the  requisite  labor  and  thought  of  his 
own,  as  to  make  a  work  which  not  only  competes  with  the  plain- 
tifiTs  in  the  market,  but  competes  with  it  by  reason  of  an  unfair  use 
made  of  it 

ABGUMENT  FOB   THE   COMPLAINANT   ON   THE  QUESTION  OP 

PIELACY. 

Since  Mr.  Wheaton  wrote,  the  science  of  international  law  has  made 

great  progress,  and  new  events  and  new  authorities  and  new  questions 

to  be  discussed  in  the  light  of  old  and  new  events  and  authorities 

have  arisen.     Mr.  Wheaton's  book  did  not  contain  all  that  existed, 

^g,^  or  even  all  that  he  knew,  when  he  wrote,  but  presented  what,  at 

f,'*  ^  that  time,  he  thought  it  mbst  important  to  present,  having  regard 

^      >  to  the  size  of  his  book.    By  reason  of  knowledge  which  the  author 

^^/^  did  not  possess,  and  which  the  annotator  has  acquired,  he  discerns 

^       ^  that  certain  passages  of  the  text  admit  or  require  annotation :  the 

acquisition  of  this  additional  knowledge,  the  selection  of  so  much 
of  it  as  the  annotator's  judgment  determines  him  to  present,  the 
arrangement  of  it,  its  reduction  to  the  form  of  notes  and  the  con- 
necting them  with  the  appropriate  passages,  constitute  his  work. 
It  is  obvious  that  when  the  annotator  'has  thus  selected  a  passage 
to  be  annotated,  and  has  supplied,  in  the  form  of  a  note,  the  new 
and  additional  matter  to  illustrate,  supplement,  correct,  or  qualify 
the  text,  he  has  performed  the  work  of  an  author,  and  his  note  is 
the  subject  of  a  copyright  And  it  is  equally  obvious  that  when  a 
subsequent  annotator,  having  the  work  of  the  first  before  him,  by 
means  of  his  use  of  that  work,  and  not  by  independent  knowledge. 
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thought^  and  study  of  his  own,  selects  the  same  passage  of  the  text 
as  a  subject  for  a  note,  and  uses  for  it  the  matter  which  the  first 
had  collected,  selected,  and  arranged  in  the  form  of  a  note  to  that 
passage,  the  second  avails  himself  of  the  labors  of  the  first  unlaw- 
fully, and  in  violation  of  the  rights  of  the  first  It  is  not  material 
that  the  second  adds  new  matter  not  given  by  the  first,  or  that  he 
does  not  copy  the  veiy  language  of  the  firsts  for  it  is  too  clear  to 
require  argument,  that  one  man  cannot  lawfully  appropriate  the 
property  of  another  by  adding  something  of  his  own,  or  by  using 
his  ingenuity  to  disguise  what  he  has  taken.  Oreeiu  v.  Bishop, 
1  Cliff.  201 ;  Fohom  v.  Marsk,  2  Story,  100 ;  Gray  v.  BusseU, 
1  Story,  11 ;  Emerson  v.  Bavies,  3  Story,  768 ;  Kelly  v.  Morris,  L, 
K.  1  Eq.  697;  ScoU  v.  Stanford,  L  R  3  Eq.  718;  L^wis  v. 
Fidlerton,  2  Beav.  6;  Longman  v.  Winchester,  16  Ves.  269; 
WHkins  V.  Aiken,  17  Ves.  424;  Cary  v.  Faden,  5  Vea  23,  note; 
ffodges  v.  Welsh,  2  Jr.  Eq.  266 ;  Blunt  v.  Fatten,  2  Paine,  C.  C. 
397;  Curtis  on  Copyright,  cc.  5,  9,  pp.  263,  277-284  and  cases 
cited;  2  Kent,  383*;  Campbell  v.  Scott,  11  Sim.  31.* 

These  are  law-books.  Their  object-  is  not  to  promulgate  the 
theories  of  the  writer,  but  to  state  the  law.  This  is  drawn  from 
the  practice  of  nations,  the  decisions  of  tribunals,  the  opinions  of 
juqsts  and  thinkers ;  these  are  not  used  to  illustrate  the  views  of 
the  writer  nor  as  reasons  for  the  law :  they  are  facts  proving  the 
law,  and  the  work  of  the  writer  is  to  learn  them  accurately,  to 
understand  their  legal  aspect  and  the  principle  proved  by  each,  to  ^ 

determine,  by  a  critical  analysis  of  every  thing  bearing  upon  the  « 

subject,  which  are  to  be  accepted  as  sound  proof  of  principles,  which  \ 

are  to  be  rejected  entirely,  and  which  are  to  be  taken  as  contradict- 
ing or  as  introducing  qualifications  or  exceptions  to  commonly  re- 
ceived Tules.  This  requires  not  only  study  and  knowledge  of  each 
fact,  but  knowledge  of  the  principles  of  international  law,  careful 
thought  as  to  the  topic  of  each  note  and  the  bearing  of  each  fact  or 
authority  upon  it,  and  the  exercise  of  an  enlightened  judgment 
upon  the  whole.  The  result  of  all  this  the  annotator  presents  in 
such  a  form,  with  so  much  brevity  or  fulness,  and  with  so  much  of 

*  Before  the  maater,  the  complahumt  also  cited  the  late  cases  of  Pihe  t.  NuMom, 
17  W.  R.  8i2;  McrrU  t.  Atkbee,  7  Eq.  (L.  R.)  40;  Woody,  Boooey,  L.  B.  2  Q.  B. 
840;  S.  C.  in  Exchequer  87  Law  J.  pt  i,  p.  86. 
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his  own  explanation  or  comment  as  he  thinks  is  required  to  enable 
the  reader  to  understand  and  correctly  appreciate  the  bearing  and 
value  of  these  matters.  Accordingly  the  essential  and  valuable 
part  of  his  note  is  what  is  presented,  and  not  the  form  or  manner 
in  which  the  writer  undertakes  to  convey  it  to  the  reader.  The 
respondents'  expert  and  witness  says  correctly,  "  The  original  notes 
in  both  editions  are  either  statements  of  historical  events,  accounts 
of  legislative  debates,  narratives  of  diplomatic  discussions,  negoti- 
ations, or  correspondence,  abstracts  of  cases  in  the  courts  or  judicial 
tribunals  of  different  countries,  summaries  of  the  views  of  other 
teidy-writers  or  essayists  on  International  Law  and  kindred  topics." 
(7  Direct  Ans.  p.  401.) 

The  field  from  which  these  are  to  be  drawn  is  practically 
unlimited,  for  the  materials  are  to  be  found  not  only  in  judicial 
reports  and  text-books,  but  in  treaties,  state  papers,  parliament- 
ary debates,  state  archives,  histories,  memoirs  of  prominent  men, 
annnaireSy  reviews,  periodicals,  and  newspapers.  This  is  a  fact 
proved  in  the  case.  It  appears  that  Mr.  Lawrence  has  a  librsi^iy  of 
over  5,000  volumes  on  this  special  subject,  and  the  niunber  of 
volumes  of  English,  French,  and  American  public  documents, 
debates,  &a,  is  enormous ;  that  Mr.  Phillimore  cites  (being  only  his 
selection)  650  works,  not  including  law  reports ;  Kluber,  by  Ott/ied, 
jc^^  1861,  has  a  Ust  of  over  1,000  separate  works.    There  are  no  care- 

fj      :^  fill  digests,  as  in  the  case  of  law  reports,  but,  especially  for  all 

■^  ^'  diplomatic  and  historical  authorities,  by  far  the  most  numerous  and 

^  '^^  important,  the  writer  must  rely  chiefly  on  his  own  study,  and  on  a 

'//  knowledge  which  can  only  come  of  a  lifetime  of  intelligent  and 

observant  attention  to  the  matter,  such  as  the  complainant  has 
bestowed  upon  it ;  and  there  is  positive  evidence  as  to  the  great 
labor,  study,  and  expense  which  he  in  fact  bestowed  upon  this 
portion  of  his  work,  and  of  the  great  and  recognized  value  of  what 
he  accomplished  in  this  respect.  The  mere  collection  of.  such 
authorities  as  are  in  the  complainant's  notes,  is  therefore  highly 
meritorious,  as  well  as  the  thought  and  judgment  displayed  in  his 
**  selection,  arrangement,  and  combination." 

The  nature  of  the  work  to  be  done,  and  the  enormous  field  open 
to  the  writers,  show  the  occasion  for  intellectual  exertion,  the 
opportunity  for  originality,  and  the  certainty  that,  if  originality  is 
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employed,  the  results  will  exhibit  those  differences  which  always 
follow  independent  thought  And  also  substantial  differences  be- 
tween different  writers  on  the  same  general  subject  show  that  it 
requires  original  thought,  and  that  such  thought  produces  dif- 
ferences of  result  wherever  applied.  The  a  priori  certainty  of 
such  differences,  and  the  actual  existence  of  such  differences  —  as 
in  the  facts  and  authorities  cited  by  authors  —  are  facts  proved  in 
this  casa  Identity  between  Lawrence  and  Dana  in  these  respects 
proves,  therefore,  that  their  two  books  have  but  one  intellectual 
authorship. 

This  entire  want  of  identity  between  writers  is  fully  proved  by 
our  witness,  Judge  Potter.  Indeed  a  presumption  arises  from  the 
similitude  between  Lawrence's  and  Dana's  books,  which  the  law 
requires  the  respondent  to  explain.  Emerson  v.  Davies,  3  Story, 
791,  and  opinion  of  Lord  Ellenborough  there  quoted.  Accordingly 
the  respondent  announced  at  the  outset  that  he  proposed  to  show 
that  the  matter  charged  to  have  been  obtained  only  by  copying 
from  Lawrence  was  common  to  other  writers  on  the  subject,  and  on 
one  occasion  his  counsel  obtcuned  a  continuance  or  delay,  granted 
expressly  for  this  purpose.  His  expert  testified  that  his  examina- 
tion was  particularly  directed  to  this  point  (Record  pp.  407,  428), 
and  their  utter  failure  to  establish  any  such  identity  between  Dana 
and  other  writers  is  entirely  conclusive.  Almost  the  only  instances 
produced  turn  out  to  be  cases  where  some  other  recent  writer  had 
quoted  from  Lawrence,  giving  credit  for  the  matter  which  Mr.  Dana 
had  copied  and  presented  as  his  own,  giving  no  credit  Among 
many  other  illustrations  it  appears  that  only  about  two-fifths  of  the 
works  cited  by  Mr.  Dana  are  in  Fhillimore's  Ust  of  650.  President 
Woolsey's  "  brief  selection  "  contains  48  works  of  an  historical  and 
diplomatic  character,  not  including  public  documents,  debates,  &c., 
which  he  says  are  very  valuable  but  difficult  of  access.  Mr.  Dana^ 
writing  at  the  same  time  with  Woolsey,  cites  72  works  of  the  same 
character,  but  only  ten  of  them  are  common  to  the  two  writers. 

Every  difference  which  can  ever  exist  should  exist  between 
these  two  books.  Mr.  Dana  testified:  "Mr.  Lawrence's  entire 
organization,  as  far  as  it  affects  him  as  an  author  or  annotator,  as 
well  as  his  mental  habits  for  a  lifetime,  are  probably  as  unlike  my 
own  as  it  is  well  possible  to  conceive." 
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When  an  annotator  has  performed  the  work  of  an  author  in  the 
manner  described,  whether  he  present  the  substance  of  the 
authorities  in  his  own  language,  or  in  the  words  of  those  authori- 
ties themselves,  whether  he  states  the  rule  which  his  judgment 
informs  him  is  correct  in  his  own  phraseology,  or  in  that  of  a  writer 
of  authority,  does  not  make  his  work  any  the  more  or  the  less 
original  and  thoughtfuL  Nor  does  the  use  of  the  language  of 
"  generalization  "  or  *'  philosophic  deduction  "  vaiy  the  matter,  for 
the  real  merit  is  that  the  facts  stated  should  (1)  support  the  results 
they  are  adduced  to  prove,  and  (2)  correctly  represent  the  whole 
field.  Now  Mr.  Dana  has  not  even  selected  and  combined  for 
himself  facts  scattered  at  hap-hazard  through  Lawrence's  notes,  or 
used  them  in  connection  with  different  topics,  or  to  support  new 
principles  or  rules  different  from  those  which  Lawrence  had  em- 
ployed  them  to  prove  or  illustrate,  but  he  has  made  each  note  by 
taking  what  Lawrence  had  presented  as  his  annotation  to  the  same 
jiassage  of  the  text  In  other  words,  he  has  not  merely  unduly 
availed  himself  of  a  collection  due  to  Lawrence's  learning  and  in- 
dustry, but  he  has  copied  the  "  selection,  arrangement,  and  combi- 
nation" which  is  the  result  of  Lawrence's  thought,  study,  and 
critical  judgment  This  "  selection,  arrangement,  and  combination  " 
consists  of  two  parts  :  one  is  the  selection,  arrangement,  and  combi- 
nation of  the  matters  contained  in  the  note  irUer  sese,  as  bearing  in 
a  certain  way  upon  a  certain  principle  of  international  law,  and  the 
other  consists  in  perceiving  that  a  particular  passage  of  the  text  so 
'^  y^  .,  states  or  refers  to  that  principle  that  it  admits  of  or  requires  the 

annotation  to  be  attached  to  it  To  reproduce  the  matter  of  the 
annotation  in  a  new  and  different  book,  having  no  reference  to 
Wheaton's  text,  copies  the  first  and  more  meritorious  part ;  to  re- 
produce it  as  an  annotation  to  the  same  passage  of  Wheaton's  text 
is  to  copy  both  parts,  and  all  that  gives  value  of  any  kind  to  the 
annotation. 

Our  evidence  charges  and  shows  that  the  notes  copied  embrace 
rather  more  than  their  fair  nimierical  proportion  of  Mr.  Dana's 
larger  and  more  important  notes ;  the  suggestion  to  the  contrary 
rests  on  a  misreading  of  the  testimony. 

The  sugg^tion  that  Lawrence's  work  was  merely  to  add  authori- 
ties since  Wheaton  is  entirely  unfounded  in  fact    Lawrence  takes 
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up  the  matter  from  the  beginning  quite  as  much  as  Dana,  and  a  full 
proportion  of  the  matter  in  Dana,  before  Wheaton's  time,  is  copied 
fe>m  Lawrence. 

PROOF  OF  THE  PIRACT. 

Firsts  Mr.  Dana's  confessions.  If  he  really  intended  to  annotate 
Mr.  Wheaton's  text  with  original  notes  of  his  own,  as  if  it  had 
never  before  been  annotated  (as  he  pretends),  he  should  have  taken 
Mr.  Wheaton's  last  edition.  If  he  wanted  to  use  merely  Mr. 
Lawrence's  revision  of  the  text,  he  should  have  taken  the  edition 
of  1855,  which  has  the  same  text  as  that  of  1863,  and  is  more  con- 
venient as  being  smaller,  a  copy  of  which,  it  appears,  he  had  In- 
stead of  tl^at,  he  b^an  by  having  his  copy  of  Lawrence's  Wheaton 
of  1863  interleaved  with  writing-paper,  and  then  carefully  studied 
the  text,  Mr.  Lawrence's  notes,  and  certain  other  books.  "  When  I 
b^an  reading  upon  a  topic,"  he  testifies,  "  in  addition  to  what  I 
may  call  memoranda  of  mental  suggestions,  my  general  course  was, 
on  important  points,  to  copy  directly  from  the  author  the  citations 
he  made,"  putting  them  on  sheets  of  paper.  ''  As  to  Mr.  Lawrence, 
I  felt  at  liberty  to  examine  his  .notes  as  I  did  the  writing  of  other 
persons,  whether  copyrighted  or  not.  I  entered  his  citations  on  my 
rough  sheets  as  I  did  those  from  other  writers."  "  In  reading  Mr. 
Lawrence's  notes,  as  in  reading  other  authors,  I  intended  to  let  no 
important  fact  or  authority  escape  me,  and  in  all  alike  I  took  some 
mode  of  securing  that  end  by  note,  memoranda^  or  otherwise." 
"  In  some  cases  I  may  have  afterwards  written  out  a  memorandum 
of  what  I  considered  to  be  the  substance  of  the  note,  and  placed  it 
among  my  materials  upon  the  subject  In  other  cases  I  may  have 
trusted  to  re-reading."  Having  pursued  this  course,  he  imdertook 
''to  make  it  known  to  the  public  "  that  he  had  "built  up  a  new 
and  original  body  of  notes  on  this  basis  of  the  text  of  Wheaton,  and 
had  detached  Mr.  Lawrence  altogether  from  the  book."  One  way 
in  which  he  made  this  known  was  by  printing  in  his  preface  that 
his  "  edition  contains  nothing  but  the  text  of  Mr.  Wheaton  accord- 
ing to  his  last  revision,  his  notes,  and  the  original  matter  contrib- 
uted by  the  present  editor,"  and  that  "  the  notes  of  Mr.  Lawrence 
do  not  form  any  part  of  this  edition.  It  is  confined,  as  has  been 
saidy  to  the  text  and  notes  of  the  author  and  the  notes  of  the  pres- 
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ent  editor/'  making  no  other  allusion  to  Mr.  Lawrence's  work  ia 
any  part  of  his  book. 


INTERNAL  EVIDENCE  OF  COPYING. 

After  the  notes  have  been  examined,  to  ascertain  Uieir  resem- 
blance  and  identity  in  accordance  with  the  principles  already  ex- 
plained, we  come  to  what  is  called  physical  proof  of  copying.  This 
depends  upon  bringing  together  many  details.  It  may  be  done  by 
ooUecting  in  one  list  aU  the  instances  of  typographical  errors  re- 
produced  which  are  scattered  through  the  whole  book ;  then  making 
lists  of  all  other  details  inappropriate  classes.  The  weight  of  this 
evidence  increases  not  by  addition,  but  by  multiplication.  One 
instance  of  one  class  might  be  by  accident,  ten  cannot  be.  And 
when  various  instances  of  different  classes  occur  in  the  same  sen- 
tence, the  presumptions  are  no  longer  one  to  ten,  but  one  to  a  hun- 
dred. Add  to  tUs  the  fact  that  there  is  no  such  identity  between 
Dana  and  other  writers,  and  that  Dana  wrote  with  Lawrence  before 
his  eyes,  and  it  is  no  longer  a  question  of  weighing  evidence, — 
it  is  infinity  to  nothing.  We  have  collected  such  lists,  classified 
according  to  the  character  of  the  instances,  and  have  also  examined 
each  note  separately,  to  see  how  many  of  these  instances  concur  in 
one  note,  and  what  other  special  proof  there  is  applicable  to  each 
note. 

The  reproduction  of  typographical  errors  and  peculiarities  is  not 
ig  ;■*  only  absolute  proof  that  the  passages  containing  them  are  copied, 

but  requires  the  court  to  presume,  prima  facU,  that  all  other  pas- 
sages, which  are  the  same  as  passages  in  the  original  book,  are 
copied,  though  no  blimders  occur  in  them.  Jeremy,  Eq.  Jur. 
p.  322 ;  Curtis  on  Copyright,  254 ;  Mmrnnan  v.  Tegg,  2  Russ.  393. 
Theie  are  fifty-four  of  these  instances.  These  not  only  prove 
copying  in  the  first  instance,  but  they  prove  copying  without 
ever  going  to  the  originals.  If  he  went  to  the  authorities  for  sub- 
stance, he  would  have  brought  from  them  something  not  in  Law- 
rence's book,  and  he  has  not  done  it  in  any  one  of  these  cases.  If 
he  went  to  verify  the  references  he  would  have  corrected  them, 
and  he  has  not  done  it  in  a  single  instance  except  one,  where  there 
was  a  very  special  reason  requiring  him  to  go  to  it, -^  and  then  he 
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oonected  a  date.  Some  of  these  errors  are  so  serious  —  voL  viii 
instead  of  ix.,  p.  249  instead  of  429,  354  instead  of  255  —  that  he 
could  not  have  looked  at  the  authorities  without  noticing  them. 
In  several  cases  Lawrence  has  cited  the  same  despatch,  &c.,  twice, 
giving  the  wrong  date  once,  and  the  right  date  once,  and  Dana,  in 
his  corresponding  notes,  has  precisely  reproduced  this.  Sometimes 
in  difGerent  notes,  and  sometimes  in  the  same  note  (because  his 
book  was  written  in  1855,  and  added  to  ^n  1863),  Lawrence  has 
cited  from  different  editions  of  the  same  book :  nine  of  these  in- 
stances have  been  reproduced  by  Dana,  and  none  corrected.  He 
has  literally  reproduced  translations  made  by  Lawrence,  differing 
from  all  other  known  translations.  Besides  these  fifty-four  there 
are  lists  of  fifty-nine  other  typographical  and  clerical  peculiarities 
reproduced  In  some  cases  Lawrence  has  mentioned  several  mat- 
ters, and  given  references  for  eacL  Dana  has  reproduced  some  of 
them,  omitting  others,  and  attached  to  such  as  he  has  copied  the 
citations  or  dates  for  those  which  he  omitted.  There  are  a  very 
large  number  of  cases  where  differences  have  been  pointed  out 
between  Lawrence  and  Dana,  and  on  examination  it  appears  that 
these  differences  are  just  such  as  a  shrewd  person  would  be  likely 
to  make,  by  guessing  and  trying  to  change  while  copying,  and  such 
as  one  who  studied  the  matter  would  not  make,  for  they  are  errors. 
And  in  some  of  them  we  find  that  Dana's  original  MSS.  were 
exactly  like  Lawrence,  and  the  change  made  afterwards. 

There  are  many  books  and  authorities  to  which  Dana  has  con- 
stant references,  but  never  any  except  such  as  are  found,  in  substance 
and  form,  in  the  corresponding  note  of  Lawrence.  Among  them 
are  Twiss,  Westlake,  Annuaire  des  Deux  Mondes,  Almanach  de 
Gotha,  Le  Nord,  Hansard,  &c.  He  has  quoted  or  cited  from  twenty- 
five  despatches,  &c.,  procured  by  Lawrence  from  Department  of 
State,  or  other  MSS.,  and  cited  by  Lawrence  as  from  "  Dep't  of 
State,"  "MSS.,"  &c.,  and  never  printed  elsewhere.  He  has  long 
lists  of  authorities  found  in  the  same  order  in  which  they  are  found 
in  the  corresponding  note  of  Lawrence. 

Mr.  Dana  confesses  that  he  studied  Lawrence  with  care,  for  the 
purpose  of  taking  from  it,  and  that  he  did  take  from  it,  all  that  he 
thought  sufficiently  valuable,  and  he  cannot  tell  from  recollection  or 
memoranda,  in  any  instance,  what  he  did  take.    Every  similitude 
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in  the  two  works  ifi  necessarily  presumed  to  arise  from  copying,  unless 
that  presumption  is  rebutted.  The  burden  is  on  the  respondentw 
Curtis  on  Copyright,  255,  and  opinion  of  Lord  EUenborough  there 
quoted.  Emerson  v.  DavieSy  3  Story,  791.  It  is  moreover  proved,  as 
matter  of  fact  in  this  case,  as  already  stated,  that  the  identity  between 
Lawrence  and  Dana  can  only  have  arisen  by  copying  Lawrence. 

Most  of  Dana's  notes  were  re-written  one  or  more  times.  We 
have  the  final.  MSS.  thgkt  went  to  the  printer ;  all  the  intervening 
writings,  the  memoranda  made  while  studying  Lawrence's  notes 
being  no  longer  in  existence,  except  in  a  few  cases  where  they  hap- 
pened to  be  on  the  same  sheet  as  a  finished  note,  and  except  also 
such  marks  as  were  made  in  the  margin  of  his  interleaved  copy  of 
Lawrence.  It  is  natural  that  he  should  put  this  MSS.  into  the  case^ 
to  avoid  the  conclusive  presumption  that  would  arise  from  with- 
holding it  In  the  margin  of  his  copy  of  Lawrence's  appendix  on 
naturalization  there  are  many  of  his  pencil-marks,  made,  he  says^ 
to  show  that  these  were  matters  which  he  ought  to  "  recur  to  when 
at  work  upon  his  notea"  The  matters  thus  marked  embody  four 
typographical  errors,  and  every  one  of  these  matters,,  in  aknost 
exactly  the  same  order,  and  with  all  these  errors,  is  reproduced  in 
Dana's  long  note  49,  of  which,  with  trifling  exceptions,  they  con- 
stitute the  whole.  There  are  many  other  similar  instances.  His 
shorter  notes  were  written  on  the  interleaves,  so  that,  his  note  being 
attached  to  the  same  word  with  Lawrence's,  he  actually  wrote  with 
Lawrence's  note  under  his  eyes,  and,  in  some  cases,  the  erasures  and 
interlineations  show  that  he  kept  his  eyes  on  Lawrence's  note  while 
writing,  copying  first  the  phrases  found  in  Lawrence,  and  then 
changing  them  while  writing.  He  testifies  that  ''the  interleaving 
was  very  convenient" 

In  two  of  his  notes,  which  were  entirely  copied  from  Lawrence, 
he  had  cited  Lawrence's  notes  as  his  authority.  Afterwards  he 
struck  out  Lawrence's  name,  but  retained  the  copied  matter.  He 
says  he  did  this  "after  reflection,"  apparently  being  satisfied  to 
draw  the  line  between  the  existence  of  indebtedness  and  the 
acknowledgment  of  it  These  and  other  instances  of  his  care  to 
avoid  all  allusion  to  Lawrence,  coupled  with  his  disclaimer  in  the 
preface,  show  an  animus  inconsistent  with  even  a  belief  that  he  was 
making  a  fair  and  legitimate  use  of  complainant's  book. 
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GU>iiig  to  the  other  line  of  proof  suggested,  we  shall  now  show  that 
note  after  note  reproduces,  in  whole  or  in  part,  matters  from  the 
note  which  Lawrence  has  attached  to  the  same  passage,  that,  except 
in  a  few  peculiar  cases  forming  a  class  by  themselves,  Dana  has 
derived  nothing  from  the  authorities,  either  in  form  or  substance, 
which  requires  or  indicates  the  use  of  any  thing  except  Lawrence's 
note  from  which  he  was  copying,  and  that  he  has  made  no  use  of 
the  matters  thus  copied  in  any  way  different  from  the  use  made  by 
Lawrence,  in  the  note  from  which  they  are  copied,  with  such  addi- 
tions and  changes  of  form  as  could  readily  be  made  by  a  lawyer  of 
respectable  intelligence  and  attainments. 

The  defence  of  "  a  fair  use  **  is  not  tenable  in  this  case.  The  use 
made  far  exceeds  any  thing  which  the  law  of  copyright  has  ever 
been  held  to  allow.  As  already  shown,  Dana  did  not  merely  use 
Lawrence's  work  as  a  storehouse  of  facts,  but  he  reproduced  Law- 
rence's selection,  combination,  and  arrangement  The  agreement 
provided  that  Mrs.  Wheaton  should  make  no  use  of  Mr.  Lawrence's 
notes,  and  one  avowed  object  of  it  was  to  secure  to  Mr.  Lawrence 
the  exclusive  use  of  the  "  great  amount  of  valuable  learning  which 
he  had  gathered  with  great  labor  from  a  wide  variety  of  sources." 
This  defence  is  not  open  to  Mr.  Dana.  To  present  copied  matter  as 
original  is  not  a  fair  use  in  the  opinion  of  literary  men.  White's 
Shakespeare,  voL  i,  p.  xxiL ;  Goldsmith's  life  of  Famell,  p.  xxxix 
of  LitUe,  Brown,  &  Cc's  edition  of  Famell;  Worcester's  Diet, 
Preface,  p.  vi  Courts  take  the  same  view.  The  want  of  acknowl- 
edgment or  denial  of  indebtedness  is  a  very  strong  indication  of  an 
animus  furandi,  and  excludes  the  question  of  a  fedr  use,  or  lawful 
abridgment.  TinsUy  v.  Lacy,  1  Hem.  and  M.  754 ;  SiMet  v.  Shaw, 
8  Jur.  217;  WHkinB  v.  Aikm,  17  Ves.  426 ;  Jerrold  v.  HauUton, 
3  Kay  &  J.  715,  716,  722.  The  cases  put  by  courts  as  illustrating 
what  is  a  fair  use  are  quotations  and  extracts  for  the  hona  fide  and 
avowed  purpose  of  comment  or  criticism,  or  for  the  purpose  of 
presenting  the  views  of  the  writer  as  an  authority.  Bell  v.  White' 
head,  8  Law  T.  (n.  a)  144 ;  Gary  v.  KearsUy,  4  Esp.  168  ;  SUyn/s 
Eairs  v.  Hbtcorrib,  4  McLean,  309.  **  The  insertion  of  such  extracts 
in  reviews,  moreover,  tends  to  extend  the  sale  of  the  works  re- 
viewed."   Bell  V.  Whitehead,  supra. 

The  act  of  Congress  does  not  require  the  complainant  to  keep 
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copies  on  sale.  It  appears  that  the  fact  that  the  edition  of  1863 
was  exhausted,  and  a  new  one  in  preparation,  was  concealed  from 
Mr.  Lawrence  until  too  late  for  him  to  publish,  and  he  is  entitled 
to  settle  the  question  of  copyright  before  undertaking  a  new  publi- 
catioa  The  French  edition  is  in  press,  and  it  can  be  sold  here  or 
translated  The  memorandum  does  not  require  him  to  use  his  notes. 
Mr.  Lawrence  may  reprint  Lawrence's  Wheaton,  for  there  are  no 
valid  copyrights  except  his.  He  may  connect  his  notes  with  the 
"  History,*'  for  it  appears  that  a  third  party  owns  that  copyright^  and 
that  the  respondents  knew  that  Mr.  Lawrence  had  commenced  ne- 
gotiations to  that  end  He  may  embody  them  in  a  new  work.  He 
may  treat  with  the  Wheatons,  if  they  have  any  rights  in  the  text. 
In  whatever  way  or  in  whatever  form  he  uses  them,  the  book  will  be 
in  demand,  because  it  contains  the  matters  found  in  the  notes  of 
1863 ;  its  sale  will  be  injured  just  so  far  as  the  public  are  able  to 
find  the  same  matters  in  the  defendants'  book ;  and  the  defendants' 
book  besides,  or  in  spite  of  the  merits  or  demerits  due  to  Mr. 
Dana,  will  compete  with  it  by  reason  of  an  unfair  use  made  of  the 
results  of  Mr.  Lawrence!s  learning,  research,  and  judgment 

The  closing  arguments  had  been  made  in  the  case  about  ten 
months.  A  motion  was  made  by  the  respondent  to  file  a  new 
printed  argument  of  ninety-eight  pages,  upon  the  ground  that  the 
plaintiff,  in  his  closing  argument,  had  introduced  new  matters. 
The  plaintiff  denied  this,  and  showed  that  what  was  claimed  as 
new  matter  was  largely  from  the  opening  argument  of  the  plaintiff 
and  from  the  printed  brief;  the  extracts  being  mere  reprints. 

Clifford,  J.,  said  that  the  court  had  given  the  matter  very  care- 
ful consideration,  and  that  he  concurred  with  Judge  LowelL  He 
wished  to  add,  the  twenty-second  additional  rule  of  this  court  pro- 
vides that  "  counsel  will  not  be  heard  unless  a  written  or  printed 
abstract  of  the  case  be  first  filed,  together  with  the  points  intended  to 
be  made  and  the  authorities  intended  to  be  cited,  in  support  of  them 
arranged  under  the  respective  points."  The  construction  of  that  rule 
has  never  been  that  the  party  must  state  his  whole  argument,  but 
his  "  points  "  and  authorities.  The  practice  varies  with  different  coun- 
sel, and  with  their  own  convenience  and  the  circumstances  of  each 
case,  whether  the  brief  shall  be  short  or  extensive.    Also,  counsel 
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aometimes  interchange  new  authorities  at  the  argument,  and  thid  is 
allowed  if  it  is  done  in  season  for  the  other  side  to  reply  to  them. 
Gases  frequently  arise,  wheie  arguments  are  oral,  where  the  re- 
spondents will  suggest  that  the  complainant  has  used  new  authori- 
ties, and  will  ask  leave  to  reply  to  them  orally  or  in  writing,  which 
is  generally  allowed.  Sometimes,  where  they  are  important,  a 
week  has  been  allowed  for  such  a  reply.  Where  arguments  are  oral, 
no  practical  difficulties  arise,  because  every  thing  is  in  the  presence 
of  the  court,  and  can  be  settled  at  once.  Where  the  argument  is 
in  writing,  the  application  of  the  rule  is  more  difficiQt,  but  the  rule 
itself  is  the  sama 

The  court  remembers  no  cases  in  this  circuit,  and  few  in  the  Su- 
preme Court,  where  controversies  like  this  have  arisen;. yet  the 
coort  does  not  see  any  serious  difficulty  in  determining  what  ought 
to  be  done.  If  new  authorities  or  new  propositions  touching  the 
merits  had  been  introduced,  the  obvious  course  would  have  been, 
reasonably,  to  cite  legal  authorities  responsive  to  them,  or  to  reply 
to  particular  propositions.  That  would  have  presented  no  diffi- 
culty, because  at  a  glance  we  would  have  verified  whether  these 
were  new  cases ;  if  so,  the  court  would  desire  to  hear  suggestions 
about  them,  and  to  know  whether  there  were  other  cases  which 
would  control  theuL  This  is  to  be  taken  in  connection  with  the 
twenty-second  rule  of  the  Supreme  Court,  binding  on  this  court,  and 
which  provides  that  the  plaintifiT  or  appellant  shall  be  entitled  to  open 
and  close.  These,  being  settled  rules  of  practice,  are  the  rights  of  the 
parties,  and  the  court  must  follow  them.  The  complainant  was 
entitled  to  open  and  close.  The  respondent  had  a  right  to  expect  a 
brief,  and  one  was  famished.  The  case  was  argued  under  the  or- 
der already  read.  According  to  it,  the  respondent  replied  upon  the 
point  of  title  upon  which  he  was  ready,  and  the  complainant  closed 
upon  that  branch  of  the  casa  Under  it,  time  was  given  to  the 
respondent  to  reply  in  writing  upon  the  point  of  piracy,  upon  which 
he  was  not  then  ready,  and  that  time  was  enlarged  by  a  proper 
agreement  of  counsel,  owing  to  the  engagements  of  the  respondent. 
Time  was  also  given  to  the  complainant  to  close  on  the  question  of 
piracy,  and  that  time  was  enlarged  by  an  agreement  of  counsel,  for 
their  convenience.  The  arguments  came  in  on  the  1st  of  August, 
and  the  court  has  had  the  case  under  consideration  for  seven  or 
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eight  months,  not  devoting  all  its  time  to  it,  bat  taking  it  up  from 
time  to  time,  as  its  other  engagements  permitted.  At  this  stage  of 
the  case  there  can  be.no  farther  argument,  unless  the  court  should 
reach  some  point  where  they  desire  a  re-aigument  In  other  words, 
a  proposition  for  a  re-argument  must  come  from  the  court,  and  not 
from  the  party. 

Questions  of  intrinsic  importance  and  of  great  difficulty  are  pre- 
sented for  decision  in  respect  to  the  title  of  the  comphinant,  and 
as  they  are  in  their  nature  preliminary,  they  will  be  first  consid- 
ered. Briefly  stated,  his  claim  of  title,  considered  broadly,  is  to  the 
additions  to  and  emendations  of  the  text  of  the  two  editions  as 
published  under  his  supervision,  to  the  memoir  of  the  author,  as 
contained  in  those  editions,  to  the  annotations  prepared  by  him 
and  published  in  those  editions,  and  to  the  arrangement  of  the 
same,  and  the  mode  in  which  they  are  therein  combined  and  con- 
nected with  the  text,  and  to  the  indices  as  published  in  those 
editions.  He  rests  his  claim  upon  the  following  grounds,  as  sub- 
stantially stated  in  the  bill  of  complaint :  First,  upon  a  contract  or 
agreement  between  Catharine  Wheaton  and  himself,  that  she  should 
make  no  use  of  his  notes  aforesaid  in  any  new  edition  of  the  work 
without  his  written  consent ;  and  that  she  would  convey  to  him, 
by  a  formal  instrument,  the  right  to  make  any  use  he  might  see  fit 
to  make  of  his  own  notes.  Secondly,  upon  the  ground  that  in  the 
consideration  of  a  court  of  equity  he  is  taken  and  deemed  to  be 
the  owner  and  proprietor  of  the  copyrights,  in  and  as  to  all  the 
matters  contributed  by  him  and  published  in  those  two  editions 
Evidently,  both  claims,  as  presented,  have  respect  to  the  agreement 
as  expressed  in  the  memorandum  of  June  14, 1863,  and  the  subse- 
quent correspondence  upon  that  subject,  as  the  first  is  founded  in 
covenant  or  contract,  and  the  second  in  an  equitable  title  to  the 
copyright,  derived  from  the  original  arrangement  and  by  virtue  of 
the  agreement  expressed  in  that  written  paper.  Confirmation  of 
that  proposition  is  not  needed,  because  the  language  employed  in 
the  stating  part  of  the  bill  of  complaint  is  too  plain  for  contro- 
versy ;  but  if  it  were  not  so,  every  vestige  of  ambiguity  is  removed 
by  the  principal  prayers  of  the  bill  of  complaint,  which  are  for  an 
injunction,  and  for.  an  account,  and  for  a  good  and  sufficient  deed 
conveying  the  l^gal  title  to  the  copyrights. 
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The  respondents  contend  that  the  complainant  is  not  entitled  to 
any  lelief  for  several  reasons. 

1.  Because  the  memorandmn,  as  they  contend,  is  not  a  perfected 
contract,  but  merely  a  note  or  memorandum  of  the  stipulations  of 
a  proposed  agreement,  as  to  the  true  understanding  and  delBnite 
terms  of  which  the  parties  never  actually  agreed,  and  on  which 
their  minds  never  in  fact  met. 

2.  Because,  the  parties  having  failed  to  agree  as  to  the  true  un*- 
derstanding  of  the  memorandum  and  the  terms  of  the  fonnal 
i^reement  which  it  contemplated,  the  complainant  relinquished 
and  abandoned  the  whole  subject-matter  of  the  instrument,  and  so 
notified  the  respondents. 

3.  They  also  contend  that  the  agreement  cannot  be  enforced,  be- 
cause the  same  was  procured  by  fraudulent  misrepresentations  and 
concealments  of  the  complainant 

4.  That  the  agreement  cannot  be  enforced,  because  the  memo- 
randum is  without  consideration. 

5.  Because  the  basis  of  the  memorandum  and  the  n^otiations 
which  led  to  it  were  the  supposed  l^al  copyrights  held  by  the  said 
Catharine ;  and  they  insist  that  those  copyrights  are  void,  and  con- 
sequently that  the  agreement  is  inoperative,  inasmuch  as  the  par- 
ties entered  into  the  same  through  mutual  mistake. 

6.  Because  the  memorandum  containing  the  agreement  does  not 
transfer  nor  assign  any  copyright  to  the  complainant,  or  provide  for 
or  contemplate  any  such  transfer  or  assignment. 

Search  is  made  in  vain  for  any  support  to  the  firs'*  proposition 
of  the  defence,  as  applied  to  the  terms  or  execution  of  the  memo- 
randum. 

Interviews  took  place  between  the  complainant  and  Professor 
Parsons,  and  they  conferred  together  upon  the  subject-matter  em- 
braced in  that  memorandum,  as  suggested  by  the  said  Catharine ; 
and  the  proofs  show  that  they  came  to  a  perfectly  amicable  result ; 
that  the  memorandum  was  drawn  by  the  latter  and  delivered  to  the 
complainant,  to  be  transmitted  to  the  said  Martha  B.  for  her  exam- 
ination, and  that  she  afterwards,  on  behalf  of  her  mother  and  her- 
self, and  to  signify  their  approval,  signed  the*  memorandum  and 
wrote  the  date  thereon,  and  caused  the  same  to  be  delivered  to  the 
complainant    Expressed  in  intelligible  terms  as  the  memorandum 
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is,  the  construction  and  effect  of  the  language  are  questions  of  law, 
which  cannot  be  controlled  or  influenced  by  the  opinion  of  any 
witness,  not  even  by  that  of  the  person  employed  to  prepare  the 
draft  for  the  consideration  of  the  parties.  He  may  not  at  the  time 
have  regarded  it  as  a  contract,  but  they  were  at  liberty  to  adopt  it 
as  such  ;  and  if  they  did  so,  and  it  was  duly  and  understandingly 
executed  as  such,  their  rights  under  it  must  be  ascertained  from  the 
language  employed,  as  applied,  in  view  of  the  surroimding  ci]ft$um- 
stances,  to  the  subject-matter  of  the  negotiation. 

They  subsequently  differed,  as  the  correspondence  shows,  as  to 
the  proper  terms  of  the  formal  agreement  for  which  the  memoran- 
dum provides ;  but  it  was  not  denied,  throughout  that  period,  that 
the  said  Catharine  had  agreed  "  to  make  no  use  of  Mr.  Lawrence's 
notes  in  a  new  edition,  without  his  written  consent,"  nor  that  she 
had  also  agreed  to  give  him  "  the  right  to  make  any  use  he  wishes 
to  of  his  own  notes."  Attempt  was  made,  it  is  true,  to  ingraft  the 
qualification  into  the  latter  branch  of  the  stipulation,  that  the  com- 
plainant should  not  publish  in  the  United  States  a  new  edition  of 
the  notes  and  other  matter  of  his  owli  composition,  "  which  he  had 
added  to  the  said  two  editions  of  said  book,  until  the  last  edition  is 
sold ; "  but  it  is  clear  to  a  demonstration  that  the  agreement,  as 
expressed  in  the  memorandum,  contains  no  such  qualification. 
Properly  considered,  it  is  equally  clear,  also,  that  there  is  nothing 
in  the  correspondence  to  sustain  the  theoiy  of  the  respondents  as 
presented  in  their  first  proposition.  '*  On  reflection,"  said  the  com- 
plainant in  his  letter  to  Mr.  Parsons,  dated  June  14, 1863,  '*  the 
suggestion  you  made  yesterday  offers  many  advantages  over  my 
proposed  plan  ...  as  it  settles  at  once  and  for  ever  all  questions  in 
regard  to  the  book."  Influenced  by  those  considerations,  as  he 
represents,  he  wrote  a  second  letter  of  that  date  as  a  substitute,  if 
preferred  by  the  other  party,  for  the  one  previously  prepared  to  be 
forwarded  to  Mr.  Brockhaiis,  and  submitted  it  to  the  approval  of 
Mr.  Parsons,  as  the  Mend  of  the  said  Catharine;  but  he  expressly 
stated  therein,  that,  in  sending  it,  he  did  not  wish  to  recede  from 
the  former  arrangement.  On  the  contrary,  he  stated  in  the  enclosed 
letter  that,  having  made  an  arrangement  with  the  said  Catharine, 
which  gave  him  the  entire  control  over  his  notes  as  published  in 
English,  and  any  claim  she  might  have  to  the  editions  published  by 
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his  correspondent,  he  had  advised  her  to  the  effect  that  she  might 
diBw  for  the  whole  6,000  francs.  He  proposed,  in  that  letter  to  Mr. 
Parsons,  that  the  said  Catharine  might  retain  the  copyright  to  the 
text,  and  to  relinquish  all  claim  for  the  expenses  of  the  stipulated 
translation ;  but  he  did  not  propose  to  vary  the  agreement,  as  ex- 
pressed in  the  memorandum,  as  to  bis  own  notes,  and  he  also  made 
claim  to  the  right,  if  any,  that  the  said  Catharine  had  to  the  text 
and  notes  of  the  foreign  editions. 

Full  consultation  took  place  between  Mr.  Parsons  and  the  said 
Martha,  as  the  agent  of  the  said  Catharine ;  and  Mr.  Parsons,  under 
date  of  June  16, 1863,  wrote  to  the  complainant  that :  "  1.  Mrs. 
Wheaton  will  send  your  last  letter  to  Mr.  Brockhatis,  and  returns 
you  your  former  letter.  2.  Mrs.  Wheaton  will  draw  at  once  on 
Mr.  Brockhatis,  at  twenty  days,  for  6,000  franca  3.  When  Mrs. 
Wheaton  leams  that  the  bill  is  paid,  she  will  execute  instruments 
satisfactory  to  you,  which  shall,  in  the  first  place,  bind  her  not  to 
use  your  notes  without  your  written  consent,  and,  in  the  next  place, 
give  you  all  her  claims  and  interests  in  respect  to  the  whole  book, 
text,  and  notes,  for  continental  Europe  in  futmre.^'  Inadvertently, 
Mr.  Parsons  omitted  to  re-state  the  second  clause  of  the  agreement 
as  expressed  in  the  memorandum,  that  Mrs.  Wheaton  would  give 
to  the  complainant  the  right  to  make  any  use  he  wished  of  his  own 
notes ;  J>ut  his  attention  having  been  called  to  the  omission,  by  the 
complainant,  on  the  following  day,  he  replied,  on  the  19  th  of  the 
isame  month,  that  the  complainant  was  certainly  right  in  his  con- 
struction of  their  arrangement,  that  the  complainant,  under  it^ 
could  make  any  use  he  saw  fit  of  the  matter  which  he  had  contrib- 
uted. Appended  to  that  letter  is  a  note  in  the  nature  of  a  post- 
script^ di^^  four  days  later,  in  which  the  writer  suggests  that  Mrs. 
Wheaton  was  bound  by  her  contract  with  Little,  Brown,  &  Com- 
pany, as  the  publishers  of  the  then  current  edition  of  the  work,  and 
that  she  eould  not  convey  to  him  any  thing  covered  by  her  copyright 
in  any  way  detrimental  to  that  edition ;  but  he  proposed  no  altera- 
tions of  the  agpreement,  and  confirmed  the  same  by  his  two  letters, 
and  none  was  made  or  proposed  by  the  parties.  Prior  to  the  31st  of 
August,  1863,  the  complainant  received  intelligence  that  the  bill  of 
exchange  drawn  by  the  said  Catharine  had  been  duly  honored;  and 
on  that  day  he  wrote  to  Mr.  Parsons,  requesting  him  to  cause  the 
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agreement  of  June  14, 1863,  to  be  carried  into  effect  Delay  ensued 
before  any  response  was  received  to  that  req[ue8t;  but  when  itcame, 
October  17, 1863,  it  brought  with  it  a  draft  for  the  formal  agree* 
ment,  as  stipulated  in  the  memorandum.  As  originally  prepared, 
the  draft  contained  three  several  stipulations.  Firsts  that  the  said 
Catharine  should  retain  unimpaired  the  full  legal  exclusive  copy* 
right  in  the  text  of  the  book.  Second,  that  she  should  in  all  ways 
respect  the  rights  of  the  complainant  to  all  the  notes  and  other 
matter  of  his  own  composition,  which  he  had  added  to  the  book,  in 
the  same  manner  and  to  the  same  extent  as  if  he  had  a  full  l^al 
copyright  of  the  sama  Third,  that  she  thereby  transferred  and 
assigned  to  him  thereafter  the  whole  title,  text,  and  notes  to  the 
editions  published  in  continental  Europe. 

Besides  these  several  stipulations,  there  were  interlined  in  pencil 
at  the  close  of  the  second  stipulation  the  words  following:  to  wit, 
^'But  the  said  W.  B.  Lawrence  shall  not  publish  a  new  edition 
thereof  imtil  the  last  edition  is  sold."  Beyond  doubt  the  draft  was 
prepeu^  without  the  words  in  pencil,  and  the  explanations  of  Mr. 
Parsons  upon  the  subject  are,  that  he  probably  exhibited  the  paper 
after  it  was  drawn  to  the  said  Martha  B.,  or  to  the  respondent^ 
Charles  C.  Little,  and  that  he  made  the  interpolation  at  their  sug- 
gestion. Dissatisfied  with  the  draft  as  prepared,  the  complainant 
returned  it  to  ifr.  Parsons.  His  objections  were  twofold^  as  ex- 
pressed in  the  letter  returning  the  paper.  First,  because  it  made 
no  reference  to  the  ** Histoire  du  Droit  des  Chns" ;  but,  chiefly,  on 
account  of  the  stipulation  that  he  should  not  publish  a  new  edition 
until  the  last  edition  was  sold,  which  he  declared  to  be  wholly  in- 
admissible, as  it  would  lead  to  new  embarrassments.  Alterations 
were  subsequently  made  in  the  form  of  the  draft,  obviating  the 
first  objection,  and  limiting  the  restriction  constituting  the  second 
and  principal  one,  so  that  the  complainant  might  publish  a  new 
edition  before  the  last  was  sold  anywhere  except  in  the  United 
States ;  but  he  declined  to  adopt  it,  insisting  that  the  agreement  as 
expressed  in  the  memorandum  contained  no  such  stipulation.  De- 
termined not  to  involve  himself  in  new  complications^  the  com- 
plainant returned  the  last  draft,  as  amended,  to  Mr.  Parsons,  stating 
to  him,  at  the  same  time,  that  he  had  concluded,  on  reflection,  to 
decline  accepting  any  paper  from  Mrs.  Wheaton.     He  had  pre- 
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viously  given  him  to  undeistand  that  no  such  arrangement  could 
be  accepted,  and  more  than  intimated  that  if  Mra  Wheaton  did 
not  accede  to  his  views  in  that  behalf,  matters  must  rest  as  they 
were  in  the  original  agreement.  Contention,  however,  arose  by 
some  means  between  the  parties  in  respect  to  what  was  quite  un- 
important, and  what  was  not  probably  thought  of  by  them  or  by 
Mr.  Parsons  when  the  memorandum  was  framed  and  executed. 
Stipulations  for  the  protection  of  the  contract  with  the  publishers 
of  the  prior  editions  were  unnecessary,  as  their  remaining  interests, 
if  any,  were  vested,  and,  being  antecedent  to  the  negotiations  b^. 
tween  these  parties,  could  not  be  impaired  by  the  agreement  con- 
tained in  the  memorandum,  for  the  reason,  as  clearly  stated  by  the 
complainant,  that  Mrs.  Wheaton  could  not  convey  what  she  did 
not  own. 

Viewed  in  any  lights  the  corre^nddnce  shows  nothing  more 
than  that  the  parties  disagreed  as  to  the  extent  of  the  oMigation 
imposed  by  the  memorandum,  which  is  a  question  of  construction ; 
but  it  was  never  even  suggested  that  it  did  not  contain  a  complete 
valid  agreement  Conclusive  proof  that  neither  Mr.  Parsons  nor 
Mrs.  Wheaton  entertained  any  such  views  during  that  period,  is 
found  in  the  drafts  for  the  formal  instrument  as  prepared  by  the 
former,  executed  by  the  latter,  and  forwarded  to  the  complainant 
for  his  acceptance.  Both  were  prepared  and  signed,  as  therein 
recited,  ''in  execution  of  an  agreement  heretofore  made  by  and 
between''  Mra  Wheaton  and  the  complainant,  which  is  plenary 
evidence  that  up  to  that  time  the  agreement  expressed  in  the  memo- 
randum as  to  the  notes  was  regarded  as  complete  and  obligatory. 

Abandonment  is  the  next  defence  to  be  considered;  but  the 
proposition  must  be  examined  in  view  of  the  conclusion  announced, 
that  the  stipulations  contained  in  the  memorandum,  as  to  the  notes 
contributed  by  the  complainant,  are  a  perfected  agreement,  and  not 
a  mere  proposal,  as  suggested  by  the  respondents.  Mere  proposals 
may  in  general  be  withdrawn  at  any  time  before  they  are  accepted 
by  the  party  to  whom  they  are  made;  and  ordinary  contracts, 
executory  on  both  sides,  may  in  certain  cases  be  regarded  as  for- 
feited, as  where  the  reciprocal  stipulations  are  dependent,  and 
where  a  party  seeking  to  enforce  performance  has  himself  omitted 
to  do  something  which  he  was  required  to  perform  as  a  condition 
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precedent  to  his  right  of  actioa  Oases  may  arise  also  where  a 
party  is  estopped  to  set  up  a  particular  contract,  as  where  he  has 
subsequently  agreed  in  due  form  of  law  and  for  a  valuable  consid- 
eration to  relinquish  its  benefits,  or  not  to  enforce  its  provisions,  or 
where  he  has,  by  his  representations  and  conduct,  designedly  caused 
the  other  party  to  believe  that  the  contract  had  been  discharged  or 
that  it  would  not  be  enforced,  and  has  intentionally  induced  that 
party  to  act  on  that  belief,  to  his  pecuniary  prejudice ;  if  the  belief  so 
induced  is  unfounded,  the  party  in  fault  in  such  a  case  is  estopped 
to  allege  or  prove  the  falsity  of  his  representations  as  evidenced  by 
Ws  words  and  conduct  Pickard  v.  Sears,  6  Ad.  &  E.  115 ;  Free- 
man V.  Cooke,  2  Exch.  654;  Van  Bensselaer  v.  Kearney,  11  How. 
326 ;  Eawes  v.  MareharU,  1  Curt  144 ;  Moore  v.  Crofton,  3  Jones 
&  La  T.  446. 

Argument  to  show  that  the  case  is  not  one  of  forfeiture  is  un- 
necessary, as  the  proposition  finds  no  support  whatever  in  the  evi- 
dence. Contracts  executed  on  one  side  and  unperformed  on  the 
other  stand  upon  a  very  different  principle  from  those  where  noth- 
ing has  been  done  by  either,  so  far  as  respects  the  party  who  has 
fulfilled  his  obligation  and  paid  the  stipulated  consideration. 
Rights  and  obligations  secured  or  imposed  under  such  circumstances 
have  become  vested  and  absolute ;  and  if  the  delinquent  party  seeks 
to  avoid  the  obligation  imposed  on  him,  he  must  allege  and  prove 
a  new  contract,  for  a  valuable  consideration,  amounting  to  a  valid 
release,  or  that  the  other  party  is  estopped  to  enforce  the  obligation 
by  virtue  of  some  operative  binding  agreement  to  relinquish  the 
benefits  from  the  same,  or  not  to  enforce  the  stipulation;  or  he 
must  allege  and  prove  that  he  has  been  deceived  and  designedly 
misled  by  the  admissions  and  representations  of  the  other  party, 
as  before  explained.  Foster  v.  Dawber,  6  ExcL  839 ;  Edwards  v. 
Chaprnan,  1  M.  &  W.  231;  Wildes  v.  Fessenden,  4  Met  12; 
1  Smith's  Lead.  Cas.  (5  Am.  ed.)  462 ;  BanJc  of  Virginia  v.  Oroves^ 
12  How.  51. 

None  of  the  elements  of  estoppel  exist  in  this  branch  of  the  case, 
as  the  complainant  did  not  agree  that  he  would  discharge  the 
memorandum  or  that  he  would  not  enforce  its  provisions.  Noth- 
ing approximating  to  such  an  agreement  is  exhibited  in  the  record, 
nor  do  the  respondents  in  fact  set  up  any  such  defence.    What 
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they  do  set  up  is,  that  the  complainaat  reUnquished  and  abandoned 
any  agreement  in  the  premises,  and  so  notified  the  respondents,  by 
which  it  is  understood  they  refer  to  the  letter  of  the  complainant^ 
addressed  to  Mr.  Parsons,  of  the  2d  of  November,  1863,  in  which 
he  says:  ''On  reflection,  I  have  determined  to  decline  accepting 
any  paper  whatever  from  Mrs.  Wheaton,  and  therefore  return  the 
enclosed,"  meaning  the  amended  draft  for  the  formal  agreement 
Disconnected  from  the  circumstances  and  the  other  correspondence, 
it  might  be  possible  to  misunderstand  the  meaning  of  the  writer  of 
that  letter;  but  it  must  be  construed  in  view  of  what  preceded 
it^  and  of  the  subject-matter  to  which  it  related.  After  the  31st 
of  August  preceding  the  date  of  that  letter,  the  complainant  had 
been  more  or  less  engaged  in  efforts  to  procure  the  formal  agree- 
ment in  respect  to  the  notes  as  stipulated  in  the  memorandum; 
but  all  his  efforts  proved  fruitless.  Only  eight  days  before,  he 
prepared  the  draft  of  the  letter  exhibited  in  the  record  as  one 
intended  for  the  same  correspondent,  in  which  he  stated  t^  the 
effect  that  his  sole  object  in  asking  for  the  formal  agreement  was 
to  prevent  any  farther  litigation,  saying  that  he  was  satisfied  that 
without  it  he  could  restrain  any  attempt  to  use  these  notes  by 
Mrs.  Wheaton,  or  any  one  else,  in  a  future  edition,  adding,  at  the 
same  time,  that  if  she  "  does  not  sign  the  paper  as  now  suggested," 
meaning  one  of  the  drafts  for  the  formal  agreement,  without  any 
restriction  as  to  the  use  of  the  notes,  then  ''matters  can  rest  as 
they  ara"  Although  never  sent  to  his  correspondent,  the  exhibit 
may  well  be  referred  to,  as  tending  to  show  the  real  intent  of  the 
complainant  at  the  time  it  was  written. 

Weighed  in  view  of  the  antecedent  correspondence  and  the  sur- 
rounding circumstances,  it  certainly  would  be  a  perversion  of  the 
language  of  the  complainant  to  regard  what  he  wrote  on  that  occa- 
sion, either  as  an  agreement  to  relinquish  or  not  to  enforce  that 
stipulation;  and,  even  when  separately  considered,  the  language 
falls  far  short  of  what  is  necessary  to  justify  any  such  conclusion. 
He  made  no  admission  by  that  statement  inconsistent  with  the  claim 
he  now  sets  up ;  nor  did  he  say  any  thing  to  induce  the  said  Cath- 
arine, or  any  one  of  the  respondents,  so  to  act  that  either  she  or 
they  will  be  injured  if  the  agreement  expressed  in  the  memoran- 
dam  is  held  valid  and  enforced.    Howard  v.  Hudson,  2  £L  &  B. 
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1;  Audmried  v.  Bettdey,  6  Allen,  385;  Pierrepowt  v.  Barnard^ 
2  Seld.  291;  BickY.  Atwatm-,  16  Conn.  416;  Fhrner  v.  Zord, 
9  Allen,  458.  Expressions  of  a  doubtful  chaiacter  aie  not  sufficient 
to  support  such  a  defence  as  against  a  contract  fully  executed  on 
the  part  of  the  complainant ;  but  the  meaning  of  the  language  em- 
ployed must  be  clearly  such  that  a  man  of  oidinaiy  prudence  would 
take  the  representation  to  be  true,  and  believe  that  it  was  meant 
that  he  should  act  upon  it;  and  it  must  also  appear  that  he  did 
act  upon  it  as  true,  so  that  he  will  be  pecuniarily  injured  if  it  be 
allowed  to  be  disproved.  JStcA  v.  AhoaUr,  16  Conn.  415 ;  Mawry 
V.  Sheldon,  2  R  1.  379 ;  Flagg  v.  Manfi,  2  Sunt  616 ;  Zarigd&n  v. 
Dovd,  10  Allen,  435 ;  Moore  v.  Crofton,  3  Jones  &  La  T.  446. 

Estoppels  are  allowed  to  shut  out  the  truth  only  when  it  is  neces* 
sary  to  protect  a  party  setting  up  such  a  claim  or  defence,  against 
an  injury  or  liability  to  which  he.  is  exposed  without  his  own  fault; 
and  by  reason  of  having  trusted  to  the  statements  designedly  made 
by  the  other  party  to  expose  him  to  such  injury  or  liability,  and 
which  were  of  such  a  character  that  a  man  of  ordinary  prudence 
would  take  the  representations  to  be  true,  and  beUeve  it  was  meant 
that  he  should  act  upon  them  as  presenting  the  true  state  of  the 
case.  They  must  be  proved,  and  wiU  not  be  extended  by  implica- 
tion beyond  the  plain  import  of  the  deceptive  act,  admission,  agree- 
ment, or  representation.  When  the  request  was  made  by  the 
complainant  for  the  formal  agreement,  he  doubtless  expected  that 
it  would  include  the  "  Histoire,"  as  well  as  the  notes  specified  in 
the  memorandum,  and  perhaps  the  memoir  of  the  author  and  the 
indices ;  but  the  better  opinion  is,  that,  when  he  wrote  the  letter 
of  June  14, 1863,  he  surrendered  all  claim  to  every  thing  mentioned 
in  the  antecedent  negotiations,  except  the  claim  to  the  notes  as 
already  secured,  including  of  course  the  arrangement  of  the  same, 
and  the  mode  in  which  they  are  therein  combined  and  connected 
with  the  text  All  clahn  to  the  copyright  of  &e  text  was  aban- 
doned by  the  complainant  at  a  very  early  period  of  the  negotia- 
tions, and  it  does  not  appear  that  it  was  ever  after  renewed. 

Abundant  evidence  exists  in  the  record  to  show  that  Mrs. 
Wheaton,  as  well  as  Mr.  Parsons  and  Miss  Wheaton,  was  willing 
to  concede  the  claim  of  the  complainant  as  to  the  History;  but  inas- 
much as  it  was  not  included  in  the  memorandum,  the  conclusion  of 
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the  court  is>  that  the  complainant,  when  he  elected  to  stand  upon 
the  original  agreement,  relinquished  that  daim.  He  had  previously 
described  it  as  a  matter  of  Uttle  or  no  value;  and  when  he  gave 
notice  that  he  had  determined  not  to  accept  any  paper  whatever 
from  Mrs.  Wbeaton,  it  must  be  understood  that  he  was  content  with 
what  was  secured  to  him  in  the  memorandum.  His  right  to  the 
notes  is  therein  plainly  expressed,  and  there  is  no  evidence  in  the 
record  which  shows  that  Mrs.  Wheaton,  or  any  one  of  the  respon* 
dents,  were  ever  misled  by  the  language  of  the  letter  giving  that 
notice.  Conclusive  evidence  to  the  contrary  is  found  in  the  several 
answers  of  the  respondents,  and  their  subsequent  conduct  confirms 
that  conclusion. 

Grant  that  the  memorandum  was  regarded  by  the  parties  thereto 
as  a  contract^  still  the  respondents  contend  that  it  cannot  be  en* 
forced,  because,  as  they  allege,  it  was  procured  by  the  fraudulent  mis* 
representations  and  concealments  of  the  complainant.  They  submit 
that  general  proposition,  and  under  it  they  make  the  following  spe* 
cific  accusations :  1.  That,  when  the  negotiation  as  to  the  notes  was 
commenced,  there  was  not  in  fact  any  understanding  between  the 
complainant  and  Mr.  Brockhatis  that  the  former  should  perform  for 
the  latter  any  editorial  labor,  either  of  revision  or  of  translation. 
2.  That  the  foreign  publisher  was  ready,  at  that  time,  to  pay  the 
6,000  francs  to  Mrs.  Wheaton,  without  requiring  any  such  labor 
from  the  complainant  3.  That  the  said  publisher  had  not  then 
made  a  final  proposal  to  the  complainant  to  pay  any  thing  to  any 
one  in  that  behalf,  as  appears  by  his  letters  addressed  to  the  com* 
plainaht  4.  That  the  complainant  concealed  the  contents  of  those 
letters  from  Mrs.  Wheaton,  and  those  acting  in  her  behaUl  6.  That 
he  falsely  represented  to  her  and  those  acting  for  her,  that  the  said 
publish^  would  not  pay  the  sum  specified  except  upon  his  under- 
taking to  revise  his  annotations  and  make  such  additions  to  the 
same  as  would  adapt  them  to  a  new  edition  to  be  sold  in  Europe, 
and  the  general  diaige  is,  that  she  was  induced  to  assent  to  the 
memorandum  by  reason  of  those  false  representations. 

Accusations  of  fraud  amount  to  nothing  as  a  defence  to  a  contract 
otherwise  l^al  and  binding,  unless  they  are  satisfactorily  proved; 
and  the  burden  of  proof  to  establish  such  a  defence  is  upon  the 
party  who  makes  such  a  charge.    AtPwood  v.  SmaU,  6  GL  and  Fin. 
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447 ;  1  Story,  Eq.  Jur.  §  200  ;  Park  v.  Johngan,  4  Alien,  266 ;  Jm- 
flings  v.  BrougkUm,  6  DeG.  M.  &  6.  132 ;  Campbell  v.  Fleming,  1 
Ad.  &  E.  41.  Apart  from  the  inferences  attempted  to  be  drawn 
from  the  correspondence  between  the  complainant  and  the  foreign 
publisher,  it  is  scarcely  pretended  that  those  accusations  find  any 
substantial  support  in  the  record ;  and  the  court  is  of  the  opinion 
that  the  several  letters,  when  properly  construed,  and  considered  in 
their  proper  connection,  show  that  every  one  of  the  specific  sugges- 
tions of  fraud  is  unfounded.  Correspondence  between  the  com* 
plainant  and  the  foreign  publisher,  in  relation  to  a  new  edition  of 
the  work  for  the  foreign  nutrket,  commenced  more  than  three  years 
before  the  date  of  the  memorandum ;  and  in  the  first  letter  written 
by  the  complainant  he  stated,  that  he  did  not  expect  any  com- 
pensation for  his  services,  but  that  he  should  desire  to  obtain  what 
he  could  for  the  widow  of  the  author;  and  it  is  a  mistake  to  sup- 
pose that  the  negotiation  as  to  the  notes  commenced  before  there 
was  any  understanding  upon  that  subject  between  those  parties. 
Enough  certainly  had  been  learned  to  satisfy  any  reasonable  person 
that  the  arrangement  could  be  made  if  desired,  and  that  was  suffi- 
cient to  justify  the  complainant  in  ascertaining  what  would  be 
conceded  as  to  the  note&  Equally  unfounded  also  is  the  charge 
that  Mr.  Brockhatis  was  ready,  at  that  time,  or  at  any  time  before 
or  afterwards,  to  pay  the  6,000  francs  without  any  stipulation  from 
the  complainant  to  revise  the  notes  and  superintend  their  publica- 
tiozL  His  letter  of  the  20th  of  April,  1863,  is  a  complete  refuta- 
tion of  both  those  charges,  and  shows  to  a  demonstration  that  the 
services  to  be  rendered  by  the  complainant  reaUy  constituted  the 
chief  inducement  to  the  arrangement.  Convinced  that  the  '*  rich 
emendations**  made  to  the  work  by  the  complainant  would,  if 
adapted  to  his  proposed  new  edition,  be  of  great  value,  he  was 
desirous  to  secure  his  services  to  accomplish  that  object,  and,  in 
order  to  do  that,  he  was  willing  to  pay  the  described  amount  By 
his  letter  of  June  12,  1860,  Mr.  Brockhaus  called  for  a  definite 
proposal ;  and  the  complainant^  in  his  letter  of  August  25, 1862, 
complied  with  that  request,  and  made  the  proposal  which,  with 
slight  modifications,  was  subsequently  accepted ;  but  whether  be- 
fore or  after  the  commencement  of  the  negotiation  as  to  the  notes, 
is  wholly  immateiiaL     The  charge  that  the  letter  of  the  29th 
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of  Apiil,  1863,  or  any  of  the  others,  was  concealed  fiom  Mrs. 
Wheaton  or  those  acting  in  her  behalf,  is  disproved  by  the  cor- 
respondence from  which  the  inference  is  attempted  to  be  drawn. 
Taken  as  a  whole,  the  conespondence  satisfies  the  court  that  the 
foreign  publisher  never  did  agree  to  pay  the  6,000  francs  except 
upon  the  undertaking  of  the  complainant  to  revise  his  annotations, 
and  to  adapt  the  same  to  the  proposed  new  edition  for  the  foreign 
market^  and  that  the  respondents  have  fidled  to  prove  that  the  com- 
plainant was  guilty  of  any  fraudulent  misrepresentation  or  conceal- 
ment. 

Any  extended  argument  to  show  that  the  fourth  proposition  of 
the  respondents  cannot  be  sustained  is  unnecessary,  as  it  finds 
no  support  in  the  evidence.  Founded  upon  the  theory  that  the 
foieiga  publisher  was  willing  to  pay  the  money  for  antecedent  obli- 
gations, or  as  a  gratuity  to  the  family  of  the  author,  it  is  a  sufficient 
answer  to  it,  to  refer  to  what  is  said  in  response  to  the  preceding 
proposition,  without  entering  into  details. 

The  next  proposition  of  the  respondents  is,  that  the  copyrights  of 
the  editions  of  1855  and  1863  are  void,  and  consequently  that  the 
agreement  expressed  in  the  memorandum  is  inoperative,  inasmuch 
as  the  parties  entered  into  the  same  through  mutual  mistake.  They 
insist  that  the  copyrights  are  void  for  several  reasons,  which  will  be 
separately  considered.  1.  "  Because  no  written  assignment  of  copy- 
right, or  .of  the  inchoate  right  of  the  complainant  thereto,  as  the 
author,  was  ever  made  to  Mrs.  Wheaton."  2.  Because  the  "  notice 
of  copyright  inserted  in  the  several  copies  published  of  said  edi- 
tions "  is  defective,  "in  the  omission  to  give  notice  in  said  editions 
of  the  copyright  secured  in  the  **  original  edition  of  the  work.  3. 
Because,  upon  the  bets  alleged  and  proved  by  the  complainant, 
the  copyrights  of  the  editions  in  question  were  not  taken  out  by  the 
proper  person,  nor  in  the  proper  district. 

Ck>pyright  maybe  granted  under  the  Copyright  Act  to  the  author 
of  any  book  falling  within  the  classes  described  in  §  1  of  the 
act,  if  the  author  is  a  citizen  of  the  United  States  or  permanently 
resident  therein ;  and  §  1  also  provides  that  such  author  shall  have 
"  the  sole  right  and  liberty  of  printing,  reprinting,  publishing,  and 
vending  such  book,"  for  the  term  of  twenty-eight  years  from  the 
time  of  recording  the  title  of  the  same  as  therein  required.    Execu- 
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tors,  administiatots,  and  legal  assigns  of  the  author  are  also  included 
in  the  purview  of  the  section;  but  §  4  piovidfis  that  no  petMHi 
shall  be  entitled  to  the  benefit  of  the  act  unless  he  shall,  beforo 
publication,  deposit  a  printed  copy  of  the  title  of  such  book  in  the 
clerk's  ofGice  of  the  District  Court  of  the  district  where  the  author 
or  proprietor  shall  reside ;  and  the  provision  is,  thaJt  the  derk  of 
such  court  shall  record  such  printed  copj  forthwith,  in  a  book  to 
be  kept  for  that  purpose,  and  in  the  form  therein  prescribed.  4  Stat 
at  L.  437.  Where  the  author  continues  to  be  the  owner,  he  is 
entitled  to  a  copy  of  the  title ;  but  if  he  has  parted  with  the  owner* 
ship,  the  requirement  is,  that  the  clerk  of  such  District  shall  give 
a  copy  of  the  title  under  the  seal  of  the  court  to  the  proprietor. 
Ibid.  437.  Proprietors  of  any  such  book,  though  not  authors,  ana 
also  recognized  as  entitled  to  the  benefits  of  the  act  in  another  pro* 
vision  of  §  4,  in  which  they  are  required  within  three  months 
from  the  publication  of  said  book  to  deliver,  or  cause  to  be  de* 
livered,  a  copy  of  the  same  to  the  derk  of  said  District  Ijogsl 
proprietors,  though  not  authors,  may  also  recover,  of  persons  who 
print  or  publish  any  manuscript,  the  prop^y  of  which  is  in  them, 
without  their  consent,  all  damages  occasioned  by  such  injury.  8t^ 
vena  v.  Gladding,  17  How.  447.  See  also  4  Stat  at  L.  437,  439, 
§§  6, 15. 

Left  in  moderate  circumstances,  Mrs.  Wheaton  very  properly  de« 
sired  to  obtain  something  from  the  literary  publications  of  her  late 
husband ;  and,  with  that  view,  she  sought  the  advice  of  the  cam.^ 
plainant,  as  the  intimate  friend  of  the  author  and  of  his  family. 
Consultations  accordingly  took  place  between  them  upon  the  sub- 
ject Suggestion  was  first  made  that  his  reports  of  the  decisions  of 
the  Supreme  Court  mi^t  be  re-published ;  but  their  attention  was 
soon  durected  to  a  new  edition  of  the  Elements  of  International 
Law,  as  afiTordiog  more  promise  of  profit  beyond  mere  remuneration. 
Editorial  labors  were  necessary  to  such  an  undertaking,  and  the 
complainant  tendered  his  services,  and  the  same  were  gladly  ac- 
cepted by  Mrs.  Wheaton  and  her  children. 

Pursuant  to  that  arrangement,  the  complainant  edited  in  succes- 
sion the  two  editions  in  question ;  that  is,  he  made  some  additions 
to  and  emendations  of  the  text,  prepared  the  notes,  composed  the 
memoir,  and  made  the  indices.    Alterations  were  made  in  the  ar«> 
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laogement  as  fiist  concluded ;  bat  it  is  unnecessary  to  enter  into 
details,  as  the  proofs  are  dear  that  the  complainant  acted  through- 
out  that  entire  period  with  the  distinct  nnderstandiog,  that  his  ser- 
rices  in  editing  those  editions  were  to  be  gratuitous  and  without 
any  charge.  Speaking  of  the  first  annotated  edition,  the  agreement 
was  distinct*  that  the  contributions  were  to  be  furnished  without 
charge,  and  the  edition  of  1863  was  prepared  with  the  same  ex- 
plicit understanding  between  the  parties.  Although  the  services 
were  gratuitous,  the  contributions  of  the  complainant  became  the 
property  of  the  proprietor  of  the  book,  as  the  work  was  done,  just 
as  effectoally  as  they  would  if  the  complainant  had  been  paid  daily 
an  agreed  price  for  his  labor,  fie  gave  the  contributions  to  the 
proprietor  for  those  two  editions  of  the  work,  and  the  title  to  the 
same  vested  in  the  proprietor,  as  the  work  was  done,  to  the  extent 
of  the  gift,  and  subject  to  the  trust  in  favor  of  the  donor,  as  neces- 
sarily implied  by  the  terms  of  the  arrangement  Sfweet  v.  Benrmig^ 
16  C.  B.  480 ;  Moeyhm  v.  McmoM,  1  Johna  &  H.  316.  Delivery 
was  made  as  the  work  was  done ;  and  the  proprietor  of  the  book 
needed  no  other  muniment  of  title  than  what  was  acquired  when 
the  agreement  was  executed  Sweet  v.  Oaier,  11  Sim.  572 ;  Simme 
y.  Marryat,  7  Eog.  L  &  Eq.  337;  Woods  v.  Bmsdl,  5  B.  &  Aid 
942;  Atkmson  v.  BM,  8  B.  &  C.  277.  The  title  and  property 
of  the  contributions  being  vested  in  Mrs.  Wheaton,  she  would  not 
acquire  any  thing  by  an  assignment  from  the  contributor,  as  he 
had  neither  the  immediate  title  to  the  contributions  nor  any  in- 
choate right  of  copyright  in  those  editions.  He  could  not  assign 
any  thing,  because  he  owned  nothing  inftcBsenti,  as  the  title  to  his 
contributions  and  the  inchoate  right  of  copyright  for  those  editions, 
had  become  vested  in  Mrs.  Wheaton  as  proprietor  of  the  book. 
dark^  V.  Sperice,  4  Ad  &  K  448 ;  laidbr  v.  BuHineon,  2  M.  & 
W.  602.  Guided  by  these  views,  tlie  Court  is  of  the  opinion  tiiat 
none  of  the  authorities  cited  by  the  respondents  to  show  that  a 
written  assignment  from  the  complainant  to  Mrs.,  Wheaton  was 
necessaiy  have  any  proper  application  to  the  question  under  con- 
sideration; because  the  complainant  never  acquired  any  right  to 
demand  a  copyright  in  his  contributions  to  those  two  editions,  but 
the  contributions,  as  they  were  made  and  composed  or  put  in  fonUi 
became  vested  in  the  proprietor.    Shepherd  et  aL  v.  Conquest,  17 
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C.  B.  427 ;  Chit  Con.  (10th  Am.  ed)  401 ;  Tanson  v.  Walker, 
3  Swanst  672.  Certain  remarks  are  found  in  the  opinion  of  the 
court  in  the  case  of  Fierjnmt  v.  Fawle,  2  W.  &  M.  46,  apparently 
inconsistent  with  the  views  here  expressed;  but  the  decision  of 
the  court  in  that  case  is  a  sufficient  answer  to  those  remarka 
Contrary  views,  it  is  sometimes  supposed,  are  also  expressed  in  4^he 
case  oSAtvnll  v.  Ferrett,  2  Blatchf.  46 ;  but  the  learned  judge  admits 
that  an  equitable  title  may  vest  in  one  person  to  the  labors  of  an- 
other, where  the  relations  of  the  parties  are  such  that  the  former  is 
entitled  to  an  assignment  of  the  production,  which  is  the  precise 
point  involved  in  the  case  before  the  court ;  and  many  other  author- 
ities than  those  cited  in  that  case,  sustain  the  same  principle.  Sweet 
V.  Shaw,  3  Jut.  217 ;  Colbum  v.  Buncombe,  9  Sim.  155 ;  Little  v. 
Oould,  2  Blatchf  362;  Sweet  v.  Cater,  11  Sim.  572;  Mawman  t. 
Tegg,  2  Russ.  385  ;  Nicol  v.  SUxMale,  3  Swanst  687 ;  Gary  v.  Long- 
man, 3  £sp.  273. 

The  second  defect  in  the  copyrights,  as  alleged  in  ai^ument  by 
the  respondent,  ''consists  in  the  omission  to  give  notice  in  said 
editions  of  the  copyright  secured  in  the  original  edition."  Persons 
desirous  of  securing  a  copyright  must  comply  with  the  conditions  of 
the  Copyright  Act,  and  if  they  fail  to  do  so,  they  are  not  entitled  to 
the  benefit  of  its  provisions.  Authorities  to  support  that  proposi- 
tion are  not  necessary,  as  those  conditions  are  prescribed  by  an  act 
of  Congress.  Deposit  must  be  made  before  publication,  if  the  sub- 
ject-matter is  a  book,  of  a  copy  of  such  book  in  the  clerk's  office  of 
the  District  Court,  as  before  explained;  and  the  applicant  must 
give  information  of  copyright  being  secured,  by  causing  to  be  in- 
serted, in  the  several  copies  of  each  and  every  edition  published 
during  the  term  secured,  on  the  title-page  or  the  page  succeeding; 
the  following  words,  viz., ''  Entered  according  to  act  of  Congress  in 
the  year  ,  by  A.  B.,  in  the  clerk's  office  of  the  District  Court 

of  ,"  (as  the  case  may  be).    Beyond  doubt,  the 

omission  to  comply  with  those  requirements  renders  the  copyright 
invalid,  as  the  act  provides  that  no  person  shall  be  entitled  to  the 
benefit  of  the  act  unless  he  fulfils  those  conditions ;  but  the  impor- 
tant inqtury  arises,  what  are  those  conditions  ?  JVheaton  v.  Fetere, 
8  Pet  591 ;  Fwer  v.  Caxe,  4  Wash.  487. 

FuU  compliance  with  the  conditions  prescribed  in  §  4  of  the 
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act  is  conceded ;  but  the  theory  of  the  pespondents  is,  that  §  5 
of  the  act  requires  that  the  same  notice  in  totidem  verlris  must 
be  inserted  in  the  several  copies  of  each  and  eyeiy  edition 
published  during  the  term  secured,  so  that  the  second,  and 
every  subsequent  edition,  shall  correctly  specify  the  date  of  the 
original  entry.  They  cite  no  authorities  vhich  support  the 
proposition,  and  they  assign  no  reasons  in  support  of  it,  except 
that  the  act  makes  no  provision  for  a  change  of  the  date  in  the 
successive  notices  to  be  given,  and  that  the  omission  to  give 
notice  of  the  original  copyright  in  subsequent  editions  tends 
to  mislead  the  public.  Acts  of  Congress  are  to  be  construed 
by  the  rules  of  the  common  law,  and  the  construction  sbotdd  be 
such  as  will  cany  into  effect  the  true  intent  and  meaning  of  the 
l^islatuie ;  but  the  province  of  construction  can  never  extend  be- 
yond the  language  employed  as  applied  to  the  subject-matter  and 
the  surrounding  circumstances.  Bice  y.  BaUraad,  1  Black,  369; 
Birmey  v.  Ccuruil  Co.,  8  Pet  201.  Change  of  date  in  the  notice  re- 
quired in  case  of  successive  editions  of  the  same  book,  it  may  be 
conceded,  is  not  contemplated  by  §  5  of  the  Copyright  Act ;  but  the 
meaning  of  the  provision  is,  that  a  new  notice  in  the  same  pre- 
scribed form  shall  be  given  in  every  improved  edition  published 
during  the  term.  Compliance  with  that  requirement,  when  the 
original  edition  is  published,  is  a  fuU  protection  for  that  edition 
throughout  the  term ;  but  it  is  no  protection  to  a  second  edition 
with  notes,  nor  to  any  succeeding  edition  with  improvements; 
because  the  requirement  is,  that  the  '^information  of  copyright 
secured  "  shall  be  "  inserted  in  the  several  copies  of  each  and  every 
editioii."  Neglect  to  comply  with  that  condition  in  a  second  edi- 
tion will  not  vitiate  the  copyright  of  the  original  edition  if  it  was 
regularly  secured,  nor  will  a  valid  copyright  of  a  second  edition 
cure  material  defects  in  the  copyright  of  tibe  original  edition.  Copy- 
rights of  the  editions  of  a  work,  other  than  the  original  edition,  are 
granted  for  additions  to,  emendations  of,  or  improvements  in  the 
work,  and  every  copyright  should  bear  date  of  the  day  when  it  was 
secured 

Authors  or  proprietors  of  a  book  for  which  a  copyright  is  secured 
are  required,  by  §  2  of  the  act  of  the  3d  of  March,  1865,  "^  within 
one  month  of  the  date  of  publication,"  to  transmit^  free  of  postage 
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or  Other  expense,  a  priiited  copy*  of  the  book  to  the  libraiy  of  Ck)n- 
gress  at  Washington,  for  the  use  of  said  libraiy,  and  §  4  provides, 
that  in  the  constraction  of  that  act  the  word  **  book  "  shall  be  con- 
strued to  mean  eveiy  volume  and  part  of  a  volume,  together  with 
all  maps,  prints,  or  other  engravings  belonging  thereto,  and  shall 
include  a  copy  of  any  second  or  subsequent  edition  which  shall  be 
published  with  any  additions ;  but  the  proviso  enacts  that  the  author 
or  proprietor  shall  not  be  required  to  deliver  to  the  said  Ubrary  any 
copy  of  the  second  or  any  subsequent  edition  of  any  book,  unless 
the  same  shall  contain  additions  as  aforesaid,  nor  of  any  book  not 
the  subject  of  copyright    13  Stat  at  L  540. 

Prior  to  the  passage  of  that  act,  the  courts  had  decided  that  the 
*  information  of  copyright  being  secured,*'  if  duly  entered  in  the 
first  volume  of  a  work  of  several  volumes,  was  sufficient ;  but  all 
the  residue  of  the  provision  is  merely  in  affirmance  of  the  true  intent 
and  meaning  of  the  Copyright  Act  DungM  v.  AppUtan,  1  N.  Y. 
Leg.  Obs.  198.  Subsequent  editions  without  alterations  or  additions 
should  have  the  same  entry,  because  they  find  their  only  protection 
in  the  original  copyright ;  but  second  or  subsequent  editions,  with 
notes  or  other  improvements,  are  new  books,  within  the  meaning  of 
the  copyright  acts,  and  the  authors  or  proprietors  of  the  same  are 
required  to  "deposit  a  printed  copy  of  such  book,"  and  "give  infor- 
mation of  copyright  being  secured,''  as  if  no  prior  edition  of  the 
work  had  ever  been  published ;  and  the  term  of  the  copyright  as  to 
the  notes  or  improvements,  is  computed  from  the  time  of  recording 
the  title  thereof,  and  not  from  the  time  of  recording  the  title  of  the 
original  work.  Copyrights,  like  letters-patent,  afford  no  protection 
to  what  was  not  in  existence  at  the  time  when  they  were  granted. 
Improvements  in  an  invention  not  made  when  the  original  letters- 
patent  were  issued,  are  not  protected  by  the  letters-patent,  nor  are 
the  improvements  in  a  book  not  made  or  composed  when  the 
printed  copy  of  the  book  was  deposited  and  the  title  thereof  re- 
corded as  required  in  §  4  of  the  Copyright  Act  Protection  is  af- 
forded by  virtue  of  a  copyright  of  a  book,  if  duly  granted,  to  all  the 
matter  which  the  book  contained  when  the  printed  copy  of  the 
same  was  deposited  in  the  office  of  the  clerk  of  the  District  Court, 
as  required  by  §  4  of  the  Copyright  Act;  but  new  matter  made  or 
composed  afterwards,  requires  a  new  copyright,  and  if  none  is  taken 
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out^  the  matter  becomes  public  piopeily,  just  as  the  original  book 
would  have  become  if  a  copyright  for  it  had  never  been  secured. 
Publisheis  may  be  in  the  habit  of  inserting  more  than  one  notice 
in  new  editions,  bat  there  is  no  act  of  Gongiess  prescribing  any 
such  condition. 

Whenever  a  renewal  is  obtained  under  §  2  of  the  Copyright  Act, 
the'  requirement  is,  that  the  title  of  the  work  so  secured  shall  be  a 
second  time  recorded,  and  that  the  applicant  must  comply  with  all 
the  other  regulations  in  regard  to  original  copyrights ;  but  there  is 
nothing  in  any  act  of  Congress  to  show  that  each  successive  edition 
must  specify  the  date  of  the  original  copyright,  as  contended  by  the 
respondents.  Any  tendency  to  mislead  the  public  cannot  be  success- 
fully predicated  of  a  copyright  in  due  form  of  law,  where  it  appears 
that  the  party  who  secured  it  complied  with  all  the  conditions  pre* 
scribed  in  the  Copyright  Act  This  is  all  that  need  be  remarked 
in  reply  to  the  suggestion  of  the  respondents  upon  that  subject. 

Special  examination  of  the  third  objection  made  by  the  respon- 
dents to  the  copyrights  in  question  is  lumecessary,  as  it  is  clear  that 
if  the  property  and  titie  of  the  matter  contributed  by  the  com- 
plainant vested  in  Mrs.  Wheaton  as  the  work  was  done,  she  was 
the  proper  person  to  take  out  the  copyright ;  and  it  ia  not  contro- 
verted that,  if  she  was  the  proper  person,  she  took  it  out  in  the 
proper  district. 

The  objections  to  the  validity  of  the  oopjnrights  being  based  upon 
an  assumed  construction  of  §  5  of  the  Copyright  Act,  the  court 
thought  it  light  to  examine  the  several  questions  presented  upon 
their  merits ;  but  it  would  be  a  sufiKdent  answer  to  the  entire 
proposition  to  say  that  no  such  defence  is  set  up  in  the  answer. 
Foder  v.  Chddard,  1  Black,  506.  Other  answers  are  made  by  the 
complainant  to  the  proposition ;  but  the  court,  having  come  to  the 
conclusion  that  it  is  founded  in  a  misconstruction  of  the  Copyright 
Act,  do  not  find  it  necessary  to  give  the  other  suggestions  much 
oonsideratioiL  Stated  in  brief  words,  the  conclusions  of  the  court 
are,  that  the  copyrights  are  valid,  and  that  the  agreement  set  forth 
in  the  memorandum  is  binding. 

Not  being  executed,  however,  the  agreement  does  not  trans* 
ier  nor  assign  the  copyrights  in  question  to  the  complainant. 
Both  parties  agree  to  that  proposition ;  but  the  respondents  err  in 
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supposing  that  the  agreement  does  not  provide  for,  nor  contemplate 
any  such  transfer  or  assignment  as  is  plainly  shown  by  the  very 
terms  of  the  memorandum.  A  copyright  of  a  book,  when  taken 
out  in  due  form,  secures  to  the  author  or  proprietor  the  sole  right 
and  liberty  of  printing,  reprinting,  publishing,  and  vending  such 
book,  during  the  term  for  which  it  is  granted ;  but  it  secures  noth* 
ing  more ;  and  the  agreement  was,  that  Mrs.  Wheaton,  who  held 
the  legal  title  of  the  copyrights,  should  make  no  use  of  the  notes 
in  a  new  edition  without  the  written  consent  of  the  complainant^ 
and  that  she  would  give  him  the  right  to  make  any  use  of  the  same 
he  might  see  fit,  which  was  in  all  respects  equivalent  to  a  contract 
to  transfer  and  assign  to  him  the  legal  title  to  the  copyrights. 
Equity  would  have  compelled  the  execution  of  the  formal  instru- 
ment  therein  stipulated,  if  the  right  to  demand  it  had  not  been 
waived  by  the  complainant.  His  claim  as  now  presented  is  twofold, 
and  in  the  judgment  of  th&  court  it  may  be  sustained  upon  both 
grounds.  Curtis  on  Copyright,  315;  Maumuin  v.  Tegg,  2  Buss. 
885 ;  S2veet  v.  Shaw,  3  Jur.  217 ;  Golbu/m  v.  Ihinednibe,  9  Sim.  165. 
The  legal  title  to  the  copyrights  is  in  Mrs.  Wheaton  or  her  legal 
representative ;  and  the  complainant  claims  in  the  first  place  that 
the  same  is  held  in  trust  for  him  as  the  equitable  owner  of  the 
notes,  by  virtue  of  the  original  arrangement  under  which  the  same 
were  prepared.  Secondly,  the  complainant  claims  that  the  nega- 
tive as  well  as  the  afiSrmative  promise  contained  in  the  agreement, 
in  regard  to  the  use  of  the  notes,  was  binding  upon  Mrs.  Wheaton, 
and  that  both  are  obligatory  upon  her  legal  representative,  and  all 
others  having  notice  of  the  existence  of  those  covenants.  BarfiM 
v.  Kelly,  4  Buss.  355. 

Two  principal  objections  are  taken  by  the  respondents  to  the 
claim  of  the  complainant  that  he  is  the  equitable  owner  of 
the  notes  under  the  original  arrangement  1.  They  deny  that  the 
proofs  in  the  case  warrant  any  such  finding,  especially  as  the  theory 
is  denied  in  the  answer.  2.  They  contend  that  Mrs.  Wheaton,  if 
such  was  the  agreement,  could  not  legally  copyright  the  notes,  as  it 
would  show  that  she  was  but  a  mere  licensee,  and  that  the  copy- 
rights in  that  state  of  the  case  would  be  void  on  that  •account 

1.  Conclusive  proof  to  show  what  was  the  original  understand- 
ing between  the  parties,  is  found  in  the  correspondence  upon  the 
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sabject  Unaided  by  any  one»  the  complainant  prepared  the 
notes»  but  with  the  express  understanding  that  he  would  do  so 
without  any  charge,  and  that  the  property  of  the  same,  so  far  as 
respected  the  new  edition,  should  vest  in  the  proprietor  of  the  book, 
and  that  she  should  take  out  the  copyright  and  remain,  as  she  was» 
the  sole  and  exclusive  owner  of  the  entire  book.  Liberal,  however, 
as  the  agreement  was  towards  the  proprietor  of  the  book,  yet  it 
did  not  include  any  thing  except  that  edition;  and  when  the  second 
annotated  edition  was  prepared  under  a  similar  arrangement,  as 
conceded  by  both  parties,  the  agreement  was  not  extended  beyond 
that  publication.  Confirmation  of  those  propositions  is  unneces- 
sary, as  they  are  not  controverted  by  the  respondents.  They  deny 
that  it  was  agreed  between  the  parties  that  the  notes  shoiQd  ever 
afterwards  become  the  property  of  the  complainant,  but  they  do 
not  allege  nor  offer  any  proof  tending  to  show  that  his  agree- 
ment with  Mra  Wheaton  extended  beyond  the  annotated  editions 
Tested  by  these  indubitable  facts,  the  rights  of  the  parties  are  plain 
and  easy  to  be  .understbod.  As  the  proprietor  of  the  book,  Mrs. 
Wheaton,  by  virtue  of  that  arrangement,  became  the  absolute 
owner  of  the  notes  as  they  were  prepared,  so  &r  as  respects  the 
editions  in  question ;  and  she  also  acquired  therewith  the  right  to 
coi^iight  the  same  for  the  protection  of  the  property ;  but  she  did 
not  acquire  thereby  any  right  or  title,  l^al  or  equitable,  to  use  the 
notes  in  a  third  edition  of  the  annotated  work,  without  the  consent 
of  the  complainant.  Proof  to  support  any  such  right  or  title  is 
entirely  wanting  in  the  record,  and  no  such  right  or  title  is  set  up  in 
the  answer.  Sweet  v.  Cater,  11  Sim.  672.  Such  omission  con- 
firms the  view  that  no  such  right  or  title  was  intended  to  be  con- 
veyed, and  the  subsequent  conduct  of  the  parties  ia  executing 
the  memorandum  tends  strongly  to  the  same  conclusion. 

2.  Suppose  the  facts  to  be  so,  then  the  respondents  contend  that 
the  copyrights  are  void,  because,  as  they  insist,  the  applicant  for 
the  same  was  a  mere  licensee  of  the  author  of  the  notes ;  but  the 
court  is  of  a  different  opinion,  for  the  reasons  already  given^  as 
well  as  for  others  yet  to  be  mentioned  Literary  property,  even 
when  secured  by  copyright,  differs  in  many  aspects  from  property 
iu  personal  chattels,  and  the  tenure  of  the  property  is  governed  by 
somewhat  different  rules;  but  the  difference  in  the  nature  and 
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tenuie  of  the  property  is  much  gieater  before  cc^iyright  is  taken 
oat,  and  while  the  right  to  tiiat  protection  for  the  same  remains 
entirelj  inchoata  Title  to  the  notes  or  improvements  prepared  for 
a  new  edition  of  a  book  previously  copyrighted  may,  in  certain 
cases,  be  acquired  by  the  proprietor  of  a  book  from  an  employ^, 
by  virtue  of  the  contract  of  employment,  without  any  written 
assignment ;  .  and,  when  so  acquired,  the  tenure  of  the  property 
depends  upon  the  terms  of  the  contract,  but  it  cannot  be  held  to 
be  a  mere  license  where,  as  in  this  case,  the  contract  was  that  the 
proprietor  of  the  book  should  take  the  exclusive  right  to  the  con- 
tributions for  two  successive  editions,  together  with  the  right  to 
copyright  the  same  for  the  protection  of  the  property,  as  the  in- 
choate right  of  copyright  unquestionably  passed  to  the  proprietor 
of  the  book  by  the  same  arrangement  Agawam  Co.  v.  JarcUm,  7 
WalL  603 ;  Fletcher  v.  Morey,  2  Story,  664  Such  inchoate  right 
is  incapable  of  any  other  limitation  than  that  prescribed  by  the 
Copyright  Act,  so  that  the  proprietor  of  the  book  necessarily  took 
out  the  copyright  in  the  usual  form.  Beyond  controversy,  she  took 
it  out  by  the  consent  of  the  complainant ;  and  it  is  equally  clear, 
in  the  judgment  of  the  court,  that  she  took  it  out  for  the  protec- 
tion of  her  own  property  in  the  notes,  and  in  trust  for  the  com- 
plainant when  her  property  in  the  notes  should  cease.  Jfatoman 
V.  Tegg,  2  Buss.  385 ;  Little  v.  Gould,  2  Blatchf.  365.  Arrange- 
ments of  the  kind,  it  is  believed,  are  frequently  made  between  the 
proprietors  of  books  and  editors  employed  to  prepare  notes  or  other 
improvements  to  successive  editions ;  and  it  is  not  perceived  that 
there  is  any  legal  difficulty  in  upholding  such  a  contract  where,  as 
in  this  case,  it  violates  the  rights  of  no  one,  and  is  entirely 
consistent  with  the  public  right  Fletcher  v.  Morey^  2  Story, 
666.  Having  been  entered  into  in  good  &ith,  and  with  a  full 
knowledge  of  all  the  facts,  it  was  not  void ;  and  neither  the  repre- 
sentative of  the  proprietor  of  the  book,  nor  any  other  person  hav- 
ing notice  of  the  same,  is  at  liberty  to  repudiate  it  as  it  appears 
that  it  was  knowingly  acted  upon  in  a  way  that  the  complainant 
would  sufiTer  serious  pecuniary  injury  to  allow  it  to  be  disproved. 
Farina  v.  Silverlock,  39  Eng.  L  &  Eq.  516 ;  JSicolt  v.  Banmeter, 
17  C.  R  (n.  s.)  708;  Sherman  v.  Champlain  Co,,  31  Vt  175; 
Caimcrose  v.  Zorimer,  3  Law  T.  130. 
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CoyeBant  is  the  second  ground  of  claim  as  set  forth  in  the  bill 
of  complainant ;  and  it  is  undoubtedly  true,  as  contended  bjr  the 
respondents,  that  the  theory  of  the  claim  as  presented  in  allegation 
and  in  proof  is,  that  the  legal  title  to  the  copyrights  vested  in  the 
proprietor  of  the  book.  The  respondents  in  argument  deny  that 
proposition,  and  insist  that  the  copyrights  are  void ;  but  the  ob- 
jections they  make  to  their  validity  have  already  been  examined 
and  overruled,  and  the  reasons  assigned  for  the  conclusions  need 
not  be  repeated.  Expressed  as  the  promises  are,  both  the  negative 
and  affirmative,  in  plain  and  unambiguous  language,  they  require 
neither  construction  nor  explanation ;  and  it  is  clear  that  they  are 
binding  upon  the  legal  representative  of  the  proprietor  of  the  book, 
and  all  others  having  notice  of  the  rights  of  the  complainant. 
Colbum  V.  Dwneonibe,  9  Sim.  155.  •  Mrs.  Wheaton  died  March  5, 
1866,  leaving  two  children ;  but  it  is  all^^ed  and  conceded  that  the 
respondent,  Martha  R  Wheaton,  is  the  administratrix  of  her  estate, 
and,  so  fietr  as  respects  the  book  in  question,  her  sole  heir.  Con- 
trolled by  these  reasons,  the  court  is  of  the  opinion  that  the  com- 
plainant, in  the  view  of  a  court  of  equity,  is  the  equitable  owner 
of  the  notes,  including  the  arrangement  of  the  same,  and  the  mode 
in  which  they  are  therein  ccmibined  and  connected  with  the  text, 
and  of  the  cc^yrights  taken  out  by  the  proprietor  of  the  book  for 
the  protection  of  the  property,  including  the  equitable  ownership 
of  the  complainant  Fletcher  v.  Morey,  2  Story,  564 ;  Parker  v. 
Muffffridge,  2  Story,  342 ;  Cflark  v.  South/wicky  1  Curt  G.  C.  299 ; 
Berick  v.  Kern,  14  S.  &  R  271 ;  Simms  v.  Marryat,  7  Eng.  L  & 
Eq.  337  ;  Curtis  on  Copyright,  315 ;  Mdyhew  v.  Maxfwdl,  1  Johns. 
&  H.  315. 

Brief  examination  will  next  be  made  of  the  special  defence  set 
up  by  the  respondents  who  published  the  edition  of  the  work  which 
is  the  subject  of  complaint,  and  also  by  the  respondent  who  edited 
the  same,  that  they  cannot  be  adjudged  liable  to  any  decree  be- 
cause they  had  no  notice  of  the  alleged  trust  or  agreement  Plen- 
ary proof  is  exhibited  in  the  record  that  the  senior  partner  of  the 
publishing  firm  had  fall  knowledge  of  all  the  circumstances  attend- 
ing the  preparation  of  the  notes  and  the  publication  of  the  two 
annotated  editions,  and  also  full  knowledge  of  the  memorandum  at 
the  time  it  was  executed,  and  of  all  the  subsequent  negotiations  in 
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respect  to  the  formal  agreement.  Beference  need  only  be  made  to 
the  correspondence  in  the  record,  and  to  his  own  answer  and  depo- 
sition in  the  case  in  support  of  that  proposition ;  and  the  circum- 
stances as  disclosed  in  the  correspondence  show,  to  the  entire  satis- 
faction of  the  court,  that  the  other  members  of  the  firm  knew,  or 
might  have  known,  what  the  claim  of  the  complainant  was  to  the 
notes,  long  before  the  contract  for  publishing  the  edition  in  ques- 
tion was  executed,  and  all  the  facts  and  circumstances  connected 
with  the  claim,  as  fully  as  they  were  known  to  their  senior  partner. 
Proof  beyond  what  already  appears  is  certainly  unnecessaiy  to 
show  that  the  proprietor  of  the  book,  and  the  respondent,  Martha 
B.  Wheaton,  were  repeatedly  apprised  of  the  claim  of  the  com- 
plainant in  terms*  which  could  not  be  misunderstood  Their  friend 
and  legal  adviser  knew  all  that  had  transpired,  and,  in  view  of  the 
circumstances,  and  the  acknowledged  intimacy  of  the  respondent 
who  edited  the  edition,  the  conclusion  of  the  court  is,  without 
hesitation,  that  he  knew  enough  of  the  claim  of  the  complainant  to 
put  him  upon  inquiry.  His  answer  tends  strongly  to  support  that 
proposition,  and  the  same  inference  is  fully  justified  by  his  depo- 
sition. He  admits  that  the  proprietor  of  the  book,  when  the  agree- 
ment that  he  should  edit  the  edition  in  question  was  made  between 
them,  expressed  the  wish  that  he  should  not  make  any  use  of  the 
notes  prepared  by  the  complainant ;  and  in  his  cross-rcxamination 
he  states  to  the  effect  that  the  respondent,  Martha  B.  Wheaton, 
proposed  to  read  to  him  all  that  had  passed  between  her  mother 
and  herself,  Mr.  Parsons  and  Mr.  Lawrence,  but  that  he  declined  to 
hear  it,  wishing  to  confine  himself  as  much  as  possible  to  the 
position  of  an  editor.  Some  of  the  remarks  made  by  the  same 
respondent,  in  die  interview  which  took  place  between  him  and 
the  complainant,  and  his  conduct  in  refusing  to  read  the  letter 
of  the  complainant  when  it  was  handed  to  him  for  that  purpose, 
tend  strongly  in  the  same  direction.  Nothing  is  better  settled  than 
the  rule,  that  whatever  puts  a  party  upon  inquiiy  is  sufficient 
notice  in  equity. 

Ordinary  prudence  is  required  of  every  person  dealing  with 
trust  property;  and  if  he  fails  to  investigate  when  put  upon 
inqidiy,  he  is  chargeable  with  all  the  knowledge  it  is  reasonable  to 
suppose  he  would  have  acquired  if  he  had  performed  his  duty. 
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Hill  T.  Simpson,  7  Yea  Jr.  152 ;  Kennedy  v.  Ghreen,  3  MyL  &  K 
722 ;  Com-  Dig.  Chan.  4  C,  2  ;  Smith  v.  low,  1  Atk.  490 ;  3  SugA 
Vend  &  P.  (10th  ed)  471 ;  Jones  v.  Smith,  1  Hare,  43 ;  Booth  v. 
Bamum,  9  Conn.  286 ;  Pitney  v.  Leonard,  1  Paige,  461 ;  Carr  v. 
JSKttow,  1  Curt  C.  C.  230. 

Constructive  notice  is  held  sufficient,  upon  the  ground  that  when 
a  party  is  about  to  perform  an  act  by  which  he  has  reason  to 
believe  that  the  rights  of  a  third  person  may  be  affected,  an  inquiry 
as  to  the  facts  is  a  moral  duty,  and  diligence  an  act  of  justice. 
Hence,  says  Judge  Duer,  in  the  case  of  FringU  v.  Phillips,  5 
Sand£  157,  he  proceeds  at  his  peril  when  he  omits  to  inquire, 
and  is  then  chargeable  with  all  the  knowledge  of  the  facts  that  by 
a  proper  inquiry  he  might  have  ascertained.  Hawley  v.  Cramer,  4 
Cow.  717 ;  Williamson  v.  Brovm,  20  Law  Eep.  397 ;  FuUon  Bank 
V.  Canal  Co.,  4t  Paige,  127 ;  Bank  of  Alexandria  v.  Seton,  1  Pet. 
309.  Inquiry  is  a  moral  duty  whenever  the  circumstances  are 
such  that  a  person  of  ordinary  prudence  would  refuse  to  act ;  but 
if  a  party  under  those  circumstances  shuts  his  eyes  to  the  means 
of  knowledge  which  he  knows  is  at  hand,  he  then  forfeits  every  pre- 
tence of  defence,  as  such  conduct  is  equivalent  to  actual  notice  of 
aU  the  facts  he  might  have  ascertained  by  a  performance  of  his 
duty.    May  v.  Chapman,  16  M.  &  W.  355. 

Grant  that  the  several  conclusions  announced  by  the  cou^  are 
correct,  still  the  respondents'insist  that  the  complainant  is  not  en- 
titled to  a  decree ;  because  they  contend  that  they  have  not  in- 
fringed the  equitable  right  of  the  complainant  to  the  exclusive  use 
of  the  notes  in  question,  nor  violated  the  terms  of  the  agreement  as 
expressed  in  the  memorandum. 

Before  proceeding  to  examine  the  question  of  infringement,  it 
wfll  be  necessary  to  reproduce,  as  concisely  as  possible,  some  of  the 
principal  issues  upon  the  subject  as  presented  in  the  pleadings. 

The  statement  of  the  complainant  is  that,  prior  to  the  last  edi- 
tion annotated  by  him,  there  was  no  book  of  international  law  in 
which  all  the  authorities  bearing  upon  the  different  questions  dis- 
cussed or  referred  to  in  the  original  work  of  the  author,  or  in  his 
antecedent  annotations,  were  collect^  and  presented  in  a  con- 
venient form  for  reference.  Such  authorities,  as  he  represents, 
consisted  of  judicial  decisions,  diplomatic  discussions  by  diatin- 
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guished  diplomatists,  and  dissertations,  treatises,  and  lectures  of 
learned  publicists  and  writers  upon  the  law  of  nations;  that  he 
undertook  to  collect  and  present,  and  by  a  considerable  amount 
of  labor  and  intellectual  exertion,  did  collect  and  present,  in  his 
notes  and  in  a  convenient  form,  with  reference  to  each  question 
80  discussed,  the  discussions  and  opinions  as  aforesaid,  translating 
such  as  were  in  any  foreign  language,  and  giving  them  in  full  where 
they  seemed  sufficiently  important  to  be  so  presented,  and  in  other 
cases  referring  to  them,  giving  the  name  of  the  book  and  the  i>age 
where  the  passage  could  be  found ;  that  many  of  the  authorities  so 
collected,  and  particularly  those  relating  to  diplomatic  discussions 
and  negotiations,  and  those  showing  the  way  in  which  cases  involv* 
ing  principles  of  international  law  have  arisen  between  different 
nations  and  been  detennined,  are  to  be  found  in  newspapers, 
gazettes,  legislative  debates,  the  series  of  books  such  as  the  AnTimyj 
Begister,  and  others  named  or  referred  to  in  the  bill  of  complaint^ 
not  treatises  on  international  law;  that  there  is  no  book  which  can 
serve  as  an  index  or  digest  to  assist  an  author  in  any  material 
respect,  in  collecting  such  authorities ;  that  the  number  of  books 
and  papers  of  that  nature  examined  by  him  in  searching  for  the 
authorities  and  matters  cited  by  him  is  so  great,  that  it  is  only 
possible  to  make  such  collection  by  devoting  much  attention  to 
the  subject  for  many  years,  and  by  making  and  preserving  mem- 
oranda of  such  matters  bearing  upoil  the  subject,  as  from  time  to 
time  they  come  to  the  knowledge  of  a  person  giving  a  large  share 
of  his  attention  to  such  matters,  and  reading  all  such  books  as 
relate  to  the  subject,  and  availing  himself  of  much  intercourse  with 
persons  conversant  with  such  matters.  The  corresponding  state* 
ment  of  the  respondent  is,  that  the  pkn  of  work  he  adopted  was  to 
take  the  text  of  the  author  of  the  book  with  his  notes,  and  aimotate 
the  same  with  original  notes  of  his  own,  in  the  same  manner  as  if 
they  had  never  before  been  annotated ;  that  it  was  no  part  of  his 
plan  to  revise,  reduce,  or  alter  the  complainant's  notes,  even  in  such 
manner  as  the  law  of  copyright  would  have  permitted  if  the  com- 
plainant had  had  a  copyright  therein ;  but-  that  his  course  was, 
after  reading  a  topic  in  the  text,  if  he  thought  it  required  annota- 
tion, to  examine  all  the  works  to  which  he  had  access  bearing  upon 
the  topic,  and,  among  others,  but  not  more  or  differently  than 
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others,  the  contributions  of  the  complainant.  When  he  had  made 
all  the  examination  he  thought  necessary,  the  allegation  is,  that  he 
then  gave  the  subject  the  best  reflection  he  could,  and  subse^ently 
wrote  out  a  new  and  original  note  in  ereiy  instance,  in  manuscript 
throughout^  in  his  own  hand  or  that  of  an  amanuensis,  and  without 
other  reference  to,  or  assistance  from,  any  notes  of  the  complainant 
than  as  above  stated. 

The  complainant  also  alleges,  that  in  preparing  the  text  of  his 
edition  he  exercised  a  considerable  amount  of  skill  and  judgment 
in  the  arrangement  of  his  annotations,  and  in  combining  and  con- 
necting them  with  the  text,  and  that  he  prepared  a  complete  index 
to  the  same ;  and  he  charges  that  the  respondents,  in  their  book, 
have  copied,  conformed  to,  and  pirated  the  said  annotated  book  and 
the  annotations  of  the  same  which  he  prepared ;  and  that  they  have 
used  and  availed  themselves  of  the  said  book  and  annotations  and 
the  said  labors  of  the  complainant  Besponsive  to  the  charge  that 
his  notes  are  in  a  great  part  taken  and  copied  from  those  of  the 
complainant,  and  that  he  has  pirated  and  unduly  used  the  contri- 
butions of  the  complainant,  the  respondent  totally  ckenies  the  same 
and  every  part  thereof.  Evidence  to  show  that  the  notes  in  the 
two  annotated  editions  of  Wheaton's  Elements  of  International 
Law,  as  prepared  by  the  complainant,  involved  great  research  and 
labor,  beyond  what  appears  in  those  two  works,  is  unnecessary, 
especially  as  the  allegations  in  the  bill  of  complaint  to  that  effect 
are  not  directly  denied  in  the  answer;  and  it  is  equally  obvious 
and  clear  that  the  results  of  the  research  and  labor  there  exhibited 
could  not  well  have  been  accomplished  by  any  person  other  than 
one  of  great  learning,  reading,  and  experience  in  such  studies  and 
investigations.  Such  a  comprehensive  collection  of  authorities, 
explanations,  and  well-considered  suggestions,  is  nowhere,  in  the 
judgment  of  the  court,  to  be  found  in  our  language,  unless  it  be  in 
the  text  and  notes  of  the  author  of  the  original  work.  Uncontra- 
dicted as  these  propositions  are,  it  is  unnecessary  to  add  any  thing 
further  in  their  support.  Much,  also,  has  been  accomplished  by 
the  last  editor  of  the  work  in  the  same  direction,  and  in  the  collec- 
tion and  presentation  of  similar  matters  wholly  distinct  and  sepa- 
rate from  what  was  antecedently  collected  and  presented  by  the 
complainant    But  the  review  and  comparison  of  the  merits  of  the 
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respective  books  are  not  matters  within  the  province  of  the  courts 
except  so  fiar  as  the  same  become  necessary  in  order  to  decide  the 
issues  involved  in  the  pleadings.  Stripped  of  all  mere  form,  the 
charge  against  the  respondent  is,  that  he  has  infringed  the  rights 
of  the  complainant ;  and  that  question  is  the  only  one  of  much  im- 
portance which  remains  to  be  considered. 

Apart  from  the  testimony  of  the  parties  themselves,  and  the 
comparison  of  the  books,  the  evidence  in  the  case  consists  mainly 
of  the  testimony  of  the  two  experts,  and  the  result  of  the  respec- 
tive comparisons  made  by  them,  of  the  notes  and  citations  of 
authorities  contained  in  one  of  the  books,  with  those  of  a  corres- 
ponding character  contained  in  the  other,  together  with  the  opinion 
of  each  expert  witness,  whether  the  several  notes  and  citations  so 
examined  and  compared  are  or  are  not  of  the  same  character. 
Though  adimsaible  in  all  such  cases,  the  opinions  of  experts  are 
nevertheless  in  their  nature  secondary  evidence ;  but  the  compari- 
sons made  by  them  in  this  case  have  very  much  facilitated  the 
investigations  made  by  the  court  Considerable  aid  has  been 
derived  from  that  source,  and  from  the  testimony  of  the  parties ; 
but  the  court  has  found  it  necessary  to  re-examine  the  comparisons 
made  by  the  witnesses,  and  to  make  others  for  themselves,  in  order 
to  come  to  a  satisfactory  conclusion.  Hegarded  as  a  basis  to  enable 
the  court  to  compare  one  book  with  the  other,  the  results  given  by 
the  experts,  as  exhibited  in  their  depositions,  have  proved  to  be  of 
great  service  to  the  court  in  estimating  the  weight  to  be  given  to 
their  respective  opiiuons.  Complicated  as  the  facts  are,  the  ex- 
amination of  the  case  has  imposed  much  labor  upon  the  judges ; 
but  the  investigation  has  been  made  with  care,  and  continued  from 
time  to  time  until  both  are  satisfied  that  the  court  is  prepared  to 
render  a  just  decision. 

like  other  controversies  of  a  similar  character,  the  issue  upon 
the  merits  presents  two  questions,  one  of  fetct  and  the  other  of  law. 
Stated  in  brief  terms,  the  question  of  fact  is,  what  use  did  the 
respondent  who  edited  the  edition  in  question  make  of  the  com- 
plainant's notes  ?  And  the  question  of  law  presented,  inasmuch  as 
it  is  conceded  that  he  used  the  same  to  some  extent,  is,  was  that 
use  allowable,  or  was  it  of  a  character  and  to  such  an  extent  that 
it  infringed  the  complainant's  rights.     Direct  evidence  upon  the 
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subject  is  unattainable,  because  the  respondent  states  that  he  can- 
not remember  nor  undertake  to  give  the  authors  from  whom  he 
derived  any  particular  class  of  citations.  Difficult  though  it  be  to 
make  proof,  still  the  complainant  is  not  entitled  to  any  decree, 
unless  he  proves  infringement,  as  alleged,  to  the  satisfaction  of  the 
court,  as  the  burden  in  that  issue  is  always  upon  the  party  making 
the  chaige.  Except  that  the  burden  is  upon  the  complainant,  the 
same  difficulty  is  experienced  by  the  respondents  in  their  efforts  to 
piove  the  affirmative  allegations  of  the  answer,  and  consequently 
both  parties  are  obliged  to  rely  chiefly  upon  a  comparison  of  the 
contents  of  the  respective  books,  as  the  best  evidence  which  either 
party  is  able  to  produce.  Examination  of  the  notes  contained  in 
the  respective  books  will  show  that  the  description  given  of  them 
by  one  of  the  respondents'  witnesses  is  quite  accurate.  He  states 
to  the  effect,  that  they  are  either  statements  of  historical  events, 
accounts  of  legislative  debates,  narratives  of  diplomatic  discussions, 
n^otiations  or  correspondence,  abstracts  of  cases  in  the  courts  or 
judicial  tribunals  of  different  countries,  or  summaries  of  other  text- 
writers  or  essayists  on  international  law,  and  other  kindred  topics, 
accompanied  with  references  to  the  books  and  documents  where 
the  matters  cure  to  be  found.  Such  authorities  and  references  of  the 
kind  mentioned  are  very  numerous  in  the  edition  containing  the 
notes  of  the  complainant,  and  he  contends  that  the  respondent 
has  made  a  much  larger  use  of  such  notes,  references  and  authori- 
ties, including  those  collected  and  presented  by  him  to  illustrate 
particular  topics  of  international  law,  than  the  law  of  copyright  or 
the  agreement  between  him  and  Mrs.  Wheaton,  as  expressed  in  the 
memorandum,  wiU  permit.  Numerous  instances  are  given  where 
the  same  topics  are  illustrated  in  the  two  works  by  reference  to  the 
same  historical  facts  or  diplomatic  negotiations,  and  where  the 
views  expressed  are  supported  by  the  citation  of  the  same  books, 
pamphlets,  debates  and  newspapers ;  and  the  complainant  contends 
that  these  coincidences  occur  in  instances  so  numerous  that  it  is 
past  belief  that  they  could  be  accidental ;  and  he  insists  that  the 
just  inferences  to  be  drawn  from  these  coincidences,  when  taken  in 
connection  with  the  admission  of  the  respondent  that  he  did  make 
some  use  of  the  complainant's  book,  for  the  purposes  of  reference, 
fully  sustain  the  burden  of  proof  on  his  part,  and  justify  the  con- 
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dusion  that,  in  each  particular  instance  in  which  the  citations  and 
authorities  are  the  same,  they  were  in  fact  taken  from  his  book,  un- 
less the  respondent  can  explain  these  coincidences,  or  show  that 
the  citations  and  authorities  were  derived  from  some  other  quarter. 
Weighed  as  required  by  the  rules  of  circumstantial  evidence,  the 
complainant  contends  that  these  coincidences  of  fact,  as  exhibited  in 
the  two  books,  are  not  only  consistent  with  the  charge  of  infiinge- 
ment,  but  that  they,  taken  as  a  whole,  are  absolutely  inconsistent 
with  any  other  theory,  which  is  the  test  usually  applied  in  cases 
where  proof  is  required  beyond  any  reasonable  doubt.  Gteat  lati- 
tude is  justly  allowed  by  the  law  to  the  reception  of  indirect  or 
circumstantial  evidence,  the  aid  of  which  is  constantly  required  in 
the  administration  of  justice;  and  whenever  the  necessity  for  a 
resort  to  such  evidence  arises,  either  from  the  nature  of  the  inquiry 
or  the  failure  of  direct  proof,  objections  to  testimony  on  the  ground 
of  irrelevancy,  even  in  common-law  suits,  are  not  favored,  for  the 
reason  that  the  force  and  effect  of  circumstantial  facts  usually  and 
almost  necessarily  depend  upon  their  connection  with  each  other. 
Circumstances  altogether  inconclusive,  if  separately  considered, 
may*  by  their  number  and  joint  operation,  especially  if  corrobo- 
rated by  moral  coincidences,  be  sufficient  to  constitute  full  and 
conclusive  proof.  Castle  et  al,  v.  Btdldrd,  23  How.  187 ;  1  Stark,  Ev. 
58,  862. 

Instances  quite  numerous  are  also  given  where  clerical  and  typo- 
graphical errors  and  peculiarities,  including  special  translations,  are 
reproduced  in  the  edition  prepared  by  the  respondent;  and  the 
court  is  reminded  in  argument  that  cases  have  arisen  where  the 
strongest  proof  of  copying  consisted  "  in  the  coincidence  of  errors.** 
Jeremy,  Eq.  Jur.  322.  Where  the  question  is  whether  the  defend- 
ant, in  preparing  his  book,  had  before  him  and  copied  or  imitated  the 
book  of  the  plaintiff,  it  is  manifest,  says  Mr.  Curtds,  that  this  kind 
of  evidence  is  the  strongest  proof,  short  of  direct  evidence,  of  which 
the  fact  is  capable.  Curtis  on  Copyright,  255  ;  Murray  v.  Bogue,  1 
Drewry,  367;  Spiers  v.  Bnyum,  6  W.  R  353.  Other  authorities 
may  be  cited  where  the  presumptions  arising  from  the  identity  of 
inaccuracies  is  carried  much  further,  and  where  it  is  held  that  when 
a  considerable  number  of  passages  are  proved  to  have  been  copied 
by  the  copying  of  the  blimders  in  them,  other  passages  which  are 
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the  same  with  passages  in  the  original  book  must  be  presumed^ 
prima  facie,  to  be  Hkewise  copied^  though  no  blunders  occur  in 
them.  MawTnan  v.  Tegg,  2  Buss.  394 ;  ZongTnan  v.  WiruJiester,  16 
Ves.  Jr.  269. 

Coincidence  of  citation  ia  also  invoked  by  the  complainant  as 
evidence  of  copying ;  and  the  instances  given  as  examples  are  many 
where  the  authorities  are  cited  in  the  same  way ;  that  is,  by  volume 
and  page^  or  by  chapter  and  section,  as  the  case  may  be,  and  from 
the  same  edition  of  the  work,  and  from  the  same  place. 

Identity  in  the  plan  and  arrangement  of  the  notes,  and  in  the 
mode  of  combining  and  connecting  the  same  with  the  text,  is  also 
invoked  by  the  complainant^  as  strongly  supporting  the  charge  of 
infringement ;  and  it  is  quite  apparent,  on  a  comparison  of  the  two 
books,  that  the  instances  of  identity  in  that  respect  are  numerous 
and  pervading.  Copyright  may  justly  be  claimed  by  an  author  of 
a  book  who  has  taken  existing  materials  &om  sources  common  to 
all  writers,  and  arranged  and  combined  them  in  a  new  form,  and 
given  tiiem  an  application  unknown  before,  for  the  reason  that,  in 
so  doing,  he  has  exercised  skill  and  discretion  in  making  the  se* 
lections,  arrangement,  and  combination,  and,  having  presented 
something  that  is  new  and  useful,  he  is  entitled  to  the  exclusive 
enjoyment  of  his  improvement,  as  provided  in  the  Copyright  Act 
Oray  v.  BtLsseU,  1  Story,  11 ;  leitns  v.  FuUarton,  2  Beav.  6 ;  Greene 
V.  Bishop,  1  Cliff.  199 ;  Emmon  v.  Davies,  3  Story,  768 ;  SUyry  v. 
HoUxmbe,  4  McLean,  309.  Books  ''  made  and  composed "  in  that 
manner  are  the  proper  subjects  of  copyright ;  and  the  author  of 
such  a  book  has  as  much  right  in  his  plan,  arrangement,  and  com- 
bination of  the  materials  collected  and  presented,  as  he  has  in  his 
thoughts,  sentiments,  reflections,  and  opinions,  or  in  the  modes  in 
which  they  are  therein  expressed  and  illustrated;  but  he  cannot 
prevent  others  &om  using  the  old  material  for  a  different  purpose. 
All  he  acquires  by  virtue  of  the  copyright  is  ''  the  sole  right  and 
liberty  of  printing,  reprinting,  publishing,  and  vending  such  book  '* 
for  the  period  prescribed  by  law.  Others  may  use  the  old  materi- 
ab  for  a  different  purpose,  but  they  cannot  copy  and  use  his  im^^ 
provement,  which  includes  his  plan,  arrangement,  and  combination 
of  the  materials,  as  weU  as  the  materials  themselves,  of  which  the 
book  is  made  and  composed.  ETjfierson  v.  Davies,  3  Story,  768 ; 
Curtis  on  Copyright,  180 ;  Oray  v.  Bussell,  1  Story,  17. 
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Many  other  facts  and  circumstances  are  adduced  by  the  com- 
plainant in  support  of  the  charge  of  infiringement ;  but  the  classes 
mentioned  will  be  sufficient  for  the  present  investigation,  as  it  is 
not  the  purpose  of  the  court  to  enter  into  the  details  of  the  evi- 
denca  Infringement  in  any  and  every  form,  as  alleged  in  the  bill 
of  complaint,  is  denied  in  the  answer ;  and  the  respondent,  in  addi- 
tion to  such  denials,  has  presented  in  proof  and  in  argument  very 
elaborate  and  minute  explanations  of  all  the  principal  facts  and 
instances  adduced  by  the  complainant  in  support  of  the  charge  of 
infringement  Separate  examination  at  this  time  of  each  one  of 
the  explanations  so  given  would  be  impracticable,  and  any  partial 
review  of  them  in  the  opinion  would  necessarily  be  unsatisfactory, 
as  it  would  afford  ground  for  inference  that  the  residue  had 
been  overlooked,  or  that  they  had  not  been  duly  considered.  Suf- 
fice it  to  say,  that  they  have  all  been  read,  studied,  and  made  the 
subject  of  careful  comparison  with  the  facts  and  circumstances 
adduced  by  the  complainant;  but  the  conclusion  of  the  court  is, 
that  they  are  not  of  a  character,  spealdng  generally,  to  rebut  the 
particular  proofs  of  the  complainant,  to  which  it  was  intended  they 
should  be  applied.  But  the  respondent  contends  that,  even  if  it  be 
true  that  matters  of  fact,  citations,  and  authorities  have  been  bor- 
rowed to  a  considerable  extent,  he  had  a  right  to  take  them,  as  the 
use  he  made  of  them  was  substantially  new,  and  different  from  that 
made  by  the  complainant  in  the  two  prior  annotated  editions  of 
the  work,  because  they  were  used  by  him  in  illustration  of  new 
and  original  propositions.  Secondly,  he  contends  that  the  com- 
plainant is  not  entitled  to  any  decree  on  account  of  any  use  he  has 
made  of  the  matters  of  fact,  citations,  and  authorities  exhibited  in 
those  editions,  because,  as  he  insists,  the  use  he  so  made  amounts 
to  no  more  than  a  fair  and  original  abridgment  of  the  former  edition& 
The  doctrine  of  new  and  different  use  in  the  law  of  copyright  ap- 
plies more  particularly  to  the  old  materials,  and  not  the  materials 
of  a  work  like  that  of  the  last  annotated  edition  of  the  complain- 
ant, where  the  materials  collected  are  much  abridged,  and  some- 
times paraphrased  and  newly  arranged,  and  combined  with  the  text 
of  the  original  work. 

Beyond  all  doubt,  he  might  take  the  old  materials,  as  found 
in  the   sources  from  which  the  matters  of  fact,  citations,  and 
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authorities  of  the  complainant  were  drawn»  and  use  them  as  he 
pleased,  in  illustration  of  new  and  original  propositions,  or  for 
any  other  purpose  not  substantially  the  same  as  that  to  which 
they  are  applied  in  the  annotated  editions  edited  by  the  complain- 
ant; but  he  could  not  borrow  the  materials  as  therein  collected 
and  furnished,  nor  could  he  rightfully  use  the  plan  and  arrange- 
ment, or  the  mode  by  which  they  are  combined  with  the  text,  be- 
yond the  extent  falling  within  the  definition  of  fair  use,  which  rule 
is  only  applicable  to  the  materials,  and  not  to  the  plan,  arrange- 
ment, and  mode  of  operation.  Proper  attention  to  the  nature  of 
the  charge  in  the  bill  of  complainant  will  show  that  the  doctrine 
of  new  and  different  use  is  whoUy  inapplicable  to  the  matter  in 
issue  between  the  parties,  because  the  chaige  is,  that  the  respond- 
ent has  borrowed  the  matters  of  fact,  citations,  and  authorities  col* 
lected  and  presented  in  the  notes  of  the  complainant,  and  not  that 
he  has  made  the  same  use  of  the  old  materials.  On  the  contrary, 
the  chaige  is,  that  he  has  not  consulted  the  old  materials  at  all,  but 
that  he  has  borrowed  the  matters  of  fact,  citations,  and  authorities 
exhibited  in  his  book,  from  the  matters  of  fact,  citations,  and  authori- 
ties as  collected,  arranged,  and  combined  with  the  text  in  those  two 
annotated  editions.  Even  supposing  the  rule  to  be  otherwise,  and 
that  a  second  writer  may  take  bodily  the  matters  of  fact,  citations, 
and  authorities  collected,  arranged,  and  combined,  as  in  the  two 
annotated  editions  before  the  court,  if  the  use  he  makes  of  the 
materials  is  substantially  new  and  different,  still  the  concession 
will  not  benefit  the  respondent,  as  his  edition  of  the  work,  except 
the  new  materials  collected  and  presented,  occupies  the  same  field 
and  was  designed  for  the  same  class  of  readers,  and  was  "  made 
and  composed"  for  the  same  general  purpose.  Unsupported  by  the 
evidence,  as  the  theory  of  fact  involved  in  the  proposition  is,  it  is 
quite  dear  that  it  cannot  furnish  any  defence  for  the  respondent, 
even  if  the  principle  is  correct  Argument  to  show  that  an  author 
may  have  a  copyright  in  his  notes  to  an  older  work,  though  the 
materials  collected  are  not  new,  is  unnecessary,  as  the  proposition 
is  elementary,  if  it  appear  that  they  have  never  before  been  col^ 
lected  and  embodied.    Gray  v.  JRvssell,  1  Story,  11. 

The  respondent's  second  proposition  deserves  more  consideration, 
as  it  presents  a  defence  applicable  to  the  main  issue  involved  in 
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the  pleadings.  Gonciselj  stated,  the  proposition  is,  that,  even  con- 
ceding that  he  borrowed  materials  from  the  prior  emnotated  editions 
to  a  considerable  extent,  still  the  quantity  so  taken  and  used  did  not 
amount  to  more  than  a  fair  and  original  abridgment  of  the  former 
annotated  editions.  Third  persons  cannot  make  any  use  of  a 
patented  invention,  without  the  consent  or  license  of  the  patentee, 
because  he  acquires,  by  virtue  of  his  letters-patent  issued  under 
the  patent  act,  the  full  and  exclusive  right  and  liberty  of  making 
and  using  his  invention,  as  well  as  of  vending  it  to  others  to  be 
used,  for  the  term  allowed  by  law ;  but  the  right  secured  to  the 
author  or  proprietor  of  a  book  is  only  "  the  sole  right  and  liberty 
of  printing,  reprinting,  publishing,  and  vending  such  book,"  which, 
as  construed  by  the  courts,  means  the  exclusive  right  to  multiply 
copies  for  the  benefit  of  the  author  or  his  assigns.  Stephens  v.  Cody, 
14  How.  529;  JReade  v.  Zewy,  1  Johna  &  H.  526;  Millar  v.  Tay- 
lor, 4  Burr.  2311.  Courts  have  sometimes  supposed  that  the  same 
rule  of  decision  should  be  applied  to  a  cop3nright  as  to  a  patent 
for  a  machine,  and  consequently  that  an  abridgment  of  an  origi- 
nal work,  made  and  condensed  by  another  person  without  the 
consent  of  the  author  of  the  original  work,  ought  to  be  regarded 
as  an  infringement;  but  the  language  of  the  respective  acts  of 
Congress  making  provision  for  the  protection  of  such  rights  is 
different ;  and  the  opposite  doctrine  has  been  too  long  established 
to  be  considered  at  the  present  time  as  open  to  controversy. 
Story  V.  ffolcombe,  4  McLean,  309.  Whatever  might  be  thought 
if  the  question  was  an  open  one,  it  is  too  late  to  agitate  it  at 
the  present  time,  as  the  rule  is  settled  that  the  publication  of 
an  unauthorized  but  bona  fide  abridgment  or  digest  of  a  pub- 
lished literary  copyright,  in  a  certain  class  of  cases  at  least,  is  no 
infringement  of  the  original  Phillips  on  C,  171;  Newberj/s 
Case,  Lofit,  775 ;  Doddey  v.  Kinnerdey,  Amb.  403 ;  Whittingham 
V.  Waaler,  2  Swanst  428 ;  Gyles  v.  WUcax,  2  Atk.  342. 

Strong  doubts  are  expressed  by  Mr.  Curtis,  whether  the  defini- 
tion of  an  allowable  abridgment,  as  given  in  the  earlier  cases,  can 
be  sustained,  except  as  applied  to  such  works  as  histories,  or  works 
composed  of  translations,  and  others  of  like  kind ;  but  it  was  de- 
cided in  this  court  in  the  case  of  Falsam  v.  Marsh,  2  Story,  105, 
that  an  abridgment  in  which  there  is  a  substantial  condensation  of 


MAY  TEEM,  1869.  79 


Lawienoe  o.  Dana  tt  al. 


the  materials  of  the  original  work^  and  which  required  intellectual 
labor  and  judgment  to  make  the  same,  does  not  constitute  an 
infringement  of  the  copyright  of  the  original  author;  and  the 
court,  aa  now  constituted,  is  inclined  to  adopt  that  rule  in  cases 
where  it  also  appears  that  the  abridgment  was  made  bona  fide  as 
such,  and  that  it  is  not  of  a  character  to  supersede  the  copyrighted 
publication.  Unless  it  be  denied  that  a  legal  copjrright  secures 
to  the  author  ''the  sole  right  and  liberty  of  printing,  reprinting, 
publishing,  and  Tending  the  book  "  copyrighted,  it  cannot  be  held 
that  an  abridgment,  or  digest  of  any  kind,  of  the  contents  of  the 
Gopjrrighted  publication,  which  is  of  a  character  to  supersede  the 
original  work,  is  not  an  infringement  of  the  franchise  secured  by 
the  copyright.  What  constitutes  a  fair  and  hma  fide  abridgment 
in  the  sense  of  the  law  is,  or  may  be,  under  particular  circum* 
stances,  one  of  the  most  difficult  questions  which  can  well  arise  for 
judicial  consideration ;  but  it  is  well  settled  that  a  mere  selection 
or  different  arrangement  of  parts  of  the  original  work  into  a  smaller 
compass  will  not  be  held  to  be  such  an  abridgment.  Campbell  v. 
ScgU,  11  Sim.  38  and  note;  Gylea  y.  Wilcox,  2  Atk.  342;  Fol8(m 
Y.  Marsh,  2  Story,  107.  Substantially  the  same  Yiews  are  expressed 
in  the  case  of  Tvntiey  y.  Lacy,  1  Hem.  &  M.  753;  and  the 
Yice-chanceUor  in  that  case,  in  speaking  of  the  authorities  by  which 
fair  abridgments  haYe  been  sustained,  goes  on  to  say,  that  the 
courts  haYe  gone  &r  enough  in  that  direction,  and  adds  that  it  is 
difficult  to  acquiesce  in  the  reason  sometimes  giYen,  that  the  com* 
piler  of  an  abridgment  is  a  benefactor  to  mankind,  by  assisting  in 
the  difhsion  of  knowledge. 

Viewed  in  the  light  of  these  principles,  it  is  quite  clear  that  the 
book  of  the  respondent,  CYcn  if  it  could  be  r^arded  as  an  abridg- 
ment of  the  prior  editions,  must  still  be  held  to  be  an  infringement 
of  the  same ;  but  the  court  is  of  the  opinion  that  it  is  not  an 
abridgment  of  those  editions,  in  any  sense  known  to  the  law  of 
copyright  Instead  of  being  an  abridgment  of  the  prior  editions, 
it  is  precisely  what  it  purports  to  be,  a  reprint  of  the  text  of  the 
author,  with  notes  by  a  new  editor ;  and  the  proofs  are  full  to  the 
point  that  he  was  employed  to  edit  a  new  edition  of  the  work,  to 
supersede  the  antecedent  editions  annotated  by  the  complainant 
Instructed  as  he  was  to  make  no  use  of  the  complainant's  notes,  his 
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principal  defence  still  is,  that  he  complied  with  those  instructionSy 
and  that  he  did  not  make  any  nse  of  the  notes  in  his  edition,  be^ 
yond  what  is  allowable  as  fair  quotations  from  the  published  work 
of  a  prior  author,  treating  upon  the  same  subject  Copying  is  not 
confined  to  literal  repetition,  but  includes  also  the  various  modes  in 
which  the  matter  of  any  publication  may  be  adopted,  imitated,  or 
transferred,  with  more  or  less  coloiable  alterations  to  disguise  the 
source  from  which  the  material  was  derived ;  nor  is  it  necessary 
that  the  whole  or  even  the  larger  portion  of  the  work  should  be 
taken,  in  order  to  constitute  an  invasion  of  a  copyright  Some 
use  may  be  made  by  a  subsequent  writer  of  the  contents  of  a  book 
or  treatise  antecedently  made,  composed  and  copyrighted  by  an- 
other person,  in  making  and  composing  a  new  book  upon  the  same 
subject,  whether  the  contents  of  the  antecedent  book  or  treatise 
were  wholly  original,  or  were  partly  original  and  partly  made  up 
of  selections  from  other  authors.  Copyright  differs  in  this  respect 
from  patent  right,  which  admits  of  no  use  of  the  patented  thing 
without  the  consent  or  license  of  the  patentee.  Persons  makingyXising, 
or  vending  to  others  to  be  used,  the  patented  article  are  guilty  of  in- 
fringing the  letters-patent,  even  though  they  may  havd  subsequently 
invented  the  same  thing  without  any  knowledge  of  the  existence  of 
the  letters-patent ;  but  the  recomposition  of  the  same  book  without 
copying,  though  not  likely  to  occur,  would  not  be  an  infringements: 
Coincidence,  if  perfect,  is  sufficient  to  prove  the  infringement  of  a 
patent,  as  the  chaise  is  that  the  defendant,  if  it  be  a  machine,  has 
made  machines  in  the  similitude  of  the  patented  machine,  and 
with  the  same  mode  of  operation.  Copying  is  essential  to  consti- 
tute an  infringement  of  copyright,  but  identity  of  contents,  arrange- 
ment, and  combination,  is  strong  evidence  that  the  second  book  was 
borrowed  from  the  first,  because  it  is  highly  improbable  that  two 
authors  would  express  their  thoughts  and  sentiments  in  the  same 
language,  throughout  a  book  or  treatise  of  any  considerable  size,  or 
adopt  the  same  arrangement  or  combination  in  their  publication* 
Beade  v.  Lacy,  1  Johna  &  H.  526. 

Great  difficulty  attends  every  attempt  to  define  in  precise  terms 
the  privilege  allowed  by  law  to  a  subsequent  writer  to  use  without 
consent  or  license  the  contents  of  a  book  or  treatise  antecedently 
made,  composed^  and  copyrighted  by  another  author ;  or  to  mark 
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the  boundaries  of  the  privilege  of  such  subsequent  writer  to  borrow 
the  materials  in  a  book  like  the  annotated  editions  of  the  com- 
plainant^ where  the  materials  have  been  selected  from  such  a  variety 
of  sources,  and  where  the  materials  so  selected  are  atrranged  and 
combined  with  certain  chosen  passages  of  the  text  of  the  original 
work^  and  in  a  manner  showing  the  exercise  of  discretion,  skill, 
learning,  experience,  and  judgment  Decided  cases  are  referred  to 
where  the  principal  criterion  of  determination  is  held  to  be  the 
/  intent  with  which  the  person  acted  who  is  chaiged  with  infringe- 
mentT  Bemarks  to  that  effect  are  to  be  found  in  the  opinion  of  the 
court  in  the  case  of  Gary  v.  Keardey,  4  Esp.  170,  and  the  decision 
in  the  case  of  Spiers  v.  Brown^  6  W.  R  353,  refusing  the  appli- 
cation for  an  injunction,  turned  to  some  extent  upon  the  same 
consideration ;  but  the  vice-chancellor  (now  chancellor)  refused  to 
apply  that  doctrine  in  the  subsequent  case  of  Scott  v.  Stanford^ 
L.  R  3  £q.  722,  and  explained  the  grounds  of  his  ruling  in  the 
former  case,  which  show  that  he  would  not  sanction  that  rule  in 
any  case  unless  it  appeared  that  the  defendant  had  bestowed  such 
mental  labor  upon  what  he  had  taken  as  to  produce  an  original 

result 
Evidence  of  innocent  intention  may  have  a  bearing  upon  the 

question  of  ''fair  use;''  and  where  it  appeared  that  the  amount 
taken  was  small,  it  would  doubtless  have  some  probative  force  in  a 
court  of  equity  in  determining  whether  an  application  for  an  in- 
junction should  be  granted  or  refused :  but  it  cannot  -be  admitted 
that  it  is  a  legal  defence  where  it  appears  that  the  party  setting  it 
up  has  invaded  a  copyright.  Gary  v.  Faden,  6  Yes.  23 ;  Beade  v. 
Laeyy  1  Johns.  &  H,  526;  BramvM  v.  ffaleorrib,  3  Myl.  &  Cr. 
738.  Few  judges  have  devised  safer  rules  upon  the  subject  than 
Judge  Story.  He  held  that,  to  constitute  an  invasion  of  copyright, 
it  was  not  necessary  that  the  whole  of  a  work  should  be  copied,  nor 
even  a  large  portion  of  it,  in  form  or  substance ;  that  if  so  much  is 
taken  that  the  value  of  the  original  is  sensibly  diminished,  or  the 
labors  of  the  original  author  are  stbstantially,  to  an  injurious  extent, 
appropriated  by  another,  that  is  su£Gicient  in  point  of  law  to  consti- 
tute an  infringement ;  that,  in  deciding  questions  of  this  sort,  courts 
must "  look  to  the  nature  and  objects  of  the  selections  made,  the 
quantity  and  value  of  the  materials  used,  and  the  degree  in  which 
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the  use  may  prejudice  the  sale  or  dimixiish  the  profits,  or  supeisede 
the  objects  of  the  original. work.'*  Fobom  v.  Marsh,  2  Story,  116. 
Mere  honest  intention  on  the  part  of  the  appropriator  will  not 
suffice,  said  Vice-Chancellor  Wood,  as  the  court  can  only  look  at 
the  result,  and  not  at  the  intention  in  the  man's  mind  at  the  time 
of  doing  the  act  complained  of,  and  he  must  be  presumed  to  intend 
all  that  the  publication  of  his  work  effects.  Scott  v.  Stanford, 
L.  R  3  Eq.  723;  Hodges  v.  WMi,  2  Jr.  Eq.  266.  Twenty 
years  before  that  decision  was  made,  Mr.  Curtis,  in  his  valuable 
work  on  the  law  of  copyright,  expressed  the  same  views,  and  this 
court  entertains  no  doubt  they  are  correct  Curtis  on  Copyright, 
240.  Becent  decisions  afford  more  ample  protection  to  copyright  than 
those  of  an  earlier  date,  and  they  also  restrict  the  privilege  of  the 
subsequent  writer  or  compiler  in  respect  to  the  use  of  the  matter 
protected  by  the  copyright,  within  narrower  limits.  The  dedsion 
in  KMey  v.  Morris,  L.  R  1  Eq.  697,  is,  that  in  the  case  of  a 
map,  guide-book,  or  directory,  or  the  like,  where  there  are  certain 
common  objects  of  information  which  must,  if  described  correctly^ 
be  described  in  the  same  woids^  a  subsequent  compiler  is  bound  to 
do  for  himself  that  which  was  done  by  the  first  compiler ;  that  he 
is  not  entitled  to  take  one  word  of  the  information  published  witiiout 
independently  working  out  the  matter  for  himself,  so  as  to  arrive  at 
the  same  result  from  the  same  common  sources  of  information,  and 
that  the  only  use  he  can  make  of  a  previous  publication  of  that  kind 
is  to  verify  his  own  calculations  and  results  when  obtained.  Bights 
secured  by  copyright  are  property  within  the  meaning  of  the  law 
of  copyright,  and  whoever  invades  that  property  beyond  the  privi- 
lege conceded  to  subsequent  authors  commits  a  tort,  and  is  liable 
to  aQ  action.  None  of  these  rules  of  decision  are  inconsistent  with 
the  privilege  of  a  subsequent  writer  to  make  what  is  called  a  fair  use 
of  a  prior  publication ;  but  their  effect  undoubtedly  is,  to  limit  that 
privilege  so  that  it  shall  not  be  exercised  to  an  extent  to  work  sub- 
stantial injury  to  the  property  which  is  under  the  legal  protection 
of  copyright.  Eeviewers  may  make  extracts  sufficient  to  show  the 
merits  or  demerits  of  the  work,  but  they  cannot  so  exercise  the 
privilege  as  to  supersede  the  original  book.  Sufficient  may  be  taken 
to  give  a  correct  view  of  the  whole ;  but  the  privilege  of  making 
extracts  is  limited  to  those  objects,  and  cannot  be  exercised  to  such 
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an  extent  that  the  review  shall  become  a  subetitate  for  the  book 
reviewed    Siary  v.  Soleomlbe,  4  McLean,  309. 

Examined  as  a  question  of  strict  law,  apart  from  exceptional 
cases,  the  privilege  of  &ir  use  accorded  to  a  subsequent  writer 
must  be  such,  and  such  only,  as  will  not  cause  substantial  injury 
to  the  proprietor  of  the  first  publication;  but  cases  frequently 
arise  in  which,  though  there  is  some  injury,  yet  equity  will  not 
interpose  by  injunction  to  prevent  the  farther  use,  as  where  the 
amount  copied  is  small  and  of  little  value,  if  there  is  no  proof  of 
bad  motive,  or  where  there  is  a  well-founded  doubt  as  to  the 
legal  title,  or  where  there  has  been  long  acquiescence  in  the  in- 
fringement, or  culpable  laches  and  negligence  in  seeking  redress, 
especially  if  it  appear  that  the  delay  has  nusled  the  respondent 
Sweet  V.  Cater,  11  Sim.  580 ;  Tinsley  v.  Zocy,  1  Hem.  &  M.  762 ; 
apien  V.  Brawn,  6  W.  R  358 ;  Strahan  v.  Oraham,  15  W.  R  487 ; 
BramweU  v.  ffalcomb,  3  MyL  &  Cr.  738 ;  JSeade  v.  Zacy,  1  Johns, 
ft  H.  527 ;  JarrM  v.  HcuUton,  3  Kay  &  J.  717 ;  Lewis  v.  Fid- 
larton,  2  Beav.  6;  Bell  v.  Whitehead,  17  L  T.  141;  Curtis  on 
Copyright,  326 ;  Satmdera  v.  Smith,  3  MyL  &  Cr.  711. 

Guided  by  the  rules  of  law,  as  already  explained,  the  court,  after 
having  examined  the  whole  case  with  care,  is  of  the  opinion  that 
many  of  the  notes  inresented  in  the  edition  edited  by  the  respond- 
ent whose  case  is  xmder  consideration  do  infringe  the  corresponding 
notes  in  the  two  editions  edited  and  annotated  by  the  complainant, 
and  that  the  respondent  borrowed  veiy  largely  the  arrangement  of 
the  antecedent  edition,  as  well  as  the  mode  in  which  the  notes  in 
that  edition  are  combined  and  connected  with  the  text  Judge 
Story  held,  in  the  case  of  Bmerean  v.  Dames,  3  Story,  780,  that 
every  author  had  a  copyright  in  the  plan,  arrangement,  and  combi- 
nation of  his  materials,  and  in  his  mode  of  illustrating  his  subject, 
if  it  be  new  and  original ;  and  it  was  also  held,  in  Gfreene  v.  Bishop, 
1  Cli£P.  199,  that  there  may  be  a  valid  copyright  in  the  plan  of  a 
book,  as  connected  with  the  arrangement  and  combination  of  the 
materials;  and  no  doubt  is  entertained  that  both  those  decisions 
were  correct;  but  it  is  a  mistake  to  suppose  that  a  subsequent 
writer  can  be  held  to  have  infringed  a  book  where  he  has  not  bor- 
rowed any  of  the  materials  of  which  the  book  is  composed.  New 
materials  are  certainly  the  proper  objects  of  copyright;  and  old 
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materials,  when  subsequently  collected,  arranged,  and  combined  in 
a  new  and  original  form,  are  equally  so :  and  in  either  case,  the 
plan,  arrangement,  and  combination  of  the  materials  are  as  fully 
protected  by  the  copyright  as  the  materials  embodied  in  the  plan, 
arrangement,  and  combination.  Damages  may  be  recovered  in 
either  of  the  supposed  cases  for  the  infringement  of  the  property 
protected  by  the  copyright ;  but  the  property  in  the  latter  case  con- 
sists chiefly,  if  not  entirely,  in  the  plan,  arrangement,  and  combi- 
nation of  the  materials  collected  and  presented  in  the  book,  as  any- 
other  person  may  collect  from  the  original  sources  the  same  mate- 
rials, and  arrange  and  combine  them  in  any  other  manner  not  sub- 
stantially the  same  as  that  of  the  antecedent  author.  Barfidd  v. 
Nicholson,  2  Sim.  &  S.  6. 

A  detailed  specification  of  the  instances  of  infringement,  as  shown 
by  a  comparison  of  the  two  books,  would  be  impracticable,  and 
will  not  be  attempted ;  as  the  settled  practice  in  equity  is,  where 
the  works  are  voluminous  and  of  a  complex  character,  containing, 
as  in  this  case,  much  original  matter  mixed  with  common  property 
the  cause  will,  at  some  stage  of  the  case,  be  referred  to  a  master, 
to  state  the  facts,  t(^ether  with  lus  opinion,  for  the  consideration 
of  the  court  It  is  a  better  course  to  make  the  reference  before 
the  final  hearing ;  but  the  parties  in  this  case  waived  any  reference 
at  that  stage  of  the  cause,  and  elected  to  proceed  to  final  hearing 
without  any  such  report  Cases  arise  where  the  court,  under  such 
circumstances,  would  not  order  a  reference,  but  would  proceed  to 
compare  the  books  and  ascertain  the  details  of  the  infringement ;  but 
the  case  before  the  court  is  far  too  complex  to  admit  of  that  course 
of  action.  Curtis  on  Copyright,  325;  Mavrman  v.  Tegg,  2  Buss. 
400 ;  2  Story  £q.  Jur.  §  941.  Details  have  been  examined  as  far 
as  practicable,  consistent  with  the  claims  of  other  official  duties, 
but  the  judges  are  of  the  opinion  that  they  should  be  further  ex- 
amined, and  the  results  classified,  before  the  court  proceeds  to  de- 
termine the  extent  of  the  infringement,  as  the  danger  of  injustice 
cannot  well  be  avoided  in  any  other  way.  New  matter  of  value 
has  been  collected  and  presented  by  the  respondent,  and  he  has 
added  much  that  is  valuable  in  hia  references  to  events  which  have 
occurred  since  the  publication  of  the  last  preceding  annotated  edi- 
tion.   Whatever  may  have  been  the  rule  in  the  earlier  history  of 
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equity  jurisprudence,  it  is  now  settled  law  in  this  court,  that  a  book 
may  in  one  part  of  it  infringe  the  copyright  of  another,  while  in 
other  parts  it  may  be  entirely  original  and  the  proper  object  of  a 
copyright ;  and  in  such  a  case,  it  was  held,  in  Greene  v.  Bishop,  1 
Cliff.  201,  that  the  remedy  will  not  be  extended  beyond  the  injury. 
Preceding  that  decision,  the  same  rule  had  been  adopted  in  Story  v. 
ffcdambe,  4  McLean,  315,  in  which  the  opinion  was  given  by  the 
late  Mr.  Justice  McLean.  The  modem  practice  in  the  chancery 
courts  of  England  is  the  same  as  appears  in  the  case  of  Jarrold  v. 
HotUgton,  3  Kay  &  J.  721,  in  which  the  opinion  was  given  by 
Vice-Chancellor  Wood,  since  promoted  to  the  of&ce  of  Chancellor. 
Kelly  V.  Morris,  L  K.  1  Eq.  701 ;  Caman  v.  Bowles,  2  Bro.  Ch. 
C.  80 ;  Curtis  on  Copyright,  325.  It  is  suggested  that  it  will  be 
impossible  to  separate  that  which  is  original  from  that  which  was 
borrowed,  and  to  some  extent  the  suggestion  may  be  of  weight ;  but 
the  court  is  of  the  opinion  that  the  difliculties  in  that  behalf,  when 
the  matters  pass  under  the  searching  examination  of  a  master,  will 
be  much  less  than  is  apprehended  by  the  parties.  Should  the  diffi- 
culty in  any  instance  or  class  prove  to  be  insurmountable,  then  the 
role  in  equity  is,  that  if  the  parts  which  have  been  copied  cannot 
be  separated  from  those  which  are  original  without  destroying  the 
use  of  the  original  matter,  he  who  made  the  improper  use  of  that 
which  did  not  belong  to  him  must  suffer  the  consequences  of  so 
doing.  If  a  second  writer  mixes  the  literary  matter  of  another, 
which  is  under  the  protection  of  a  copyright,  with  his  own,  with- 
out the  license  or  consent  of  the  proprietor,  he  must  nevertheless 
be  restrained  from  publishing  what  does  not  belong  to  him ;  and  if 
the  parts  of  the  work  cannot  be  separated,  so  that  the  injunction 
prevents  also  the  pubUcation  of  his  own  literaiy  production,  so 
mixed  with  that  of  another,  he  has  only  himself  to  blame.  Matth 
man  v.  Teffg,  2  Euss.  390 ;  Lewis  v.  Fullarton,  2  Beav.  11.  It  is 
believed  that  an  extended  application  of  that  rule  will  not  be  re- 
quired, in  view  of  the  proofs  exhibited  in  the  record,  and  of  the 
facilities  afforded  by  the  comparison  of  the  notes  in  the  respective 
editions,  to  separate  what  is  original  from  that  which  has  been 
copied. 

Attention  is  called  by  the  respondent  to  the  fact  that  some  of 
the  notes  in  the  edition  edited  by  him  are  entirely  original,  that  in 
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Others  the  material  copied  is  much  condensed,  or  the  notes  reduced 
to  a  mere  reproduction  of  the  authorities  cited  in  the  prior  edition, 
and  that  other  notes  have  been  enlarged  and  improved  hj  the  addi- 
tion of  new  matter,  and  in  view  of  those  circumstances,  he  con- 
tends that  the  edition  edited  by  him  should  be  regarded  as  a  new 
and  original  work;  but  the  decisive  answer  to  the  first  and  last 
suggestion  is,  that  no  man  is  entitled  to  avail  himself  of  the  pre- 
vious labors  of  another  for  the  purpose  of  conveying  to  the  public 
the  same  information,  even  though  he  may  append  additional  infor- 
mation to  that  already  published,  Scott  v.  Stanford,  L.  R  3  Eq. 
724 ;  2  Story,  Eq.  Jur.  §  940 ;  2  Kent,  Com.  382,  383 ;  Cary  v. 
Faden,  5  Ves.  25  and  note ;  WTieaton  v-  Peters^  8  Pet  591 ;  BTum- 
iffdl  V.  ffalcomb,  3  MyL  &  Cr.  737. 

Additional  remarks  in  respect  to  the  allbged  fact  that  the  con- 
tents of  the  notes  copied  were  condensed  is  unnecessary,  as  it  is 
quite  clear,  as  before  explained,  that  the  change  made  in  that  be- 
half is  not  of  a  character  to  afiford  the  respondent  any  defenca 

Supported  by  these  reasons,  the  conclusions  of  the  court  are  as 
follows :  — 

1.  That  the  complainant  in  a  court  of  equity  is  the  equitable 
owner  of  the  notes  in  the  two  annotated  editions  described  in  the 
pleadings  as  arranged,  and  the  mode  in  which  they  are  combined 
and  connected  with  the  text 

2.  That  the  title  to  the  entire  text,  together  with  the  title  to  the 
memoir  and  indices,  is  in  the  proprietor  of  the  book,  and  not  in  the 
complainant  as  alleged  in  the  bill  of  complaint 

3.  That  there  are  notes  in  the  edition  edited  by  the  respondent^ 
of  substantial  importance  in  point  of  number,  and  the  value  of  the 
materiah,  which  do  infringe  the  equitable  rights  of  the  complain- 
ant, as  explained  and  defined  by  the  court. 

4.  That  all  the  respondents  had  notice  of  the  claim  of  the  com- 
plainant, as  explained  and  defined  by  the  court 

5.  That  there  are  notes  in  that  edition  of  substantial  importance 
in  point  of  number  and  the  value  of  the  materials  which  do  not 
infringe  any  rights  of  the  complainant 

6.  That  the  notes  in  that  edition  consisting  wholly  of  citations 
foxmd  in  the  corresponding  notes  of  the  complainant  do  infringe  his 
rights,  as  explained  and  defined  by  the  court,  though  many  of  them 
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ore  unaccompanied  by  the  extracts  collected  and  presented  in  the 
next  preceding  edition. 

7.  That  notes  consisting  of  authorities  or  collections  of  authori- 
ties copied  in  like  manner  as  described  in  the  preceding  prop- 
08iti<Hi»  and  without  remarks  or  comments,  do  also  infringe  the 
complainant's  rights,  though  they  are  found  inserted  in,  or  prefixed 
or  appended  to,  notes  otherwise  not  objectionabla 

8.  That  notes  of  which  the  whole  or  some  substantial  and  mate- 
lial  part  is  condensed  fix>m  the  corresponding  notes  in  the  preced- 
ing edition,  or  from  the  extracts  therein  printed  and  published 
without  any  marks  of  original  labor,  or  of  any  such  labor  except 
the  study  of  the  note  copied  and  adopted,  do  also  infringe  the 
complainant's  rights,  as  explained  and  defined. 

9.  That  notes  wholly  original  do  not  infringe. 

10.  That  notes  partly  original  and  partly  copied  from  the  preced- 
ing edition  do  not  infringe,  except  for  the  matter  copied,  if  it  be 
practicable  to  ascertain  and  define  the  separate  proportions  and 
make  the  separation  of  the  same ;  but  if  not,  still  the  respondent 
at  the  proper  stage  of  the  case,  must  be  restrained  from  using  the 
part  copied 

11.  That  the  cause  must  be  referred  to  a  master  to  examine  the 
pleadings  and  proofs,  and  report  the  extent  of  the  infringement  as 
adjudged  by  the  court  in  this  investigation,  and  also  to  examine 
and  ascertain  what,  if  any,  other  instances  of  the  alleged  infringe- 
ments within  the  principles  here  explained  are  proved ;  and  if  any 
to  classify  the  same,  and  report  the  details,  together  with  the  rea- 
sons for  his  conclusions,  for  the  consideration  of  the  court 

12.  That  all  other  matters  in  the  cause  will  be  reserved  unti^  the 
coming  in  of  the  master^s  report 

13.  That  the  cause  is  referred  to  Henry  W.  Paine  as  master,  for 
his  examination  and  report  in  the  premises,  in  conformity  to  the 
opinion  and  directions  of  the  court 

Equity  suits  for  the  infringement  of  a  copyright  are  usually  re- 
ferred to  a  master  before  the  final  hearing,  to  ascertain  whether  the 
charge  is  proved,  and,  if  so,  for  a  report  as  to  the  nature  and  extent 
of  the  infringement ;  and  in  such  cases  the  general  rule  is,  that  the 
complainant,  if  he  prevails  in  the  suit»  is  entitled,  if  at  all,  to  an 
injunction  at  the  time  the  decretal  order  is  entered,  to  restrain  the 


88  MASSACHUSETTS  DISTRICT. 

Graham  et  al,  v.  Maaon. 

respondent  from  any  further  violation  of  his  rights^  as  the  whole 
case  is  then  before  the  court  Even  when  the  case  is  heard  before 
any  such  reference  and  report,  if  the  chaiges  of  infringement  are 
few  and  of  a  character  that  the  extent  of  the  infringement  can  be 
conveniently  determined  by  the  court  without  sending  the  case  to 
a  master,  the  court,  if  the  case  be  one  where  an  injunction  is  the 
proper  remedy,  will  order  it  at  the  same  time  that  the  decision  is 
announced  upon  the  merits.  But  where  the  cause  comes  to  a  final 
hearing  without  any  such  report^  the  court,  if  the  charges  of  in- 
fringement are  numerous  and  of  a  character  to  require  extended 
examination  before  the  extent  of  the  infringement  can  be  ascer- 
tained, will  ordinarily  send  the  case  to  a  master  for  further  exam- 
ination and  report  in  respect  to  all  matters  not  previously  adjudged 
by  the  court;  and  the  general  rule  in  such  cases  is,  that  the 
injunction  will  not  be  granted  until  the  nature  and  extent  of  the 
infringement  are  fully  ascertained  and  determined,  as  its  effect  and 
operation  might  work  great  injustica  Obviously  the  present  case 
falls  within  the  latter  rule,  and  therefore  an  injunction  will  not  be 
ordered  until  the  court  shall  have  acted  finally  upon  the  report  of 
the  master. 


Edmund  H.  Gbaham  and  Wanton  Eouse  v.  William  Mason. 

In  a  suit  for  infringement  of  letten-patent,  tiie  issue  tendered  by  the  responding  partj 
must  be  clear  and  unconditional. 

The  pleading  at  law  or  in  eqoity  in  such  cases  must  be  clear,  single,  and  free  from  evasion. 

More  than  one  defence  may  be  presented  in  an  answer  in  equity,  but  each  should  be  separ- 
ately and  clearly  alleged  without  condition  or  qualification. 

The  burden  is  on  the  complainants,  in  a  suit  for  infringement  of  letters-patent,  to  show  the 
infringement. 

Persons  charged  as  infringers  may  set  up  the  defence  that  the  patentee  was  not  the  original 
and  first  inyentor  of  the  alleged  improvement ;  but,  if  the  suit  is  in  equity  they  must 
allege  in  the  answer  the  names  and  places  of  residence  of  those  whom  they  intend  to 
prove  have  possessed  the  prior  knowledge  of  the  thing,  and  where  the  same  has  been 
used. 

Such  notice  is  required  for  the  benefit  of  the  complainant  to  prevent  surprise ;  but  an  answer 
does  not  meet  that  requirement  if  it  furnishes  to  the  complainant  no  means  of  knowing 
the  respondent's  theory  of  the  construction  of  the  patent. 

Letters-patent  were  granted  to  the  first-nsuned  complainant 
on  the  16th  of  October^  1860,  for  a  new  and  useful  improvement 
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in  picker-stafF  motion  for  looms,  and  the  proofs  showed  that  the 
patentee  on  the  26th  of  Februaiy,  1861,  assigned,  set  over,  and 
conveyed  one  undivided  half  part  of  his  right,  title,  and  interest  in 
the  invention  to  the  other  complainant.  Possessed  of  the  entire 
interest  in  the  invention,  and  holding  the  same  jointly,  the  com- 
plainants on  the  2d  of  October,  1866,  surrendered  the  original 
letters-patent  because  the  specification  was  defective,  and  new  let- 
ters-patent were  issued  to  them,  as  they  aUege,for  the  same  invention. 
Defects  still  existing  in  the  description  of  the  invention,  the  com- 
plainants on  the  28th  of  May,  1867,  surrendered  the  letters-patent 
for  a  second  time,  and  new  letters-patent  were  again  issued  to  them 
for  the  same  invention,  but  upon  an  amended  specification.  Based 
on  these  allegations  as  to  the  validity  of  the  patent,  the  charge  of 
the  biU  of  complaint  was  that  the  respondent,  subsequent  to  the 
date  of  the  last  reissued  letters-patent,  had  manufactured,  used, 
and  sold  their  patented  improvement  as  described  in  the  claims  of 
their  amended  specification.  Bespondent  admitted  that  the  origi- 
nal letters-patent  were  granted  as  alleged,  and  that  they  were  twice 
surrendered  and  reissued,  but  he  denied  that  they  were  surrendered 
on  either  occasion  for  the  reasons  assigned  by  the  complainants. 
On  the  contrary,  he  charged  the  fact  to  be  that  both  reissues  were 
obtained  with  a  view  to  claim  what  was  never  invented  by  the 
original  patentee,  and  what  he  never  intended  to  include  in  the 
original  letters-patent 

The  answer  contained ^the  further  allegation:  "That  if  the 
daims  of  invention  in  the  specification  of  the  said  last  reissued 
letters-patent,  bearing  date  the  28th  day  of  May,  1867,  in  the  bill 
of  complaint  recited,  shall  be  so  construed  as  to  cover  any  device 
or  combination  found  in  any  of  the  shuttle  motiond  heretofore 
made,  used,  or  sold  by  this  respondent,  such  device  or  combination 
so  claimed,  and  each  and  every  of  them,  were  known  and  used  be- 
fore the  alleged  invention  thereof  by  the  said  Edmund  H.  Graham, 
and  that  the  following  persons  had  knowledge  of  the  prior  use 
thereof  at  the  places  named,  viz.''  Then  followed  the  names  and 
places  of  residence  of  several  persons  aUeged  to  have  possessed 
the  prior  knowledge. 

Jamts  JB.  Ma^fnadier,  for  the  complainants. 

Charles  Jf.  Keller,  for  the  respondent 
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GuFFOBD,  J.  The  express  all^ation  of  the  bill  of  complaint  is 
that  the  original  patentee  was  the  original  and  first  inventor  of  the 
improvement  in  question,  and  strong  doubts  are  entertained 
whether  the  answer  is  of  a  character  to  allow  the  respondent  to 
introduce  proofs  to  controvert  that  all^ation. 

The  statement  of  the  answer  is  to  the  effect,  that  if  the  claims  of 
the  reissued  letters-patent  shall  be  so  construed  as  to  cover  any 
device  or  combination  found  in  the  shuttle  motions  made,  used,  or 
sold  by  the  respondent,  they  and  each  of  them  were  known  and 
used  before  the  alleged  invention  of  the  complainants.  Persons 
sued  as  infringers  are  allowed  to  put  in  issue  the  novelty  of  the 
alleged  invention,  but  the  issue  tendered,  whether  in  a  suit  in 
equity  or  an  action  at  law,  ought  to  be  clearly  expressed  and  un« 
conditional,  as  the  letters-patent  when  introduced  in  evidence 
are  presumed  to  be  valid  till  the  contrary  is  shown,  and  if  their 
validity  is  not  denied  in  the  answer  or  notices  of  special  matter, 
the  complainant  or  plaintiff,  as  the  case  may  be,  if  he  proves  in- 
iringement,  is  entitled  to  recover.  Conditional  denials  in  such 
cases  are  not  regular,  but  if  the  respondent  intends  to  contest  the 
novelty  of  the  invention  his  denial  in  that  behalf  should  be  ex- 
plicit and  unqualified. 

Pleadings  in  equity,  as  well  as  in  actions  at  law,  should  be  single, 
clear,  and  free  of  evasion.  The  respondent  cannot  set  up  as  a 
defence  that  if  complainants'  patent  be  so  construed  as  to  cover  the 
machine  made  and  sold  by  him,  then  the  machine  embraced  in  said 
patent  was  known  and  used  prior  to  the  invention  thereof  by  the 
patentee.  Such  a  defence  is  not  provided  by  the  statuta  More 
than  one  defence  may  be  presented  in  the  answer,  but  each  should 
be  separately  and  clearly  alleged  without  any  conditions  or  unde- 
fined qualifications.  Before  it  can  be  ascertained  whether  the 
claims  of  the  patent  in  any  given  case  cover  what  was  made,  used, 
and  sold  by  the  respondent,  it  always  becomes  necessary  to  con- 
strue the  letters-patent  and  te  ascertain  wh^t  the  respondent  did 
make,  use,  and  sell  within  the  period  laid  in  the  bill  of  complaint. 

Persons  charged  as  infringers  may  set  up  the  defence  that  the 
patentee  was  not  the  original  and  first  inventor  of  the  alleged 
improvement,  but  in  that  event  they  must  allege  in  the  answer,  if 
the  suit  is  in  equity,  the  names  and  places  of  residence  of  those 


MAT  TERM,  1869.  91 


Graham  et  eU.  v.  Mason. 


whom  they  intend  to  prove  to  have  poasesaed  a  prior  knowledge  of 
ih€  thing,  and  where  the  same  had  been  osed.  6  Stat  at  L. 
123.  Teese  v.  HwnJtiThgton,  23  How.  10.  Such  notice  is  required 
for  the  benefit  of  the  complainant,  to  prevent  surprise,  but  if  the 
answer  may  properly  be  framed  as  in  this  case,  it  will  not  serve 
any  useful  purpose,  as  the  complainant  is  furnished  with  no  means 
of  knowing  what  the  theory  of  the  respondent  is  as  to  the  con- 
struction of  the  patent.  Objections,  however,  on  account  of  such 
defects  in  the  answer  ought,  in  general,  to  be  taken  by  exceptions^ 
as  they  are  the  proper  subjects  of  amendment  under  si)ecial  orders, 
and  in  view  of  that  circumstance  the  court  has  concluded  in  this 
case  to  examine  the  defence  upon  the  merits. 

Granted  as  letters-patent  are  by  authority  of  law,  they  afford 
to  the  party  holding  the  legal  title,  a  prima  facie  presumption  that 
the  patentee  was  the  original  and  first  inventor  of  what  is  therein 
described  as  his  improvement. 

Picker-staffs  for  looms  must  vibrate  rapidly  in  order  to  drive 
the  shuttles  with  the  requisite  frequency ;  and  to  avoid  as  far  as 
possible  the  derangement  of  the  machinery,  and  the  consequent 
necessity  for  frequent  repairs,  it  is  essential  that  the  vibrations  of 
the  picker-staff  forward  and  back  should  be  in  a  defined  plane 
without  wabbling  or  lateral  oscillation. 

The  statement  of  the  patentees  is,  that  the  means  employed  for  that 
purpose  prior  to  the  invention  described  in  their  letters-patent,  were 
very  defective  in  the  latter  particular,  and  that  the  object  of  their  im- 
provement is  to  produce  an  accurate  and  sure  motion  of  the  picker- 
staff  by  a  combination  of  devices  which  will  so  hold  and  guide  the 
same,  as  to  cause  it  to  operate  with  entire  accuracy  and  without 
lateral  oscQlation  and  with  the  least  possible  friction.  Some  refer- 
ence to  the  elements  of  the  patented  invention  must  be  made,  in 
order  that  the  characteristics  of  the  improvement  may  be  under- 
stood. Among  other  things,  the  device  has  a  horizontal  bed  con- 
structed with  a  socket,  through  which  the  shaft  of  the  loom  passes 
in  the  usual  way.  Besides  the  horizontal  bed  it  also  has  a  curved 
rocker  and  a  picker-staff  of  the  description  set  forth  in  the  specifi- 
cation. The  curved  rocker  also  has  a  socket,  and  the  representa- 
tion is  that  the  picker-staff  is  fastened  in  that  socket,  but  the 
rocker  plays  in  the  bed  and  is  kept  in  place,  in  part  by  the  socket 
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in  the  bed,  and  in  part  by  the  groove  formed  by  the  elevations  on 
the  sides  of  the  bed  opposite  the  socket  Connected  with  the  rocker, 
and  constituting  a  part  of  it,  is  a  shank  which  is  made  to  secure  the 
shaft-arm  which  is  inserted  therein,  and  rests,  by  means  of  journals 
projecting  on  each  side  of  the  same,  in  bearings  formed  in  the  ele- 
vations of  the  bed  as  constructed  on  each  side  of  the  socket  By 
thM  arrangement  the  rocker  ia  kept  in  its  bearings  by  the  shafl^ 
arm,  and  moves  without  much  friction  and  with  great  accuracy. 
Inclined  slots  are  cut  in  the  bearings  so  that  the  shaft  and  its  jour- 
nals can  be  easily  removed  and  replaced,  and  are  free  to  play  with- 
out liability  to  work  out  of  their  true  position. 

Description  is  also  given  of  the  means  employed  to  retract  tho 
rocker,  but  it  is  not  necessary  in  this  investigation  to  enter  into 
those  details. 

Based  on  the  description  of  the  invention  as  more  fully  given  in 
the  specification,  the  patentees  make  three  claims  in  substance  and 
effect  as  follows :  — 

1.  The  combination  of  the  rocker  of  a  picker-staff  and  its  bed  by 
loose  journals  projecting  on  each  side  of  the  picker-^taff,  and  ar* 
ranged  beneath  the  picker-sta£f  substantially  as  described. 

2.  In  combination  with  the  rocker,  the  bed,  and  the  journals, 
the  open  boxes  substantially  as  described. 

3.  In  combination  with  the  rocker  and  its  bed,  the  journal-bear- 
ing arm  operating  substantially  as  and  for  the  purpose  specified. 

Evidently  the  first  claim  is  merely  for  a  combination,  and  the 
court  19  of  the  opinion  that  the  other  two  must  be  construed  in  the 
same  way.  Suggestion  is  made  by  the  complainants  that  the  jour- 
nal-bearing arm  is  new,  but  it  is  not  described  as  such  in  that  part 
of  the  specification  to  which  reference  was  made,  and  the  conclud- 
ing portion  of  specification  supports  the  conclusion  that  the  paten- 
tees never  intended  to  set  up  any  such  pretensions. 

They  state  that  the  first  part  of  the  invention  relates  to  the  po- 
sition of  the  journals,  and  that  it  consists  in  placing  the  journals 
near  the  socket  of  the  picker-staff,  and  as  near  the  level  of  the  bed 
as  practicable,  because  the  journals  when  placed  in  that  position 
will  perform  their  functions  to  the  best  possible  advantage ;  and 
they  add  that  no  rocker,  so  far  as  they  know,  was  ever  before  com- 
bined with  its  bed  by  means  of  such  joumala    In  describing  the 
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second  part  of  the  invention,  they  say  it  consists  in  forming  the 
bearings  for  tiie  journals  with  snch  an  opening  that  the  journals 
may  be  laid  in  them  without  liability  to  work  out,  in  the  operation 
of  the  rocker.  Nothing  is  said  about  having  invented  any  one  or 
more  of  the  elements  of  the  combination,  and  it  is  not  perceived 
that  there  is  any  thing  in  the  testimony  to  justify  any  such  theory. 
Four  patents  were  introduced  by  the  respondent  as  showing  that 
the  first-named  complainant  was  not  the  original  and  first  inventor 
of  the  improvement  described  in  the  patent  on  which  this  suit  is 
founded,  and  they  will  be  separately  considered  in  the  order  in 
which  they  were  presented  at  the  argument. 

Beference  is  first  made  by  the  respondent  to  the  patent  of  Ben- 
jamin Lapham,  as  supporting  the  defence  that  the  improvement  in 
question  was  known  and  used  prior  to  the  alleged  invention  of  the 
compl^ants,  but  it  is  evident  that  the  two  are  substantially  differ- 
ent in  the  most  essential  features  of  the  improvement.  Lapham's 
invention  has  a  bed  and  a  rocker,  and  they  are  combined  by  means 
of  a  journal  projecting  from  each,  but  the  respective  journals  project 
only  from  one  side,  instead  of  projecting  from  both  sides,  as  in  the 
complainants'  devica  Besides,  the  journals  in  the  former  are  much 
shorter  than  in  the  latter,  and  the  arm  is  further  from  a  horizontal 
plane.  These  differences  are  palpable  and  substantial,  and  show 
that  the  defence  of  want  of  novelty  in  the  complainants'  patent 
is  not  sustained  by  any  thing  contained  in  the  Lapham  patent. 
Strong  doubts  are  entertained  whether  the  Lapham  invention  is 
operative  for  any  practical  purpose,  but  it  is  unnecessary  to  ex- 
press any  decided  opinion  upon  that  point,  as  it  is  clear  that  the 
two  inventions  are  substantially  different  in  their  characteristic 
features.  The  next  patent  introduced  by  the  respondent  is  that  of 
Daniel  Bamum,  which  was  for  an  improvement  in  power  looms. 
Like  the  patent  first  examined,  it  has  a  bed  and  a  rocker,  but 
it  has  neither  journals  nor  boxes,  nor  a  journal-bearing  nor  box- 
bearing  ana  Instead  of  journals,  it  has  a  pin  projecting  from  each 
side  of  the  picker-staff,  but  it  does  not  turn,  and  cannot  in  any  legal 
sense  be  regarded  as  a  substitute  for  the  loose  journals  in  the  com- 
plainants' invention.  Stearns's  patent,  which  is  the  next  one  to  be 
considered,  is  substantially  the  same  as  that  of  Bamum,  except  that 
he  has  provided  a  friction-roller  to  prevent  the  wear  of  the  pin, 
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but  the  rocker  may  move  without  moving  the  roller:  the  pin 
cannot  properly  be  considered  a  journal  while  tlie  friction  of  the 
rocker  upon  the  roller  is  greater  than  the  friction  of  the  roller 
upon  the  pin ;  the  latter,  to  a  certain  extent,  may  perform  the  office 
of  a  journal,  but  the  proofs  tend  to  show  that  tiie  reverse  is  true 
after  a  short  use  of  the  mechanism.  Properly  considered,  it  has  no 
journals,  open  boxes,  nor  a  journal-bearing  arm,  and  consequently 
lacks  one  of  the  elements  of  eac\  of  the  respective  combinations  in 
the  patent  on  which  the  suit  is  founded.  Extended  remark  in 
respect  to  the  patent  of  Rensselaer  Beynolds  is  unnecessaiy,  as  he 
connected  the  rocker  and  the  bed  by  means  of  a  strap,  one  end  of 
which  was  attached  to  the  under  face  of  the  rocker,  and  the  other 
in  the  groove  of  the  bed-piece  in  which  the  rocker  plays  when  the 
mechanism  is  in  motion.  Beynolds's  patent  also  contains  a  sug- 
gestion supposed  to  embrace  the  complainants'  invention,  but  it  is 
too  ambiguous  to  be  reliable,  and  if  it  were  less  so,  it  would  be  in- 
sufficient to  support  the  issue  presented  by  the  respondent^  as  there 
is  no  proof  that  any  such  device  was  ever  made  before  the  original 
letters-patent  were  granted  in  this  casa 

It  is  further  submitted  by  the  respondent  that  the  reissued  let- 
ters-patent are  not  for  the  same  invention  as  that  described  in  the 
specification  of  the  original  letters-patent  Fraud  in  procuring  the 
reissues  is  not  alleged,  and  the  rule  is  that  in  the  absence  of  fraud, 
such  a  defence  is  not  open  to  one  charged  as  an  infringer,  except 
in  cases  where  it  appears,  by  a  comparison  of  the  two  patents,  as 
matter  of  law,  that  the  reissued  and  original  patents  are  not  for  the 
same  invention.  Nothing  of  the  kind  appears  in  this  case,  and 
therefore  that  defence  must  be  overruled. 

Complainants  allege  infringement,  and  the  burden  of  proof  is 
upon  them  to  sustain  the  allegation.  Witnesses  were  examined  as 
experts  by  both  parties,  but  their  opinions  are  opposed  in  respect 
to  every  issue  involved  in  the  pleadings.  Sespondent  admits  that 
he  has  made  and  sold  picker-staff  motions  for  looms,  and  that  he 
has  made  and  sold  looms  containing  picker-staff  motions  within 
the  period  laid  in  the  bill  of  complaint,  but  he  denies  that  he  has 
made  or  sold  any  such  within  that  period,  in  imitation  or  infringe- 
ment of  what  is  described  and  claimed  in  the  complainants'  reissued 
letters-patent 
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Piacticallj,  the  only  question  in  the  case  as  to  infringement  is 
whether  the  model  exhibited  in  the  proofe  as  representing  the 
piciker-staff  motions  made  and  sold  hy  the  respondent,  is  substan- 
tially the  same  or  substantially  difiTerent  from  the  mechanism  de- 
scribed and  claimed  by  the  complainants,  as  their  reissued  patent, 
as  the  respondent  concedes  that  he  has  made  and  sold  picker-staff 
motions,  so  called,  corresponding  with  that  exhibit 

Doubtless  the  main  purpose  of  the  mechanism  described  in  the 
reissued  patent  was  to  compel  that  part  of  the  picker-staff  which 
strikes  the  ahuttie  to  move  in  the  required  plane  without  wabbling 
or  lateral  oscillation,  and  it  is  obvious  that  the  device  made  and 
sold  by  the  respondent  was  constructed  to  accomplish  the  same 
purpoee  in  substantially  the  same  way.  Attempt  is  made  to  show 
that  the  means  employed  are  substantially  different,  but  the  court 
is  not  able  to  concur  in  that  proposition.  On  the  contrary,  we  find 
that  the  mechanism  of  the  respondent's  device  is  substantially  the 
same  as  that  described  in  the  specification  of  the  reissued  patent, 
and  we  are  unable  to  see  that  the  mode  of  operation  is  different  in 
any  xnaterial  respect  Some  of  the  elements  of  the  device  are  dif- 
ferent in  form,  but  they  are  not  new,  and  it  is  clear  that  they  per- 
form the  same  functions  as  the  corresponding  parts  do  in  the  com- 
plainants' device. 

Both  devices  have  a  curved  rocker  in  which  the  picker-staff  is 
&stened,  and  both  have  a  horizontal  bed  having  a  socket  through 
which  the  shaft  of  the  loom  passes  in  the  usual  way.  In  both,  the 
shank  of  the  rocker  is  made  hollow  to  receive  the  shaft-arm,  and 
the  rocker  plays  upon  the  horizontal  bed,  and  the  rocker  is  com- 
bined with  bed  by  loose  journals  different  in  form,  but  performing 
the  same  function  in  substantially  the  same  way,  arranged,  as  they 
are,  beneath  the  picker-staff  and  each  side  of  the  shank  into  which 
the  picker-staff  is  inserted,  they  prevent  the  staff  from  wabbling 
in  the  same  way,  and  as  effectually,  as  the  joumalB  described  in  the 
complainants'  patent  But  the  respondent  denies  that  the  device 
made  and  sold  by  him  contained  loose  journals,  or  that  he  employs 
such  means  to  combine  the  curved  rocker  and  the  horizontal  bed. 
He  admits  that  he  ismploys  the  rocker  and  a  bed,  and  that  they  are 
connected  or  combined ;  but  he  insists  that  he  does  not  employ  loose 
journals  to  accomplish  that  purpose. 
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Sapported,  as  that  theory  is,  by  the  testimony  of  a  learned  and 
experienced  witness,  it  has  received  the  attentive  consideration  of 
the  court,  but  in  our  opinion  it  cannot  be  sustained,  as  it  is  dear 
that  the  combination  is  the  same  as  that  described  in  the  complain- 
ants' specification ;  and  the  particular  device  in  question,  although 
different  in  form,  yet  performs  exactly  the  same  function  as  the 
device  employed  in  the  complainants'  invention.  Infringement 
depends  not  so  much  upon  the  form  of  the  particular  device  in 
question,  or  upon  the  name  given  to  it  in  the  specification  by  the 
constructor,  as  upon  the  functions  it  performs,  and  it  is  weU  settled 
law  that  if  one  device  is  employed  in  ir  similar  combination  as 
another,  and  performs  the  same  function  in  the  same  way,  the  two 
are  substantially  the  same,  although  they  may  be  different  in  form 
and  may  be  known  among  mechanics  by  different  names. 

Much  of  the  difference  of  opinion  between  the  expert  witnesses 
may  be  explained  by  the  proper  application  of  this  principle,  and, 
without  pursuing  the  subject  further,  suffice  it  to  say  that  by  a 
careful  comparison  of  the  exhibits  one  with  another,  aided  by  the 
proo£9  in  the  case,  our  conclusion  is  that  the  charge  of  infringement 
is  sustained,  and  that  the  complainants  are  entitled  to  an  interloc- 
utory decree  for  an  account  and  an  injuxLCtion. 


Chables  L.  Habding  et  al.  v.  James  S.  WmTNET. 

BEFORE  CLIFFORD  AND  LOWELL,  JJ. 

By  §  16  of  the  act  of  Aug.  80, 1842,  the  actual  market  value  or  wholesale  price  of  merehandiM 
imported  into  the  United  States  and  subject  to  an  oJ  valorem  duty,  or  where  the  duty  im- 
posed was  regulated  by,  or  based  upon,  the  value  of  the  square  yard,  or  of  any  specific 
quantity  of  the  same,  was  required  to  be  ascertained,  as  it  was  in  the  principal  markets  of  the 
oonntiy  from  which  the  same  was  imported,  and  at  the  time  the  merchandise  was  purchased, 
and  that  there  should  be  added  thereto,  as  the  true  value  upon  which  the  duties  should  be 
assessed,  all  costs  and  charges  except  insurance,  but  including  a  charge  for  conmiissions. 

The  same  provision  was  incorporated  into  the  act  of  Ifarch  3, 1851,  except  that  the  actual 
market  value  or  wholesale  price  of  the  merchandise,  under  the  latter  act,  was  to  be  ascer- 
tained at  the  period  and  place  of  exportation. 

Under  the  act  of  March  8,  1851,  where  the  liability  of  the  merchandise  to  import  duty 
depends  upon  the  value  of  a  given  quantity  or  parcel  of  the  same,  there  is  no  necessity 
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ior  a  preliminary  appiaiaemeDt  in  order  to  aBcertain  whether  it  is  subject  to  duty  at  all, 
or  entitled  to  free  entiy,  before  it  is  appraised  as  required  by  law  to  ascertain  its  dutiable 
▼alne. 

Where  wool  was  baled  up  before  it  was  purchased,  the  words  '*  market  value  **  in  the  act 
of  Aug.  30, 1842,  include  the  cost  of  covering  as  well  as  the  goods. 

On  entry  of  imported  merchandise  actually  purchased,  or  procured  otherwise  than  by  pur- 
chase, the  owner,  consignee,  or  agent  may  make  such  addition  in  the  entry  to  the  cost  or 
value  given  in  the  invoice,  as  may,  in  his  opinion,  raise  the  same  to  the  true  market  value 
of  such  imports  in  the  principal  markets  of  the  country,  where  the  importation  is  made, 
and  may  add  thereto  all  costs  and  charges  which  would  form  a  part  of  the  true  value  at 
the  port  where  the  same  was  entered. 

No  duties  can,  however,  be  assessed  upon  an  amount  less  than  the  invoice  or  entered  value. 

Where  the  price  paid  for  the  merchandise  included  the  box,  package,  or  covering,  the 
appraisers  ascertain  the  actual  market  value,  or  wholesale  price,  of  the  merchandise,  in 
the  condition  as  purchased  at  the  time,  in  the  principal  markets  of  the  countiy  from 
which  the  same  was  imported. 

Charges  for  baling  or  covering  in  such  cases  are  not  to  be  added,  because  they  are  included 
in  the  purchase  as  a  part  of  the  merchandise. 

The  conii  recites  all  neceesaiy  facts  in  the  opinion. 

jr.  £.  Ingalls,  for  plaintiff. 

JF.  A.  Field,  Assistant  United  States  Attorney,  for  defendant. 

Cliffobd,  J.  Assumpsit  against  the  defendant^  as  coUecto)*,  to 
recover  back  import  duties  alleged  to  have  been  illegally  exacted 
and  paid  under  written  protest.  By  the  agreed  statement  upon 
which  the  case  was  submitted,  it  appeared  that  the  plaintiffs,  on 
June  29, 1860,  imported  from  Melbourne,  Australia,  via  liverpool^ 
England,  to  this  port,  fifteen  bales  of  unmanufactured  wool,  contain- 
ing in  all  seven  thousand  and  four  pounds.  Wool,  unmanufactured, 
when  imported  from  foreign  countries,  was  by  the  act  of  Congress 
of  July  13, 1846,  subject  to  a  duty  of  30  per  cent  ad  valorem,  but 
the  rate  of  the  duty  was  reduced  by  the  act  of  March  3, 1867,  to 
24  per  cent  ad  valorem,  and  §  3  of  the  same  act,  which  was  in  force 
at  the  date  of  the  importation  in  this  case,  provides  "  that  sheep's 
wool,  unmanufiBkctured,  of  the  value  of  twenty  cents  per  poimd,  or 
less,  at  the  port  of  exportation,''  shall  be  exempt  from  duty,  and 
be  entitled  to  free  entry.  9  Stat  at  L.  42,  46 ;  11  Stat  at  L. 
192, 194  Actual  market  value,  or  wholesale  price  of  merchandise 
imported  into  the  United  States,  in  aU  cases  where  it  is  subject 
to  BJi  ad  valorem  rate  of  duty,  or  where  the  duty  imposed  shall 
by  law  be  regulated  by,  or  be  directed  to  be  estimated  or  based 
upon,  the  value  of  the  square  yard,  or  of  any  specified  quantity  or 
parcel  of  the  same,  was  required  by  §  16  of  the  act  of  Aug.  30^  1842, 
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to  be  appraised,  estimated,  and  asoeitainedyas  it  was  in  the  princi* 
pal  markets  of  the  coontiy  firom  which  the  same  was  imported,  and 
at  the  time  when  the  merchandise  was  purchased,  and  the  provision 
was,  that  to  such  value  or  price  should  be  added,  as  the  true  value 
upon  which  the  duties  should  be  assessed*  all  the  costs  and  charges, 
except  insurance,  and  including  in  every  case  a  charge  for  commis- 
sion at  the  usual  rates.  5  Stat,  at  L.  663 ;  Cobb  v.  Hamlin,  3 
CM.  191. 

The  same  provision  was  incorporated  into  the  Appraisement  Act 
of  March  3, 1851,  except  that  the  requirement  in  that  act  is,  that 
the  actual  market  value  or  wholesale  price  of  the  merchandise  shall 
be  appraised,  estimated,  i^d  ascertained  at  the  period  and  place 
of  exportation,  which  was  the  provision  when  the  merchandise 
in  this  case  was  purchased  aiid  imported.  9  Stat  at  L.  629. 
None  of  these  regulations  are  controverted  by  the  plaintiffs,  but 
they  contend  that  in  aU  cases  where  the  liability  of  merchandise  to 
an  import  duty  depends  upon  the  value  of  a  given  quantity,  or  parcel, 
of  the  same,  there  must  be  a  preliminary  appraisement  of  the  same, 
in  order  to  ascertain  whether  it  is  subject  to  duty  at  all,  or  entitied  to 
free  entry  before  it  is  appraised,  as  required  by  law,  to  ascertain  its 
dutiable  value.  Costs  aAd  charges,  they  admits  must  be  added  in 
the  second  appraisement,  as  the  true  value  of  the  merchandise  at  the 
port  at  which  the  same  may  be  entered,  upon  which  the  duties  shall 
be  assessed ;  but  they  deny  that  any  such  addition  should  be  made 
in  the  preliminary  appraisal  to  ascertain  whether  the  merchandise 
should  be  entitied  to  free  entry,  or  be  held  to  be  subject  to  duty. 
But  the  views  of  the  plaintiffs,  as  applied  to  this  case,  cannot  be 
sustained  for  two  reasons,  either  of  which  is  entirely  conclusive 
that  the  action  of  the  collector  was  correct 

Because  the  wool  was  ^' baled  up"  before  it  was  purchased  in 
the  foreign  market,  and  was  purchased  and  sold  in  the  bale,  leaving 
no  doubt  that  the  price  paid  included  the  covering,  as  well  as  the 
wool  which  it  contained.  In  such  a  case,  the  words  actual ''  mar- 
ket value  "  used  in  §  16  of  the  act  of  Aug.  30, 1842,  include  the 
cost  of  the  covering,  as  well  as  the  goods,  as  the  whole  are  sold  to- 
gether, without  any  additional  charge  for  the  covering.  Such 
costs  and  charges  enter  into  and  form  a  constituent  part  of  the 
market  value  and  wholesale  price  of  the  goods  at  the  place  of  ex- 
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portation.  Orinndl  y.  LawreTice,  1  Blatch£  348 ;  Cobb  r.  HanUin, 
3  Cliff.  191. 

Because  the  appraisers  did  not  add  any  thing  to  the  valae  of  the 
merchandise  as  expressed  in  the  invoice,  and  because  the  duties 
were  not  assessed  upon  any  greater  sum  or  higher  value  tiian  that 
made  in  the  entry  made  by  the  consignee  and  owner.  Deducting 
the  usual  cost  of  the  baling,  the  wool  in  this  case  cost  less  than  20 
cents  per  pound,  but  the  parties  agree  that  it  was  actually  in  bales, 
and  that  the  cost  as  purchased,  including  the  baling;  was  more  than 
that  sum.  Entry  was  made  on  Oct.  21, 1860,  and  the  value  of  the 
merchandise,  as  expressed  in  the  entry  and  iqvoice,  rendered  the 
same  subject  to  the  duty  as  assessed  by  the  collector.  Pursuant  to 
the  usual  course  of  proceedings  as  required  by  law,  the  collector 
sent  the  merchandise  to  the  public  store,  and  the  report  of  the  ap- 
praisers shows  that  they  found  that  the  actual  market  value  or 
wholesale  price  of  the  same,  at  the  tame  of  purchase,  and  place  of 
exportation,  was  correctly  expressed  in  the  invoice  and  entry.  No 
appeal  was  taken  from  their  decision,  except  to  the  Secretary  of  the 
Treasury,  and  he  affirmed  their  report,  and  directed  the  collector  to 
assess  l^e  duties  at  24  cents,  as  provided  by  law  in  cases  where 
the  actual  market  value  or  wholesale  price  of  unmanufactured  wool 
exceeds  20  cents  per  pound. 

Evidence  to  show  that  the  merchandise  might  have  been  pur- 
chased in  bulk  at  a  price  less  than  20  cents  per  pound  is  immate- 
rial, as  the  conceded  &ct  is  that  it  was  actually  purchased  in  bale, 
and  at  a  price  greater  than  the  minimum  sum  required  to  subject  it 
to  duty.  Imported  merchandise  subject  to  an  od  vcUarem  duty,  can- 
not be  admitted  to  entry  except  in  a  very  limited  class  of  cases  not 
necessary  to  be  noticed  in  this  case,  unless  the  true  invoice  of  the 
same  be  presented  to  the  collector  at  the  time  of  entry ;  and  in  all 
cases  where  the  merchandise  was  actually  purchased,  and  the  entry 
is  made  by  the  owner,  he  must  make  oath  that  the  entry  contains  a 
just  and  true  account  of  the  merchandise  as  imported,  and  that  the 
invoice  as  presented  to  the  collector  contains  a  just  and  faithful 
account  of  the  actual  cost  of  the  importation,  and  of  all  charges 
thereoiL  3  Stai  at  L.  729,  731.  Experience  shows  that  over  val- 
uation, either  in  the  invoice  or  entry,  seldom  occurs,  and  that  it 
is  safe  to  leave  the  correction  of  such  errors  to  the  Treasury  Depart- 
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ment.  On  entry  of  imported  merchandise,  actually  purchased,  or 
procured  otherwise  than  by  purchase,  it  is  lawful  for  the  owner^ 
consignee,  or  agent,  as  the  case  may  be,  to  make  such  addition  in 
the  entry  to  the  cost  or  value  given  in  the  invoice  as  in  his  Opinion 
may  raise  the  same  to  the  true  market  value  of  such  imports  in  the 
principal  markets  of  the  country  where  the  importation  shall  have 
been  made,  and  to  add  thereto  all  costs  and  charges  which,  under 
existing  laws,  would  form  a  part  of  the  true  value  at  the  port  where 
the  same  may  be  entered,  but  the  provision  is  express,  that  under 
no  circumstances  shall  the  duties  be  assessed  upon  an  amount  less 
than  the  invoice  or  entered  value.  9  Stat  at  L  43 ;  11  Stat  at 
L.  199 ;  OUmare  v.  Ooodrich,  Or.  Ct,  Mass.  Dist,  Oct  T.,  1867,  per 
Lowell,  J. 

Beappraisement  is  allowed  at  the  instance  of  the  government, 
in  the  case  of  fraud,  or  of  newly  discovered  evidence,  showing 
gross  error  in  the  first  appraisement,  or  in  case  of  appeal  by  the  im- 
porter, at  the  instance  of  either  party,  but  it  is  a  great  mistake  to 
suppose  that  the  merchandise  must  be  twice  appraised  in  cases  where 
the  importation  is  entitled  to  free  entry,  if  below  a  certain  value,  or 
that  the  proceediugs  or  making  the  appraisement,  in  such  cases, 
differ  from,  in  any  respect,  the  ordinary  course  of  proceedings  in 
ascertaining  the  value  of  imported  merchandise  as  the  basis  for  the 
assessment  of  import  duties. 

Appraisers  may  add  to  the  invoice  or  entered  value  of  the  mer- 
chandise, but  they  cannot  reduce  the  value  as  given  in  the  invoice 
or  entry ;  and  their  finding,  even  in  cases  where  they  add  to  the 
invoice  or  entered  value,  unless  appealed  from,  is  conclusive.  Tap^ 
pan  V.  United  States,  2  Maa  393 ;  BartUtt  v.  K^ane,  16  How.  263 ; 
Belcher  v.  Linn,  24  How.  508.  Where  the  price  paid  for  the  mer- 
chandise included  the  box,  package,  or  covering,  the  appraisers 
have  nothing  to  do  but  ascertain  the  actual  market  value  or  whole- 
sale price  of  the  merchandise  in  the  condition  as  purchased  at  the 
time  in  the  principal  markets  of  the  country  &om  which  the  same 
was  imported. 

Charges  for  the  baling  or  covering,  in  such  cases,  are  not  to  be 
added,  because  they  are  included  in  the  purchase  as  a  part  of  the 
merchandise. 
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Edward  Blake,  Trustee,  v.  Wiluam  H.  McOabtnet,  Collector 

of  United  States  Internal  Bevenue. 

BE70BE  CLIFFOBD  AND  LOWELL,  JJ. 

B.,  being  poeaeMed  of  oertain  real  eitate,  deTised  the  same  to  the  plaintiif,  in  trost,  among 
other  things,  to  paj  a  residue  of  the  rents  and  profits  to  her  son  H.,  daring  his  natural 
life,  to  and  for  bii  sole  use  and  benefit;  bnt  if  he  deceased,  leaving  a  wife,  then  in  tmst 
for  his  wife  in  like  nuuiner  during  her  natural  life.  B.  died  in  1847.  H.  died  in  1867 
leaving  a  wife,  the  cetUd  jtte  tnui  of  the  plaintiff.  Eeld,  tliat  under  the  act  of  June  30, 
1864,  the  moome  of  the  said  life-estate  was  subject  to  assessment. 

Where  the  following  conditions  ooncor,  to  wit:  a  part-disposition  of  real  estate  by  will, 
deed,  or  the  laws  of  descent;  that  by  reason  of  such  part-disposition  of  real  estate  the 
person  taxed  became  beneficially  entitled,  in  possession  or  in  expectancy,  to  the  real  estate 
or  the  income  thereof;  that  the  person  taxed  became  so  entitled  to  such  real  estate  upon 
the  death  of  the  person  making  snch  part-disposition  of  the  same;  that  the  person 
making  such  part-disposition  of  such  real  estate  died  after  the  passage  of  the  act  under 
whidi  the  tax  was  imposed;  they  confer  upon  any  person  entitled  by  reason  of  such  part- 
dispoeitioii  of  rsal  estate  a  sooceasion  within  the  meaning  of  $  196  of  the  act  of  June  80, 
1864. 

Action  to  recover  Isack  from  a  collector  of  internal  revenue  in 
this  district  money  paid  under  protest  as  a  succession  tax  imder  the 
act  of  June  30, 1864 

The  case  was  submitted  upon  the  following  agreed  statement  of 
ftcts. 

This  action  was  commenced  Oct.  21, 1868,  in  the  State  Court 
(and  removed  to  the  Circuit  Court),  to  recover  back  the  sum  of 
$863.82  paid  by  plaintiff,  as  trustee  for  Mrs.  Marianne  Blake, 
widow  of  James  H.  Blake,  who  died  Aug.  10,  1866.  She  was 
married  to  James  H.  Blake^  on  May  12, 1835. 

The  return  under  which  the  tax  was  assessed  was  made  under 
protest^  May  20, 1868.  An  appeal  was  made  to  the  commissioner 
of  internal  revenue,  May  25, 1868,  and  acknowledged  by  him  June 
20,  1868.  The  plaintiff  is  trustee  under  the  will  of  *  Mrs.  Sarah 
Blake,  who  died  April  10, 1847, — and  the  following  extracts  are 
made  from  said  will,  viz :  — 

''  I  give,  devise  and  bequeath  one  other  fifth  part  of  all  the  said 
rest,  residue,  and  remainder  of  my  property  and  estate,  real  and  per- 
sonal, including  one  fifth  part  of  all  such  real  estate  as  I  may  here- 
after acquire,  to  the  said  Edward  Blake,"  in  trust,  among  other 
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things,  "to  pay  all  the  residue  of  the  rents  and  income  of  said  last 
devised  trust  property  to  my  son,  James  Henry  Blake,  quarter- 
yearly,  in  every  year  during  his  natural  life,  to  and  for  his  sole  use 
and  benefit.  And  if  he  the  said  James  Henry  Blake  shall  decease, 
leaving  a  wife,  then  in  trust,  in  like  manner,  after  his  decease,  and 
during  her  life,  to  collect  and  receive  the  said  rents,  income,  divi* 
dends  and  profits  of  the  said  last  devised  trust  property ;  and  after 
deducting  therefrom  the  charges  and  expenses  aforesaid,  to  pay  the 
residue  thereof,  to  her,  quarter-^yearly,  in  every  year  during  her 
natural  life,  to  and  for  her  sole  use  and  benefit,  and  for  the  main* 
tenance  and  education  of  the  children  of  said  James  Henry  Blake, 
upon  her  own  separate  receipt,  without  the  interference  of  any  hus- 
band, or  being  subject  to  his  debts  or  control  And  at  and  upon 
her  decease,  or  upon  the  decease  of  the  said  James  Henry  Blake,  if 
he  should  die  unmarried,  having  survived  his  wife,  then  in  further 
trust  to  convey  and  transfer  the  trust  property  (lastly  above  de- 
vised in  trust),  or  so  much  thereof  as  may  then  remain  undisposed 
of,  to  the  child  or  children  of  the  said  James  Henry  Blake  (if  any) 
then  living,  and  to  the  issue  then  living  of  any  deceased  child  or 
children  of  the  said  James  Henry  Blake,  by  right  of  representation, 
share  and  share  alike ;  such  issue  to  take  the  same  share  which  his, 
her,  or  their  parent  would  take  if  then  living.  To  hold  the  same 
to  them,  their  heirs  and  assigns  for  ever.  And  in  default  of  any  such 
child,  children,  or  issue,  then  living,  then  in  trust  to  convey  and 
transfer  the  same  to  my  heirs-at-Iaw ;  to  hold  the  same  to  them, 
their  heirs  and  assigns  for  ever." 

Said  tax  was  assessed  on  the  life  estate  of  said  Marianne  in  cer- 
tain real  estate  in  said  Boston,  of  which  said  testatrix  died  seised, 
and  which  was  in  the  settlement  of  her  estate  set  off  to  be  the  share 
of  said  James.  The  plaintiff  being  called  upon  by  the  assistant 
assessor  to  make  return  of  said  life  estate,  appealed,  March  25, 
1868,  to  the  commissioner,  upon  the  ground  that  said  interest  in 
said  real  estate  was  not  taxable,  because  the  person  from  whom  it 
came,  viz :  Mrs.  Sarah  Blake,  died  April  10, 1847,  and  none  of  the 
property  came  from  said  James  H.  Blake.  That  the  legal  right  of 
the  widow  of  said  James  vested  in  1847,  and  that  it  did  not  oome 
under  the  internal  revenue  lawa 

The  commissioner,  under  date  of  April  4, 1868,  decided  against 
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the  plaintiff  upon  the  ground  that  ''said  Sarah  Blake  is  the 
predecessor,  and  the  widow  of  James  BL  Blake,  having  become 
entitled  in  possession  of  the  income  of  the  real  estate  referred  to 
upon  the  death  of  the  life  tenant,  dying  after  June  30,  1864,  is 
liable  to  the  succession  tax  under  §  127  without  relation  to  the 
time  when  the  succession  vested  any  more  than  in  the  case  con* 
templated  in  the  proviso.    (§  137.)" 

Upon  receipt  of  notice  of  said  decision,  plaintiff,  under  date 
of  April  10, 1868,  protested  against  further  proceedings  to  assess 
said  tax. 

May  25, 1868,  plaintiff  addressed  a  communication  to  the  com- 
missioner that  in  consequence  of  his  decision,  under  date  of  May  20, 
1868,  a  return  had  been  made  under  protest,  and  an  additional 
appeal  was  noade,  if  such  was  necessary,  and  a  request  was  made 
for  information  wliether  any  other  preliminary  measures  were 
necessary  to  enable  plaintiff  to  contest  the  validity  of  the  tax. 
An  answer  to  this  was  received  from  the  commissioner  under  date 
of  June  20,  1868,  referring  plaintiff  to  the  provisions  of  §  19  of 
act  of  July  13, 1866,  p.  28,  of  compilation  of  Internal  Bevenue 
Law&  A  suit  brought  by  plaintiff  to  the  October  term  of  said  court 
was  diBmiflsed,  and  thereupon  this  suit  was  brought. 

Should  the  court  be  of  opinion,  upon  the  foregoing  statement, 
that  said  tax  was  not  legally  assessed,  judgment  shall  be  rendered 
for  the  plaintiff  that  he  recover  of  the  defendant  the  amount  of  said 
tax,  with  interest  from  the  time  of  payment,  and  costs  of  court ; 
otherwise,  judgment  shall  be  entered  for  the  defendant. 

JBdward  Blake,  Trustee,  pro  se, 

John  C.  Bopes,  Amstant  UniUd  SkUea  Attorney^  for  defendant 

CurFoBi)  J.  Succession  is  defined  in  general  terms  by  §  126  of 
the  act  of  June  30, 1864,  to  "  denote  the  devolution  of  title  to  any 
real  estate,''  but  §  127  of  the  same  act  provides  that  every  part-dis* 
position  of  real  estate,  by  will,  deed,  or  laws  of  descent,  by  reason 
whereof  any  person  shall  become  beneficially  entitled,  in  possession 
or  expectancy,  to  any  real  estate,  or  the  income  thereof,  upon  the 
death  of  any  person  dying  after  the  passage  of  that  act,  shall  be 
deemed  to  confer  on  the  person  entitled  by  reason  of  any  such  dis- 
position, a  succession,  and  the  term  successor  shall  denote  the  per- 
son so  entitled ;  and  the  term  predecessor  shall  denote  the  grantor^ 
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testator,  ancestor,  or  other  person,  from  whom  the  interest  of  the 
successor  has  been  or  shall  be  derived.  13  Stat  at  L.  277,  278. 
Heal  estate  was  owned  by  Sarah  Blake^  and  the  agreed  statement 
shows  that  she  devised  certain  portions  of  the  same  to  the  plaintiff 
in  trusty  among  other  things,  to  pay  all  the  residue  of  the  rents  and 
profits  to  her  son  James  Henry,  during  his  natural  life,  to  and  for 
his  sole  use  and  benefit ;  but  if  he  deceased  leaving  a  wife,  then  in 
trust  in  like  manner,  after  his  decease,  to  his  wife,  during  her 
natural  life,  to  and  for  her  sole  use  and  benefit  Sarah  Blake  died 
April  10,  1847,  and  her  son  James  Henry,  having  previously 
married,  died  August  10, 1867,  leaving  a  widow,  Marianne  Blake, 
the  cestui  que  trust  of  the  plaintiffl  Formal  demand  of  the  plaintiff 
was  made  by  the  assistant  assessor  on  March  26, 1868  for  a  return  of 
the  said  life  estate  of  his  cestui  gue  trust  for  the  purpose  of  assess- 
ing the  income ;  and  on  that  day  the  plaintiff  appealed  to  the  com- 
missioner from  the  decision  of  the  assistant  assessor,  upon  the 
ground  that  the  income  of  the  life  estate  was  not  taxable ;  but  the 
commissioner  sustained  the  views  of  the  assistant  assessor. 
Betum  was  accordingly  made  by  the  plaintiff  imder  protest,  and 
the  taxes  having  been  duly  assessed,  he  paid  the  same,  and  brought 
an  action  of  assumpsit  in  the  State  court  to  recover  back  the 
amount,  as  having  been  illegally  assessed  and  exacted. 

Federal  questions  being  involved  in  the  nature  of  the  claim,  the 
cause  was  removed  into  this  court,  and  at  the  regular  session  of  the 
present  term  was  submitted  to  the  court  upon  an  agreed  statement 
of  facts.  Discussion  as  to  the  technical  meaning  of  the  term  suc^ 
cession,  as  used  at  common  law,  is  unnecessary,  as  the  question  before 
the  court  depends  entirely  upon  the  conditions  specified  in  §  127  of 
the  act  under  which  the  taxes  were  levied.  Congress  has  power  to 
lay  and  collect  taxes,  duties,  imposts,  and  excises,  and  having  exer- 
cised that  power  in  passing  the  law  under  which  the  taxes  in  ques- 
tion were  assessed,  the  question  of  liability  depends  upon  the  con- 
struction of  that  law. 

The  views  of  the  plaintiff  are,  that  a  tax  can  never  be  regarded 
as  a  succession  tax,  unless  it  is  imposed  on  the  direct  transfer  of 
property  from  the  dead  to  the  living,  and  that  it  consists,  in  all 
cases,  in  the  division  of  a  succession  between  the  State  and  the 
heirs  or  devisees  of  the  property;  but  the  decisive  answer  to  that 


MAT  TERM,  1869.  105 


Blake  v,  McCartney. 


abstract  proposition  is,  that  the  question  of  liability  in  this  case 
depends  upon  the  construction  of  an  act  of  Congress.  Secondly,  the 
plaintifif  contends  that  a  tax  under  that  section  can  never  be  justi- 
fied except  when  it  appears : — 

1.  That  the  party  taxed  became  beneficially  entitled  to  the  real 
estate  by  devolution  of  title. 

2.  That  he  became  so  entitled  by  means  of  the  death  of  another. 

3.  That  he  became  so  entitled  by  means  of  the  death  of  another, 
happening  after  the  passage  of  the  tax  act 

Sased  on  these  postulates,  his  argument  is,  that  the  present  tax  is 
not  justified  by  the  tax  act,  because  the  trust  settlemtot  was  made 
long  before  that  act  was  passed,  which  shows  to  a  demonstration 
that  he  employs  the  phrase  ''  devolution  of  title ''  in  the  strict  com- 
mon-law sense,  and  not  in  the  sense  in  which  it  is  used  in  the  act 
of  Congress.  If  read  carefully  it  will  be  seen  that  th^'act  of  Con- 
gress n^atives  the  deduction  made  by  the  plaintiff  from  his  second 
proposition ;  and  when  carefully  analyzed,  it  will  appear  that  the 
tax  is  justified  by  the  section  under  consideration,  because  it  is 
within  every  one  of  the  conditions  therein  specified. 

Those  conditions  are  %s  follows,  as  applied  to  this  case.  That 
there  was  a  part-disposition  of  real  estate  by  will,  deed,  or  the  laws 
of  descent  That  by  reason  of  such  part-disposition  of  real  estate, 
the  person  taxed  became  beneficially  entitled,  in  possession  or  in 
expectancy,  to  the  real  estate,  or  the  income  thereof.  That  the  per- 
son taxed  became  so  entitled  to  such  real  estate  upon  the  death  of 
the  person  making  such  part-disposition  of  the  same.  That  the 
person  making  such  part-disposition  of  such  real  estate  died  after 
the  passage  of  the  act  under  which  the  tax  was  imposed,  and  the 
provision  in  the  same  section  is,  that  where  all  those  described  con- 
ditions concur,  the  part-disposition  of  real  estate  shall  be  deemed 
to  confer  on  the  person  entitled  by  reason  of  any  such  part-disposi- 
tion of  real  estate,  a  succession  within  the  meaning  of  that  act. 
13  Stat  at  L.  288. 

Such  part-disposition  of  the  real  estate  must,  by  the  express 
words  of  the  section,  be  either  in  possession,  or  in  expectancy ;  but 
the  beneficiary  is  not  subject  to  the  payment  of  any  income  tax 
until  the  expectancy  terminates,  and  he  or  she  comes  into  the  pos- 
session and  enjoyment  of  the  use  of  the  real  estata 


106  MASSACHUSETTS    DISTRICT. 

Blake  v,  McCartney. 

In  this  ca36>  the  cestui  que  trust  of  the  plaintdff  became  benefi- 
cially entitled  to  the  real  estate  in  expectancy,  and  not  in  i)088e8- 
sion,  and  in  such  cases  it  is  immateiial  whether  the  part-disposition 
of  the  real  estate  was  made  before  or  after  the  passage  of  the  tax 
act>  provided  it  appears  that  the  beneficiary  became  so  entitled  upon 
the  death  of  the  predecessor,  and  that  ^  predecessor  who  made 
sach  part-disposition  of  the  real  estate  died  after  the  passage  of  the 
tax  act 

The  argument  for  the  plaintiff  is,  that  the  tax  can  only  be  im- 
posed by  virtue  of  the  section  in  question,  where  the  death  of  the 
predecessor  is  the  cause  of  the  successor's  being  entitled  to  pos- 
session of  the  real  estate,  and  not  where  it  is  merely  the  occasion, 
as  in  this  case;  but  the  proposition  finds  no  support  in  the  language 
of  the  provision,  and  the  rule  in  the  Exchequer  Court  of  England 
is  well  settled  the  other  way.  AUonMy-OtfMToi  v.  OM,  3  Huxlstw 
&  C.  628 ;  Attamey-Omeral  v.  MiddUton,  3  Hurlst  &  N.  134 ;  At- 
tomey-Otnaral  v.  Fi^  John,  2  Hurlst  &  N.  465 ;  Wilcox  v.  Smith, 
4  Drewry,  40. 

Suggestion  is  made  that  the  second  section  of  the  act  of  16  &  17 
Vict  c.  51,  differs  from  the  corresponding  provision  in  the  act  of 
Congress  under  which  the  tax  in  this  case  was  assessed,  but  the 
differences  pointed  out  do  not  affect  the  questions  before  the  court 
Attomei/'Oeneral  v.  OtU,  3  Hurlst  &  C.  521,  n.  6.  Strong  sup- 
port to  the  construction  adopted  by  the  court  is  also  derived  from 
two  other  sections  of  the  same  act,  but  it  is  not  necessary  to  pursue 
the  subject  13  Stat  288, 289,  §§  128, 137.  Pursuant  to  the  agree- 
ment of  the  parties,  there  must  be  judgment  for  the  defendant 
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BEFOBB  CLIFPOBD  AND  LOWELL,  JJ. 

.  Under  $  18, 18  Stat  at  L.  916,  teas  fanported  from  London  were  sabject  to  a  dutj  of  S6 
oente  per  poiind,  and  ako  SO  per  cent  ad  vahrem. 

Certain  importers  of  teas  stated  to  a  deputy  collector  of  customs  that  they  would  make  a 
tender  of  a  certain  amount  of  duties  due  on  the  same,  and  he  told  them  they  need  not  do 
so,  as  he  would  acknowledge  the  tender,  fftid,  no  tender,  espeeSally  as  none  was 
pleaded* 

A  depu^  collector  of  customs  has  no  authority  to  make  such  a  waiver. 

When  teas  are  bought  in  England  for  export,  what  is  deliyered  as  one  hundred  pounds 
aetoally  weighs  more,  and  importers  into  this  country  reckon  their  profits  with  reference 
to  the  difference  between  the  weight  there  and  here.  Heid^  that  the  customs  officers  here 
were  not  bound  by  the  invoice  weight. 

Jd  valorem  duties,  where  they  are  required  to  be  assessed  on  a  given  weight,  must  be  so 
assessed  on  the  actual  weight  when  landed,  as  ascertained  by  the  proper  officer  of  the 
customs. 

Appraisers  determine  the  actual  market  value,  or  wholesale  price,  of  the  merchandise  in  the 
principal  maikets  of  the  country  from  which  the  same  were  imported;  but  they  have  no 
anthoiity  to  determine  the  weight  or  quantity  of  the  importation. 

Appraisers  must  determine  what  are  the  principal  markets  of  the  country  from  which  the 
goods  were  imported,  in  order  to  determine  what  was  the  actual  market  value  or  whole- 
sale price  there  at  the  period  of  exportation;  but  their  powers  do  not  authorise  them  to 
extend  their  inquiries  beyond  what  is  necessary  to  enable  them  to  appraise  the  value  of 
the  merchandise  as  required  by  law. 

Aldiongfa  included  in  the  invoice,  goods  lost  on  the  voyage  are  not  subject  to  duty. 

Whflcre  the  United  States  weigher  ascertained  the  exact  weight  of  the  teas,  the  collector 
was  bound  to  adopt  that  quantity,  and  the  value  ascertained  by  the  appraiser  as  the 
legal  basis  ibr  the  assessment  of  the  duties. 

The  case  was  submitted  on  the  following  facts  agreed :  — 

This  was  an  action  of  assumpsit  to  recover  the  sum  of  $1,048.25 
in  coin,  with  interest  &om  Dec.  4,  1865^  the  time  when  payment 
of  said  sum  was  demanded  of  the  defendants  by  the  United 
States. 

The  defendants  imported  into  New  York^  per  ship  "  Cella,"  from 
London,  Sept  20,  1865,  a  lot  of  teas,  of  different  grades  and 
prices,  purchased  by  t^em  and  invoiced  to  them  in  London  as 
2,558  packages,  100,179  pounds,  at  a  total  cost  of  £8,030  ISs,  lOd. 

The  same  were  entered  for  consumption  by  the  defendants  at  the 
port  of  New  York,  Sept  20, 1865. 

The  proper  samples  and  the  invoice  were  sent  to  the  appraisers, 
who  appraised  the  same  and  reported  invoice  value  correct  by 
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writing  on  the  back  of  the  invoice  the  word  "  correct "  and  signing 
the  same. 

The  teas  were  then  duly  weighed  by  the  United  States  weigher 
in  New  York,  and  he  reported  the  weight  to  be  103,808  pounds 
avoirdupois. 

The  estimated  duty  of  25  cents  per  pound  on  100,179  pounds 
($25,04475)  and  10%  ad  valorem  on  £8,030  ISs.  lOcL  ($38,869  x 
10 =$3,886.90),  being  the  number  of  pounds,  and  the  value  named 
in  the  invoice,  amounting  to  $28,931.65,  was  paid  by  the  defend- 
ants, and  the  teas  were  delivered  to  them^  the  United  States 
not  thereby  waiving  any  claim  for  duties. 

On  the  receipt  of  the  reports  of  the  appraisers  and  weigher,  the 
collector  of  the  port  of  New  York  assessed  the  duty  and  liquidated 
the  entry,  Dea  4  1865,  as  follows :  — 

25  cents  per  lb.  on  103,808  lbs.    .      .      .         $25,952.00 
Less  ahready  paid  (25  cents  on  100,179  lbs.)        25,044.75 

Due $907^5 

Multiplying  the  value  per  pound  as  stated  in 

the  invoice  by  the  number  of  pounds  reported 

by  the  weigher  as  the  weight  of  the  several 

packages,  the  collector  estimated  the  value  of 

the  teas  to  be $40,279 

On  which  he  assessed  a  duty  of  10%      .      .     $4,027.90 
less  amount  already  paid, 3,886.90 


$141.00 


and  he  claimed  that  there  was  due  to  the  United  States  $1,048.25 
in  coin. 

The  defendants  offered  to  pay  the  said  sum  of  $907.25  in  coin, 
and  saw  Mr.  Hanscom,  then  the  deputy-collector  in  New  York,  and 
said  to  him  they  had  that  amount  of  gold,  which  they  admitted 
was  due  the  United  States,  and  would  make  the  tender  of  it ;  to 
which  he  replied  that  they  need  not  do  that,  as  the  Government 
would  acknowledge  the  tender,  and  that  suit  should  be  brought, 
merely  to  settle  the  matter  in  dispute.  This  sum  the  collector  re- 
fused to  receive.    No  money  was  paid  into  court 

The  defendants  duly  protested,  and  appealed  to  the  Secretary  of 
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the  Treasuiy^  whereupon  the  Secretary  affinoed  the  dedsion  of  the 
collector. 

This  suit  is  brought  to  recover  said  $1,04S.25. 

The  2^58  packages  imported  and  weighed  at  the  custom-house 
were  the  same  packages  which  the  defendants  purchased  in  London 
for  the  said  sum  of  £8,030  13&  10(2.,  and  which  they  expected  to 
leoeiY^  which  the  seller  intended  to  deliver  to  them,  and  which 
were  in  fact  delivered  to  them,  as  and  for  the  weight  and  price  in 
said  invoice  mentioned. 

The  purchase  was  made  at  the  actual  market  rate  in  London, 
and  the  invoice  contained  all  charges  and  commissions  that  ought  to 
be  included,  an&  there  was  no  change  in  the  market  rate  at  London 
up  to  the  time  of  shipment.  The  standard  pound  avoirdupois  fixed 
by  law  in  England  and  the  United  States  is  the  same. 

The  weighing  at  the  custom-house  gives  the  exa4st  weight  in 
poimds  avoirdupois. 

Although  the  standard  pound  is  the  same  in  England  as  in 
America,  by  the  general  custom  and  usages  of  the  exporting  and 
importing  trade,  well  known  to  merchants  in  the  United  States  and 
in  England,  better  weight  is  given  in  England  than  in  America,  so 
tiiat  what  is  bought  for  and  delivered  in  England  as  one  hundred 
pounds  of  tea  weighs  more  than  one  hundred  pounds  exact  weight, 
and  it  is  in  consequence  of  this  customary  and  usual  mode  of 
weighing  in  England,  that  the  weight  of  the  tea  in  New  York  was 
found  to  be  greater  than  the  invoice  weight,  which  is  its  weight  in 
England. 

Purchases  and  sales  are  always  made,  and  prices  quoted  and 
stated  in  England,  with  reference  to  the  manner  of  weighing  in 
England,  and  importers  in  the  United  States  reckon  their  profits 
with  reference  to  the  difTerence  between  the  English  weight  and 
the  American  weight 

The  court  was  to  draw  any  inference  which  a  jury  would  be 
authorized  to  draw,  might  hear  and  determine  any  facts  it  deemed 
material  not  herein  agreed  without  the  intervention  of  a  jury,  and 
might  render  such  a  judgment  as  the  law  requires. 

The  teas  were  all  goods,  wares,  and  merchandise  of  the  growth 
and  produce  of  countries  east  of  the  Cape  of  Good  Hope,  and  were 
imported  &om  a  place  west  of  the  Cape  of  Good  Hope. 
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W.  A,  Field,  Assistant  Umted  States  Attorney,  for  the  United  States. 

J.  J.  Storroto,  for  the  defendants. 

Clifford,  J.  Mercliandise  of  the  growth  or  produce  of  conn- 
tries  east  of  the  Cape  of  Gk)od  Hope,  except  raw  cotton,  was  sub- 
ject to  a  duty  of  20  per  cent  ad  valorem,  in  addition  to  the  duties 
imposed  on  any  such  articles  when  imported  directly  from  the 
place  or  places  of  their  growth  or  production.  13  Stat  at  !L 
216,  §  18.     Ibid.  493,  §  6. 

When  imported  directly  from  the  country  of  their  growth  or 
production,  teas  were  subject  to  a  duty  of  26  cents  per  pound. 
13  Stat  at  L.  203,  §  1. 

Imported  as  these  teas  were  from  London,  they  were  subject  to 
the  duty  of  25  cents  per  pound,  and  also  to  the  duty  of  20  per  cent 
ad  valorem,  because  not  imported  directly  from  the  country  of 
their  growth  or  production  The  amount  of  duties  is  estimated 
on  the  number  of  pounds,  and  the  value  of  the  merchandise,  as 
given  in  the  invoice,  was  $28,931.65 ;  and  the  defendants  paid  that 
amount,  and  the  teas  were  delivered  to  them,  the  United  States  not 
thereby  waiving  any  claims  for  any  balance  that  might  be  dua 
Payment  of  the  estimated  amount  of  the  duties  does  not  afTect  the 
rights  of  the  parties  in  this  suit,  nor  does  the  delivery  of  the  im- 
portation, as  the  payment  and  delivery  were  made  with  the  under- 
standing that  neither  party  waived  any  of  their  legal  rights.  On 
receipt  of  the  report  of  the  appraisers  and  the  weigher,  the  col- 
lector assessed  the  duties  in  conformity  to  those  reports.  Adjusted 
in  that  manner,  the  balance  due,  as  specific  duties,  was  $907.25, 
and  the  balance  due  for  the  ad  valorem  duties  was  $141.00,  making 
in  all  the  precise  sum  claimed  by  the  plaintifb  in  their  writ  and 
declaration. 

The  defendants  admitted  that  the  amount  claimed,  as  the  bal- 
ance for  the  specific  duties,  was  due  to  the  plaintiff,  and  offered  to 
pay  it ;  but  the  collector  refused  to  receive  payment  of  that  sum 
unless  the  other  sum  claimed  was  paid  at  the  same  time.  They 
stated  to  the  deputy-collector  that  they  had  that  amount  of  gold, 
and  that  they  would  make  a  tender  of  it,  to  which  he  replied,  that 
they  need  not  do  that,  as  the  government  would  acknowledge  the 
tender.  No  other  tender  was  made,  and  no  money  has  been  pedd 
into  court    Argument  to  show  that  the  conversation  between  the 
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defendants  and  the  deputjr-ooUector  was  not  equivalent  to  a  ten- 
der is  nnnecessaiy,  as  the  statement  of  what  occurred  is  sufficient 
to  disprove  any  such  theory.  Authority  to  make  such  a  waiver  is 
not  vested  in  the  deputy-collector,  and  if  it  was>  the  conversation 
was  too  indefinite  to  amount  to  any  such  agreement  Apart,  there- 
fore,  from  the  question  as  to  the  sufficiency  of  the  sum  which  the 
defendants  offered  to  pay,  it  is  quite  clear  that  the  conversation 
between  them  and  the  deputy-collector,  cannot  avaU  them  as  a  ten- 
der, especially  as  no  tender  was  pleaded,  and  no  money  was  paid 
into  court  Tender  of  the  whole  amount  claimed  is  not  pretended, 
and  if  it  was,  the  proposition  could  not  be  adopted,  as  it  would  find 
no  support  in  the  evidence.  Unable  to.  make  any  satisfactory 
adjustment  with  the  plaintifb,  the  defendants  protested  against  the 
action  of  the  collector,  and  appealed  to  the  Secretary  of  the  Treas- 
ury, and  the  department  affirmed  the  decision  of  the  collector. 
They  protested  against  the  doings  of  the  collector,  upon  the  ground 
that  the  weight  of  the  teas,  as  reported  by  the  weigher,  was  exces- 
sive, and  they  now  contend  that  the  plaintiffs,  imder  the  circum- 
stances of  the  case,  were  bound  by  the  weight  as  expressed  in  the 
invoica 

Fraud  is  not  imputed  to  the  defendants  in  respect  to  the  invoica 
On  the  contrary,  the  parties  agree  that  by  the  general  custom  and 
usage  of  the  exporting  and  importing  trade,  well  known  to  mer- 
chants engaged  in  the  trade,  better  weight  is  given  in  England  than 
in  the  United  States,  so  what  is  bought  for  and  delivered  in  Eng- 
land as  one  hundred  pounds  of  tea>  actually  weighs  more  than  one 
hundred  pounds,  and  that  it  was  in  consequence  of  that  custom  and 
usual  mode  of  weighing  there,  that  the  weight  of  the  tea  here  was 
found  to  be  greater  ihsxi  the  invoice  weight 

Purchases  and  sales  are  always  made,  and  prices  are  quoted  and 
stated  in  England  with  reference  to  the  manner  of  weighing  in  that 
country,  and  importers  here,  as  the  agreed  statement  shows,  reckon 
their  profits  with  reference  to  the  difference  between  the  weight 
there  and  in  this  coimtry.  But  the  standard  pound  avoirdupois  is 
the  same  in  both  countries,  and  much  of  the  difference  in  the  result, 
as  shown  in  this  case,  arose  from  the  fact  that  the  weigher  here 
weighed  a  large  number  of  the  packages  at  one  draft,  instead  of 
weighing  each  package  separately,  as  the  practice  is  in  England. 


112  MASSACHUSETTS  DISTRICT. 

United  States  v.  Nash,  Spaulding,  &  Co. 

Some  allowance  is  necessarily  made  for  draft,  in  order  to  secure  good 
weight;  and  the  greater  the  number  of  the  drafts,  the  greater  must  be 
the  aggregate  of  the  allowance,  to  secure  that  object  But  ad  va- 
lorem duties,  where  they  are  required  to  be  assessed  on  a  given 
weight,  must  be  assessed  upon  the  actual  weight  when  landed,  as 
ascertained  by  the  proper  officer  of  the  customs. 

Appraisers  determine  the  actual  market  value  or  wholesale  price 
of  the  merchandise,  in  the  principal  markets  of  the  country  from 
which  the  same  was  imported ;  but  they  have  no  authority  to  de- 
termine the  weight  or  quantity  of  the  importation.  They  must 
determine  what  are  the  principal  markets  of  the  countiy  fix)m 
which  the  goods  were  imported,  in  order  to  determine  what  was 
the  actual  market  value  or  wholesale  price  there  at  the  period  of 
exportation ;  but  their  powers  do  not  authorize  them  to  extend  their 
inquiries  beyond  what  is  necessary  to  enable  them  to  appraise  the 
value  of  the  merchandise  as  required  by  law.  Stairs  v.  PeasUe, 
18  How.  621 ;  Marriott  v.  Brune  et  al.,  9  How.  619 ;  United  States 
V.  Sovihmayd  et  al,,  9  How..637 ;  Lawreruie  v.  CasweU  et  oL,  13  How. 
488 ;  Belcher  v.  Linn,  24  How.  608. 

Goods  lost  on  the  voyage  are  not  subject  to  duty,  although  in- 
cluded in  the  invoice ;  and  goods  imported  are  subject^  though  not 
included  in  the  invoica 

Quided  by  these  rules,  it  is  dear  that  the  court  must  give  judg- 
ment for  the  plaintiffs,  as  the  parties  agree  that  the  United  States 
weigher  ascertained  the  exact  weight  of  the  teas.  Such  being  the 
case,  the  collector  was  bound  to  adopt  that  quantity,  and  the  value 
ascertained  by  the  appraisers,  as  the  legal  basis  for  the  assess- 
ment of  the  duties. 

Judgment  for  the  plaintifib,  with  interest  and  costs. 
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Same  v.  Same. 

By  §  13  of  the  Judiciarj  Act,  certain  causes  pending  in  the  State  oonrts  can  be  removed  into 
the  Circnit  Coort  for  trial  witliin  the  same  district,  and  the  act  provides  that  the  causes 
•hall  then  proceed  in  the  same  manner  as  if  they  had  been  brought  by  original  process. 

By  $  8  of  the  act  of  March  2, 1883,  Federal  officers,  or  other  persons,  against  whom  any 
suit  or  prosecution  was  commenced  in  a  State  court,  for  or  on  account  of  any  act  done 
under  the  revenue  laws  of  the  United  States,  or  under  color  thereof,  or  on  account  of 
any  title  or  authority  set  up  or  daimed  by  such  officer,  under  such  Federal  law,  might 
tzansfer  the  cause  into  the  Circuit  Court  of  the  United  States  in  and  for  the  district  in 
which  the  def  Aidant  was  served  with  process. 

§  S  of  the  act  of  July  27, 1868,  provides  *'  that  any  corporation  or  any  member  thereof, 
other  than  a  banking  corporation  organized  under  a  law  of  the  United  States,  which  suit 
at  law  has  been,  or  may  be,  commenced  in  any  court  other  than  a  Circuit  or  District 
Court  of  the  United  States,  for  any  liability,  or  alleged  liability,  of  such  corporation,  or 
any  member  thereof,  as  such  member,  may  have  such  suit  removed  from  the  court  in 
which  it  may  be  pending,  to  the  proper  Circnit  or  District  Court  of  the  United  States. 

Application  for  such  removal  must  be  by  petition,  and  the  petition  may  be  filed  either  be-> 
lore  or  after  issue  joined,  and  must  state  that  defendants  have  a  defence  under  or  by 
virtue  of  the  Constitution,  or  some  treaty  or  law  of  the  United  States,  and  must  offer 
sufficient  surety  for  entering  in  such  court,  on  the  first  day  of  the  next  session,  copies  of 
all  process,  pleadings,  testimony,  and  other  proceedings,  and  for  doing  such  other  appro- 
priate acta  as  are  required  by  the  act  to  which  that  of  July  27, 1868,  is  supplementary. 

Considered  grammatically,  the  word  **  which,"  in  the  clause,  **  any  corporation,  or  member 
thereof,  against  which  a  suit  has  been  or  may  be  commenced,**  should  refer  only  to  the 
corporation;  but  the  statements  required  to  be  made  in  the  petition,  as  to  the  nature  and 
character  of  the  defence,  which  would  justiiy  the  removal,  indicate  that  such  was  not  the 
intention  of  Congress. 

The  clause  in  question  cannot  be  admitted  to  apply  to  suit  against  any  such  corporation  for 
any  liability,  or  alleged  liability,  of  any  member  of  it. 

The  right  of  redress  for  acts  of  any  member  of  a  corporation  is  not  founded  upon  any  lia- 
bility of  the  member,  but  upon  the  original  liability  of  the  corporation,  which  is  created 
by  the  acts  of  the  member  hi  their  behalf. 

The  word  ^  which,**  in  the  clause  referred  to,  must  be  considered  as  the  antecedent  of  the 
word  **  member  **  as  well  as  of  the  word  '*  corporation,**  and  the  whole  section  be  construed 
distributively,  so  that  the  several  provisions  respecting  the  nmoval  of  the  suit  shall  be 
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equally  applicable,  whether  the  salt  removed  be  one  against  the  corporation,  or  one 
where  a  member  of  the  corporation  is  sned  as  liable  for  the  debt  or  other  obligation  of 
the  corporation. 

When  the  corporation  is  defendant,  the  petition  for  remoral  is  filed  in  their  behalf;  when 
the  suit  is  against  a  member,  on  the  groond  that  he  is  personally  liable,  he  may  file  the 
petition,  and  claim  to  have  the  cause  removed. 

The  tme  meaning  of  the  alternative  clause  of  the  sentence  is,  that  a  member  of  a  corpora- 
tion, when  sued  as  such  for  the  debt  of  the  corporation,  has  the  same  xiight  of  removal  of 
the  cause  as  the  corporation  would  have  had  if  they  had  be^n  sued. 

It  would  be  contrary  to  any  analogy,  that  a  suit  brought  against  a  corporation  ooold  be 
removed  by  a  member,  not  otherwise  a  party  to  the  suit,  without  the  consent  of  liie 
coiporation,  and  merely  because  he  was  such  member. 

The  defendant  in  this  case,  not  being  sned  for  any  liability  as  being  a  member  of  the  Union 
Pacific  B.  R.  Co.,  but  for  his  alloged  misuse  of  the  ftmds  of  the  company,  and  for  his 
firandulent  acts  as  vioe-preddent  of  the  company,  and  not  by  reason  of  his  membership 
of  the  corporation,  his  petition  under  the  act  of  Gongress  refensd  to  makes  no  case  §n 
removal,  and  petition  was  denied. 

Petition  for  removal  of  two  suits  from  the  Supreme  Court  of 
Shode  Island  to  the  Circuit  Court,  under  the  act  of  July  27, 1868. 

These  suits  were  commenced  in  the  Supreme  Court  of  the  State, 
and  Thomas  C.  Durant,  the  first  named  respondent,  having  duly 
entered  his  appearance  in  that  court,  claimed  that  he  had  a  right  to 
remove  the  said  causes  into  the  Circuit  Court  of  the  United  States 
for  this  district,  because  as  he  alleged  in  his  petition  eddressed  to 
that  court,  the  respective  suits  were  commenced  against  him  for  an 
alleged  liability  of  the  Union  Pacific  Bailroad  Company,  which 
was  not  a  banking  corporation,  and  was  organized  under  a  law  of 
the  United  States,  and  also  for  an  alleged  liability  of  the  petitioner 
as  a  member  of  said  corporation,  or  as  an  officer  thereof,  and  that 
he  had  a  defence  to  said  suits  arising  under  and  by  virtue  of  the 
Constitution  of  the  United  States,  or  of  a  treaty  or  law  of  the  United 
States  in  that  behalf  made  and  provided. 

The  pendency  of  the  suits  was  not  controverted,  nor  was  it 
denied  that  the  petition  was  duly  verified  by  oath,  nor  that  it  was 
in  all  other  respects  in  due  form. 

Sufficient  surety  was  offered  by  the  petitioner  for  entering  in 
such  court,  on  the  first  day  of  its  then  next  session,  copies  of  all 
process,  pleadings,  depositions,  testimony,  and  other  proceedings  in 
said  suits,  and  for  doing  such  other  appropriate  acts  as  are  required 
by  law  in  such  cases ;  and  the  prayer  of  the  petition  was  that  the 
court  would  pass  an  order  accepting  such  surety,  and  proceed  no 
further  in  said  suits.    But  the  Supreme  Court  of  the  said  State 
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refused  to  grant  the  prayer  of  the  petition,  and  placed  their  refusal 
chiefly  npon  the  ground,  that  some  of  the  respondents  did  not  con- 
cur in  making  the  request 

The  application  was  filed  in  this  conrt  on  the  19th  of  November, 
1868.  The  respondent  corporation  objected  to  the  removal  of  the 
causes  as  prayed  for  hj  the  petitioner. 

The  respondents  in  the  first  bill  of  complaint  were  the  petitioner, 
the  Union  Pacific  Bailroad  Company,  and  the  Credit  Mobilier,  a 
corporation  created  by  the  Legislatnre  of  the  State  of  Pennsylvania. 

Among  other  things  the  bill  of  complaint  all^^ed  that  tiie  peti- 
tioner was  the  vice-president  of  the  railroad  company,  and  that  he 
was  the  original  managing  agent  and  officer  thereof,  and  that  he 
controlled  the  fonds  and  business  of  the  corporation ;  that  he  was 
also  president  of  the  Credit  Mobilier,  and  that  he  also  controlled 
the  fands  and  the  business  of  that  corporation ;  that  certain  officers 
of  the  said  railroad  company  paid  him,  as  such  vice-president,  large 
sums  of  money,  and  that  he,  as  such  vice-president,  disbursed  the 
same  as  if  for  the  railroad  company,  but  really  for  himself  and  in 
fraud  of  the  corporation ;  that  he,  as  an  officer  of  said  railroad  com- 
pany, also  invested  in  the  Credit  Mobilier,  in  his  own  name,  the 
moneys  so  received  by  him,  and  which  belonged  to  the  said  railroad 
company ;  and  that  said  company  ought  of  right  to  have  the  stock 
in  the  Credit  Mobilier  which  the  petitioner  purchased  with  their 
money  in  his  own  name ;  that  the  railroad  company  neglected  and 
refused  to  prosecute  these  claims  against  the  petitioner,  and  that 
he,  the  complainant,  being  a  large  stockholder  in  both  of  those  cor- 
porations, was  obliged,  in  order  to  obtain  redress,  to  proceed  against 
the  petitioner  in  his  own  name,  making  the  said  corporations  parties 
respondents  as  allowed  in  equity  suits.  The  prayer  of  the  bill  of 
complaint  was,  that  the  petitioner  might  account  to  the  corporation 
for  all  the  moneys  so  received  by  him  belonging  to  the  railroad 
company,  and  fraudulentiy  converted  by  him  to  his  own  use,  and 
that  he  might  be  decreed  to  hold  the  said  shares  in  the  Credit 
Mobilier,  so  purchased  by  him  for  the  railroad  company,  and  for  an 
injunction.  The  parties  respondent  in  the  second  bill  of  complaint 
were  the  petitioner,  the  Union  Pacific  Bailroad  Company,  the 
Credit  Mobilier,  and  certain  persons,  parties,  to  ascertain  contract 
made  with  the  railroad  company  for  the  benefit  of  the  stockholders 
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of  the  other  corporation;  that  the  Credit  Mobilier  earned  large 
profits  in  thai  contract,  which  were  paid  in  money  and  in  the  stock 
and  bonds  of  the  railroad  company,  standing  in  the  name  of  the 
petitioner ;  and  that  the  Credit  Mobilier,  and  the  complainant  as 
one  of  its  stockholders,  were  entitled  to  a  lien  upon  that  stock  and 
the  said  bonds ;  and  that  they  were  entitled  to  a  decree  to  that 
effect,  to  prevent  the  misapplication  of  the  fund,  and  for  an  account 
and  for  an  injunction. 

Charles  Tracy,  for  defendant  and  petitioner. 

Cliffobd,  J.  Provision  was  made  by  §  12  of  the  Judidaiy  Act  for 
the  removal  of  certain  causes  pending  in  the  State  courts  into  the 
Circuit  Court  for  trial  within  the  same  district,  and  the  directions 
were  that  the  cause  should  then  proceed  in  the  same  manner  as  if 
it  had  been  brought  there  by  original  process.    1  Stat  at  L.  93. 

Federal  ofGicers,  or  other  persons  also,  against  whom  any  suit  or 
prosecution  was  commenced  in  a  court  of  any  State>  for  or  on 
account  of  any  act  done  under  the  revenue  laws  of  the  United 
States,  or  under  color  thereof,  or  for  or  on  account  of  any  right, 
title,  or  authority  set  up  or  claimed  by  such  officer  or  other  person 
under  any  such  Federal  law,  might  also,  by  §  3  of  the  act  of  March 
2, 1833,  transfer  the  same  into  the  Circuit  Court  of  the  United 
States  in  and  for  the  district  in  which  the  defendant  in  such  suit 
or  prosecution  was  served  with  process,  in  the  manner  and  through 
the  proceedings  therein  mentioned  and  described.    4  Stat,  at  L.  633. 

Special  provision  is  also  made  by  §  2  of  the  act  of  July  27,  1868, 
"  that  any  corporation,  or  any  member  thereof,  other  than  .a  bank- 
ing corporation  organized  under  a  law  of  the  United  States,  and 
against  which  a  suit  at  law  or  equity  has  or  may  be  commenced  in 
any  court  other  than  a  Circuit  or  District  Court  of  the  United 
States,  for  any  liability  or  alleged  liability  of  such  corporation,  or 
any  member  thereof,  as  such  member,  may  have  such  suit  removed 
from  the  court  in  which  it  may  be  pending  to  the  proper  Circuit 
or  District  Court  of  the  United  States."     15  Stat,  at  L.  227. 

Strangely  expressed  as  the  section  is,  it  is  matter  of  some  doubt 
as  to  what  Congress  intended,  and  what  they  have  accomplished  by 
the  provision.  Kothing  contained  in  §  1  affords  any  aid  in  ascer* 
taining  the  meaning  of  §  2,  as  §  1  merely  provides  that  the  United 
States  may  prosecute  writs  of  error  frofii  the  Circuit  Court  to  the 
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District  Court,  and  appeals  from  the  District  Court  to  the  Circuit 
Court  without  giving  security,  as  previously  provided  in  respect  to 
writs  of  error  and  appeals  returnable  to  the  Supreme  Court.  12 
Stat  at  L.  657. 

Application  for  such  removal  must  be  made  by  petition;  but 
the  petition  may  be  filed  either  before  or  after  issue  joined,  and  it 
must  state  that  the  defendants  have  a  defence  arising  under  or  by 
virtue  of  the  Constitution,  or  some  treaty  or  law  of  the  United 
States,  and  the  defendants  must  offer  good  and  sufficient  surety  for 
entering  in  such  courts  on  the  first  day  of  its  then  next  session, 
copies  of  all  process,  pleadings,  depositions,  testimony  and  other 
proceedings  in  said  suit,  and  for  doing  such  other  appropriate  acts 
as  are  required  to  be  done  by  the  act  to  which  this  one  is  supple- 
mentary.   12  Stat,  at  L.  657. 

Much  of  the  difficulty  in  the  case  arises  from  the  first  clause  in 
the  section  under  consideration,  which  enacts  that  any  corporation, 
or  any  member  thereof,  against  which  a  suit  has  been  or  may  be 
commenced,  &c.,  may  have  such  suit  removed.  Evidently  the  peti- 
tion for  removal  must  be  filed  by  the  defendant  in  the  suit,  but  the 
question  is  whether  the  defendant  is  either  the  corporation  or  any 
member  thereof,  or  only  the  corporation  organized  under  a  law  of  the 
United  States.  The  language  of  the  act  is  ''  any  corporation,  or  any 
member  thereof,  against  which  a  suit  has  been  or  may  be  com- 
menced." Does  the  word  "  which  **  refer  only  to  the  organized  cor- 
poration, or  does  it  refer  both  to  the  corporation  and  to  any  member 
thereof,  sis  the  language,  taken  literally,  seems  to  imply  ? 

Considered  grammatically,  the  word  "which"  should  be  restricted 
to  the  corporation,  and  yet  the  latter  clause  of  the  section  pretty 
clearly  indicates  that  such  was  not  the  intention  of  Congress,  as 
appears  from  the  statements  required  to  be  made  in  the  petition  as 
to  the  nature  and  character  of  the  defence  which  would  justify  the 
removal,  as  well  as  from  the  nature  and  character  of  the  suit.  By 
the  language  of  the  section,  the  suit  must  be  one  for  a  liability  or 
allied  liability  of  the  corporation  or  "  any  member  thereof"  as  such 
member,  and  the  defence  must  be  one  arising  under  or  by  virtue  of 
the  Constitution  or  any  treaty  or  law  of  Congress. 

No  one  doubts  that  a  suit  may  be  prosecuted  against  a  corpora- 
tion for  its  own  liabilities,  but  it  is  past  comprehension  how  a  suit 
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can  be  sustained  against  a  coipoiation  for  the  liability  of  one  of  its 
members. 

Laws  which  subject  a  corporation  to  accountabilitj  for  the  con- 
duct and  acts  of  its  members,  as  such,  make  the  corporation  itself 
liable,  and  a  prosecution  therefor  would  not  be  based  on  any  liabil- 
ity of  the  member,  but  upon  the  liability  of  the  corporation  arising 
from  the  conduct  and  acts  of  the  member  as  the  agent  of  the  cor- 
poration. Viewed  in  the  light  of  these  suggestions,  it  cannot  be 
admitted  that  the  provision  in  question  was  intended  to  apply  to 
suits  against  any  such  corporation,  for  any  liability  or  alleged  lia- 
bility of  any  member  of  the  corporation. 

Incorporated  companies  are  made  accountable  for  the  acts  and 
conduct  of  their  members,  when  the  members  are  acting  on  behalf 
of  the  corporation  and  by  its  authority,  because  their  acts  in  that 
state  of  the  case  become  the  acts  of  the  corporation  itself.  Bedress 
for  such  acts,  against  the  corporation,  however,  is  not  sustained,  and 
does  not  depend  upon  any  liability  of  the  member,  but  upon  the 
original  liability  of  the  corporation,  created  by  the  acts  and  doings 
of  the  member  in  their  behalf. 

Consonant  with  these  views,  the  word  "  which "  must  be  con- 
sidered as  the  antecedent  of  the  word  "  member,"  as  well  as  the  ante- 
cedent of  the  word  corporation,  and  the  whole  section  must  be 
construed  distributively,  so  that  the  several  provisions  respecting 
the  removal  of  the  suit  from  the  State  court  to  the  proper  circuit 
or  district  courts  shall  be  equally  applicable,  whether  the  suit 
pending  in  the  State  court  be  one  against  the  corporation  described 
in  the  section,  answering  for  its  own  liabilities,  or  one  where  a 
member  of  such  corporation  is  sued  upon  the  ground  that  he  is 
personally  liable  for  the  debt  or  other  obligation  of  the  corporation. 
When  the  corporation  is  the  defendant,  the  petition  for  the  removal 
must  be  filed  in  their  behalf,  but  when  the  pending  suit  is  brought 
against  a  member  of  the  corporation  upon  the  ground  that  he  is 
personally  liable  for  the  debt  of  the  corporation,  he,  as  the  defen- 
dant in  the  suit,  may  file  the  petition  and  claim  to  have  the  cause 
removed. 

Statutes  making  the  members  of  a  corporation  liable  in  certain  con- 
tingencies for  the  debts  of  the  corporation,  in  whole  or  in  part,  are 
familiar  to  the  courts  in  all  the  States,  and  the  true  meaning  of  the 
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altematiye  daxise  of  the  sentence  is,  that  any  member  of  the  cor- 
porationy  when  sned  as  such  member  for  the  debt  of  the  corpora- 
tion, may  have  the  same  right  to  remove  the  cause  into  the  proper 
dicuit  or  district  courts  as  the  corporation  would  have  had  if  they 
had  been  sued  for  the  same  debt  Construed  in  this  way,  the  pro- 
vision is  a  reasonable  one,  but  it  would  be  contrary  to  any  analogy 
of  the  law  to  hold  that  a  member  of  a  corporation,  by  reason  of  his 
membership,  might  remove  a  suit  brought  against  a  corporation, 
without  their  consent,  to  which  he  was  not  otherwise  a  party  than 
as  a  member  of  the  incorporated  company. 

Control  belongs  to  the  corporation  by  the  general  rules  of  law, 
and  it  is  believed  that  no  example  can  be  found  where  a  legislature 
ever  authorized  a  single  member  of  an  incorporated  company  to 
take  the  management  of  a  suit  against  the  company  out  of  the 
hands  of  the  corporation  and  of  its  directors,  unless  it  were  in  pur^ 
soance  of  a  decree  in  chancery,  or  other  regular  judicial  proceeding. 
Such  a  rule  of  law,  if  admitted,  would  be  productive  of  such  great 
iigury  and  wrong  to  the  other  members  of  the  corporation  and  other 
parties  interested,  that  the  construction  ought  not  to  be  adopted  un- 
less it  is  compelled  by  the  most  direct  and  positive  language  of  the 
li^islative  department,  which  certainly  is  not  the  case  in  the  pro- 
vision now  under  consideration ;  on  the  contrary,  the  succeeding 
clause  of  the  same  sentence,  **  or  any  member  thereof,  as  such  mem- 
ber," affords  a  strong  ground  to  conclude  that  such  was  not  the 
intention  of  Congress.  Omit  these  words  from  the  section,  and  it 
would  read  "any  corporation  or  any  member  thereof  .  .  .  against 
which  a  suit  at  law  or  equity  has  been  or  may  be  commenced  ...  for 
any  liability  or  alleged  liability  of  such  corporation  .  .  .  may  have 
such  suits  removed  in  the  manner  therein  prescribed."  If  such  had 
been  the  terms  of  the  section,  it  is  plain  that  it  would  have  authorized 
any  member  of  a  corporation,  as  well  as  the  corporation,  to  file  the 
petition  for  the  removal  of  the  suit,  but  the  words  "  any  member 
thereof,  as  such  member,"  are  superadded  to  that  clause  of  the  sen- 
tence which  describes  the  nature  and  character  of  the  suit  or  suits 
to  be  removed,  and  it  is  quite  clear  that  the  sentence,  taken  as  a 
whole,  indicates  that  more  than  one  description  of  suit  is  embraced 
in  the  provision,  and  that  the  intention  of  Congress  was  not  such  as 
is  supposed  by  the  petitioner  in  the  casa 
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Examined  in  the  light  of  these  suggestions,  the  better  opinion  is, 
that  Congress  intended  that  suits  against  a  corporation  should  be 
controlled  by  the  coiporation,  but  that  any  member  of  a  corporation, 
when  sued,  as  such  member,  in  a  State  court  for  any  liability  or 
alleged  liability  of  the  corporation,  might  himself  petition  and  have 
the  suit  removed  into  the  proper  circuit  or  district  courts  of  the 
United  States. 

Guided  by  this  construction  of  the  provision  in  question,  it  will 
only  be  necessary  to  recur  to  the  nature  and  character  of  the  al- 
leged liability  of  the  petitioner,  as  set  forth  in  the  respective  bills 
of  complaint  to  show  what  disposition  must  be  made  of  the  peti- 
tion. He  is  not  sued,  in  either  suit,  for  any  liability  or  alleged  lia- 
bility by  reason  of  his  being  a  member  of  the  Union  Pacific  Bailroad 
Company.  Neither  of  the  claims,  as  alleged  against  him  by  the  re- 
spective biUs  of  complaint,  is  as  a  member  of  that  corporation,  but 
both  are  for  his  own  alleged  misconduct,  and  mismanagement  of  the 
funds  of  the  company  as  an  agent  and  officer  of  the  same ;  and  his 
liability  as  therein  set  forth  is  by  reason  of  his  own  fraudulent 
conduct  in  his  position  as  vice-president  of  the  company,  and  not  by 
reason  of  the  fieict  that  he  is  a  member  of  the  corporation.  Assum- 
ing the  true  construction  of  the  act  to  be  as  before  explained,  he 
does  not  present  his  case,  as  exhibited  in  his  petition,  as  falling 
within  the  provisions  of  the  act  of  Congress  on  which  he  relies, 
and  the  petition  makes  no  valid  case  for  the  removal  of  the  suits. 

Suppose  that  the  facts  were  otherwise,  and  that  the  claims  against 
the  petitioner,  as  -set  forth  in  the  respective  biUs  of  complaint,  are 
for  an  alleged  liability  on  his  part  as  a  member  of  the  corporation, 
still  the  result  in  this  case  must  be  the  same,  as  the  petitioner  is 
the  only  defendant  requesting  the  suit  to  be  removed,  who  under 
any  circumstances  could  file  such  a  petition,  as  the  Union  Pacific 
Bailroad  Company  refuses  to  join  in  the  petition,  and  protests  against 
the  removal  of  the  suits.  Undoubtedly  the  petitioner  might  claim 
to  have  the  suits  removed  if  he  was  the  sole  defendant,  but  he  is 
joined  with  the  Bailroad  Company,  which  protests  against  the  re- 
moval, and  with  the  Credit  Mobilier,  a  corporation  created  by  the 
State  of  Pennsylvania,  and  consequently  it  is  not  a  corporation 
organized  under  the  laws  of  the  UnitcKi  States.  15  Stat  at  L 
227. 


JUNE  TEEM,  1869.  121 

Card  lial  V.  Dorant  et  aL 

Such  being  the  facts,  the  Circuit  Court  here  has  no  jurisdiction 
of  the  case  presented  in  the  petition,  as  only  one  of  the  defendants 
requests  the  removal 

Causes  pending  in  the  State  courts  could  never  be  removed  by 
the  defendants  into  the  circuit  courts,  unless  all  the  defendants 
joined  in  the  request,  except  as  provided  in  the  act  of  July  27, 
1866,  which  it  is  conceded  has  no  application  to  the  case  before 
the  court    14  Stat  at  L  306. 

Prior  to  that  act  of  Congress,  the  rule  was  fully  established  that 
the  removal  of  a  suit  from  a  State  court  to  the  circuit  court  could 
not  be  ordered  unless  all  the  defendants  joined  in  the  petition  for 
the  removal,  and  there  is  nothing  contained  in  the  second  section 
of  the  act  under  consideration  which  can  afford  any  justification 
for  a  departure  from  that  well-established  rule. 

The  express  ruling  of  the  court  in  the  case  of  Beardsley  v.  Torrey, 
4  Wash.  287,  was  that  the  circuit  court  could  not  take  cogni- 
jEance  of  a  suit,  in  a  cause  removed  from  a  State  court,  where  it 
appeared  that  one  of  the  defendants  had  not  joined  in  the  petition 
for  the  same,  into  the  circuit  court,  for  the  reason  that  it  was  not 
competent  for  one  defendant  to  remove  the  cause  without  the  con- 
sent of  all  the  others.  Precisely  the  same  doctrine  was  laid  down 
in  the  case  of  SmdthY.  Bines,  2  Sumn.  354,  and  in  the  case  of  Ward 
v.  Arredondo,  1  Paine,  415,  — ^which  cases  are  sufBicient  to  show 
that  the  practice  under  the  Judiciary  Act  was  aU  one  way.  Eitchm 
V.  Strawbridge,  4  Wash.  84 

Convenience  is  the  principal  argument  in  support  of  the  opposite 
theory ;  but  that  argument  was  urged  upon  the  court  in  the  case  of 
Bedrddey  v.  Torrey,  and  the  reply  then  given  to  the  argument  is  all 
that  need  be  given  at  the  present  time,  which  was  that  the  judi- 
ciary must  execute  the  laws  as  they  were  passed,  and  the  court  can- 
not proceed  upon  the  grounds  of  expediency. 

Prayer  of  the  petition  for  removal  denied. 
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BEFOBE  CLIFFOBD  AND  LOWELL,  JJ. 

Silk  and  cotton- yelvet  ribbons,  silk  being  the  component  materiAl  of  cfaief  valne,  are  rib* 
bona  within  the  meaning  olf  $  8  of  the  act  of  June  80, 1864,  which  provides  that  there 
shall  be  levied,  collected,  and  paid  ^  on  all  diesa  and  piece  siliu,  libbons,  and  ailk 
velvets,  or  velvets  of  which  ailk  is  the  component  material  of  chief  value,  siat^  per 
centum  ad  valortm.** 

Merchandise  was  imported  hy  the  plaintiff  into  the  port  of 
Boston,  consisting  of  silk  and  cotton  velyet  ribbons,  silk  being  the 
component  material  of  chief  value,  and  the  defendant,  as  the  coUeo- 
toT  of  the  port,  levied  a  duty  theieon  of  sixty  per  cent  ad  valorem. 
He  claimed  the  right  to  levy  the  duty  under  §  8  of  the  act  of 
June  30,  1864,  which  provides  that  there  shall  be  levied,  col- 
lected, and  paid  ''on  all  dress  and  piece  silks,  ribbons,  and  silk 
velvets,  or  velvets  of  which  silk  is  the  component  material  of  chief 
value,  sixty  per  centum  ad  valorem;  ^  but  the  plaintiff  insisted  that 
the  merchandise  imported  was  a  manufacture  of  silk  and  cotton, 
not  otherwise  provided  for,  of  which  silk  is  the  component  material 
of  chief  value,  and  that  it  was  subject  only  to  a  duty  of  fifty  per  cent 
ad  valorem,  as  provided  in  the  last  clause  of  the  same  section.  They 
paid  the  excess  under  protest,  and  brought  an  action  of  assumpsit  to 
recover  back  the  amount  beyond  what  they  admit  was  legally  de- 
mandable,  amounting  to  $1,049.20  in  gold  After  the  suit  was 
commenced,  the  parties  submitted  the  case  to  the  court  upon  an 
agreed  statement  of  facts,  which  made  a  part  of  the  record.  Some 
of  the  fabrics  described  in  the  immediately  succeeding  sentence  of 
the  section,  such  as  pongees,  shawls,  scarfs,  mantillas,  &c,  the  par- 
ties agreed  were  or  might  be  made  only  in  part  of  silk;  and  the 
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plaintifffl  conceded  that  the  fabrics  theie  ennmeiated,  if  silk  was 
the  component  material  of  chief  value,  were  legally  liable  to  a  duty 
of  sixty  per  cent  ad  valorem^  as  assessed  in  the  case  befoie  the 
couit  Bibbons  are  sometimes  made  wholly  of  silk,  and  sometimes 
they  are  made  of  silk  and  cotton,  wherein  silk  is  the  component 
material  of  chief  value ;  and  the  parties  agreed  that  such  &brics  are 
properiy  called  velvet  ribbons,  and  they  also  agreed  that  the  fabrics 
constituting  the  importation  in  this  case  were  ribbons,  that  they 
were  not  manufactured  wholly  of  silk,  that  they  were  velvet  ribbons 
made  substantially  in  the  same  manner  as  velvet  goods,  but  differed 
from  piece  velvets,  as  manufactured  products,  in  size,  shape,  selvedge, 
use,  commercial  designation,  and  the  fact  that  piece  velvets  were 
valued  and  sold  by  the  square  yard ;  and  they  finally  agreed  that 
the  complete  designation  of  the  imported  fabrics  is  '*  silk  and  cotton 
velvet  ribbons,  silk  chief  valua" 

C.  L,  Woodbury^  for  the  plaintiff 

John  C.  Hopes,  Assistant  United  States  District  Attorney,  for  the 
defendant. 

GuFFOBO  J.  Imported  ribbons  are  in  express  terms  subjected  to  a 
duty  of  eixtywr  cent  ad  valorem;  and  the  parties  acree  that  the  fab- 
riJimport^S  thiB  case  were  ribbons,  whkh  closTLe  aigument, 
unless  it  can  be  shown  that  the  ribbons  imported  were  not  such  rib- 
bons as  those  described  in  the  provision  under  which  the  duties  were 
levied,  collected,  and  paid  Sibbons  imported  from  foreign  countries 
are  subject  to  a  duty  of  sixty  per  cent  ad  valorem,  because  such 
goods  are  enumerated  and  provided  for  in  §  8  of  the  act  of  Con- 
gress entitled  **  An  act  to  increase  duties  on  imports,  and  for  other 
purposes,'*  which  provides  that  that  rate  of  duty  shall  be  levied,  * 
eollected,  and  paid  ''on  the  goods,  waxes,  and  merchandise  enumer- 
ated and  provided  for  "  in  that  section.  Troost  et  ai,  v.  Barney,  5 
Blatchl  196.  '' Enumerated  and  provided  for,"  as  ribbons  are  in 
that  section,  it  is  obvious  that  the  fabrics  imported  in  this  case  — 
it  being  admitted  that. they  were  ribbons  —  must  certainly  be  sub- 
ject to  the  rate  of  duty  there  prescribed,  unless  it  can  be  shown  that 
the  word  *'  ribbons,"  as  employed  in  that  section,  is  used  in  some 
special  and  limited  sense,  so  as  to  exclude  the  goods  imported  in 
this  case  from  the  operation  of  that  provision.  Difficulties  attend 
even  that  concession,  as  ribbons  are  enumerated  and  declared  to  be 
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dutiable  in  express  terms  at  the  rate  of  sixty  per  cent  ad  vcUorem, 
in  the  same  section.  Fifty  per  cent  ad  valorem  is  reqoired  to  be 
levied,  collected^  and  paid  on  manufactures  of  silk,  or  of  which  silk 
is  the  component  material  of  chief  value,  not  otherwise  provided 
for ;  but  it  is  clear  that  that  enactment  cannot  apply  to  any  of  the 
goods,  wares,  or  merchandise  enumerated  and  provided  for  in  the 
antecedent  part  of  the  section,  because  the  articles  there  enume- 
rated are,  by  necessary  implication,  excluded  from  the  clause  impos- 
ing duties  on  articles  not  so  enumerated,  and  for  which  no  other 
rate  of  duty  is  prescribed.  Articles  enumerated  in  the  preceding 
clauses  of  the  section  are  as  effectually  excluded  from  the  non-enu- 
merated clause  as  if  the  exclusion  was  enacted  in  express  terms. 
Velvets  are  classified  in  the  provision  under  consideration,  as  silk 
velvets  and  velvets  of  which  silk  is  the  component  material  of  chief 
value,  and  it  becomes  important  to  inquire  why  they  were  so  classi- 
fied, as  both  classes  are  subjected  to  the  same  rate  of  duty. 

Fabrics  called  velvets  are  sometimes  made  entirely  of  silk,  and 
sometimes  they  are  made  partly  of  silk  and  partly  of  cotton  of 
different  and  varying  proportions,  and  sometimes  they  are  made 
entirely  of  cotton;  and  as  Congress  did  not  intend  to  include 
velvets  made  entirely  of  cotton,  and  only  a  part  of  those  made 
partly  of  silk  and  partly  of  cotton,  it  became  necessary  to  make 
the  classi^cation  which  there  appears,  to  show  what  description 
of  velvets  are,  and  what  are  not,  intended  to  be  subjected  to  that 
rate  of  duty.  Such  a  classification  was  necessary  to  carry  into 
effect  the  intention  of  Congress  in  respect  to  the  article  of  velvet, 
but  it  was  not  necessary  in  respect  to  any  one  of  the  other  thirty  or 
forty  articles  enumerated  in  that  section,  and  it  should  be  ob- 
served that  all  the  other  articles  therein  enumerated  are  sub- 
jected to  a  described  ad  valorem  rate  of  duty.  Dress  and  piece 
silks,  like  bleached  linens,  may  have  in  the  warp  or  woof,  or  even 
in  both,  a  fractional  per  cent  of  cotton,  and  still  retain  the  com- 
merdal  designation  expressed  in  the  act  of  Congress,  and  so  may 
most  or  all  of  the  other  articles  enumerated  in  that  section ;  but  it  is 
dear  that  Congress  did  not  intend  to  encourage  the  importation  of 
such  manufactures  by  admitting  them  to  entry  at  a  rate  of  duty 
less  than  that  imposed  on  the  unmixed  and  gentdne  article.  Ex- 
cept as  otherwise  provided,  importers  of  bleached  linen  have  to  pay 
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the  duty  to  which  the  pure  article  is  subjected,  though  the  fabric, 
as  imported,  may  contam  some  cotton,  and  so  do  importers  of  most 
or  all  (^  the  articles  enumerated  in  the  several  clauses  of  the  sec*- 
tion  under  consideration  in  this  case.  Some  of  the  articles,  it  is 
admitted,  may  be  made  in  part  of  cotton  and  yet  be  legally  liable  to 
a  duty  of  sixty  per  cent  ad  vcUorem  ;  and  the  court  is  of  the  opin- 
ion that  all  of  the  articles  in  the  enumerated  list  contained  in  the 
last  two  sentences  of  that  part  of  the  section  are  subject  to  that  rate 
of  duty,  even  though  the  article  contains  some  cotton,  if  silk  ifi  the 
component  material  of  chief  value,  unless  the  article  is  enumerated 
as  cm  article  manufactured  of  silk  and  cotton  in  some  other  provi* 
sion  of  the  tariff  act,  and  is  there  subjected  to  a  different  rate  of 
duty.  Silk  vestings,  pongees,  shawls,  &c.,  it  is  conceded  by  the 
plaintiff,  sometimes  have  an  admixture  of  cotton;  but  he  denies 
that  any  such  admixture  is  ever  found  in  dress  and  piece  silks,  as  is 
supposed  by  the  court,  and  the  argument  is  that  the  word  ribbons 
must  be  construed  to  embrace  silk  ribbons  only,  becai»e  the  word 
ribbons,  as  employed  in  the  eighth  section  of  the  Tariff  Act,  follows, 
and  is  associated  with,  dress  and  piece  silks,  which,  as  they  insist, 
never  include  any  other  material  than  silk.  Suppose  the  fact  to  be, 
as  assumed  by  the  plaintiff,  that  dress  and  piece  silks  are  always 
firee  from  any  admixture  of  cotton,  which  is  denied,  still  the  court 
is  of  the  opinion  that  the  word  ribbons  cannot  properly  receive  the 
special  and  limited  construction  for  which  the  plaintiff  contends. 
Public  policy,  national  purposes,  and  the  regular  operations  of  Gov- 
ernment require  that  the  revenue  system  should  be  faithfully  ob- 
served and  strictly  executed.  Friestman  v.  United  States,  4  DalL  28. 
Words  and  phrases  employed  in  the  revenue  laws  must  be  un- 
derstood as  having  been  used  in  their  known  commercial  signification, 
unless  it  satisfactorily  appears  that  they  were  used  in  some  special 
and  different  sense,  as  collected  or  inferred  from  the  language  of 
the  same  provision  or  some  other  part  of  the  same  act,  or  from  some 
other  act  passed  in  pari  materia.  Laws  imposing  duties  are  passed 
to  raise  revenue  to  provide  for  the  common  defence  and  promote 
the  general  welfare,  and  Congress,  in  framing  such  laws,  must  be 
understood  to  employ  words  and  phrases  according  to  the  general 
usage  and  known  denominations  of  trade.  Certain  Chests  of  Tea,  9 
Wheat  438 ;  Sedgw.  Stat.  &  Const  L  388.    Congress  has  the  power 
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to  lay  and  collect  taxes,  duties,  imposts,  and  excises ;  and,  as  incidents 
to  that  power,  they  may  prescribe  the  manner  in  which  the  duties  may 
be  levied  and  the  value  of  the  goods  ascertained,  and  the  conditions 
upon  which  importations  shall  be  permitted.  Bevenue  laws,  or  laws 
imposing  duties  on  imported  goods,  are  intended  for  practical  use 
and  application  by  men  engaged  in  commerce,  and  hence  it  has  be- 
come a  settled  rule  in  the  interpretation  of  such  acts  of  Congress  to 
construe  the  language  employed  in  such  laws,  and  particularly  in 
the  denomination  of  articles,  according  to  the  commercial  under- 
standing of  the  terms  used.  Elliot  v.  SroartwaiU,  10  Pet  151 ;  {7er- 
tain  Casks  of  Sugar,  8  Pet  279 ;  BarU/w  v.  United  States,  7  Pet 
404  Such  was  the  express  ruling  of  the  Supreme  Court  in  the 
case  of  Curtis  v.  Martin,  3  How.  109,  in  which  Chief  Justice 
Taney,  in  speaking  for  the  whole  court,  said  that  Congress,  in  fram- 
ing laws  imposing  duties,  must  be  understood  as  describing  the  ar- 
ticle upon  which  the  duty  is  imposed,  according  to  the  commercial 
understanding  of  the  terms  used  in  the  law,  in  our  own  markets. 
Borrowing  the  language  employed  by  the  Supreme  Court  in  the 
case  of  Zav?rence  v.  AUen,  7  How.  791,  "  the  articles  imported  in 
this  case  manifestly  come  within  the  letter  of  the  clause  impos- 
ing a  duty  of  "  sixty  per  cent  ad  valorem  on  ribbons.  "  They  are  *' 
ribbons,  and,  being  thus  provided  for  as  ribbons,  the  subsequent 
clause,  admitting  non-enumerated  articles  to  entry  at  a  lesser  rate  of 
duty,  and  not  enumerating  ribbons  among  them,  "  cannot  be  pre- 
sumed to  embrace  or  refer  to  any  thing  already  provided  for." 
Whatever  weight  may  be  due  to  these  suggestions,  still  the  plain- 
tiffs insist  that  the  word  ribbons  as  used  in  the  section  means  silk 
ribbons  only,  because  the  phrase  ''  dress  and  piece  silks  "  precedes 
it,  and  the  word  or  term  "  silk  velvets  "  follows  it  in  the  sentence 
where  it  is  employed ;  but  the  plaintiff  overlooks  the  fact  that  the 
phrase  ''  dress  and  piece  silks ''  is  there  used,  not  in  a  technical  sense 
as  strictly  descriptive  of  the  material  of  which  such  fabrics  are 
manufactured,  but  as  more  particularly  expressive  of  their  denomi- 
nation as  commercially  known  among  mercantile  men  in  our  mar- 
kets. Manufactured  goods  made  wholly  of  silk,  it  is  insisted,  are 
associated  together  in  that  section,  or  at  least  in  that  sentence  of  the 
section ;  but  the  fact  is  not  so,  even  if  it  be  admitted  that  dress 
and  piece  silks  never  contain  any  admixture  of  cotton,  as  velvets 
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jQiairafactiired  partly  of  cotton  and  partly  of  silk  are  associated  in 
the  same  sentence,  and  are  in  terms  subjected,  if  silk  is  the  compo- 
ziant  material  of  chief  value,  to  the  same  rate  of  duty.  Much  less 
can  be  inferred  in  support  of  the  plaintiffs  views  from  what  foUows 
in  the  same  sentence,  as  it  is  quite  apparent  that  the  word  ''  silk," 
as  used  before  the  word  '*  velvets,''  is  employed  to  classify,  or  as  a 
part  of  the  means  of  classifying,  the  different  fabrics  of  that  denom- 
ination, so  as  to  show  that  cotton  velvets  and  all  other  fabrics  of 
that  name,  in  which  silk  is  not  the  component  material  of  chief 
value,  are  not  subjected  to  the  rate  of  duty  therein  specified.  13 
Stat  at  L.  209.  Explanations  in  respect  to  the  articles  enumerated 
in  the  succeeding  sentence  of  the  section,  beyond  those  which  have 
already  been  given,  are  unnecessary,  as  the  plaintiff  admits  in  the 
agreed  statement  that  those  articles,  or  some  of  them,  may  contain 
an  admixture  of  cotton  and  yet  be  legally  liable  to  a  duty  of  sixty 
par  cent  ad  valorem,  as  therein  provided.  Tested  by  these  considera- 
tions, as  the  case  must  be  if  attentively  considered,  it  is  clear  that  the 
maxim,  noscUur  a  sociis,  does  not  control  the  question  of  construc- 
tion, as  is  supposed  by  the  plaintiff.  Unqualified  as  the  word 
ribbons  is  by  its  association,  it  must  be  understood  in  its  usual  com- 
mercial sense,  and  when  so  defined,  the  case  is  wholly  unaffected  by 
the  rule  adopted  in  Bend  v.  Eoj/t,  13  Pet  271,  on  which  the  plain- 
tiffs rely.  They  also  refer  to  the  clause  in  the  prior  act  imposing 
duties  on  ribbons,  and  contend  that  their  views  find  support  from 
that  provision ;  but  the  court  is  of  a  different  opinion  for  several 
reasons.  12  Stat  at  L.  186-293.  Dutiable  ribbons,  it  is  true,  are 
described  as  silk  ribbons;  but  that  provision  is  repealed,  and  the 
word  silk  is  dropped  in  §  8  of  the  subsequent  act,  which  affords  a 
strong  argument  to  show  that  Congress,  by  using  the  general  word, 
and  without  any  qualification,  intended  to  include  velvet  ribbons  as 
well  as  ribbons  manufactured  wholly  of  silk. 
Judgment  for  the  defendant,  with  costs,  as  agreed  by  the  parties. 
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Francis  B.  Bichabdson  v.  Hamilton  D.  Lockwood. 
before  clifford  and  lowell,  jj. 

When  the  Amended  specification  and  new  claim  only  eecare  to  the  applicant  what  he  had 

originallj  described,  the  reissue  is  valid. 
Where  the  adjudication  is  upon  the  same  title,  a  former  Judgment,  if  regularlj  pleaded,  ia 

often  a  bar  to  the  second  suit,  though  some  of  the  parties  may  be  different 
The  decisions  of  the  Supreme  Court  are  authority  in  this  court,  although  none  of  the  partiea 

are  the  same  as  in  the  prior  determination. 
Where  some  additional  evidence  was  introduced  into  a  case  in  this  court,  to  what  was  in  a 

case  previously  determined  in  the  Supreme  Court  upon  the  same  patents,-— ^e/irf,  if  not 

of  a  character  to  affect  the  legal  rights  of  the  parties,  then  the  decision  of  the  Supreme 

Court  is  binding  here. 

The  opinion  contains  a  statement  of  the  essential  facts  in  the 
case. 

Boviwdl  and  French^  for  the  complainant 

Causten  Browne  and  B,  B.  Cv/rtis,  for  the  respondent. 

Clifford,  J.  Letters-patent  were  granted  to  the  complainant 
and  one  Byron  L.  Bichardson,  on  May  8, 1860,  for  a  new  and  use- 
ful improvement  in  enema  sjrringes,  and  the  pleadings  and  proofs 
showed  that  the  complainant  held  the  entire  legal  title  to  the 
patented  invention.  This  suit  was  for  an  alleged  infringement  of 
the  letters-patent,  and  complainant  prayed  for  an  account  and  for 
an  injunction.  Due  service  having  been  made,  the  respondent 
appeared  and  filed  an  answer,  setting  up  several  defences.  He  ad- 
mitted that  the  letters-patent  described  in  the  bill  of  complaint 
were  granted  as  alleged,  but  he  denied  that  the  patentees,  or  either 
of  them,  were  the  original  and  first  inventors  of  the  improvement. 
On  the  contrary,  he  alleged  in  substance  and  effect,  that  the  im- 
provement in  question  was  previously  invented  by  Charles  H.  and 
Herman  E.  Davidson.  They  invented,  as  the  answer  alleged,  not 
only  the  double-necked  syringe  with  two  flexible  tubes  connected 
with  the  elastic  bulb  at  opposite  points,  but  also  the  syringe  known 
as  the  single-necked  syringe,  with  two  flexible  tubes  connected  with 
the  elastic  bulb  at  the  same  point,  with  two  separate  valve  chambers 
and  with  a  threefold  device  called  a  three-way  piece,  for  connecting 
the  elastic  bulb  and  flexible  tubes.  Although,  as  the  respondent 
alleged,  they  invented  both  descriptions  of  syringes,  still,  he  ad- 
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mitted,  in  the  answer,  that  the  alleged  inventors  did  not  make  their 
daim  in  their  original  patent  sufficiently  comprehensive  to  include 
the  single-necked  syringe,  that  the  omission  to  make  such  descrip« 
tion  and  claim  was  occasioned  by  mistake  on  their  part,  and  also  on 
the  part  of  the  commissioner,  both  the  inventor  and  commissioner 
supposing  that  the  two  syringes  were  substantially  the  same,  and 
that  the  description  and  claitn  were  sufficient  to  protect  both  in- 
ventiona  Such  having  been  the  views  of  the  commissioner,  he  re- 
jected the  application,  because,  as  he  supposed  at  the  time,  the  thing 
invented  had  previously  been  described  in  a  certain  published  work 
which  showed  that  the  applicants  were  not  the  original  and  first 
inventors  of  what  was  described  in  the  application  and  specifica- 
tion. Influenced  by  that  view,  the  commissioner  required  them  to 
change  their  daim,  and  they  accepted  a  patent  limiting  their  inven- 
tion and  claim  to  a  "  combination  of  the  prolate  spheroidal  shaped 
elastic  sac,  with  flexible  tubes  terminating  in  valve  boxes  contaiu- 
ing  valves  arranged  for  the  purpose  of  eduction  and  ejection  when 
the  sac,  tubes,  and  valve  boxes  are  in,  or  nearly  in  the  same  axial 
line,  the  whole  operating  substantially  in  the  manner  and  for  the 
purpose  set  forth." 

Their  claim  as  first  made  was  much  restricted,  being  for  "the 
combination  of  an  elastic  sac  with  flexible  tubes,  terminating  with 
suitable  valve  cases  and  valves,  the  whole  operating  substantially  in 
the  manner  and  for  the  purposes"  described  in  the  specification. 
Necessity  compelled  them  to  submit  to  the  decision  of  the  commis- 
sioner, and  they  accepted  the  patent  with  the  restricted  claim. 
That  patent  bore  date  March  31, 1857,  and  it  was,  not  pretended  by 
the  complainant  that  the  invention  secured  in  his  patent,  superseded 
what  is  therein  described  and  patented.  Complainant's  patent  bore 
date  May  8, 1860,  and  the  specification  gave  a  full  description  of 
the  invention  which  need  not  be  reproduced,  as  it  is  given  with  suffi- 
dent  fulness  in  the  case  of  Morey  v.  Lockwood^  8  WalL  230,  to 
which  reference  is  made.  Attempt  is  made  in  the  specification  to 
show  that  the  invention  is  different  from  that  of  the  Davidsom 
patent,  and  no  doubt  is  entertained  that  it  is  so,  if  the  patent  held 
by  the  respondent  is  limited  to  the  claim  set  forth  in  the  original 
patent;  for  it  is  undoubtedly  true,  as  stated  by  the  Supreme  Court 

in  the  case  referred  to,  that  while  the  original  spedfication  and  daim, 
TOL.  IV.  .  9  • 
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remained,  it  was  competent  for  any  one  to  evade  the  patent,  and 
enjoy  the  substance  of  the  improvement  by  a  change  in  the  mere 
form  of  the  construction,  that  is,  by  an  arrangement  of  the  several 
parts  in  any  form,  if  not  in  an  axial  or  straight  Una  Argument  in 
support  of  that  proposition  is  unnecessary,  as  it  is  quite  obvious 
from  the  language  employed  in  the  claim.  But  the  specification 
and  claim  did  not  remain  without  very  material  amendment  as  ex* 
pressed  by  the  Supreme  Court  Subsequent  to  the  time  when  the 
respondent  became  the  assignee  and  owner  of  the  Davidson  patent^ 
he  discovered  the  misteJce  which  had  been  made  by  the  commis- 
sioner, that  the  invention  had  not  been  described  in  any  published 
work,  prior  to  the  time  when  it  was  made,  and  that  the  decision  of 
the  commissioner,  requiring  the  inventors  to  limit  their  claim,  as  it 
appears  in  the  original  patent,  was  erroneoua  Application  was  ac- 
cordingly made  to  the  conmiissioner  to  correct  that  decision,  and 
after  fuU  hearing  the  correction  was  properly  made.  Detailed  de- 
scription of  those  proceedings  need  not  be  given,  as  they  disclose 
nothing  out  of  the  usual  course. 

On  surrendering  the  original  patent  the  same  was  re-issued 
on  an  amended  specification  and  claim,  not  differing  in  legel 
effect  from,  the  original  applicatioiL  In  conformity  to  those 
proceedings  the  re-issue  was  granted  April  26,  1865,  and  the 
Supreme  Court  has  decided  that  it  was  rightfully  granted,  and 
that  the  patent  is  valid.  Material  change  was  made  in  the  speci- 
fication and  claim,  by  omitting  all  those  limitations  which  the 
inventors  had  been  compelled  to  insert  in  consequence  of  the 
erroneous  decisioi^  of  the  commissioner,  and  restoring  it  to  the  ori- 
ginal description,  so  as  to  include  the  actual  invention  as  sub- 
stantially described  in  the  original  application  and  accompanying 
specificatioa  Amendment  was  also  allowed  in  the  claim,  so  that 
it  reads  as  follows :  ''What  is  claimed  as  the  invention  of  Charles 
H.  and  Herman  £.  Davidson,  is  a  syringe  having  an  elastic  bulb,  or 
chamber,  flexible  tubes  and  a  suitable  valvular  arrangement,  when 
organized,  so  as  to  operate  substantially  as  described."  Objection 
was  made,  in  the  case  before  cited,  to  the  alterations  made  in  the 
specification  and  claim  of  the  re-issued  patent ;  but  the  Supreme 
Court  held  that  it  was  the  duty  of  the  commissioner,  under  the 
drcumstances,  upon  being  satisfied  of  his  mistake,  to  allow  the 
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amendments  and  to  grant  the  re-issne,  that  where  the  amended 
specification  and  new  claim  only  secnre  to  the  patentee  the  same 
invention  that  he  had  originally  described,  as  in  this  case,  the  re* 
issue  is  valid.  Had  the  Supreme  Court  stopped  there,  the  case 
before  the  court  here  npght  present  some  matters  for  further  litiga- 
tion; but  they  went  much  further,  and  held  that  the  Davidsons 
were  the  original  and  first  inventors  of  the  syringe  described  in  the 
re-issued  patent^  owned  by  the  respondent,  and  that  the  Bichardson 
syringe  is  an  infrii^ement  of  the  Davidson  invention  as  described 
aoid  claimed  in  the  amended  specificatioa 

Much  consideration  would  be  due  to  the  argument  of  the  com- 
plainant, that  the  decree  in  the  case  of  Loehwood  v.  Morey  does  not 
cover  the  present  case,  if  the  decree  of  the  Circuit  Court  had  not 
since  been  afi&rmed  by  the  Supreme  Court  Affirmed  as  it  is  by 
the  Supreme  Court,  it  becomes  an  authority  in  the  pending  case^ 
unless  the  two  cases  can  be  distinguished,  which  in  our  view  is  im- 
possible, as  the  Supreme  Court  have  expressly  decided  that  the 
complainant's  patent  infringes  that  of  the  respondent,  and  a  com- 
parison of  the  claims  of  the  respective  patents  will  show  that  it 
would  be  very  difficult  to  reach  any  other  conclusion.  What  we 
claim,  say  the  patentees,  of  complainant's  patent  is  our  improved 
manufacture  of  elastic  bulb  enema  sjrring^  as  made  by  combin- 
ing an  elastic  bulb,  two  long  flexible  induction  and  eduction  pipes, 
and  ir^fo  separate  valve  chambers,  with  a  threefold  separate  con- 
nector for  connecting  the  elastic  bulb  and  flexible  pipes.  Some 
weight  would  certainly  be  due  to  the  suggestion  that  the  "  three- 
fold separate  connector"  is  an  improvement  upon  the  invention 
held  by  the  respondent,  if  the  Supreme  Court  had  not  decided 
otherwise ;  but  that  court  has  decided,  in  the  case*  referred  to,  that 
the  defendants  in  that  case  had  constructed  a  syringe  of  the  same 
parts  and  materials  as  that  described  and  used  in  the  patent  owned 
by  the  present  respondent  who  was  the  complainant  in  that  case. 
Hie  present  complainant  was  not  the  sole  respondent  in  that  suit^ 
and  the  respondent  here  was  the  complainant  in  tbat  litigation ;  but 
the  question  as  to  the  title,  validity,  and  novelty  of  the  patents 
were  fully  in  issue  in  that  case,  and  the  same  questions  were  heard 
and  decided,  and  the  same  remarks  may  be  made  as  to  the  issue  of 
infijngement,  except  that  the  question  presented  in  the  pleadings 


132  MASSACHUSETTS  DISTRICT. 


Dike  et  al.  v.  Howe. 


and  decided  by  the  court  was  the  converse  of  the  question  now 
before  the  court  Where  the  adjudication  is  upon  the  same  title^  a 
former  judgment,  if  regularly  pleaded,  is  often  a  bar  to  the  second 
suit,  though  some  of  the  parties  may  be  different ;  but  it  is  not 
necessary  to  rest  the  decision  upon  that  ground,  as  the  decisions  of 
the  Supreme  Court  ate  authority  in  this  courts  even  though  none 
of  the  parties  are  the  same  as  in  the  prior  determination.  Aurora 
CUy  V.  West,  7  Wall  87 ;  (hUram  v.  Mimwood,  3  East,  346. 

Considering  all  this,  stiU  the  complainant  insists  that  the  two  cases 
are  distinguishable  in  the  facts  exhibited  in  the  record.  Some 
additional  evidence  undoubtedly  is  exhibited  in  this  record ;  but  it 
is  not  of  a  character  to  affect  the  legal  rights  of  the  parties. 

Bill  of  complaint  dismissed  with  costs. 


Ltmak  Dike  et  al.  v.  Ghubch  Howe. 

BEFORE  CLIFFOBD  AND  LOWELL,  JJ. 

In  June  and  July,  1866,  the  plaintiffs  received  orders  for  certain  cases  of  boots  and  shoes, 
and  manufactured  the  same  prior  to  the  passage  of  the  act  of  July  13, 1866,  whidi  went 
into  operation  Auguat  1,  following.  This  act  reduced  the  rate  of  internal  revenue  dutiea 
on  these  articles  from  twenty- five  to  two  per  cent.  The  orders  were  accepted,  and  the 
goods  sent  forward  prior  to  the  passage  of  the  amendatoiy  act.  When  the  orders  were 
given  and  accepted,  it  was  expected  that  the  duties  would  be  reduced.  It  was  agreed, 
between  the  parties  to  the  sales,  that  the  purchase  and  sale  of  the  goods  should  not  take 
effect  until  August  1,  next  succeeding  the  acceptance  of  the  orders  and  the  forwarding 
of  the  goods.  It  was  also  agreed  that  the  persons  to  whom  the  goods  were  sent  should 
atore  the  same  for  the  plaintiffs  until  August  1,  the  goods  to  remain  at  the  risk  of  the 
plaintiffs,  but  without  any  chai^ge  for  storage,  and  that  the  bai'gainers  should  have  the 
benefit  of  the  reduction  in  the  rate  of  duties,  if  any  was  made  within  that  period.  After 
the  goods  were  sent,  the  parties  to  whom  they  were  sent  gave  storehouse  reoeipta* 
Freight  was  paid  by  the  parties  to  whom  the  goods  were  aent.  ffeld^  the  goods  were 
subject  to  the  rate  of  duty  required  by  law  prior  to  the  passage  of  the  act  of  July  13, 
1866. 

Bemoval  for  deliveiy  to  others  than  the  agenta  of  the  manufacturer  or  producer,  renders 
the  manufacturer  or  producer  liable  for  the  tax  provided  by  §  30  of  the  act  of  June  30, 
186i. 

The  persons  to'  whom  the  goods  were  sent,  in.  this  case,  wen  not  the  agenta  of  the  manu- 
facturer or  producer,  as  intended  by  the  section  of  the  act  referred  to  in  the  preceding 
note. 

Manufaoturebs  of  boots  and  shoes  were,  with  certain  exceptions, 
required  by  §  24  of  the  act  of  June  30, 1864,  to  paj  a  dutj  of  five 
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per  cent  cuLvalarem  upon  the  articles  "produced  or  manufactured/' 
if  the  same  were  produced  or  sold,  or  if  manufactured  or  made  and 
sold,  or  if  consumed  or  used  by  the  manufacturer  or  producer,  or  if 
removed  for  consumption  or  for  deliveiy,  within  the  United  States, 
to  others  than  agents  of  the  manufEu^urer  or  producer.  13  Stat  at 
L.  264,  269.  Provision  was  also  made  by  §  6  of  the  amendatory 
act  passed  March  3, 1865,  that  "  in  addition  to  the  duties  imposed 
by  the  prior  act,  there  should  be  levied,  collected,  and  paid,  upon 
certain  articles  enumerated  in  the  prior  act^  including  boots  and 
shoes,''  an  increase  of  one  fifth,  or  twenty  per  cent  of  the  duties  or 
rates  of  duty  now  provided  in  said  section,  whether  ad  valorem  or 
specifia    Ibid.  483. 

Eight  hundred  and  twenly-six  cases  of  boots,  of  the  taxable  value' 
of  $29,847  were,  during  the  months  of  Jime  and  July,  1866,  manu- 
&ctured  by  the  plaintiffs,  at  their  place  of  business  in  the  city  of 
Worcester,  in  this  judicial  district  By  force  of  the  act  of  July  13, 
1866,  which  went  into  operation  on  the  first  day  of  the  succeeding 
month,  the  duty  or  tax  on  boots  and  shoes  was  reduced  to  two  per 
cent  ad  valorem^  to  be  paid  by  every  person  maldng,  manufactur- 
ing, or  producing  for  sale  boots  or  shoes,  or  furnishing  the  materials 
thereof,  and  employing  others  to  make,  manufacture,  or  produce  the 
same.  14  Stat,  at  L.  128, 132.  Orders,  oral  or  written,  for  the  goods 
in  question,  were  received  by  the  plaintiffs  from  the  several  parties 
mentioned  in  the  record,  in  the  months  of  June  and  July,  prior  to 
the  passage  of  the  aforesaid  amendatory  act,  reducing  the  rates  of 
internal  revenue  duties,  and  they  accepted  the  orders  and  sent  for- 
ward the  goods  before  the  amendatory  act  was  passed.  Expectar 
tions  were  entertained  at  the  time  the  orders  were  given  and 
.  accepted,  that  the  rates  of  internal  revenue  duties  would  be  reduced, 
as  a  bill  to  that  effect  was  pending  in  Congress,  and  in  considera* 
tion  of  that  fact,  it  was  agreed  between  the  parties  that  the  pur- 
chase and  sale  of  the  goods  should  not  take  effect  until  August  Ist^ 
next  succeeding  the  acceptance  of  the  orders  and  the  forwarding  of 
the  goods;  and  it  was  subsequently  agreed  that  the  persons  to 
whom  the  goods  were  sent  should  store  the  same  for  the  plaintiffs, 
at  their  respective  places  of  business,  until  that  time,  the  goods  to 
remain  at  the  risk  of  the  plaintiffs,  but  without  any  charge  for  stor- 
age; and  that  the  bargainer  should  have  the  benefit  of  the  reduo- 
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tion  in  the  rate  of  duty,  if  any  was  made  within  that  period  by  the 
legialation  of  Congress.  Puisuant  to  that  anangement  the  goods 
in  question  weie  sent,  as  ordered,  to  parties  resident  in  Iowa,  New 
York,  Massachusetts,  Ohio,  Wisconsin,  and  Illinois,  as  more  fully 
explained  in  the  record.  Most  or  all  of  the  goods  so  ordered  and 
sent  remained  on  storage  until  the  time  agreed,  and  were  then  ajH 
pTopriated  by  the  bargainers  as  their  own  property,  without  other 
delivery  or  further  agreement  Difficulty  being  apprehended  by 
the  plaintiGb  in  relation  to  the  taxes  on  the  goods,  the  parties  to 
whom  they  were  forwarded,  subsequently,  at  the  request  of  the 
plaintiffs,  gave  them  storehouse  receipts ;  but  none  such  were  given 
or  required  when  the  goods  were  forwarded.  On  the  contrary,  they 
forwarded  the  goods  without  eacacting  any  promise  for  their  return, 
and  without  insurance,  and  with  the  express  understanding  that 
the  freight  should  be  paid  by  the  persons  to  whom  the  goods  were 
sent  Under  the  circumstances,  the  goods  were  assessed  at  six  per 
cent,  and  the  defendant,  as  the  collector  for  the  eighth  collection 
'  district  in  this  Commonwealth,  collected  the  whole  amount  The 
plaintiffs  protested,  and  brought  an  action  of  assumpsit  to  recover 
back  the  excess  beyond  two  per  cent,  inHiflting  that  the  goods  were 
not  taxable  under  the  primary  act 
A,  HeTiiemoay,  for  the  plaintifb. 

J.  C.  Bopea,  Assistani  United  States  Attorney,  for  the  defendant 
Clifford,  J.  Unless  the  goods  were  manufactured  and  sold 
prior  to  the  passage  of  the  amendatory  act  or  were  removed  for  con- 
sumption or  for  delivery  to  others  than  agents  of  the  manufacturers 
antecedent  to  that  time,  the  plaintiffs  are  entitled  to  judgment,  as  it 
is  clear  that  the  goods  were  not  used  or  consumed  by  the  manufac- 
turers within  the  meaning  of  those  words,  as  employed  in  the  sec- 
tion imposing  the  higher  rate  of  duty  exacted  by  the  defendant 
Goods  of  the  kind  were  taxable  under*  that  provision  when  they 
were  made  and  sold  by  the  manufacturer,  or  when  they  were  re- 
moved, either  for  consumption  or  for  delivery  to  others  than  agents 
of  the  manufacturer,  and  the  defendant  contends  that  his  doings  in 
exacting  the  whole  amount  of  the  tax,  as  assessed,  are  justified  upon 
each  of  those  grounds,  as  appears  by  the  language  of  the  section 
under  which  the  tax  was  levied  and  collected.  Stated  in  other 
words,  the  propositions  of  the  defendant  are  as  fcdlows:  1.  That 
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the  evidence  shows  that  the  goods  were  sold  when  the  orders  were 
accepted,  and  the  goods  were  forwarded  at  the  expense  of  the  per- 
sons who  gave  the  orders.  2.  That  the  evidence  shows  that  the 
goods  were  removed  for  consumption  when  they  were  forwarded, 
as  the  removal  was  made  in  pursuance  of  a  contract  of  sale,  to  take 
^ect  on  a  given  day  in  the  future,  especially  as  the  freight  was 
paid  hy  the  persons  to  whom  the  goods  were  sent ;  and  also  for  the 
reason  that  tiie  goods,  by  the  terms  of  the  contract,  were  not,  in  any 
event,  to  be  returned  to  the  custody  of  the  manufacturers.  3.  That 
the  evidence  shows  that  the  goods  were  removed  for  delivery  to 
others  than  agents  of  the  manufacturers  within  the  meaning  of  the 
ad^  of  Congress  under  which  the  duties  were  assessed  and  collected. 
Extended  discussion  of  the  first  and  second  propositions  is  unne* 
cessary,  as  the  court  i9  of  the  opinion  that  the  defendant  must  pre- 
vail upon  the  third  ground  assumed,  to  wit,  that  the  persons  to 
whom  the  goods  were  forwarded  were  not  the  agents  of  the  plain- 
tiffe,  within  the  true  meaning  of  that  word  as  employed  in  the 
section  under  consideration.  Mere  depositaries  are  not  agents  of 
the  manufacturer  or  producer,  within  the  meaning  of  that  word  as 
there  employed,  as  is  evident  from  the  fact  that  there  may  be  a 
removal  for  deliveiy  to  others  than  agents  of  the  manufacturer  or 
producer ;  and  in  that  event  the  language  employed  shows  just  as 
plainly  that  it  was  the  intention  of  Congress  that  the  manufacturer 
or  producer  should  pay  the  tax,  as  if  it  had  been  so  declared  in 
express  terms. 

Semoval  for  delivery  to  others  than  agents  of  the  manufacturer 
or  producer  renders  the  manufacturer  or  producer  as  clearly  liable 
to  the  tax,  under  the  language  of  that  provision,  as  the  actual 
sale  or  consumption  of  the  article,  or  the  removal  of  the  same 
for  consumption;  but  the  removal  of  the  goods  for  delivery  to 
the  commission  merchant,  or  other  regular  selling  agent  of  the 
manufacturer  or  producer,  creates  no  such  liability,  as  the  intention 
of  Congress,  in  that  event,  was  that  the  goods  should  not  be  liable 
to  taxation  imtil  they  were  sold  or  consumed.  Circular  No.  34, 
2  Int  Bev.  Bee.  52;  Circular  to  Manufacturers,  Ibid.  130;  Let- 
ter, Commissioner  to  Assessor,  Ibid.  156.  Large  manufacturing 
establishments  usually  employ  commission  merchants,  or  other 
regular  selling  agents,  to  dispose  of  their  manufiEtctured  products. 
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and  it  is  quite  obvious,  from  the  language  of  the  provision,  that 
Congress  did  not  intend  to  forbid  or  embarrass  that  agency  in  the 
transaction  of  that  kind  of  business,  nor  is  there  any  necessity  for 
such  l^islation,  as  the  intervention  of  such  regular  agents  in  dis- 
posing of  the  manufactured  product,  is  rather  a  check  than  a  &cilit7 
to  any  fraud  upon  that  branch  of  the  public  revenue,  and  does  not 
occasion  any  embarrassment  to  the  officers  entrusted  with  the  exe- 
cution of  the  laws  providing  for  the  assessment  and  collection  of  the 
internal  revenue  duties.  Manufactured  products  may  be  removed 
for  delivery  to  such  agents,  without  the  goods  becoming  liable  to 
taxation  under  that  provision,  any  more  than  they  would,  if  they 
had  remained  in  the  building  where  the  articles  were  manufactured ; 
but  the  removal  for  deUvery  in  this  case  was  made  under  veiy 
different  circumstances,  and  for  a  very  different  purpose,  as  the 
persons  to  whom  the  goods  were  sent  were  not  the  regular  c^nts 
of  the  plaintiff,  to  sell  their  manufactured  products,  nor  had  they 
authority  in  any  event  to  sell  the  goods  in  question  for  the  benefit 
of  the  manufacturers.  Such  a  theory  finds  no  support  in  the  evi- 
dence, as  the  persons  who  gave  the  orders  received  the  goods,  if  not 
as  actual  purchasers,  certainly  under  a  contract  of  sale  and  purchase 
to  take  effect  on  a  given  day  in  the  future,  and  with  the  distinct 
understanding  of  both  parties  that  nothing  wsus  wanting  to  perfect 
the  sale  but  the  stipulated  lapse  of  time.  They  ordered  the  goods 
as  in  case  of  purchase,  paid  the  freight  on  the  receipt  of  the  goods 
without  any  pretence  of  claim  upon  any  one  for  the  same,  and 
agreed  to  store  the  goods  until  the  stipulated  time  elapsed,  without 
charge  to  the  plaintiffs. 

Ultimate  sale  and  purchase  of  the  goods  were  intended  by 
both  parties,  but  there  was  a  difference  of  opinion  as  to  the  price 
to  be  paid  and  received  for  the  same,  and  to  obviate  that  diffi- 
culty the  plaintiffs  agreed,  if  the  duties  were  reduced  on  or  before 
the  time  stipulated,  that  a  corresponding  reduction  should  be 
made  in  the  price  of  the  goods,  and  as  the  object  in  view  would 
be  defeated  by  operation  of  law  if  the  sale  was  actually  made 
before  the  reduction  took  place,  it  was  agreed  that  the  goods  should 
remain,  during  that  period,  in  the  storehouses  of  the  persons  to  whom 
they  were  sent,  or  until  it  was  settled  whether  Congress  would  or 
would  not  reduce  the  duties.    Viewed  in  the  light  of  those  circum- 
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Stances,  it  might  well  be  contended  that  the  reservation  was  colora- 
ble, and  that  the  property  in  the  goods  passed  to  the  depositaries ; 
but  inasmach  as  it  is  clear  that  the  defendant  must  proceed  upon 
the  ground  that  the  goods  were  removed  for  delivery  to  others  than 
agents  of  the  manufacturers,  no  decided  opinion  will  be  given  on 
that  point  Suppose  the  sale  was  not  completed  as  between  the 
parties,  still  the  court  is  of  the  opinion  that  the  goods  were  removed 
for  consumption  within  the  meaning  of  thatprovision,  as  it  is  clear 
that  neither  party  contemplated  that  they  would  in  any  event  be 
returned  to  the  custody  of  the  manufacturers.  Nothing  remained 
open  but  the  price,  and  nothing  was  wanting  to  fix  the  price  but 
the  lapse  of  a  given  period  of  tima  Attempt  is  made  in  argument 
to  establish  the  proposition  that  storage  was,  in  fact,  paid  by  the 
plaintiffs  for  the  two  hundred  and  eighteen  cases  deposited  with 
the  firm  doing  business  in  the  place  where  the  boots  were  manu- 
factured, but  the  evidence  fails  to  satisfy  the  court  that  the  goods 
were  removed  and  stored  with  any  such  definite  understanding  be- 
tween the  parties.'  Orders  for  the  goods  were  given  in  May,  prior 
to  the  (mssage  of  the  amendatory  act,  under  ''  the  same  precautions 
as  in  the  other  cases,"  which  is  understood  to  mean  that  the  sale 
and  purchase  should  not  take  effect  until  August  1,  following  the 
date  of  the  transaction,  and  that  a  corresponding  reduction  in  the 
price  named  by  the  sellers  should  be  made,  if  the  duties  were  re- 
duced on  or  before  that  time.  Confirmation  of  that  view  is  derived 
firom  the  testimony  of  the  senior  partner  of  the  purchasing  firm. 
He  states,  in  substance  and  effect,  that  the  plaintiffs  preferred  to 
name  a  definite  price  at  that  time,  with  the  understanding  that  the 
proper  deduction  should  be  made  if  the  duties  were  reduced,  and 
he  adds  that  they  had  a  "  difference  "  as  to  thirty  cases,  and  that  in 
the  adjustment  of  that  matter  the  plaintiffs  took  off  $15.00  "  to  pay 
for  storage,"  which  is  the  sum  expressed  in  the  receipt  exhibited  in 
evidence.  Allowed,  as  the  sum  was,  as  matter  of  compromise,  the 
circumstance  is  not  sufficient  to  take  that  portion  of  the  tax  but  of 
the  operation  of  the  rule  applied  to  the  residua 
Judgment  for  the  defendant 
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BEFOBB  COJFFOBD  AND  FOX,  JJ. 

Towns  are  required,  bj  tbe  statute  of  this  State,  to  keep  their  highwiTs  in  sudi  t«pair  as  to 
be  eafe  for  travel,  either  by  day  or  night. 

Compensation  may  be  recovered,  in  tlus  State,  from  anj  town  bound  by  law  to  keep  their 
highways  in  repair,  for  an  injaxy  received  by  any  person  timvelling  on  each  road  or  way, 
in  the  exercise  of  ordinary  care,  provided  it  be  aliowB  that  the  town  had  leaaonabla 
notice  of  tlie  defect. 

A  wooden  awning  was  well  and  strongly  boilt,  projecting  flrom  a  shop  or  building  over  a 
sidewalk;  at  one  end  was  attached  to  the  awnhig,  in  a  safe  manner,  a  board,  used  as  a 
signboard.  As  the  plaintiff  was  passing  nnder  the  signbosrd,  the  awning  was  struck 
by  the  carriage  of  a  teamster,  who  was  driving  in  the  street,  and  who  had  approached 
near  to  the  side  where  the  awning  was.  The  board  foil  and  injured  the  plaintiff.  Bdd^ 
that  the  town  was  not  liable,  because  the  court  could  not  deteraune  whether  the  bodfly 
injuiy  was  received  through  a  defect  or  want  of  repair  of  a  way  or  not 

The  construction  given  to  a  Stete  stetnte  by  the  highest  court  of  the  Stete  in  which  the 
stetute  is  enacted  is  obligatoiy  upon  this  court  when  seeking  the  constructkin  of  that 
stetnte. 

Under  the  laws  of  Maine,  certain  conditions  are  annexed  to  the  right  to  recover  from  a  town 
for  injuries  received  in  consequence  of  a  defective  hi^way,  which  are  as  follows :  — 

The  highway  must  be  one  the  town  is  bound  to  keep  in  repair.  It  must  have  been  defectlw 
at  the  time  of  the  accident. 

The  plaintiff  must  have  been  injured  as  alleged  in  the  declaration. 

The  town  must  have  had  reasonable  notice  of  the  defect  prior  to  the  injury. 

The  plaintiif  must  have  been  in  the  exercise  of  ordinary  care  at  the  time  of  receiving  the 
injury. 

The  injury  must  have  been  occasioned  solely  by  the  defect,  and  not  by  any  want  of  ordi- 
nary care  on  the  part  of  the  plaintiff. 

The  question  whether  the  way  was  out  of  repair,  or  defective,  or  not,  is  one  of  fact  for  the 
jury,  and  that  having  been  submitted  to  them  under  instructions  to  which  no  exception 
was  taken,  the  court  was  not  inclined  to  question  the  finding  or  set  the  verdict  aside  on 
the  ground  that  tliat  was  an  improper  finding. 

It  was  manifest  that  the  juiy  found  the  awning  to  be  a  defeot;  therefore,  the  question  for 
the  court  was,  whether  the  plaintiff  received  the  injury  by  reason  of  such  defect,  nnder 
the  existing  stetute  of  ttiis  State,  conferring  the  right  of  action  in  such  cases. 

IVavellen  may  receive  injuries  while  travelling  upon  defective  highways,  and  such  as  are 
not  occasioned  by  the  defecto  or  their  own  negligence,  and  still  the  town  required  to 
keep  the  same  way  in  repair,  not  be  liable  for  the  injury. 
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An  iajury  mxy  be  produced  bj  the  united  effect  of  a  want  of  repair  in  a  road,  and  eome 
other  eanse,  and  the  injured  party  not  be  entitled  to  recover  from  those  whose  duty  it 
was  to  keep  the  way  in  repair. 

If  m  obetnietion  be  left  in  a  street  by  a  reeponaible  party,  itiU,  if  the  town,  by  Its  own 
neglect,  allow  the  obitmetion  to  remain  until  it  is  chargeable  with  notice,  the  town,  &c., 
is  liable  to  a  person  injured  by  reason  of  the  existence  of  such  obstruction. 

Tbbspass  on  the  case  to  reooyer  damages  for  personal  injury,  al- 
lied to  have  been  received  hy  reason  of  a  defective  highway,  in 
Portland. 

The  alleged  drfect  was  an  awning  projecting  from  the  front  of  a 
store,  over  the  sidewalk.  This  awning  was  strack  by  a  team,  with 
a  high  rack  projecting  over  the  wheels,  and  a  board  was  thereby 
knocked  off  the  awning,  which,  falling  on  the  plaintiff,  passing 
under  the  awning,  caused  the  ixgury. 

Verdict  for  plalntifT. 

Motion  for  new  trial 

AU  other  facts  are  found  in  the  opinion. 

Oeo.  F,  Talbot  and  A,  Merrill,  for  plaintiff. 

J,  W.  Symonds,  City  Solicitor,  for  defendants. 

Clifford,  J.  Travellers  have  a  right  to  travel  by  night,  as  well 
as  by  day,and  towns  are  required  bylaw,in  this  State,  to  keep  their 
highways,  townways,  and  streets  in  such  repair  that  they  shall  be 
safe  and  convenient  for  that  purpose.  Compensation  for  any  bodily 
injury  received  by  a  traveller,  through  any  defect  or  want  of  repair 
in  any  highway,  townway,  or  street,  may  be  recovered  of  the  town, 
bound  by  law  to  keep  the  same  in  repair ;  provided  it  appears  that 
the  town  had  reasonable  notice  of  the  defect  or  want  of  repair,  and 
that  the  plaintiff  was,  at  the  time,  in  the  exercise  of  ordinary  care. 
Ma  Sev.  Stat  227.  Severe  bodily  injuries  were  received  by  the 
plaintiff,  on  the  16th  of  August,  1866,  while  walking  up  Congress 
Street  in  this  city,  by  the  falling  of  a  wooden  awning  attached  to 
the  front  of  the  store,  numbered  366,  occupied  at  the  time  by  Walk- 
er &  Son,  doing  business  as  fruit  dealers  and  confectioners.  When 
the  accident  occurred,  the  plaintiff  was  on  the  sidewalk  on  the  south- 
easterly side  of  the  street,  and  the  evidence  showed  to  the  satisfac- 
tion of  the  court  and  jury  that  she  was  in  the  exercise  of  ordinary 
cara  Although  the  awning  was  constructed  of  wood,  still  the  evi- 
dence showed  that  the  frame  was  well  and  strongly  built,  of  sound 
timbers,  supported  by  four  rafters^  attached  to  a  joist,  spiked 
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Becurely  to  the  front  of  the  building,  and  by  three  iron  rods  or 
braces,  secured  to  the  building  above  the  frame  of  the  awning 
by  screws,  and  connected  with  the  front  of  the  frame  which  sup- 
ported the  awning,  by  screw  bolts  running  through  the  plate  of  the 
awning  frame.  Damages  Were  claimed  by  the  plaintiff  of  the  de« 
fendants  upon  the  ground  that  the  awning,  as  constructed,  rendered 
the  street  defective,  and,  being  unable  to  adjust  the  controversy 
with  the  proper  authorities,  she  brought  an  action  of  trespass  on  the 
case,  against  the  defendants,  in  the  Circuit  Court  for  this  District 
Service  was  duly  made,  and  the  defendants  appeared  and  pleaded 
the  general  issue,  and,  upon  that  issue,  the  parties  at  the  last  term 
went  to  trial,  and  under  the  instructions  of  the  court,  the  district 
judge  presiding,  the  jury  returned  a  verdict  for  the  plaintiff,  assess- 
ing the  damages  in  the  sum  of  S5,000.  Dissatisfied  with  the 
verdict,  the  defendants  filed  a  motion  to  set  it  aside,  and  for  a  new 
trial,  upon  the  following  grounds :  — 

1.  Because  the  verdict  is  against  the  evidence  and  the  weight  of 
the  evidence. 

2.  Because  the  verdict  is  against  law. 

3.  Because  it  is  manifestly  against  the  instructions  of  the  presid- 
ing justice. 

Since  that  time  the  several  questions  involved  in  the  motion 
have  been  very  fully  and  ably  argued,  and  the  court  is  now  pre- 
pared to  dispose  of  the  casa  Certain  conditions  are  annexed  to  a 
right  of  action  for  such  an  injury,  which  are  created  by  the  statute 
conferring  the  right,  either  in  express  terms,  or  by  the  construction 
given  it  by  the  State  courts,  which  is  as  obligatory  in  this  court  as 
the  text  of  the  statute.  Zeffingivell  v.  Warren,  2  Black,  603.  They 
are  as  follows, —  and  they  must  all  concur,  before  it  can  be  held, 
that  the  defendant  town  is  liable.    Nichoh  v.  Brwn»mck;Z  Cliff.  81. 

1.  That  the  highway  was  one  that  the  inhabitants  of  the  town 
were  bound  to  keep  in  repair. 

2.  That  it  was  defective  and  out  of  repair  at  the  time  of  the  ac- 
cident. 

3.  That  the  plaintiff  was  injured  as  alleged  in  the  declara- 
tion. 

4  That  the  town  had  reasonable  notice  of  the  defect,  prior  to  the 
injury. 
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5.  That  the  plaintiff  was  in  the  ezerdse  of  ordinary  care  at  the 
time  the  accident  and  injury  occurred. 

6.  That  the  injury  was  occasioned  solely  through  the  defect  or 
want  of  repair  in  the  way,  whether  highway,  townway,  or  street^ 
and  not  from  any  negligence  or  want  of  ordinary  care  on  the  part 
of  the  injured  party. 

Two  of  those  conditions, —  the  second  and  sixth, — it  is  contended 
by  the  defendants,  did  not  concur  in  the  case,  and  that  the  jury  were 
not  justified  in  so  finding,  either  from  the  evidence  introduced  in 
the  case  or  by  the  instructions  of  the  court  On  the  contrary,  they 
insist  that  the  street  was  not  defective  or  out  of  repair  at  the  time 
of  the  accident,  and  that  the  injury  was  not  occasioned,  either 
wholly  or  in  part,  by  any  defect  or  want  of  repair  in  the  street; 
but  wholly  by  the  negligence  and  carelessness  of  a  third  party,  for 
whose  acts  they  are  not  in  any  respect  responsible.  They  do  not 
impute  any  negligence  or  want  of  ordinary  care  to  the  plaintiff;  but 
they  insist  that  the  injury  was  occasioned  by  the  negligent  and 
careless  act  of  a  teamster  who  was  passing  up  Congress  Street  at 
the  same  time,  travelling  with  his  wagon,  drawn  by  three  or  more 
hoises,  somewhat  faster  than  the  plaintiff.  The  wagon  had  a  high 
rack,  wider  than  the  distance  between  the  wheels,  and  projecting 
over  the  sides  of  the  same,  such  as  teamsters  use  to  transport 
empty  barrels  from  their  place  of  manufacture  in  country  towns  to 
this  market  Although  the  travelled  part  of  the  street  is  forty  feet 
wide,  the  teamster  had  turned  his  horses  to  the  south-easterly  side 
of  the  same,  and  as  the  team  approached  the  place  where  the  ac- 
cident occurred,  the  wagon  wheels  on  that  side  were  moving  in  the 
gutter  near  the  curb-stone,  and,  as  he  rode  alon^  the  top  of  the  rack 
on  that  side,  struck  the  westerly  comer  of  the  awning  just  as  the 
plaintiff  passed  under  it,  knocking  off  the  end  board  of  the  awning, 
used  also  as  a  sign  by  the  occupants  of  the  store ;  and  the  board  so 
torn  from  its  fastenings,  fell  upon  the  head  of  the  plaintiff,  knocking 
her  down  and  bruising  her  badly,  and  injuring  the  nerves  of  the  eyes 
so  severely,  that  she  has  become  entirely  blind,  without  any  pros- 
pect that  she  will  ever  recover  her  sight  Evidence  was  also  intro- 
duced, showing  that  the  awning  was  built  some  two  months  before 
the  accident,  and  that  it  remained  there  some  two  years  and  a  half, 
when,  a  large  mass  of  snow  having  accumulated  upon  the  covering^ 
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it  was  broken  down' by  the  weight  Unless  the  witnesses  misstate, 
the  awning  was  constructed  of  good  materials,  and  it  was  securely 
attached  to  the  front  of  the  store.  Before  the  accident,  the  end 
board  which  was  knocked  off  by  the  teamster  in  the.  manner  de^ 
scribed,  was  once  taken  down,  that  the  occupant  of  the  store  might 
have  his  name  or  the  name  of  his  firm  painted  on  it ;  but  the  tes- 
timony shows  that  it  was  subsequently  replaced,  and  apparently  in 
a  safe  manner,  and  so  continued  to  the  time  the  accident  happened. 
Much  testimony  was  introduced  on  the  question  whether  the  awn- 
ing, as  constructed,  was  of  the  height  and  width  as  required  by  the 
city  ordinance.  On  the  part  of  the  plaintiff,  it  was  insisted  that  it 
was  not  of  the  required  height,  and  that  it  was  also  defective,  inas- 
much as  it  extended  into  the  street,  three  or  four  inches  beyond  the 
curb-stona  Both  of  these  propositions,  if  fact,  were  controverted 
by  the  defendants,  and  they  introduced  testimony  to  establish  the 
opposite  theory ;  but  the  question  whether  the  street  was  ddective 
or  out  of  repair,  in  every  aspect  of  it,  was  one  of  fact  for  the  juiy; 
and  inasmuch  as  the  same  was  submitted  to  their  consideration, 
under  instructions  to  which  no  exceptions  were  taken,  the  court  is 
not  inclined  to  assume  that  in  that  respect  there  was  any  error  in 
the  action  of  the  jury.  Doubts  are  entertained  by  the  district 
judge,  whether  he  would  have  found  in  accordance  with  the  verdict 
if  the  question  had  been  submitted  to  his  determination ;  but  in 
view  of  the  fact  that  there  was  considerable  evidence  in  support  of 
the  finding  of  the  jury,  he  fully  concurs  in  the  conclusion  that  the 
verdict  should  not  on  that  ground  be  set  asida 

Negligence  cannot  be  imputed  to  the  plaintiff;  but  it  is  clear 
to  a  demonstration  that  the  teamster  was  both  negligent  and 
rash,  and  that  if  he  could  be  identified  he  would  be  liable  to 
make  compensation  to  the  plaintiff  for  the  injuries  she  received 
by  the  falling  of  the  board.  Suggestions  of  that  kind,  however, 
are  of  little  or  no  avail,  as  the  evidence  furnishes  no  ground 
to  hope  that  he  can  be  found,  and,  if  discovered,  it  may  be 
fbund  that  he  is  wholly  irresponsibla  Judging  from  the  evi- 
dence as  reported,  the  only  person  who  saw  him  drive  his  wagon, 
or  the  rack  on  the  scune,  against  the  awning,  was  the  police 
officer,  who  testifies  that  he,  the  teamster,  first  collided  with  the 
wagon  of  the  witness,  which  was  standing  on  the  same  side  of 
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the  street,  opposite  the  store  next  below  the  one  to  which  the 
awning  was  attached;  that  he  saw  the  rack  when  it  first  struck 
the  awning;  that  he  halloed  to  him  to  be  careful,  that  he  would 
break  down  the  awning ;  that  he  gave  no  heed  to  the  warning,  and 
that,  as  his  team  advanced,  the  comer  of  the  rack  struck  the  end 
board  of  the  awning,  and  it  fell  on  the  head  of  the  plaintiff  in  this 


Evidently,  the  jury  found  that  the  awning  constituted  a  defect 
in  the  street^  and,  in  view  of  that  finding,  the  only  question  in  the 
case  is,  whether  they  were  also  justified  in  fijiding  that  the  injuiy 
was  received  by  the  plaintiff  through  that  defect,  within  the  mean- 
ing of  the  statute  of  the  State  upon  which  the  action  is  founded. 
By  that  statute  it  is  provided  that  if  any  person  receives  any  bodily 
injuiy  .  .  .  through  any  defect  or  want  of  repair,  or  sufficient  rail- 
ing in  any  highway,  townway,  causeway,  or  bridge,  he  may  recover 
for  the  same,  in  a  special  action  on  the  case,  of  the  county,  town,  or 
peisons  obliged  by  law  to  repair  the  same,  if  such  county,  town,  or 
persons  had  reasonable  notice  of  the  defect  or  want  of  repair.  Me. 
Rev.  Stat.  227. 

Viewed  in  this  light,  as  the  case  must  be,  it  is  manifest  that  the 
rights  of  the  parties  depend  upon  the  true  meaning  of  the  phrase 
in  that  statute, —  "receives  any  bodily  injury  through  any  defect  or 
want  of  repair,"  and  it  is  evident  that  the  parties  by  their  counsel 
have  taken  the  same  view  of  their  rights,  as  is  evidenced  by  their  elab- 
orate briefis  and  very  able  arguments  presented  orally  to  the  court 

Bodily  injury  of  a  very  serious  and  permanent  character,  beyond 
aU  doubt,  was  received  by  the  plaintiff,  without  any  fault  on  her 
part,  by  the  falling  of  the  board ;  but  the  question  is,  whether  she 
received  the  injury  through  the  defect  or  want  of  repair  in  the. 
street,  within  the  meaning  of  that  statute.  Except  where  the  con- 
stitution, treaties,  or  statutes  of  the  United  States  shaU  otherwise  re- 
quire or  provide,  the  laws  of  the  several  States  shall  be  regarded  as 
roles  of  decision  in  trials  at  common  law  in  the  courts  p{  the 
United  States,  in  cases  where  they  apply.  Such  was  the  provision 
of  the  Judiciary  Act,  and  it  has  remained  in  force  to  the  pres- 
ent time  without  modification  or  repeal  1  Stat  at  L.  92.  ''In- 
finite mischief  would  ensue,"  said  Marshall,  C.  J.,  "  should  this  court 
observe  a  different  rule  in  construing  the  statutes  of  a  State^ 
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from  that  established  by  the  judicial  authority  of  the  State."  AT  Keen 
v.  Delancy,  5  Ciaa  22.  In  cases  depending  on  the  statutes  of  a 
State,  the  Federal  courts  adopt  the  construction  given  to  the  stat- 
ute by  the  highest  court  of  the  State,  where  that  construction  is 
settled  and  can  be  ascertained.  FolKa  Lessee  v.  Wendell  et  ai.,  9 
Cran.  98 ;  JSmendarf  v.  Taylor,  10  Wheat.  157.  Justice  to  the 
citizens  of  the  several  States  required  this  to  be  done,  and  the  nat- 
ural import  of  the  words  in  the  act  of  Congress  includes  the 
laws  in  relation  to  evidence  and  rights  conferred  by  statute,  as  well 
as  the  laws  in  relation  to  property.  Vance  v.  Campbell,  1  Black, 
430 ;  Wright  y.  Bales,  2  Black,  535 ;  ZoHng  v.  Marsh,  2  Cliff  319. 
Other  authorities  of  like  import  might  be  cited ;  but  it  is  sufficient 
to  say  that  the  construction  given  to  a  State  statute  by  the  highest 
judicial  tribunal  of  the  State,  is  regarded  as  a  part  of  the  statute, 
and  is  as  obligatory  in  the  Federal  courts  as  the  text  Lejffingwell  v. 
Warren,  2  Black,  599.  Governed  by  those  authorities,  it  becomes 
the  duty  of  the  court  here  to  follow  the  State  decisions,  as  ascer- 
taining the  true  intent  and  meaning  of  the  provision  under  con- 
sideration. "  Persons  may  be  injured,"  said  Shepley,  Ch.  J.,  in  Moore 
v.  Abbott,  32  Me.  39,  *^  while  travelling  on  the  highway,  without  being 
blameworthy  and  without  the  fault  of  those  who  are  required  to 
make  the  ways  safe  and  convenient,  and  in  such  cases  the  risk  is 
their  own." 

Persons  may  also  suffer  injury  while  travelling  upon  the  highway 
which  is  not  safe  and  convenient,  and  the  injury  may  not  be  oc- 
casioned by  the  want  of  repair,  or  by  their  own  want  of  care  to 
avoid  it,  and  in  such  a  case,  the  same  learned  judge  said,  it  would 
be  quite  clear  they  could  not  recover  damages  of  those  who  were 
in  fault  by  neglecting  to  keep  the  way  safe  and  convenient.  Seve- 
ral other  propositions  were  also  laid  down  in  that  case,  which  it  be- 
comes important  to  notice,  as  they  are  directly  applicable  to  this 
case ;  for  example,  that  an  injury  may  also  be  occasioned  by  the 
united  effect  of  a  defect  in  the  way,  and  some  other  cause,  and  in 
that  case  the  court  say  that  the  party  injured  cannot  recover  of 
those  whose  duty  it  was  to  keep  the  way  in  repair ;  because  he  does 
not  prove  that  the  injury  was  occasioned  through  or  by  reason  of 
such  want  of  repair,  and,  as  applied  to  the  case  then  before  the 
court,  no  doubt  is  entertained  that  the  principle  laid  down  is  cor- 
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lect  He  should  prove,  in  oider  to  recover,  that  the  injury  was 
occasioned  entirely  through  the  defect  or  want  of  repair,  for  the 
statute  was  not  intended  to  impose  upon  towns  the  burden  of  mak- 
ing compensation  for  injuries  not  occasioned  by  their  own  neglect 
of  duty.  Travellers  are  bound  to  exercise  ordinary  care,  and  if  they 
do  not  and  their  negligence  or  want  of  ordinary  care  contributes  to 
the  injury,  the  injured  party  cannot  recover  of  the  county  or  town 
bound  to  keep  the  same  in  repair,  as  it  cannot  be  held,  in  that  state 
of  the  case,  that  the  injury  was  occasioned  entirely  by  the  defect  or 
want  of  repair  in  the  way  where  the  injury  occurred,  as  it  is  cer- 
tain that  the  negligence  or  want  of  ordinary  care  of  the  plaintiff 
contributed  to  the  result 

Gases  may  often  arise,  also,  where  the  way  is  defective  and  the 
proof  of  injury  dear,  and  yet  it  may  appear  that  the  act  of  a 
responsible  third  party  either  cau8e4  the  injury  by  forcing  the  in- 
jured party  upon  the  obstruction,  or  contributing  to  it,  as  in  this 
case,  and  in  that  state  of  the  evidence  it  is  equally  clear  that  the 
county  or  town,  though  bound  by  law  to  keep  the  way  safe  and 
convenient,  is  not  liable  to  the  injured  party  under  that  statute, 
as  in  that  state  of  the  case  it  cannot  be  determined  that  the 
bodily  injury  was  received  solely  through  the  defect  or  want  of 
repair  in  the  way.  Expressions  are  certainly  found  in  that  opin- 
ion which  leave  it  to  be  inferred  that  the  exemption  of  towns 
fix>m  liability  under  that  statute,  would  be  extended  to  cases  where 
the  contributory  act  was  the  direct  consequence  of  some  natural  cause, 
as  where  the  horse  of  the  traveller,  though  of  good  temper  and  well 
trained^  is  caused  to  shy  by  lightning,  or  by  the  rays  of  the  moon  sud^ 
denly  falling  on  the  pathway,  through  the  opening  clouds,  or  other 
similar  incidents  occurring  in  the  experience  of  every  one  accustomed 
to  travel  by  night.  Certainly,  towns  are  not  responsible  because  the 
horse  of  the  traveller  suddenly  becomes  frightened  and  starts  aside. 
The  question  of  the  liability  of  towns,  &c.,  where,  under  such  circum- 
stanceSy  the  traveller  is  thrown  over  a  bank  or  iuto  a  stream  for  the 
want  of  a  sufficient  railing,  is  a  very  different  one  from  the  question 
before  the  courts  where  it  appears  that  the  end  board  of  the  awning, 
which  fell  upon  the  head  of  the  plaintiff,  was  forced  from  its  fasten- 
ii^  by  the  negligent  and  rash  act  of  a  legally  responsible  party. 
li&ter  decisions  of  the  State  court  hold  that  the  town  is  not  liable, 
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even  where  the  horse  of  the  traveller,  though  well  trained,  is  caused 
to  shy  by  the  noise  created  by  the  diving  of  a  muskrat  into  the  water 
of  a  stream  at  the  moment  the  horse  is  crossing  the  bridge,  and  where 
the  traveller  was  thrown  from  his  carriage  and  iigured,  from  the 
want  of  a  sufficient  railing.  Such  cases,  and  others  of  a  like  kind, 
as  where  the  horse  is  frightened  by  the  cry  of  a  child  in  an  adjacent 
house,  or  the  shriek  of  an  insane  person,  or  the  sudden  start  of  a 
hare  or  flight  of  a  bird,  present  a  question  of  construction  which,  if 
res  ifUegra,  would  deserve  far  more  consideration  than  the  one  in 
this  case,  as  the  incidents  adverted  to  are  such  as  every  person 
meets  who  is  accustomed  to  travel  in  the  night ;  but  the  court  does 
not  find  it  necessary  to  examine  any  such  question,  as  the  case 
before  the  court  is  unquestionably  controlled  by  the  rule  of  con- 
struction actually  laid  down  in  the  leading  case  decided  by  the 
State  court,  which  has  ever  since  been  followed  without  doubt  or 
hesitation,  as  giving  the  true  construction  and  meaning  of  that  wise 
and  humane  enactment  Bigelaw  v.  Seed,  51  Me.  329  ;  Cotrmbs  v. 
Tops/iam,  38  Me.  204 ;  Anderson  v.  Bath,  42  Me.  348. 

Suppose  the  general  rule  to  be  as  it  is  assumed  by  the  court, 
still  it  is  contended  that  the  cases  Springer  v.  Bowdoinham,  7  Me. 
445,  and  Frost  v.  Portland,  11  Me.  271,  admit  of  an  exception  to 
the  general  rule,  and  that  the  case  before  the  court  properly  falls 
within  that  exception ;  but  the  court  is  of  a  di£Perent  opinion.  Un- 
doubtedly towns  in  certain  cases  are  liable,  under  those  decisions,  for 
an  injury  received  by  a  traveller,  by  means  of  an  obstruction  placed 
or  left  in  a  highway,  townway,  or  street  by  a  responsible  third  party, 
where  the  obstruction  has  been  allowed  to  remain  in  the  highway, 
townway,  or  street,  until  the  town  is  chargeable  with  notice,  but  in 
such  cases,  the  county  or  town  is  liable  to  the  injured  party,  be- 
cause of  their  negligence  in  suffering  it  to  remain,  and  not  on  ac- 
count  of  the  act  of  the  third  party  in  placing  or  leaving  it  in  the 
travelled  part  of  the  way.  They  are  bound  to  repair  any  such  way, 
as  well  as  to  open  and  make  it,  and  by  suffering  the  obstruction  to 
remain  after  they  have  notice  of  its  existence,  they  become  charge- 
able, because  the  way  is  defective  and  out  of  repair.  Such  cases 
however,  afford  no  support  to  the  claims  of  the  plaintiff,  as  they  rest 
entirely  upon  different  ground.  Kidder  v.  Dunstable,  7  Gray,  104 
Beference  need  only  be  made  to  such  portions  of  the  instructions  of 
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the  court  as  relate  to  the  question  under  discussion.  They  were  as 
follows :  ^That  if  the  jury  find  that  the  awning  as  constructed  was 
a  defect  in  the  street,  and  that  the  travelled  part  of  the  same,  out- 
side of  the  sidewalk,  was  safe  and  convenient,  so  that  the  teamster 
with  his  team  could  have  passed  over  any  part  of  it  without  diffi- 
culty, and  that  he  reined  his  team  into  the  gutter,  and  so  drove 
along  as  to  strike  the  awning  with  the  comer  of  his  rack,  and  there- 
by forced  off  the  end  board  of  the  same,  so  that  it  fell  upon  the 
plaintiff,  causing  the  injury  for  which  the  suit  is  brought,  and 
that  the  boaid  would  not  otherwise  have  fallen,  the  defendants  are 
not  liable,  because,  when  an  injury  is  occasioned  by  the  united  effect 
of  a  defect  in  the  highway  and  any  other  cause,  the  town  or  city  is 
not  liable."  Both  parties  agreed  in  the  correctness  of  that  instruc- 
tion, and  inasmuch  as  it  is  substantially  in  accordance  with  the  rule 
laid  down  in  the  leading  case  upon  that  subject  as  decided  by  the 
Supreme  Coiurt  of  the  State,  it  was  the  obvious  duty  of  the  jury  to 
have  followed  it,  and  if  they  had  done  so,  their  verdict  must  have 
been  for  the  defendants.  Any  remarks  to  apply  the  instruction  to 
the  evidence  as  reported  is  quite  unnecessary,  as  the  proper  appli- 
cation is  as  obvious  as  any  thing  can  be  in  judicial  investigationa 
Verdict  set  aside,  and  a  new  trial  granted. 


United  States,  libellants,  v.  The  Schooner  Sarah  B.  Harris, 
BiCHARDS,  Adams,  &  Co.,  Claimants  and  Appellants. 

Under  f  60  of  the  act  of  Mftreh  S,  1799,  merchandiM  free  of  datj  cannot  be  Uwfally  un- 
laden and  delivered  without  a  written  permit  from  the  collector,  and  naval  officer,  if 
any,  for  inch  unlading  and  deliveiy. 

The  permit  reqoired  bj  §  60  ia  the  same  as  the  one  mentioned  in  §  49,  and  that  manifestlj 
is  m  written  permit. 

If  Gongreas  liad  intended  that  goods  not  dutiable  should  be  unladen  an^  delivered  without 
the  permit  described  In  §  49  of  the  Collection  Act,  evidence  of  such  intention  would  be 
found  in  some  part  of  the  act    None  such  is  to  be  found. 

Innocence  of  intention  cannot,  any  more  than  ignorance  of  law,  afford  a  defence  to  the  mas- 
ter or  owner  of  a  vessel  for  a  violation  of  the  prohibition  contained  in  §  60,  of  the  act  of 
Vmreh  2, 1799. 

If  goods  (mackerel)  were  the  property  of  an  American  dtiaen,  taken  on  board  an  American 
vessel  at  a  foreign  port  and  consigned  to  American  consignees,  were  landed  at  a  foreign 
port  for  transshipment  to  the  American  port,  were  caught  in  an  American  vessel  by 
American  fishermen,  and  shipped  to  the  American  port  in  the  American  vessel,  sUIl  they 
could  not  be  unladen  at  the  American  port  without  a  written  permit  under  §  60  of  the 
Collection  Act. 
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Libel  of  infonnation  against  the  schooner  Sarah  B.  Harris,  her 
tackle,  apparel,  and  furniture,  for  a  violation  of  §  60  of  tAe  act  of 
March  2, 1799. 

Goods  imported  or  ''brought"  in  any  ship  or  vessel  from  any 
foreign  port  or  place,  cannot  at  any  time  be  lawfully  unladen  or 
delivered  from  such  ship  or  vessel,  within  the  United  States,  with- 
out a  permit  &om  the  collector  of  the  port,  and  naval  officer  of  the 
same,  if  any,  for  such  unlading  and  delivery ;  and  the  express  pro- 
vision is  that  all  such  goods,  so  unladen  or  delivered  contrary  to 
the  said  prohibition,  shall  become  forfeited,  and  may  be  seized  by 
any  of  the  officers  of  the  customs,  and  where  the  value  thereof, 
according  to  the  highest  market  price  of  the  same  at  the  port  or 
district  where  landed,  shall  amount  to  $400,  the  vessel,  tackle,  ap- 
parel, and  furniture  shall  be  subject  to  like  forfeiture  and  seizure. 
1  Stat  at  L  665;  Waringy.  The  Mayor,  8  Wall  118. 

Pursuant  to  that  provision,  the  schooner  in  this  case  was  seized 
on  the  4th  of  May,  1867,  and  the  allegation  of  the  information  was 
that  she  was  forfeited  to  the  United  States,  because  one  hundred  bar- 
rels  of  mackerel,  of  the  value  of  $2,000,  were,  at  the  time  alleged 
in  the  infonnation,  imported  in  the  said  schooner  from  Port  Mul- 
grave,  in  the  Province  of  Nova  Scotia,  and  were  at  the  time  and 
place  allied,  to  wit,  at  Deer  Isle,  in  the  district  of  Maine,  on  the 
1st  day  of  November,  1866,  unladen  and  delivered  from  the  said 
schooner,  without  a  permit  for  that  purpose  from  the  collector,  and 
naval  officer  of  the  port  where  the  said  goods  were  so  unladen  and 
delivered.  Full  proof  was  exhibited  in  the  record  that  the  quan- 
tity of  mackerel  described  in  the  information  was  imported  in  the 
schooner,  and  that  the  same  were  unladen  and  delivered  at 
the  time  and  place  therein  set  forth,  and  it  was  not  denied  that 
the  mackerel  in  question  exceeded  in  value  the  sum  of  $400. 

George  F,  Talbot,  United  States  Attorney,  for  the  libellants. 

Bradbury  &  Bradbwry,  for  the  claimants. 

Clifford,  J.  American  ships  are  forbidden  to  bring  goods  from 
any  foreign  port  into  the  United  States,  unless  the  master  thereof 
shall  have  a  manifest  in  writing,  signed  by  the  proper  person,  de- 
scribing the  goods  and  the  vessel,  and  containing  the  name  of  the 
port  where  the  goods  were  taken  on  board  and  the  name  of  the 
port  for  which  die  same  are  consigned  or  destined.    1  Stat,  at  I4 
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644.  Imported  goods  may  be  entered  for  consumptioxi  or  for  waie- 
housing,  but  the  entry,  in  either  caae,  most  be  in  writitig,  and  must 
be  made  to  the  collector  of  the  district  within  fifteen  days  after  the 
required  report  of  the  arrival  of  the  vessel  is  filed  by  the  master. 
Ibid.  649.  Such  goods  are  required  to  be  landed  in  open  day, 
and  the  same  section  provides  that  they  shall  not  at  any  time  be 
landed  or  delivered  from  such  ship  or  vessel  ''  without  a  permit 
from  the  collector,  and  naval  officer,  if  any,  for  such  unlading  and 
delivery."  Ibid.  666.  Authority  to  grant  a  permit  does  not  exist 
until  the  duties  are  paid  or  secured  to  be  paid,  and  the  duties 
are  never  paid  or  secured  to  be  paid  before  the  goods  are  imported, 
nor  before  they  are  entered  either  for  consumption  or  warehousing. 
Masters  of  such  ships  or  vessels,  on  their  arrival  within  four  leagues 
of  our  coast,  or  within  any  of  the  bajrs,  harbors,  ports,  or  inlets 
thereof,  are  required,  upon  demand,  to  produce  the  manifest  of  the 
goods  to  such  officer  of  the  customs  as  shall  come  on  board  their 
ship,  for  his  inspection,  and  it  is  made  the  duty  of  the  said  officer 
of  the  customs  to  certify  the  fact  of  compliance  with  that  require- 
ment and  the  day  when  it  was  so  produced.  Examination  of  the 
entry  is  usually  made  by  the  entry  clerk,  and  if  found  to  be  cor- 
rect, the  collector  proceeds  to  estimate  the  duties  ''  on  the  invoice 
value  and  quantity,"  and  if  the  estimated  amount  of  duty  is  paid 
or  secured  to  be  paid  as  required  by  law,  the  collector  certifies  the 
invoice  and  grants  a  permit  in  due  form  for  the  unlading  and  de- 
livery of  the  cargo.  Waring  v.  The  Mayor,  8  WalL  110 ;  Gen.  Eeg. 
(1857)  145.  Congress,  therefore,  has  prescribed  the  rule  of  deci- 
sion, and  while  that  provision  remains  in  force  no  goods  brought  in 
any  ship  or  vessel  from  any  foreign  port  or  place,  unless  falling 
within  some  exceptional  rule  not  applicable  in  this  case,  can  law- 
fully be  unladen  or  delivered  from  any  such  ship  or  vessel  within 
the  United  States  without  a  permit  from  the  collector,  and  naval 
officer,  if  any,  for  such  unlading  and  delivery. 

Three  principal  defences  are  set  up  by  the  appellants.  1.  They 
insist  that  the  proofs  show  that  the  deputy  collector  assented  to  the 
nnlftHing  and  delivery  of  the  mackerel  at  the  time  and  place  alleged 
in  the  information,  and  they  contend  that  a  verbal  permit  under 
the  circumstances  disclosed  in  the  evidence,  is  sufficient  to  shield 
the  schooner  from  the  forfeiture  demanded  in  the  act  of  Congress 
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on  which  the  information  is  founded.  2.  Suppose  the  rule  is  oth- 
erwise, and  that  a  written  permit  is  required  where  the  goods  un- 
laden and  delivered  are  dutiable,  still  they  contend  that  the  decree 
of  the  district  court  in  this  case  was  erroneous,  because,  as  they 
insist,  the  mackerel  in  question  were  American  caught,  and  not 
subject  to  duty,  and  they  contend  that  the  act  of  Congress,  even  if 
it  does  require  a  written  permit  for  the  unlading  and  deliveiy  of 
imported  goods  subject  to  duty,  contains  no  such  requirement  where 
it  appears  that  the  goods  are  not  dutiable,  but  that  the  purpose  of 
the  law,  at  least  in  all  such  cases,  is  as  well  answered  by  a  verbal 
permit  as  by  one  in  writing.  3.  Accessories,  other  than  the  mas- 
ter, are  not  liable  to  the  penalty  annexed  to  the  offence,  unless  they 
were  ''knowingly  concerned  or  aiding  therein  or  in  removing,  stor- 
ing, or  otherwise  securing  the  goods,"  and  the  claimants  insist  that 
the  vessel  in  this  case  is  not  liable  to  forfeiture,  because,  as  they 
assume,  the  master  supposed  and  believed  that  the  mackerel  were 
American  caught,  and  that  they  were  not  subject  to  duty  as  im- 
ported goods. 

Goods  imported  from  a  foreign  country  are  required  to  be 
entered  at  the  custom-house  where  the  vessel  voluntarily  arrives 
with  intent  to  unlade  the  cargo.  They  may  be  entered  for  con- 
sumption or  for  warehousing,  but  they  must  be  regularly  entered, 
and  the  duties  be  paid  or  be  secured  to  be  paid,  before  any  au- 
thority exists  to  grant  a  permit  for  their  unlading  and  delivery. 
Until  the  permit  is  received  by  the  inspector,  no  one  has  authority 
to  remove  the  hatches  or  to  break  bulk,  but  the  cargo  is  imder  the 
charge  of  the  officer  of  the  customs.  By  the  directions  of  the 
principal  Collection  Act,  the  collector,  jointly  with  the  naval  officer^ 
or  alone  where  there  is  none,  shall,  according  to  the  best  of  his  or 
their  judgment  or  information,  make  a  gross  estimate  of  the  amount 
of  the  duties  on  the  goods  to  which  the  entry  of  any  owner  or  con- 
signee, his  or  her  factor  or  agent,  shall  relate,  ^hich  estimate  shall 
be  indorsed  upon  such  entry  and  be  signed  by  the  c^cer  or  officers 
making  the  same. 

Before  any  permit  can  be  issued,  the  amount  of  the  duties  so 
estimated  must  first  be  paid  or  be  secured  to  be  paid,  and  the  pro- 
vision then  is  that  the  collector,  together  with  the  naval  officer, 
where  there  is  one,  or  alone  where  there  is  none,  shall  grant  a  per- 
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init  to  land  the  goods,  &c.,  whereof  entry  ahsJl  have  been  so  made, 
and  then,  and  not  before,  it  shall  be  lawful  to  land  the  said  goods. 
Permits  are  to  be  *'  granted "  by  the  collector,  together  with  the 
naval  officer  where  there  is  one,  or  alone  where  there  is  none,  and 
as  a  further  evidence  that  permits  are  to  be  made  in  writing,  the 
provision  is  that  they  shall  specify  as  particularly  as  may  be  the 
goods  to  be  deUvered,  namely,  the  number  and  description  of 
the  packages,  whether  trunks,  bale,  chest,  box,  case,  pipe,  hogshead, 
barrel,  keg,  or  any  other  packages  whatever,  with  the  mark  and 
number  of  each  package,  and,  as  far  as  circumstances  will  admit, 
the  contents  thereof,  together  with  the  names  of  the  vessel  and 
master,  in  which,  and  the  place  from  whence,  they  were  imported, 
and  no  goods  . . .  shall  be  delivered  by  any  inspector  or  other  officer 
of  the  customs  that  shall  not  fully  agree  with  the  description  thereof 
in  such  permit.  Evidence  that  Congress  intended  that  the  permit 
should  be  in  writing  is  derived  from  every  part  of  the  regulations 
upon  the  subject ;  but  if  more  be  needed  to  make  it  certain  that 
such  was  the  intention  of  Congress,  it  is  found  in  the  fact  that  the 
form  of  the  permit  is  prescribed  by  law,  and  the  same  section 
enacts  that  the  form  of  all  permits  for  the  purposes  aforesaid,  and 
for  deliveries  from  the  public  stores,  shall  be  as  therein  directed 
and  prescribed.  1  Stat  at  L  664  Prior  to  the  granting  of  the 
permit,  the  duties  are  estimated  on  the  invoice  value  and  quantity, 
and  the  amount  as  estimated  being  paid  or  secured  to  be  paid,  the 
collector  certifies  the  invoice  and  grants  a  permit  in  due  form  for 
the  unlading  and  delivery  of  the  cargo,  first  designating  the  pack- 
ages, one  in  ten,  to  be  sent  to  the  public  store  for  examination  and 
marking  the  same  on  the  entry,  invoice,  and  permit.  G^n.  Beg. 
(1857)  145. 

Dutiable  goods,  therefore,  cannot  be  unladen  or  delivered  with- 
out a  written  permit  from  the  collector  as  prescribed  by  law  and 
the  regulations  of  the  Treasury  Department,  but  the  appellants 
contend  that  the  mackerel  in  this  case  were  American  caught,  and 
that  as  such  they  were  not  dutiable,  and  that  imported  goods  not 
dutiable  may  be  unladen  and  delivered  without  a  written  permit 
for  that  purpose.  Evidently  the  proposition  of  the  appellants  em- 
braces two  questions,  one  of  fact  and  one  of  law ;  and  it  is  clear 
that  the  defence  in  this  respect  must  fail  unless  both  are  found  in 
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their  favor.  Duly  enrolled  and  licensed  for  the  mackerel  fiahery, 
the  schooner  sailed  horn  Deer  Isle,  in  this  district,  about  the  last 
of  August,  1866,  on  a  second  cruise  for  mackerel  in  the  bay  of  Cha- 
leur,  with  a  license  to  touch  and  trade  at  any  foreign  port  during 
the  trip.  They  proceeded  to  the  bay,  and  having  caught  some  two 
hundred  barrels,  they  touched  at  Port  Mulgrave,  and  there  took  on 
board  as  freight  the  one  hundred  barrels  of  mackerel  described  in 
the  information,  and  arrived  on  the  return  voyage  at  Green's  Land- 
ing, in  Deer  Isle,  on  the  21st  of  the  same  month.  On  the  day  fol- 
lowing, the  master  reported  the  arrival  of  the  vessel,  and  produced 
to  the  deputy  collector  of  Deer  Isle  an  "  inward  foreign  manifest," 
describing  the  cargo  as  one  hundred  barrels  of  mackerel,  shipped 
by  Charlel^  S.  McDowell,  of  the  American  fishing  schooner  Olivia 
Maria,  taken  on  board  at  Port  Mulgrave,  Nova  Scotia,  and  con- 
signed to  Davis  &  Co.,  at  Green's  Landing,  Deer  Isle.  Although 
there  were  mote  than  three  hundred  barrels  of  mackerel  on  board, 
including  those  caught  by  the  crew  during  the  trip,  still  the  master 
made  oath  that  the  manifest  contained  a  just  and  true  account  of 
all  the  goods  on  board  the  schooner.  He  also  presented  at  the 
same  time  the  certificate  of  Charles  R  McDonell,  as  importer,  cer- 
tifying under  oath  that  he  landed  at  Port  Mulgrave,  Nova  Scotia» 
for  transshipment  to  the  port  of  Deer  Isle,  in  the  United  States,  one 
hundred  barrels  of  mackerel,  and  that  the  same  were  caught  in  said 
American  vessel  by  American  fishermen,  and  shipped  to  the  said 
port  of  Deer  Isle  by  the  said  schooner. 

Appended  to  the  document  is  the  certi^cate  of  Vincent  J.  Wal- 
lace, dated  Oct  15, 1866,  that  the  same  was  signed  and  declared 
before  him  as  comptroller  of  the  customs.  Accompanying  the  cer- 
tificate there  was  also  the  sworn  statement  of  two  persons  repre- 
senting themselves  as  merchants  at  that  port,  in  which  they  declare 
that  the  statements  of  McDonell  in  his  certificate  were  just  and  true 
and  worthy  of  full  faith  and  credit.  Warren,  the  deputy  collector 
at  Deer  Isle,  testifies  that  the  master  of  the  schooner  came  to  his 
office  Oct.  22, 1866,  and  filed  with  him  the  before-mentioned  cer- 
tificates, and  entered  his  vessel ;  that  he  "  made  the  entry  of  the 
one  hundred  barrek  of  mackerel  before  me ; "  that  he  gave  him  no 
written  permit,  but  thinks  that  he  gave  him  a  verbal  one,  and  that 
the  master  asked  him  if  it  was  all  right,  and  that  he  told  him 
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**  Tes,  go  ahead  and  land  your  mackereL"  On  cross-examination, 
the  witness  stated  that  he  did  not  inspect  the  cargo  nor  send  any 
one  to  inspect  it,  and  that  he  had  no  knowledge  of  the  matter,  ex- 
cept what  he  derived  from  the  report  of  the  master  and  from  the 
papers  he  filed  with  him  at  the  time.  Beyond  doubt,  the  evidence 
shows  that  due  report  was  made  of  the  arrival  of  the  schooner  at 
tiie  port  of  Deer  Isle,  and  that  she  brought  as  cargo  one  hundred 
barrels  of  mackerel,  but  the  vessel  was  never  boarded  by  an  officer 
of  the  customs,  nor  was  her  cargo  ever  inspected  in  any  way  or  to 
any  extent  Informed,  as  the  deputy  collector  was,  that  the  mack- 
erel were  American  caught,  and  that  they  had  been  transshipped 
from  an  American  vessel,  he  gave  the  matter  no  attention,  except 
to  say  to  the  master,  in  answer  to  his  inquiry,  that  it  was  all  right, 
and  that  he  might  land  the  goods.  Viewed  in  the  light  of  these 
fitcts,  as  the  case  must  be,  several  questions  arise  which  must  be 
separately  answered.  1.  Whether  the  goods  were  or  were  not 
dutiable ;  because  if  they  were  dutiable,  it  has  already  been  deter- 
mined that  they  could  not  be  lawfully  unladen  or  delivered  with- 
out a  written  permit.  2.  If  the  mackerel  were  not  dutiable,  whether 
a  verbal  permit  was  or  was  not  sufficient  to  save  the  goods  and  the 
vessel  from  forfeitura  3.  Whether  the  verbal  assent  of  the  deputy 
collector  to  the  landing  and  delivery  of  the  mackerel  constitutes 
a  defence  to  the  charge  of  forfeitura 

Influenced  by  the  representations  of  the  master  that  the  mack- 
erel were  American  caught,  and  believing  that  a  written  permit 
was  not  necessary  for  the  unlading  and  delivery  of  goods  not 
dutiable,  the  deputy  collector  admitted  the  goods  to  entry  duty 
free,  and  consented,  in  the  words  before  mentioned,  that  they 
might  be  unladen  and  delivered  without  being  inspected,  and  with- 
out any  written  permit  They  were  supposed  to  have  been  caught 
by  the  crew  of  the  Olivia  Maria,  an  American  vessel,  and  to  have 
been  the  property  of  her  master,  Charles  R  McDonell,  but  the 
district  court  found  that  they  were  British  mackerel,  the  property 
of  one  John  Moore,  a  resident  of  Port  Mulgrave,  and  that  the  same 
were  exported  from  that  port  and  that  the  mackerel  were  subject  to 
duty  under  the  revenue  laws  of  the  United  States.  Examined  in 
detail  as  the  testimony  was  by  the  district  judge,  as  appears  by  his 
opinion,  it  does  not  seem  to  be  necessary  to  reproduce  the  state- 
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ments  of  the  respective  witnesses.  Suffice  it  to  say  that  no  doubt 
is  entertained  that  the  weight  of  the  testimony,  as  then  exhibited, 
ftOly  justified  the  conclusion  formed  by  the  district  judge.  Some 
conflict  of  statement  existed  in  the  testimony,  but  the  careful  anal- 
ysis of  it  made  by  the  district  judge  showed  conclusively  that  the 
mackerel  were  British  caught^  and  that  the  representations  of  the 
master  were  incorrect  Much  additional  testimony  has  been  fur- 
nished since  the  appeal,  and  it  must  be  admitted  that  the  new  testi- 
mony intensifies  the  conflict,  but  the  court  here  is  of  the  opinion 
that  the  mackerel  were  British  caught,  and  that  they  were  exported 
from  Port  Mulgrave  as  the  property  of  John  Moore. 

Concede  the  fact  to  be  otherwise,  still  the  court  is  of  the  opinion 
that  the  mackerel,  even  under  the  circumstances  assimied  by  the 
appellants,  could  not  be  lawfully  unladen  and  delivered  without  a 
written  permit  '' Unavoidable  accident,  necessity,  or  stress  of 
weather  "  are  not  set  up  in  tins  case,  nor  is  there  any  evidence  ex- 
hibited to  support  any  such  defence.  Authorities  founded  upon  the 
exceptions  in  §  27  of  the  Collection  Act  have  no  application  in  this 
case,  as  the  unlading  and  delivery  of  the  goods  were  voluntary  and 
intentional,  and  without  any  unavoidable  accident,  necessity,,  or 
stress  of  weather.  1  Stat  at  L.  648 ;  United  States  v.  Hayward^ 
2  Gall.  485 ;  Peich  v.  Ware,  4  Cran.  358.  Forfeiture  of  property, 
it  is  said,  is  not  incurred  under  the  revenue*  laws,  unless  the  acts 
of  the  master  or  owner  are  attended  with  fraud,  misconduct,  or 
negligence ;  and  it  is  insisted  that  the  owner  is  not  to  sufier  for 
the  fraud,  misconduct,  or  negligence  of  the  revenue  officer,  in  which 
he  did  not  participate.  Fraud  is  not  imputed  to  the  deputy  col- 
lector, but  it  is  clear  that  he  was  guilty  of  negligence  and  omission 
of  duty  80  culpable  as  to  amount  to  misconduct,  and  it  is  clear  to  a 
demonstration  that  the  master  voluntarily  participated  in  that  mis- 
conduct 661  Chests  of  Tect,  1  Paine,  499.  Only  one  hundred  bar- 
rels of  mackerel  were  placed  on  the  manifest,  and  the  master 
voluntarily  broke  bulk  and  landed  the  cargo  before  the  same  had 
been  inspected,  and  without  any  written  permit  Examined  in 
view  of  these  suggestions,  it  is  apparent  that  the  case  before  the 
court  depends  upon  the  general  question  whether  goods  not  duti- 
able, may  be  lawfully  unladen  and  delivered  without  a  written  per- 
mit, and  that  it  does  not  fall  within  any  of  the  exceptions  contained 
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in  the  Collection  Act,  or  any  such  as  are  recognized  as  valid  by  the 
decisions  of  the  Federal  courta  Ignorance  of  the  law  furnishes 
no  excuse,  nor  does  it  constitute  any  valid  defence  that  the  deputy 
collector  was  as  uninformed  in  that  behalf  as  the  master.  United 
SUUes  V.  Lyman^  1  Mas.  504.'  Unquestionably  the  permit  re* 
quired  by  §  50  of  the  Collection  Act  is  the  permit,  the  form  of 
which  is  given  in  the  preceding  section  of  the  same  act,  and  nothing 
can  be  more  comprehensive  or  explicit  than  is  the  language  of  that 
requirement,  in  which  it  is  provided  that  no  goods  brought  in  any 
ship  or  vessel  shall  be  unladen  or  delivered  &om  such  ship  or  vessel 
at  any  time,  within  the  United  States,  without  a  permit  from  the 
collector,  and  naval  officer,  if  any,  for  such  unlading  or  delivery. 
Had  Congress  intended  that  goods  not  dutiable  should  be  unladen 
and  delivered  without  such  a  permit  as  that  described  in  §  49  of 
the  Collection  Act,  it  must  be  presumed  that  some  evidence  of  such 
an  intention  would  be  found  in  some  part  of  the  act ;  but  nothing 
of  the  kind  appears.  Free  goods  are  by  that  form  to  be  included 
in  the  permit,  as  well  as  such  as  are  dutiable.  Reference  is 
made  by  the  appellants  to  §§  45-47,  as  affording  such  evidence; 
but  it  is  quite  dear  that  they  afford  no  support  to  the  prop- 
osition. Merchandise  free  of  duty  is  required  to  be  placed  on  the 
manifest  and  entered,  as  well  as  that  subject  to  duty,  and  a  written 
permit  for  the  unlading  and  delivery  of  such  is  just  as  essential  to 
guard  against  smuggling  and  protect  the  public  interest  as  where 
the  importation  is  subject  to  duty. 

Innocence  of  intention  will  not,  any  more  than  ignorance  of  the 
law,  afford  a  defence  to  the  master  or  owner  of  a  vessel,  for  a 
violation  of  the  prohibition  contained  in  §  50  of  the  Collection 
Act.  They  are  forbidden  to  unlade  or  deliver  imported  goods 
brought  into  the  United  States,  without  the  required  permit,  and 
the  provision  is  that  if  they  do,  and  the  goods  so  unladen  and  de- 
livered amount  to  $400,  the  vessel,  tackle,  apparel,  and  furniture 
shall  be  subject  to  seizure  and  forfeiture. 

Decree  affirmed  with  costs. 
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United  States,  by  indictment,  v,  James  D.  Mabtik  and  Alex- 

ANDEB   C.   FELTON. 

BEFORE  CUFFOBD  AND  LOWELL,  JJ. 

Conspiracy,  as  known  at  eommon  law,  not  being  defined  by  any  act  of  Congress  as  aa 
ofifence  against  the  authority  of  the  United  States,  is  not  cognixable  as  such  in  the  Fed- 
eral courts. 

Two  persons,  one  of  whom  was  cashier  of  a  national  bank,  and  the  other  not  an  officer  of 
any  bank,  were,  under  §  80  of  the  act  of  March  S,  1867,  and  §  55  of  the  act  of  June  3, 
1864,  indicted  for  conspiring  together  to  abstract  certain  money  from  the  bank.  De- 
murrer to  the  indictment,  upon  the  ground  that,  under  the  act  of  June  8, 1864,  the  two 
could  not  be  properly  indicted  for  a  conspiracy  to  commit  an  offence  which,  under  the 
act  of  March  2, 1867,  could  only  be  committed  by  one,  to  wit,  the  bank  officer.  EM, 
that  under  the  act  of  March  2,  1867,  it  is  an  offence  for  an  officer  of  such  an  association 
to  conspire  with  another,  not  an  officer,  to  abstract  or  embezzle  the  funds  thereof,  and 
that  the  indictment  charging  such  two  persons  with  a  conspiracy  to  commit  such  offenoe 
was  good. 

Indictment  against  the  defendants  for  conspiring  together  to  ab- 
stract from  the  National  Hide  &  Leather  Bank,  of  Boston, 'fands 
belonging  to  the  bank. 

The  indictment  was  drawn  on  §  30  of  the  act  of  Congress  ap- 
proved March  2, 1867, 14  Stat  at  L  484,  and  on  §  55  of  the  act 
of  Congress  approved  June  3,  1864, 13  Stat  at  L.  116.  Martin 
was  cashier  of  the  bank ;  Felton  was  not  an  officer  of  any  bank. 

Felton  demurred  to  the  indictment  upon  the  ground  that  two 
persons  could  not  be  guilty  of  a  conspiracy  to  commit  an  .oflTence 
against  the  authority  of  the  United  States,  uuder  the  act  to  "  amend 
existing  laws  relating  to  internal  revenue,"  unless  each  can  be 
guilty  of  a  violation  of  the  law  which  they  are  charged  with  having 
agreed  to  violate. 
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A.  A.  Barvney,  for  the  defendants. 

It  is  sabmitted  that  two  i>ersons  cannot  be  guilty,  under  act  1867, 
cL  169,  §  30,  of  a  conspiracy  to  commit  an  offence  against  a  law  of 
the  United  States,  unless  each  can  be  guilty  of  a  violation  of  that 
law  which  they  are  changed  with  having  agreed  to  violate. 

The  United  States  courts  have  no  common-law  criminal  jurisdic- 
tion ;  all  offences  are  the  creation  of  statuta  Prior  to  the  Stat  1867, 
cL  169,  §  30,  there  was  no  such  crime  as  conspiracy  known  to 
the  Federal  courts,  as  that  offence  exists  at  common  law.  That 
statute  has  not  now  enacted  or  adopted  in  any  respect  the  common 
law ;  it  simply  makes  a  statute  offence,  all  the  elements  of  which 
are  enumerated  in  the  statute,  and  nothing  is  borrowed  or  left  to 
be  supplied  by  inference  from  the  common  law.  The  word  ''  con- 
spire "  is  not  used  in  the  statute  in  a  technical  sense ;  as  there  used 
it  is  strictly  synonymous  with  the  word  «  agree." 

**  If  two  or  more  persons  "  agree  "  to  commit  any  offence  against 
the  laws  of  the  United  States,"  "and  one  or  more  of"  them  "shall 
do  any  act  to  effect  the  object  of  the  "  agreement,  they  "  shall  be 
deemed  guilty  of  a  misdemeanor." 

But  the  bare  agreement  not  only  to  do  an  illegal  thing  but  to  do 
a  legal  thing  in  an  illegal  manner,  and  wholly  irrespective  of  the 
doing  any  act  to  effect  the  object  of  the  agreement  is  a  conspiracy 
at  common  law. 

The  question  then  is,  not  whether  the  defendants  have  been 
guilty  of  an  offence  at  common  law,  but  whether  they  have  been 
guilty  of  the  offence  made  punishable  by  act  1867, 14  Stat,  at  L. 
ch.  169,  p.  484 

The  chaige  in  the  indictment  is  that  Martin  being  a  cashier  of  a 
banking  association,  and  Felton  not  being  a  cashier,  agreed  to  com- 
mit an  offence  against  act  1864,  ch.  106,  §  65,  which  makes  it  an 
offence  for  the  cashier  of  a  banking  association  to  abstract  the  funds. 

Now  this  offence  of  abstracting  the  funds  could  be  committed  by 
Martin  alone ;  it  could  not  be  committed  by  Felton  alone ;  neither 
could  it  be  committed  by  Felton  in  conjunction  with  Martin.  This 
offence  is  a  misdemeanor  by  the  terms  of  the  statute.  In  a  misde- 
meanor there  are  no  accessories.  All  aiders  and  abettors  are  prin- 
cipals. Suppose  Martin  and  Felton  go  together  and  break  through 
the  walls  of  the  bank  and  steal  the  funda    Then  Martin  is  guilty, 
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because  he  is  the  cashier.  Whatever  may  be  Felton's  guilt,  he  is  not 
guilty  under  this  law,  because  he  is  not  within  the  terms  of  it. 
He,  imlike  Martin,  is  not  a  cashier.  Now  suppose  the  plan  is, 
instead  of  taking  the  funds  by  force,  to  withdraw  them  by  fraud 
Suppose  Felton,  at  his  place  of  business,  draws  fraudulent  checks 
upon  the  bank,  which  are  paid  by  Martin,  and  thus  assists  Martin 
in  withdrawing  the  funds.  If  this  were  a  common-law  felony,  Fel- 
ton would  be  an  accessory.  If  this  statute  made  the  oflfence  a 
felony  in  Martin,  Felton,  might,  perhaps,  be  an  accessory.  But  the 
statute  makes  the  offence  a  misdemeanor,  and  Felton  cannot  be  an 
accessory,  for  in  misdemeanors  all  are  principals,  and  he  cannot  be 
a  principal  because  he  is  not  within  the  statute :  the  statute  says 
cashiers,  and  he  is  not  a  cashier. 

Now  the  statute  under  which  the  indictment  was  found  says  '*  if 
two  or  more  persons  agree  to  commit  an  offence."  Agree  to  commit 
is  equivalent  to  agree  that  they  shall  commit  That  is  if  two  or 
more  persons  shall  agree  that  they  shall  commit  an  offence.  That 
who  shall  commit  an  offence  ?  That  they,  that  is  two  or  more 
shall  commit  an  offence.  The  statute  does  not  say  that  if  two  or 
more  persons  agree  that  one  of  them  shall  commit  an  offence  they 
shall  be  punished.  Such  a  construction  of  the  statute  would  be  a 
forced  and  a  strained  construction.  But  courts  do  not  force  and 
strain  the  langu^e  of  statutes  creating  crimes,  to  make  them  cover 
offences  not  plainly  embraced  in  the  words  of  the  statute.  In 
criminal  matters,  courts,  as  guardians  of  the  liberty  of  the  subject, 
adopt  the  contrary  construction. 

Therefore  the  defendants'  offence  does  not  come  within  the  words 
of  the  statute,  and  they  must  necessarily  be  guiltless  of  the  offence 
alleged  in  the  indictment 

O.  8,  Rillard,  United  States  District  Attorney,  and  S,  D.  Hyde, 
for  the  United  States. 

If  the  president  of  the  bank  had  conspired  with  the  cashier  to 
abstract  the  funds  of  the  bank,  there  can  be  no  question  that  the 
offence  would  be  within  the  statute.  The  question  is,  can  there  be 
an  offence  if  an  officer  of  a  bank  conspires  with  another  person,  not 
an  officer  of  a  bank,  to  abstract  the  funds  of  the  bank.  The  terms 
of  the  statute  are  **  conspire  to  commit  any  offence  against  the  laws 
of  the  United  States,  and  one  or  more  of  said  parties  shall  do  any 
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act  to  effect  the  object  thereof  It  was  an  offence  for  Martin  to 
abstract  the  fands  of  the  bank  ;  it  was  likewise  an  offence  for  Mar- 
tin and  Felton  to  conspire  together  for  Martin  to  abstract  the  funds. 
A  boy  under  the  age  of  puberty,  or  a  woman,  or  a  man  in  respect 
to  his  own  wife,  may  be  guilty  as  accessory,  or  as  principal  in 
the  second  degree,  to  the  offence  of  rape.  1  Bisk  Or.  Law,  629 ; 
2  BisL  Or.  Law,  §  1090 ;  1  Hale,  P.  C.  629;  1  East,  P.  C.  446; 

1  Hawk.  P.  0.  7th  ed.  308 ;  1  Russ.  Cr.  Law,  904 ;  Lord  Castle- 
haven,  AtuUei^s  Case,  1  St  Tr.  402. 

For  the  same  reasons,  a  boy  under  the  age  of  puberty,  a  woman,  or 
a  man  in  respect  to  Us  own  wife,  may  conspire  with  a  third  party, 
being  a  man,  to  commit  rape,  although  it  would  be  impossible  for 
the  boy,  woman  or  husband  to  commit  the  offence. 

The  conspiracy  statute  is  not  limited  to  the  revenue  laws,  for,  if 
it  had  been  so  intended,  it  should  have  said,  to  defraud  the  United 
States,  or  to  commit  any  offence  against  the  revenue  laws  of  the 
United  States.  That  it  is  found  in  a  revenue  act  is  no  argument, 
for  Congress  often  incorporates  into  an  act  enactments  foreign  to 
the  subject-matter  of  the  same. 

The  conspiracy  is  not  mei^ed. 

The  conspiracy,  a  nusdemeanor,  is  not  merged  in  the  offence 
which  they  conspired  to  commit,  even  if  executed,  it  being  also  a 
misdemeanor.  1  Biah.  Cr.  Law,  §  53$ ;  2  Bish.  §  149 ;  Qtieen  v. 
Madden  et  al,,  2  Cox,  Cr.  Cas.  355 ;  Qiuefn,  v.  BvUon  et  al,,  3  Cox, 
Cr.  Cas.  229 ;  Same  Case,  11  Q.  B.  948 ;  &aie  v.  Murphy,  6  Ala. 
765  ;  State  v.  Noyes,  25  Vt  415 ;  People  v.  Bicharde  et  al.,  1  Mich. 
216 ;  People  v.  Mather,  4  Wend.  265  ;  Commonwealth  v.  McOowan, 

2  Pars.  SeL  Cas.  341 ;  Stale  v.  Mayberry  et  al.,  48  Me.  218 ;  Com- 
monwealth V.  ffBrien  et  al.,  12  Cush.  84 ;  Commonwealth  v.  Delany, 
1  Grant  (Pa.),  224 ;  Johnson  y.  Stale,  5  Dutch.  453 ;  ElUn  v.  People, 
28  K  Y.  177 ;  Regina  v.  NedU,  1  Car.  &  Kir.  591. 

Cliffobd,  J.  Authority  to  form  associations  for  carrying  on  the 
business  of  banking,  subject  to  certain  conditions  and  regulations, 
is  conferred  by  the  act  of  Congress  entitled  an  *'  act  to  provide  a 
national  currency/'  and  the  same  act  provides  to  the  effect  that 
every  officer  or  agent  of  any  such  association,  who  shall  embezzle, 
abstract,  or  wilfully  misapply  any  of  the  moneys,  funds,  or  credits 
of  the  association,  or  do  any  other  of  the  prohibited  acts  enumerated 
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in  the  same  section,  shall  be  deemed  guilty  of  a  misdemeanor,  and, 
upon  conviction  thereof,  shall  be  punished  as  iheiein  provided.  13 
Stat  at  L.  100, 116.  Conspiracy,  as  known  at  common  law,  not 
being  defined  in  any  act  of  Congress  as  an  offence  against  the 
authority  of  the  United  States,  is  not  cognizable  as  such  in  any 
Federal  court,  but  §  30  of  the  act  of  March  2, 1867,  provides  that  if 
two  or  more  persons  conspire,  either  to  commit  any  offence  against 
the  laws  of  the  United  States,  or  to  defraud  the  United  States  in  any 
manner,  and  one  or  more  of  said  parties  to  said  conspiracy  shall  do 
any  act  to  effect  the  object  thereof,  the  parties  to  said  conspiracy 
shall  be  liable,  both  to  a  certain  penalty  and  to  imprisonment  14 
Stat  at  L.  484. 

Martin  was  the  cashier  of  the  Hide  &  Leather  Bank,  an  associa* 
tion  formed  pursuant  to  the  act  entitled  ''an  act  to  provide  a  na- 
tional currency,"  and  having  its  place  of  business  in  this  city,  and 
he  is  correctly  described  as  such  in  the  introductory  allegations 
of  the  indictment,  and  in  each  of  the  four  counts  which  the  indict- 
ment contains.  Special  reference  wiU  only  be  made  to  the  first 
two  counts,  as  they  all  present  the  same  questions,  and  before 
doing  so  it  should  be  remarked  that  Felton  was  not  an  officer  or 
agent  of  that  bank,  nor  of  any  other  association  formed  under  the  first- 
named  act,  nor  is  he  described  as  such  in  any  one  of  the  counts. 
Instead  of  that,  the  conceded  fact  is  that  he  was  neither  an  officer 
nor  an  employee  of  the  association,  and  the  charge  in  the  first  count 
is,  that  the  defendants,  Martin  being  described  as  the  cashier  of  the 
bank,  did,  on  a  certain  day,  and  at  a  certain  place  in  this  district^ 
unlawfully  conspire  together,  to  fraudulently  and  unlawfully  ab- 
stract from  said  bank  large  sums  of  money,  belonging  to  said  bank, 
with  intent  to  defraud  said  bank.  Certain  acts,  alleged  to  have 
been  done  by  the  respective  defendants,  to  effect  the  object  of  the 
said  conspiracy,  are  also  set  forth  and  described  in  the  same  count, 
as  more  fully  exhibited  in  the  record.  like  the  first  count,  the 
second  alleges  that  the  defendants  on  the  same  day,  and  at  the 
same  place,  did  unlawfully  conspire  together  to  commit  an  offence 
against  the  laws  of  the  United  States,  to  wit,  that  the  said  Martin, 
as  cashier,  should  fraudulently  and  unlawfully  misapply  laige 
sums  of  the  money  of  said  bank,  as  more  fully  set  forth  in  the 
indictment    Appropriate  allegations  are  also  inserted  in  the  same 
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ooant,  describing  the  acts  performed  hj  the  respective  defendants 
to  effect  the  object  of  the  conspiracy,  as  contemplated  by  the 
provision  defining  the  offence,  and  prescribing  the  punishment  for 
its  commission.  Set  at  the  bar,  and  called  upon  to  plead  to  the 
indictment,  the  defendant  Felton  demurred  to  the  same,  upon  the 
ground  that  two  persons  cannot  be  guilty  of  a  conspiracy  to  commit 
an  offence  against  the  authority  of  the  United  States,  under  the 
acf  to  amend  existing  laws  relating  to  internal  revenue,"  unless 
each  can  be  guilty  of  a  violation  of  the  law  which  they  are  charged 
with  having  agreed  to  violate.  Both  defendants  could  not  be 
convicted  of  the  offence  defined  in  §  55  of  the  act  to  provide  a 
national  currency,  as  the  defendant  before  the  court  was  neither  an 
ofiicer  nor  an  agent  of  the  bank,  and  the  proposition  submitted  is 
that,  not  being  such,  he  cannot  be  guilty  of  the  offence  of  conspiracy 
as  defined  in  the  act  to  amend  existing  laws  relating  to  internal 
revenue.  His  counsel  concede  that  if  any  officer  or  agent  of  any 
such  assodation  shall  embezzle,  abstract,  or  wilfully  misapply  any 
of  the  moneys,  funds,  or  credits  of  the  association,  that  such  officer 
or  agent  may  be  indicted,  tried,  and  convicted  of  a  misdemeanor  as 
defined  in  the  act  to  provide  a  national  currency,  and  that  if  two  or 
more  persons,  being  officers  or  agents  of  such  an  association  con- 
spire to  embezzle,  abstract,  or  wilfully  misapply  any  of  the  moneys, 
funds,  or  credits  of  the  association,  and  any  one  of  the  number  so 
conspiring  shall ''  do  any  act  to  effect  the  object  thereof,"  they  may 
be  indicted,  tried,  and  convicted  of  the  offence  of  conspiracy  as 
defined  in  the  act  on  which  the  indictment  is  founded. 

Stated  in  other  words,  the  position  assumed  by  the  defendant  be- 
fore tiie  court  is,  that  inasmuch  as  he  could  not  commit  the  offence 
defined  in  the  act  to  provide  a  national  currrency,  because  he  is  not 
an  officer  or  agent  of  any  such  association,  he  cannot  be  convicted 
and  punished  for  the  offence  set  forth  in  the  indictment,  although 
the  charge  in  the  second  count  is,  that  the  defendants  did  unlawfully 
conspire  together  that  the  other  defendant^  "  as  cashier,  should  fraud- 
ulently "  and  unlawfully  misapply  large  sums  of  the  money  of  said 
bank,  but  the  correctness  of  the  proposition  submitted  must  depend 
upon  the  construction  of  the  provision  on  which  the  indictment  is 
founded,  as  it  would  clearly  be  competent  for  Congress  to  provide  that 
any  person  so  conspiring  with  an  officer  or  agent  of  such  an  associa- 

VOL.  lY.  11 
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tion  to  embezzle,  abstract^  or  wilfully  misapply  any  of  the  moneys, 
funds,  or  credits  of  the  association,  should  be  deemed  guilty  of  con- 
spiracy, and  be  subject  to  the  same  {Punishment  as  the  offending  of- 
jScer  or  agent  of  the  association. 

Whatever  is  well  alleged  in  the  indictment  is  admitted  by  the 
demurrer,  and  in  view  of  that  rule  of  pleading,  the  only  question  is 
whether,  by  the  true  construction  of  the  act  of  Congress,  it  is  de- 
clared to  be  an  offence,  if  an  officer  or  agent  of  such  an  association 
conspires  with  another  person  not  an  officer  or  agent  of  the  bank,  to 
embezzle,  abstract,  or  wilfully  misapply  any  of  the  moneys,  funds, 
or  credits  of  the  association,  including  of  course  the  other  element 
of  the  offence  which  need  not  be  repeated  in  this  connection. 
Omitting  unimportant  words,  the  terms  of  the  act  are, ''  shall  con- 
spire to  commit  any  offence  against  the  laws  of  the  United  States," 
and  one  or  more  of  said  peurties  to  said  conspiracy  shall  do  any.  act 
to  effect  the  object  thereof.  Beyond  all  controversy,  it  is  an  of- 
fence for  the  cashier  to  embezzle,  abstract,  or  wilfully  misapply  any 
of  the  moneys,  funds,  or  credits  of  the  bank,  and  it  seems  equally 
clear  to  the  court  that  if  the  cashier  and  the  defendant  before  the 
court  conspired  together  that  the  former  should  do  those  forbidden 
and  unlawful  acts,  or  any  one  of  them,  and  that  he  the  cashier, 
as  one  of  said  parties,  did  any  act  to  effect  the  object  of  the  conspir- 
acy, that  both  are  equally  guilty  within  the  meaning  of  that  pro- 
vision. Offences  created  by  statute  often  differ  from  offences  at 
common  law,  known  by  the  same  name,  of  which  there  are  many 
examples  in  the  acts  of  Congress,  besides  the  one  under  considera- 
tion, and  in  all  such  cases  the  pleader  must  conform  to  the  require- 
ments in  the  act  of  Congress  defining  the  offence,  even  though  the 
allegations  of  the  indictment  may,  in  those  respects,  depart  from  the 
rules  of  the  common  law.  Valid  exception  cannot  be  taken  to  an 
indictment  for  a  conspiracy  as  known  at  common  law,  where  the 
pleader  sets  forth  a  combination  of  two  or  more  persons  to  accom- 
plish, by  some  concerted  action,  some  criminal  or  unlawful  purpose, 
or  to  accomplish  some  purpose,  not  in  itself  cijminal  or  unlawful, 
by  some  criminal  or  unlawful  means,  even  if  the  indictment  does 
not  allege  that  any  act  was  done  by  any  one  of  the  parties  in  pur- 
suance of  the  unlawful  agreement,  as  the  offence  is  complete  when 
the  unlawful  combination  is  formed,  though  no  act  was  don6 
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towards  canying  the  main  design  into  effect.  CommomoeaUh  v. 
Hunt  et  al.,4:  Met.  Ill ;  Bex  v.  Seward,  1  Ad.  &  E.  185 ;  Beg.  v.  Vm- 
cmt,  9  Car.  &P.  91 ;  Rose.  Cr.  Ev.  406;  3  GreenL  Ev.  93.  Such  an 
indictment  would  obviously  be  bad,  if  drawn  upon  §  30  of  the  act 
to  amend  existing  laws  relating  to  internal  revenue,  as  it  would  omit 
one  of  the  essential  ingredients  of  the  offence  as  defined  in  that  pro*- 
vision.  Indictable  offences,  whether  created  by  statute  or  recognized 
as  arising  at  common  law,  usually  contain  more  than  one  element  or 
ingredient,  and  the  rule  is  universal,  that  unless  every  material  in- 
gredient of  the  charge  is  set  forth  in  the  indictment,  the  defect  may 
be  reached  by  demurrer,  or  the  judgment  may  be  arrested.  Where 
the  indictment  is  for  an  offence  defined  by  statute,  it  is,  in  general, 
sufficient  if  the  pleader  follows  the  words  of  the  statute,  unless  the 
statute  employs  some  technical  term  or  phrase  or  contains  some 
word  or  words  of  compound  signification.  Evidently  the  offence 
set  forth  in  the  indictment  under  consideration  contains  three  es- 
sential ingredients  as  defined  in  the  act  of  Congress. 

1.  That  the  persons  named  in  the  indictment  did  conspire  together 
and  enter  into  an  unlawful  agreement  and  combination,  which  is 
the  legal  signification  of  the  word  conspire  as  there  employed. 

2.  That  they  so  conspired  together  to  commit  an  offence  against 
the  laws  of  the  United  States. 

3.  That  one  or  more  of  said  parties  to  said  conspiracy  did  some 
act  to  effect  the  object  of  said  unlawful  combination  and  agreement 

Objection  is  made,  in  the  first  place,  that  the  defendant  before  the 
court  cannot  be  r^arded  as  falling  within  that  allegation,  as  he 
cannot  be  held  to  have  conspired  with  another  to  commit  an  of- 
fence which  he  himself  could  not  commit,  but  it  should  be  borne  in 
mind  that  the  cashier  of  the  bank  is  named  in  the  indictment,  as 
well  as  the  defendant  making  the  objection,  and  that  the  charge  in 
the  second  count  of  the  indictment  is  that  they  conspired  together 
that  the  cashier  of  the  bank  should  embezzle,  abstract,  and  willully 
misapply  the  moneys,  funds,  and  credits  of  the  association.  Ex- 
amined in  that  point  of  view,  as  the  case  must  be,  it  is  quite  evident 
that  the  circumstance  that  the  defendant  before  the  court  is  neither 
an  officer  nor  an  agent  of  the  association,  is  no  answer  to  the  charge, 
as  to  adopt  that  theory  wotdd  be  to  admit  that  it  is  not  unlawfiil  for 
the  cashier  of  the  bank  and  the  objecting  defendant,  to  conspire  to- 
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gather  that  the  former  shall  embezzle,  abstract,  and  wilfully  misapply 
the  moneys,  funds,  and  credits  of  the  institution,  which  cannot  be 
admitted,  as  the  alleged  conspiracy  is  to  do  an  act,  which,  if  com- 
mitted by  him  or  even  by  the  parties  jointly,  would  render  the 
cashier  liable  to  an  indictment  and  imprisonment  for  a  term  not  less 
than  five  nor  more  than  ten  years.  Viewed  in  that  light,  it  is  quite 
dear  that  the  first  ingredient  of  the  offence  is  well  pleaded  and  that 
the  defendant  as  a  conspirator  with  the  cashier  of  the  bank  falls 
within  its  terms.  Suppose  that  is  so,  still  the  defendant  contends 
that  he  does  not  faU  within  the  second  ingredient  as  pleaded,  as  he 
insists  that  there  cannot  be  a  conspiracy  unless  two  or  more  com* 
bine  together  by  concerted  means,  to  accomplish  the  unlawful  pur- 
pose, or  to  accomplish  a  purpose  not  in  itself  unlawful  by 
criminal  or  unlawfid  means,  and  the  argument  is  that,  inasmuch 
as  he  could  not  commit  the  offence  of  embezzlement  as  defined  in 
the  act  to  provide  a  national  currency,  the  two  defendants  cannot 
conspire  together,  in  the  l^al  sense,  to  commit  that  offence ;  but  the 
allegation  in  the  second  count,  as  already  explained,  is  that  they 
conspired  together  that  the  cashier  of  the  bank  should  embezzle,  ab- 
stifftct,  and  wilfuUy  misapply  the  moneys,  funds,  and  credits  of  the 
bank,  and  it  is  clear  to  a  demonstration  that  the  cashier,  as  such  ofi&- 
cer,  could  commit  the  offence,  and  that  if  he  did  commit  it,  he  could 
be  indicted,  tried,  and  convicted  of  a  misdemeanor,  and  be  punished 
jE^  therein  provided.  Tested  by  these  considerations,  it  is  the  opin* 
ion  of  the  court  that  the  objections  to  the  allegations  setting  forth 
the  second  ingredient  of  the  offence  are  not  well  founded. 

Extended  remarks  in  respect  to  the  allegation  setting  forth 
the  third  ingredient  are  unnecessary,  as  some  one  or  more  of  the 
assignmetits  in  each  count  allege  that  the  act  or  acts  to  effect  the 
object  of  the  conspiracy  were  done  by  the  cashier  of  the  bank  as 
one  of  the  parties  to  the  unlawful  agreement  and  combination, 
and*  in  pursuance  of  the  said  conspiracy.  Eeduced  to  proposi- 
tions, the  several  objections  taken  to  the  indictment  amount  to  the 
same  thing,  as  they  are  all  founded  on  the  theory  that  two  persons 
cannot  in  any  legal  sense  conspire  to  commit  an  offence  unless,  if 
they  effected  the  object  of  the  conspiracy,  each  could  be  indicted, 
tried,  and  convicted  of  the  offence,  which  is  by  no  means  correct 
as  a  universal  rule.    Examples  to  the  contrary  are  put  by  the  dis* 
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trict  attorney,  and  the  authorities  cited  by  him  support  his  views. 
1  Bisk  Or.  Law  (3d  eA),  §  629;  2  BisL  Cr.  Law,  §  1090;  1  Hale, 
P.  0. 629 ;  1  East,  P.  C.  446 ;  1  Hawk.  P.  C.  7th  ed.  308 ;  1  Eusa  Cr. 
Law  (ed.  1853),  676 ;  Audits  Cote,  3  How.  St  Tr.  402.  Other  ex- 
amples may  be  put  of  an  equally  apposite  character.  Two  persons 
cannot  be  jointly  indicted  for  perjury,  as  the  offence  is  in  its  nature 
several,  though  the  two  peisons  may  make  the  same  false  and  cor* 
rapt  statement  in  the  same  case  and  on  the  same  day,  so  that  it  is 
incorrect  to  say  that  two  persons  cannot  commit  the  same  act  of 
perjury.  Provision  is  made  by  §  18  of  the  principal  crimes  act,  for 
the  trial,  conviction,  and  punishment  of  persons  committing  wilful 
and  corrupt  perjury  in  any  suit,  controversy,  matter,  or  cause  de« 
pending  in  any  of  the  courts  of  the  United  States.  1  Stat  at  L 
116.  Clearly  no  two  persons  can  commit  the  same  act  of  perjury 
under  that  provision,  as  the  act  of  the  respective  parties  would  be 
several  and  not  joint,  and  yet  it  would  not  be  difficult  to  suppose  a 
case  where  they  might  be  jointly  indicted  as  having  conspired  to- 
gether that  one  should  swear  falsely  in  a  cause  pending  in  a  Federal 
courts  in  which  both  were  interested,  if  it  also  appeared  that  the 
party  designated  to  commit  the  offence  had  entered  the  witness 
stand  and  taken* the  necessary  oath  in  pursuance  of  the  unlawful 
agreement  and  combination,  and  was  only  prevented  from  testifying, 
as  he  had  agreed  with  his  confederate  to  do,  by  sudden  sickness. 
His  confederate  could  not  commit  the  crime  which  he  with  his  con- 
federate had  conspired  to  commit,  because  if  his  confederate  in  turn 
entered  the  witness  stand  and  made  the  same  false  statement  as  that 
contemplated  by  the  conspiracy,  it  would-  be  a  different  crime,  and 
one  for  which  the  party  committing  it  would  alone  1^  responsibla 

Stress  is  also  laid,  in  the  arguments  for  the  defendant,  upon  the 
introductory  words  of  the  section,  which  are  "  that  if  two  or  more 
persons  conspire  to  commit  any  offence,"  and  the  argument  is  that 
the  meaning  of  the  phrase  is  tiie  same  as  it  would  be  if  it  read 
^  conspire  or  "  agree  that  they  shall  commit  the  offence,  but  the  court 
is  not  able  to  adopt  that  construction  of  the  section,  as  it  would  al- 
low every  person  not  an  officer  or  agent  of  such  an  association  to 
conspire  with  any  such  officer  or  agent  to  embezzle,  abstract,  or  wil- 
fully misapply  the  entire  moneys,  funds,  and  credits  of  the  associa- 
tion with  perfect  impunity. 
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Any  aigament  to  show  that  the  offence  of  conspiiing  in  this  case 
is  not  merged  in  the  completion  of  the  object  of  the  conspiracy  is 
unnecessary,  as  the  offence  which  the  defendants  conspired  to  com- 
mit is  itself  only  a  misdemeanor.  JSex  v.  Button,  3  Cox,  Cr.  Ca& 
237;  Same  Case,  11  Q.  B.  948;  State  v.  Noyee,  25  Yt  415;  People 
V.  Mather,  4  Wend.  265 ;  StaU  v.  Mdyberrtf  et  al.,  48  Me.  218 ; 
CommoniveaUh  v.  ffBrien,  12  Gush.  84 ;  JElkifn  v.  The  People,  28  N. 
Y.  177;  Heg.  v.  Neale,  1  Car.  &  Kir.  591. 

Much  consideration  has  been  given  to  the  very  able  argument  for 
the  defendant,  but  the  court  is  of  the  opinion  that  the  demurrer 
must  be  overruled. 


James  S.  Ateb  et  al,  Appellee,  v.  The  Steamer  Glaucus,  The 
Metropolitan  Steamship  Company,  Claimants  and  Appellants. 

There  are  cases  in  which  it  is  suggested,  if  not  decided,  that  an  appellate  conrt  will  not  in 
general  examine  the  decree  of  tiie  subordinate  conrt  npon  the  merits,  where  the  matter  in 
issue  depends  npon  the  credibility  of  witnesses. 

Since  the  passage  of  the  act  of  March  8, 1808,  appeals  are  allowed  to  the  Circuit  Conrt  from 
any  decree  rendered  in  the  District  Court  in  any  cause  of  admiralty  and  maritime  juris- 
diction,  when  the  matter  in  dispute,  ezckisiTe  of  ooats,  exceeds  the  sum  or  value  of  fifty 
dollars. 

Hie  rules  of  the  Supreme  Court  provide  that  the  testimony  given  in  the  District  Conrt 
may  be  taken  down  by  the  cleric  and  transmitted  to  the  Circuit  Court,  or,  it  may  be 
retaken  by  depositk>n ;  and  the  fiftieth  rule  provides  that  further  proof  may  be  taken  in 
the  Circuit  Court  This  shows  that  the  facts,  as  well  as  the  law,  are  open  to  revision 
in  the  Circuit  Court 

Where  the  appeal  is  on  a  question  of  fhct,  the  burden  is  on  the  appellant  to  show  thai  the 
decision  of  the  inleiior  court  was  erroneoos;  but  the  court  of  paramount  jurisdiction  wiU 
examine  the  whole  testimony  in  the  case. 

Both  vessels  in  this  case  were  bound  to  observe  and  fbllow  the  rules  and  regulations  estab- 
lished by  Congress  to  prevent  ooUisioiis,  and  if  they  had,  the  ooUision  would  not  have 
occurred. 

This  was  not  a  case  of  inevitable  accident,  because  one  or  the  other,  or  both,  were  in  fault 

Steamships  are  required  to  keep  out  of  the  way  of  sailing  vessels  when  the  two  are  pro- 
ceeding in  such  directions  as  to  involve  risk  of  collision,  and  the  sailing  vessel  is  re- 
quired to  keep  her  course  subject  to  the  qualification  applicable  to  both,  which  is,  that 
due  regard  must  be  had  to  all  dangers  of  navigation,  and  also,  to  any  special  circum- 
stances, which  may  exist  at  the  time,  rendering  departure  torn  the  requirement  neces- 
sary in  order  to  avoid  immediate  danger. 

When  witnesses  on  the  different  sides  make  irreconcilable  statements,  the  question  as  to 
which  shall  be  believed  is  to  be  detennined  by  ascertaining  who  had  the  best  means  of 
knowledge  and  observatton,  as  to  the  facts  npon  which  the  conflicting  evidence  is  gbnvL. 

The  master,  mate,  wheelsman,  and  two  seamen,  were  on  the  deck  of  a  schooner  at  the  time 
of  her  oolUsion  with  a  steamer.    Three  peisons,  the  pilot,  second  mate,  and  wheelsman, 
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wen  in  the  pilot-bonse  of  the  steamer,  and  one  seaman  on  her  deck.  These  observed 
the  schooner  when  a  mile  distant,  and  testified  that  she  subsequently  changed  her  coarse 
before  the  collision.  The  witnesses  on  the  schooner  testified  that  she  did  not.  Hdd, 
in.  thie  case,  the  witnesses  on  board  the  scliooner  had  the  best  ^eans  of  knowledge  as  to 
what  her  management  was. 

CSrcomstantial  evidence  may  be  sufficient  to  control  direct  testimony,  but  in  sach  case,  the 
drcumstantial  fkcts  firom  wliich  the  inference  is  to  be  drawn,  should  be  fUlly  proved. 

An  inference  from  an  inference  does  not  have  much  probative  force. 

A  schooner  in  a  clear  night,  with  proper  lights  set,  was  heading  north-vrest  by  west.  A 
steamer  was  heading  east  by  north.  Witnesses  in  the  pilot-house  of  the  steamer  said 
they  saw  both  the  red  and  green  light  of  the  schooner,  and  as  the  two  vessels  approached 
each  other,  the  green  light  disappeared,  from,  which  it  was  argued  that  she  must  have 
ported  her  helm,  and  fallen  off  to  the  leeward.  A  seaman  on  the  deck  of  the  steamer, 
and  standing  on  her  starboard  bow,  saw  only  the  red  light  of  the  schooner,  and  reported 
the  same  to  the  pilot.  HtUL,  it  was  a  case  where  It  was  the  duty  of  the  steamer  to  keep 
out  of  the  way  of  the  schooner. 

Libel  in  admiialtj  in  a  cause  of  coUisioiL 

Damages  were  claimed  in  this  case  by  the  libellants,  as  the 
owners  of  the  schooner  Electric  Flash,  on  accoont  of  a  collision 
which  occurred  between  the  schooner  and  the  steam-propeller 
Glaucns,  at  ten  o'clock  in  the  evening  of  Feb.  1,  1868,  in  Long 
Island  Sound,  nearly  opposite  to  New  Haven,  by  which  the 
schooner,  with  a  full  cargo  on  board,  was  run  down  and  sunk, 
and  became  a  total  loss.  Just  before  the  collision  took  place, 
the  schooner  was  close  hauled  on  the  port  tack,  beating  up  the 
Sound,  on  a  voyage  from  Kewfoundland  to  the  port  of  New  York, 
and  when  she  descried  the  steamer  she  was  heading  north-west  by 
west,  and,  having  a  whole  sail  breeze  from  the  west-south-west,  she 
was  making  five  and  a  half  knots  an  hour.  Her  cargo  consisted  of 
frozen  herring.  The  owners  claimed  damages  for  the  loss  of  the 
cargo  as  well  as  for  the  loss  of  the  schooner,  and  also  for  the  loss  of 
her  provisions,  nautical  instruments,  and  charts.  Bound  down  the 
Sound,  the  Glaucus,  a  steam-propeller  of  eighteen  hundred  and 
forty-eight  tons,  new  measurement,  was  on  a, voyage  from  New 
York  to  Boston,  and  she  was  heading  east  by  north,  and  was  mak- 
ing eleven  knots.  These  facts  were  undisputed.  It  also  appeared 
that  the  night  was  clear,  and  that  the  moon  was  shining  and  unob- 
scured  by  clouds. 

John  C,  Dodge,  proctor  for  the  libellants. 

F.  C.  Lormg  arid,  M,  F.  Dickinson,  Jr.,  proctors  for  the  claimants. 

Cliffobd,  J.  Causes  of  collision,  civil  and  maritime,  since  the 
passage  of  the  act  establishing  certain  rules  and  regulations  for  pre- 
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venting  such  disasters,  depend,  in  most  cases,  upon  controverted 
matters  of  fact,  to  be  determined  by  the  testimony  of  witnesses 
rather  than  upon  questions  of  law.  Decided  cases  may  be  referred 
to  in  which  it  is  suggested,  if  not  positively  stated,  that  an  appellate 
court  will  not,  in  general,  re-examine  the  decree  of  the  subordinate 
court  upon  the  merits  in  such  a  case,  where  it  appears  that  the 
matter  in  issue  depends  upon  the  credibility  of  the  witnesses ;  but 
those  remarks  were  not  necessary  to  the  decision  of  the  appeal  in 
any  one  of  those  cases,  nor  do  they  express  the  correct  rule  upon  the 
subject  as  understood  at  the  present  time  in  the  Supreme  CourL 
NeuxllY.Jfrartonetal.f3  Wall  267;  The  Potomac,  2  Black,  684;  The 
MarceUus,  1  Black,  417 ;  The  Water  Witch,  Ibid.  500.  Since  the 
passage  of  the  act  of  March  3, 1803,  appeals  are  allowed  to  the  Cir« 
cidt  Court  from  any  decree  rendered  in  the  District  Court,  in  any 
cause  of  admiralty  and  maritime  jurisdiction,  where  the  matter  in 
dispute,  exclusive  of  costs,  exceeds  the  sum  or  value  of  fifty  dol- 
lars, and  the  provision  is,  that  the  Circuit  Court  is  authorized 
and  required  to  "receive,  hear,  and  determine  such  appeal."  2 
Stat  at  L  244.  Provision  is  also  made,  by  the  rules  prescribed 
by  the  Supreme  Court,  that  the  testimony  given  in  the  District 
Court  may  be  taken  down  by  the  clerk  and  be  transmitted  to  the 
Circuit  Court,  to  be  there  used  on  the  appeal,  or  it  may  be  re- 
taken by  deposition  at  the  election  of  the  parties,  and  the  fiftieth 
rule  provides  that  further  proof  may  be  taken  in  the  Circuit  Court, 
which  shows  to  a  demonstration  that  the  facts  as  well  as  the  law 
of  the  case  are  open  to  revision  on  appeal  in  the  Circuit  Court 
The  Baltimore,  8  Wall  382.  Where  the  appeal  involves  a  question 
of  fact,  the  burden  is  on  the  appellant  to  show  that  the  decree  ren- 
dered in  the  subordinate  court  is  erroneous ;  but  it  is  a  mistake  to  sup- 
pose that  the  court  of  paramount  jurisdiction  will  not  re-examine 
the  whole  testimony  in  the  casa    2  Stat  at  L  244 ;  8  Wall.  382. 

Both  vessels,  under  the  circumstances  of  this  case,  were  bound 
to  observe  and  follow  the  rules  and  regulations  established  by  Con- 
gress to  prevent  collisions  on  the  water,  and  it  is  clear,  if  they  had 
done  so,  the  collision  would  not  have  occurred.  13  Stat  at  L.  60. 
Inevitable  accident  is  not  even  suggested,  nor  could  it  be  with  any 
hope  that  any  such  view  would  be  adopted  by  the  court,  as  it  was 
clear  that  one  or  the  other,  or  both,  were  in  fault    Union  Steamship 
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Co.  V.  IfewYark  and  Virginia  Steamship  Co,,  24  How.  313 ;  The  Morn- 
ing JUght,  2  WalL  556.  Proper  regulation  lights  were  shown  by  the 
schooner,  as  required  by  law,  and  the  proofs  also  show  to  the  entire 
satasfaction  of  the  court  that  she  had  a  competent  lookout  properly 
stationed  on  the  vessel  Proper  side-lights,  as  required  by  the  regu- 
lations^ established  by  the  act  of  April  29, 1864,  were  also  shown  by 
the  steamer ;  but  she  had  *'  a  central  range  of  two  white  lights,*'  as  re- 
quired by  §  11  of  the  act  of  July  25, 1866,  for  "  all  coasting  steamers  " 
and  other  steamers,  navigating  bays,  lakes,  rivers,  &c.,  as  therein  spe- 
dfically  provided  13  Stat,  at  L.  59 ;  14  Stat  at  L.  228.  Extended 
remarks  upon  the  circumstance  that  the  steamer  had  two  white 
lights,  instead  of  one  only,  as  prescribed  by  the  first-named  pro- 
vision, are  unnecessary,  as  it  is  clear,  even  if  the  steamer  was  not 
one  falling  within  the  regulation  established  by  the  subsequent  act, 
that  the  circumstance  that  she  had  two  white  lights  did  not  contrib- 
ute, in  any  respect  whatever,  to  the  disaster. 

The  respondents  admit  that  the  two  vessels  came  in  collision  on 
ihe  day,  and  substantially  at  the  place,  as  assumed  by  the  libel- 
lants,  and  that  the  schooner  suffered  damage;  but  they  do  not 
admit  that  she  was  totally  lost,  nor  do  they  admit  the  extent  of  the 
injury  to  the  cargo,  as  alleged  in  the  libel  They  admit  the  col- 
Usion,  without  qualification,  and  the  proofs  show  that  the  steamer 
struck  the  schooner  on  the  port  bow,  near  the  stem,  carrying  away 
the  bowsprit,  stem,  and  port  knight-head,  and  that  the  effect  of 
the  blow  extended  across  the  vessel,  crushing  out  the  starboard 
bow,  which  caused  the  vessel  immediately  to  capsize  and  sink. 
Steamships  are  required  to  keep  out  of  the  way  of  a  sailing  ship, 
when  the  two  are  proceeding  in  such  directions  as  to  involve  risk 
of  collision,  and  the  correlative  duty  required  of  the  sailing  ship 
is  that  where  one  of  two  ships  are  required  to  keep  out  of  the 
way,  the  other  shall  keep  her  course,  subject  to  the  qualification  . 
applicable  to  both,  that  due  regard  must  be  had  to  all  dangers  of 
navigation,  and  also  to  any  special  circumstances  which  may  exist 
at  the  time,  rendering  a  departure  from  the  requirement  necessary, 
in  order  to  avoid  immediate  danger.  13  Stat  at  L.  61 ;  Mail  Steam^ 
Aip  Co.  V.  Rumball,  21  How.  384 

Argument  to  show  that  those  rules  are  applicable  to  the  case  before 
the  court  is  unnecessary^  as  that  point  is  conceded  by  both  parties. 
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and  is  too  plain  for  controversy.  Prior  to  the  collision,  and  at  the 
time  the  two  vessels  came  together,  five  persons,  to  wit^  the  master, 
mate,  wheelsman,  and  two  seamen,  were  on  the  deck  of  the  schooner, 
three  having  been  there  for  some  time,  and  the  other  two  came  up 
from  the  lower  watch  just  before  the  collision  took  place,  and  they 
all  testify,  in  the  most  positive  manner,  that  the  schooner  did  not 
change  her  course.  Support  to  their  statements  is  also  derived  from 
the  testimony  of  the  master  of  the  schooner  "  Nightingale,*'  which 
was  to  the  leeward,  and  sailing  in  the  same  direction  as  the 
schooner  of  the  libellants.  He  was  on  deck  at  the  time  of  the 
collision ;  saw  both  vessels  at  the  time ;  and  he  states  that  he  did 
not  see  any  change  in  the  course  of  the  injured  schooner  before  she 
was  struck  by  the  steamer. 

Testimony  was  introduced  by  the  respondents,  tending  to  show 
that  the  witness  had  made  contradictory  statements  upon  the  subject 
out  of  court,  but  the  testimony  introduced  for  that  purpose  is  not  of 
a  character  to  impair,  essentially,  the  credit  of  the  witness.  Attempt 
is  made  by  the  respondents  to  controvert  those  statements,  and  to  show 
by  the  statements  of  witnesses  on  board  the  steamer,  and  by  evidence 
in  its  nature  circumstantial,  that  the  schooner  did  change  her  course, 
and  that  the  collision  was  occasioned  by  that  departure  from  the  roles 
of  navigation  as  established  by  the  act  of  Congress.  Three  persons 
were  in  the  pilot-house  of  the  steamer  when  the  schooner  was  de- 
scried, and  they  remained  there  as  the  two  vessels  advanced  to  the 
place  of  collision ;  and  there  was  also  one  seaman  on  the  deck,  called, 
in  the  testimony,  the  bow  watch.  Those  in  the  pilot-house,  to  wit, 
the  pilot,  second  mate,  and  wheelsman,  testify  that  they  descried 
the  schooner  when  she  was  a  mile  distant,  and  they  state  that 
the  schooner  did  subsequently  change  her  course  before  the  collision 
occurred.  Repugnant  statements  cannot  both  be  true,  and  when 
■  they  cannot  be  reconciled,  the  one  or  the  other  must  be  rejected  ; 
and  in  the  performance  of  that  duty  it  usually  becomes  important 
to  ascertain  which  witness  had  the  best  means  of  knowledge,  as  it 
is  more  reasonable  to  conclude  that  the  error  is  the  result  of  mis- 
take than  of  deliberate  intention.  Evidently  the  libellants'  wit- 
nesses speak  from  actual  knowledge,  and  unless  they  have  wilfully 
stated  what  they  know  to  be  false,  their  statements,  it  would  seem, 
must  be  correct    They  were  on  the  deck  of  the  schooner,  and  they 
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cannot  well  be  mistaken  in  lespect  to  the  matter  in  controveisy. 
Distant  nearly  a  mile,— as  the  respondents'  witnesses  were,— 
and  situated  in  the  pilot*honse  of  the  steamer,  they  could  only 
infer  what  they  have  afBrmed,  or  to  say  the  least,  inference  must 
have  entered  very  largely  into  their  statements  as  to  what  trans- 
pired on  the  deck  of  the  schooner,  as  it  is  hardly  to  be  credited 
that  they  could  see  either  the  helmsman,  or  the  wheel  Mail 
SUamship  Co.  v.  RvmbcM,  21  How.  382. 

Certain  circumstances,  stated  by  the  witnesses  situated  in  the  pilot- 
house of  the  steamer,  are  invoked  by  the  respondents  as  confirmatory 
of  their  theory,  and  it  is  insisted,  in  argument,  that  one  of  those  cir- 
eumstances  is  of  itself  sufELcient  to  overcome  the  statement  of  the 
Ubellants'  witnesses,  that  the  schooner  did  not  change  her  course ;  and 
to  prove  the  affirmative  of  that  issue,  circumstantial  evidence  may 
undoubtedly  be  sufficient  to  control  direct  testimony  of  a  repugnant 
tendency,  and  to  establiBh  a  theory  of  an  opposite  character ;  but  it 
is  indispensably  necessary,  in  order  that  it  may  have  any  such  ef- 
fect, that  the  circumstantial  facts,  from  which  the  inference  is  to  be 
drawn,  should  be  fuUy  proved.  An  inference  &om  an  inference,  if 
it  be  allowable  at  all,  cannot  be  regarded,  even  in  a  civil  case,  as 
having  much  probative  force,  because  the  chances  that  it  may  be 
erroneous  render  it  unsafe  as  the  basis'  of  judicial  action.  This  is 
especially  so  when  it  is  opposed  to  the  direct  statements  of  credible 
witnesses,  who  are  otherwise  entirely  unimpeached.  Presumptive 
proof  is  admissible  in  every  case;  but  the  collateral  facts,  from 
which  the  presumption  is  drawn,  must  be  fully  proved.  Certainly 
no  safe  inference  or  presumption  can  be  drawn  from  such  facts 
until  they  are  satisfactorily  established  1  Stark.  £v.  13,  67. 
The  express  testimony  of  the  witnesses  in  the  pilot-house  of  the 
steamer  is,  that  when  they  first  descried  the  schooner,  they  saw 
both  her  green  and  red  lights,  and  that,  as  she  advanced,  her  green 
light  disappeared,  and  the  inference  from  that  circumstance  is  that 
she  ported  her  helm,  and  fell  off  to  the  leeward.  Sailing  ships 
under  way  shall  carry  the  same  Ughts  as  steamships  under  way, 
*"  with  the  exception  of  the  white  mast-head  light,  which  they 
shall  never  carry,''  that  is,  they  shall  cany  a  green  light  on  the 
starboard  side,  and  a  red  light  on  the  port  side,  constructed  as  re- 
quired in  the  regulations  enacted  by  Congress ;  and  the  further 
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pTovision  is,  that  they  shall  both  be  fi|^ted  with  inboard  screens^ 
projecting  at  least  three  feet  forward  from  the  light,  so  as  to  pre- 
vent those  lights  from  being  seen  across  the  bow.  Lights  con- 
structed and  fitted  in  that  way  may  both  be  seen  at  the  same  time 
at  that  distance  in  a  clear  night,  when  the  two  vessels  are  approach, 
ing  head  on,  or  nearly  head  on ;  but  the  steamer  was  heading  east 
by  north,  and  the  schooner  was  heading  northwest  by  west ;  and 
the  statements  of  those  witnesses  are,  that  they  saw  the  green  light 
of  the  schooner,  as  well  as  her  red  lights  four  points  over  the  star- 
board bow  of  the  steamer.  Undoubtedly  they  might  have  seen  the 
red  light  under  those  circumstances ;  but  it  was  conceded  in  argu- 
ment that  they  could  hardly  have  seen  the  green  light  at  the  same 
time,  unless  there  is  some  error  in  the  basis  of  fstcts  as  assumed  by 
both  sides.  Confirmation  of  the  view  that  those  witnesses  are  in 
error  is  found  in  the  testimony  of  the  seaman,  called  the  bow 
watch,  who  was  stationed  as  a  lookout  on  the  starboard  bow  of  the 
steamer.  Standing  there,  his  position  and  opportunity  for  seeing 
both  lights,  if  they  could  be  seen  at  all  on  that  angle,  were  much 
better  than  the  other  witnesses,  as  he  was  £Eurther  forward,  and  was 
standing  nearer  the  water-line  of  the  vessel  He  saw  the  red  light 
only,  and  he  testifies  that  he  reported  the  light  as  soon  as  he  saw 
it,  which  shows  that  the  attention  of  the  pilot  was  called  to  the  red 
light  as  soon  as  it  was  seen  by  the  lookout  Several  other  circum- 
stances are  referred  to  by  the  respondents  in  supporting  their 
theory  that  the  schooner  changed  her  course ;  but  they  are  of  such 
slight  probative  force  that  it  does  not  appear  to  be  necessary  to 
give  them  a  separate  examination.  Viewed  in  any  proper  light, 
the  case  is  one  where  it  was  the  duty  of  the  steamer  to  keep  out  of 
the  way  of  the  schooner,  and  the  proofs  show  to  a  demonstration 
that  she  did  not  perform  that  duty ;  and  as  there  were  no  obstacles 
to  prevent  her  from  avoiding  the  schooner,  she  must  answer  for  the 
consequences.  When  she  starboarded  her  helm  '"  a  little,"  if  she 
had  put  it  hard  a-starboard,  she  would  have  gone  clear,  or  if  she  had 
ported  her  helm,  she  would  have  gone  under  the  stem  of  the 
schooner.  Both  parties  excepted  to  the  commissioner's  report ;  but 
the  court  is  of  the  opinion  that  none  of  the  exceptions  ought  to  be 
sustained. 
Decree  afiSrmed^  with  costs. 


OCTOBER  TERM,  1870.  178 

Howei  V.  Nate. 


F&EDEEiCK  Howes  v.  James  Nutel 

BEFORE  CLIFFORD  AND  LOWELL,  JJ. 

Suits  in  equity  to  recorer  gains  and  profits,  or  actions  at  law  to  recover  damages  for  the 
infringement  of  letters-patent,  may  be  maintained,  in  a  proper  case,  after  the  patent  has 
expiied,  if  the  alleged  infringement  took  place  during  the  term  for  which  the  patent  wis 
granted,  and  the  suit  was  commenced  before  the  right  of  action  was  barred  hj  the 
Statute  of  Limitations. 

When  the  patent  has  been  dulj  granted,  the  introdoetion  of  it  in  evidence,  accompanied  by 
proof  of  infringement  by  the  nspondent,  puts  the  defendant  npon  his  defence. 

The  question  as  to  the  sufficiency  of  a  description  must  be  determined,  like  a  question  of 
construction,  from  what  is  written,  aided  by  the  drawings,  and,  if  need  be,  by  the  patent- 
office  model. 

Particular  passages  in  a  description  must  not  be  separated  from  what  precedes  or  follows 
them  in  the  same  connection;  but  one  part  of  the  instrument  must  be  compared  with 
another,  and  the  whole  considered  together,  in  order  to  determine  whether  it  is  incom- 
plete and  ambiguous,  or  sufficient  to  njAoId  the  claim. 

If  the  drawings  are  clear,  reference  to  them  may  be  made  in  the  written  description,  to  aid 
in  an  understanding  of  the  nature  of  the  invention. 

Deiences  not  set  np  in  the  answer  will  not  be  oonsidend  by  the  oonit  in  rendering  its  de- 
cision. 

Want  of  novelty  and  non-infringement  being  set  np  in  the  answer,  the  burden  of  proof  on 
these  issues  is  upon  the  respondent 

Similarities  in  eonstroction  are  nsnaUy  found  in  inventions  relating  to  the  same  snbject^ 
and  they  may  cover  every  device  but  one  in  the  latest  patent,  and  yet  the  last  improve- 
ment be  one  of  great  value. 

Where  there  were  several  similarities  between  an  older  patent  and  the  one  in  suit,  but  still 
essential  difFerenees  showing  to  the  court  that  complainant*s  apparatus  was  not  the  same 
as  the  former  patent,  complainant^s  patent  was  held  essentially  different,  in  construction 
and  operation,  from  the  former  patent. 

Additions  may  be  made  to  a  patented  invention,  but  those  do  not  entitle  the  respondent  to 
use  that  of  the  complainant  in  connection  with  such  additions,  and  for  such  use  of  the 
patented  invention  the  respondent  is  liable. 

Bill  in  equity  for  an  account  and  an  injunction  for  the  allied 
use,  by  the  respondent,  of  certain  improvements  in  extra  yards  to 
topsails,  in  infringement  of  the  patent  of  complainant 

James  JE,  Maynadier^  for  the  complainant 

John  W.  Hudson,  tot  the  respondent 

CuFFOBD,  J.  The  letters-patent  bear  date  June  20,  1854,  and 
it  appears  that  the  patent  was  granted  for  the  term  of  fourteen 
years  from  that  date,  and  the  complainant  alleged  that  the  respon- 
dent, on  Jan.  1,  1860,  at  Boston,  in  this  district,  and  at  various 
other  places  in  the  United  States,  constructed,  used,  and  sold  many 
articles  embracing  the  improvement  so  secured  by  the  letters-pat* 
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ent.  Suits  in  equity  to  recover  gains  and  profits,  or  actions  at  law 
to  recover  damages  for  the  infringement  of  letters-patent^  may  be 
maintained,  in  a  proper  case,  even  after  the  patent  has  expired,  if 
the  alleged  infringement  took  place  during  the  term  for  which  the 
patent  was  granted,  and  the  suit  was  commenced  before  the  claim 
was  barred  by  the  Statute  of  limitations.  Claims  of  the  kind  may 
be  barred  by  the  Statute  of  Limitations ;  but  no  such  defence  is  set 
up  in  this  case,  and  the  point  may  be  dismissed  without  further 
remark.  Granted  in  due  form,  as  the  letters-patent  introduced  by 
the  complainant  were,  they  afford  a  prima  facie  presumption  that 
the  patentee  was  the  original  and  first  inventor  of  what  is  therein 
described  as  his  improvement^  and  the  charge  of  infringement  being 
proved,  the  letters-patent  are  unquestionably  sufficient  to  put  the 
respondent  upon  his  defence.  Two  defences  are  set  up  in  the 
answer  to  the  merits  of  the  claim  made  by  the  complainant 

That  the  complainant  is  not  the  original  and  first  inventor  of  the 
improvement  which  he  has  described  and  claimed  in  his  letters- 
patent 

That  even  if  he  is,  the  complainant  is  not  entitled  to  a  decree,  as 
the  respondent  has  not  infringed  the  same,  as  alleged  in  the  bill  of 
complaint  Certain  other  defences  are  also  set  up  in  the  answer, 
and  as  they  are  in  their  nature  preliminary,  they  will  be  briefly 
noticed  before  proceeding  to  examine  the  merits  of  the  controvert. 
They  are  in  substance  and  effect  as  follows :  That  the  description 
of  the  invention,  and  of  the  manner  of  constructing  the  same,  is 
incomplete,  ambiguous  and  insufficient  to  show  what  the  invention 
is,  or  to  enable  persons  skilled  in  the  art  or  science  to  which  it  ap- 
pertains, or  with  which  it  is  most  nearly  connected,  to  make  and 
construct  the  invention. 

That  the  description  and  specification  contain  more  than  is  neces* 
sary  to  produce  the  described  effect,  and  that  the  addition  beyond 
what  was  necessary  for  that  purpose  was  made  to  deceive  the  public. 
Evidently  the  question  as  to  the  sufficiency  of  the  description  and 
specification  must  be  determined,  like  a  question  of  construction,  from 
what  is  written,  aided  by  the  drawings,  and,  if  need  be,  by  the  patent- 
office  model.  Particular  passages  in  the  description  must  not  be  sep- 
arated from  what  precedes  or  follows  them  in  the  same  connection, 
but  one  part  of  the  instrument  must  be  compared  with  another,  and 
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the  whole  considered  together,  in  order  to  determine  whether  it  is  in* 
complete  and  ambiguous,  or  sufficient  to  uphold  the  claim  of  the 
patent,  and  when  properly  examined  in  accordance  with  those  sug- 
gestions, the  court  is  of  the  opinion  that  the  first  objection  is  with* 
out  any  foundation.  Even  the  introductory  explanation  of  the 
patentee  is  a  sufficient  answer  to  every  element  of  the  objection,  as 
stated  in  the  answer.  He  states  that  he  has  invented  a  new  and 
improved  mode  of  applying  and  supporting  a  second  or  extra  top- 
sail yard,  by  means  of  a  truss,  to  the  cap  of  the  lower  masthead, 
and  also  a  crane  or  brace  to  the  heel  of  the  topmast  top,  or  trestle- 
tiees  to  the  lower  mast,  and  he  refers  to  the  accompanying  drawings, 
as  containing  a  foil  and  exact  description  of  the  invention,  and  it  is 
difficult  to  see  what  more  is  needed  to  render  the  description  com- 
plete, unambiguous  and  sufficient  for  all  practiced  purposes.  Had 
he  stopped  there,  the  objection  could  not  prevail,  but  he  proceeds 
and  states  that  his  invention  consists  in  applying  an  extra  yard  to 
any  topsail,  and  supporting  it  upon  the  cap  of  the  lower  masthead 
by  a  truss  and  crane  as  "hereinafter  described,"  so  that  the  upper 
topsail  yard  may  be  lowered  down  in  close  proximity  to  the  said  extra 
yard.  Satisfactory  explanations  are  also  given  as  to  the  construc- 
tion of  the  topsail,  and  as  to  the  mode  in  which  the  improvement 
operates,  and  the  same  is  somewhat  minutely  compared  with  the 
old  mode,  for  the  purpose  of  showing  the  utility  and  superiority  of 
the  improvement  over  what  existed  before,  and  reference  is  again 
made,  in  that  part  of  the  specifications,  to  the  drawings,  as  explana- 
tory of  the  mode  of  operating  the  described  improvement. 

Specific  directions  are  then  given,  to  enable  others  skilled  in  the 
art  to  make  and  use  the  invention,  and  the  patentee  then  proceeds 
to  describe  with  minuteness  its  construction  and  operation.  Gov- 
erned by  that  description,  and  aided  by  the  drawings,  to  which  refer- 
ence is  made  for  every  ingredient  of  the  invention,  it  seems  to  the 
court  that  even  mechanics  who  have  never  seen  salt  water,  woidd  be 
able  to  construct  and  use  the  improvement.  Any  reproduction  of 
that  part  of  the  specification  in  this  connection  is  unnecessary,  as  the 
description  is  plain  and  easy  to  be  understood  without  any  explana- 
tion, except  what  is  derived  from  the  drawings. 

Defences  not  set  up  in  the  answer  wiU  not  be  examined,  and  all 
such  may  be  regarded  as  overruled  on  that  account    Much  time^  it 
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described  in  the  foreign  patent,  as  the  extra  yard  of  the  complain- 
ant's invention  is  supported  by  a  truss  attached  to  the  cap,  which  is 
connected  by  iron  bands  to  the  after  part  of  the  yard,  and  on  the 
forward  part  by  a  brace  or  crane,  the  upper  end  being  connected  to 
the  band  by  a  swivel  head,  while  the  lower  end  of  the  brace  or 
crane  is  attached  to  the  band  by  the  means  and  in  the  manner  set 
forth  in  the  specification.  Other  essential  differences  between  the 
two  inventions  might  also  be  pointed  out,  as,  for  example,  that  the 
extra  yard  in  one  is  applied  at  the  cap,  and  that  in  the  other  it  is 
appUed  above  the  cap,  that  in  one  it  is  stationary,  and  that  in  the 
other  it  hoists  and  lowers,  and  that  in  one  it  is  trussed  out  from  the 
cap,  and  that  in  the  other  it  is  held  close  to  the  topmast  by  pawls ; 
but  it  does  not  seem  to  be  necessary  to  pursue  the  subject,  as  the 
differences  already  pointed  out  and  suggested  are  quite  sufficient  to 
show  that  the  apparatus  imder  consideration  cannot  be  regarded  as 
superseding  that  of  the  complainant  Special  examination  of  the 
other  devices  introduced  in  evidence,  as  superseding  the  complain- 
ant's invention,  does  not  appear  to  be  necessary,  as  it  is  clear  that 
the  explanations  already  given  are  sufficient  to  show  that  no  one  of 
them  is  of  a  character  to  defeat  the  right  of  the  complainant  to  re- 
cover in  this  suit  Some  of  them  are  subsequent  in  date,  and  aU 
are  substantially  different  in  so  many  obvious  particulars,  that  it 

the  subject  Construed  as  the  patent  is  by  the  court,  an  inspection 
of  the  apparatus  made  by  the  respondent  is  sufficient  to  show  that 
it  infringes  the  invention  of  the  complainant  as  described  in  his 
specifications  and  drawings.  Additions  have  perhaps  been  made  to 
the  patented  apparatus  by  the  respondent ;  but  he  has  taken  the 
entire  invention  of  the  complainant,  and  for  that  he  is  accoimtable. 
Decree  for  complainant. 


Thomas  S.  Hudson  v.  Francis  Draper  et  al, 

A  combination  for  cancelling  stamps  was  described  in  general  terms,  and  there  waa  a  de- 
scription of  an  endless  chain  with  thirty-  one  links,  with  figures  projecting  ih>m  them,  for 
printing  the  various  numbers,  from  one  to  thirtj-one,  to  indicate  the  days  of  the  month ; 
but  the  patent  gave  no  explanation  of  the  process  by  which  the  figures  were  to  be  formed. 
On  account  of  the  imperfect  description,  it  could  not  be  held  to  anticipate  a  subsequent 
patent,  in  which  the  description  of  the  parts  and  operation  was  clear  and  exact. 
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Pmtents  are  iaened  hy  pnblic  authority,  and  are  presumed  to  secure  to  the  patentee  the 
exclusive  ri^t  they  purport  to  grant;  and  where  an  answer  is  silent  upon  that  subject, 
or  where  the  respondent  introduces  no  evidence  to  establish  a  contrary  presumption,  the 
complainant  may  safely  repose  upon  that  presumption  without  offering  evidence  to  con- 
firm it 

Complainant,  universally,  has  the  burden  of  proving  infringement. 

£xpert  and  other  testimony  may  be  introduced  upon  the  question  of  infringement,  but  it 
must  be  chiefly  determined  by  the  court  by  a  comparison  of  complainant's  invention  ae 
described  in  his  letters-patent,  and  the  thing  made  and  sold  by  the  respondent. 

Metallic  elements  of  machines  often  require  filling  or  filing  before  they  are  put  together, 
and  where  irregpilarities  or  imperfections  are  remedied  in  such  usual  way,  such  acts  can- 
not be  regarded  as  act  of  infringement. 

Bill  in  equity  for  infringement  of  certain  letters-patent  Letters- 
patent  were  granted  to  the  complainant  on  Jnne  5, 1866^  for  a  new 
and  useful  improvement  in  the  construction  and  manufacture  of 
printing  type,  and  he  alleged  that  the  respondents  had  been  for  a  long 
time  and  still  were  manufacturing  and  selling  great  numbers  of 
printing  types  constructed  according  to  the  mode  set  forth  in  his 
letters-patent,  and  that  the  printing  types  so  constructed  by  them  in- 
fringed  the  exclusive  right  of  making,  using,  and  vending  such 
manufactures,  as  secured  to  him  by  his  letters-patent  Process  was 
issued  and  served,  and  the  respondents  appeared  and  filed  an  an- 
swer, in  which  they  admitted  that  they  had  made  and  sold  printing- 
wheel  types  or  blocks  for  nearly  two  years  prior  to  the  time  of  filing 
the  original  answer,  but  they  denied  that  the  printing-wheel  types 
which  they  had  manufactured  were  constructed  in  substantially  the 
same  manner  as  set  forth  in  the  letters-patent  of  the  complainant 
On  the  contrary,  the  respondents  alleged  that  the  printing-wheel 
types  which  they  had  manufactured  and  sold  were  constructed  in 
the  manner  and  according  to  the  description  and  directions  con- 
tained in  certain  letters-patent  granted  to  them  on  May  7, 1867,  for 
a  "  new  and  useful  device  "  invented  by  them  "  for  forming  letters 
on  type  blocks."  They  explicitly  denied  that  they  had  infringed 
the  letters-patent  of  the  complainant,  but  they  did  not,  in  the  orig- 
inal answer,  put  in  issue  the  novelty  of  the  complainant's  inven- 
tion. After  that  time,  to  wit,  on  June  12,  1869,  the  respondents 
by  consent,  filed  an  amended  answer,  in  which  they  alleged  that 
the  improvement  in  the  construction  and  manufacture  of  printing 
type  described  in  the  letters-patent  set  forth  in  the  bill  of  com- 
plaint was  described  in  letters-patent  granted  to  the  complainant 
on  June  20,  1865,  as  assignee  of  himself  and  Anson  Hardy,  of 
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Brookline,  in  this  diBtrict  That  the  same  was  therein  set  forth  as 
a  part  of  the  joint  invention  of  those  parties.  That  the  manner 
of  constracting  or  manufacturing  printing  type,  and  the  mode  or 
manner  of  making  a  type  chain  set  forth  in  the  patent  mentioned 
in  the  bill  of  complaint,  was  invented  by  said  Hardy.  That  if  the 
complainant  contributed  in  any  degree  to  the  invention,  it  was 
jointly  with  that  party  and  not  otherwise. 

Walter  Cttrtis  and  B.  JR,  Curtis,  for  the  complainant 

J.  £.  JRabb,  for  the  respondents. 

Cliffobd,  J.  Much  consideration  need  not  be  given  to  the  first 
defence  set  up  in  the  amended  answer,  as  the  patent  therein  re- 
ferred to  contains  no  description  whatever  of  any  kind  of  printiDg 
type  or  of  any  process  of  manufacturing  printing  type  for  any 
purpose.  Described  in  general  terms,  it  is  a  patent  for  the  combi- 
nation and  arrangement  of  certain  devices  therein  enumerated,  the 
several  parts,  taken  as  a  whole,  forming  an  improved  machine  for 
cancelling  stamps.  Reference  is  made  in  the  description  to  an 
endless  chain,  and  it  is  represented  that  it  contains  thirty-one 
links,  with  figures  projecting  from  them  for  printing  the  various 
numbers  from  one  to  thirty-one,  indicative  of  the  days  of  the 
month,  but  it  gives  no  explanation  as  to  the  process  or  processes 
by  which  those  figures  are  to  be  formed,  and  the  respondents  have 
introduced  no  evidence  upon  the  subject  Extended  discussion  of 
the  other  two  propositions  presented  as  defences  in  the  amended 
answer  is  unnecessary,  as  the  evidence  introduced  in  their  support 
fails  to  satisfy  the  court  that  either  of  them  is  true.  Agawam  Co. 
v.  Jordan,  7  WalL  606.  Subject  to  these  remarks,  the  case  stands 
as  it  stood  under  the  original  answer,  in  which  the  respondents  did 
not  put  in  issue  the  novelty  of  the  complainant's  invention.  Ex- 
amined in  that  view,  as  the  case  must  be,  and  in  view  of  the  fact 
that  the  complainant  has  introduced  his  letters-patent  in  evidence, 
it  must  be  assumed,  as  a  prima  facie  presumption,  that  the  com- 
plainant is  the  original  and  first  inventor  of  what  is  described  in 
his  letters-patent  as  his  improvement  Issued  by  public  authority, 
as  letters-patent  are,  they  are  presumed  to  secure  to  the  patentee 
the  exclusive  right  which  they  purport  to  grant,  and  where  the 
answer  is  silent  upon  the  subject,  or  where  the  respondent  intro- 
duces no  proof  to  establish  the  opposite  theory,  the  complainant 
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may  safely  repose  upon  that  presuixiptioii  without  offering  any  evi- 
dence to  confirm  it  Viewed  in  that  light,  as  the  pleadings  in 
every  patent  suit  must  be,  it  is  evident  that  the  only  question  in 
the  case,  remaining  to  be  considered,  is  that  of  infringement  as  al- 
lied by  the  complainant  and  denied  by  the  respondent  Infringe- 
ment is  a  material  and  substantive  part  of  the  complainant's  case, 
and  the  imiversal  rule  is  that  he  takes  the  burden  of  establishing 
the  afi&rmative  of  the  issue,  whether  the  suit  is  at  law  or  in  equity. 
Different  rules  for  the  assessment  of  damages  prevail  in  suits  in 
equity  from  those  which  are  recognized  in  actions  at  law ;  but  in 
all  other  respects  the  rights  of  the  parties  depend  upon  the  same 
considerations.  What  the  court  is  called  upon  to  determine  in  this 
case  is,  does  the  machine  or  device  made  and  sold  by  the  respon- 
dent infringe  the  invention  of  the  complainant  as  described  and 
claimed  in  his  letters-patent ;  and  if  it  does  not,  then  the  bill  of 
complaint  must  be  dismissed ;  but  if  it  does  infringe  the  complain- 
ant's patent,  then  he  is  entitled  to  his  remedy.  Expert  testimony 
may  be  introduced  on  the  one  side  and  the  other,  to  support  or  dis- 
prove the  affirmative  of  that  issue;  and  witnesses  may  also  be 
examined  as  to  the  practical  operation  of  the  two  machines,  and 
the  mode  in  which  they  were  respectively  constructed ;  but  the 
question  of  infringement,  after  all,  must  be  determined  chiefly  by 
a  comparison  of  the  mechanism  of  the  complainant,  as  described  in 
his  letters-patent,  and  the  machine  made  and  used  or  sold  by  the 
respondent,  if  it  be  a  machine,  as  in  this  case.  Blanchard  v.  iW- 
nam,  8  WalL  426. 

Tested  solely  by  the  short  description  of  the  complainant's  inven- 
tion, as  given  in  his  letters-patent,  and  in  the  introductory  part  of  the 
specification,  it  would  seem  that  he  intended  to  claim  the  product 
rather  than  the  means  by  which  the  product  or  manufacture  is  pro- 
duced ;  but  the  whole  instrument  must  be  taken  together,  and,  when 
so  considered,  it  is  quite  clear  that  such  a  construction  ought  not  to 
be  adopted,  as  the  patentee  states,  in  the  same  paragraph  of  the  speci- 
fication, that  his  invention  is  specially  useful  for  the  formation  or  pro- 
duction of  types  used  in  hand-stamps  for  post-marking  letters,  or  for 
cancelling  revenue  or  postage  stampa  In  the  descriptive  portion  of 
the  specification  he  divides  his  invention  into  two  parts,  and  states 
that  the  first  part  consists  in  raising  the  printing  surfaces  from  a  thin 
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sheet  or  piece  of  metal,  by  means  of  one  oi:  more  dies,  or  a  punch  and 
die,  suitably  formed  for  the  purpose.  That  the  second  part  consists 
in  making  a  printing  face  on  the  part  or  parts  so  laised,  by  planing, 
filing,  or  reducing  the  same  so  as  to  remove  the  round  edges,  and 
produce  an  even,  flat,  and  defined  sur&ce,  suitable  for  printing  the 
letteis  or  figures,  as  the  case  may  be.  Letters  or  figures  cannot,  it 
seems,  be  easily  struck  up  from  a  thin  plate  of  metal  by  a  punch 
or  die,  so  as  to  make  a  good  printing  face,  because  the  edge  of  the 
types  or  figures  wUl  be  rounded.  This  anses  from  the  fact  that  the 
metal,  when  forced  into  the  female  die  by  the  punch,  will  not  com- 
pletely fill  the  die,  thus  rendering  the  product  unfit  to  be  used  for 
printing.  A  necessity  is  thus  created  for  reducing  the  depth  of  the 
article  sufficiently  to  remove  that  defect,  and  thereby  to  make  a 
smooth  surface,  which  may  be  accomplishedi  by  planing  or  grinding 
the  type  to  the  extent  required.  Description  is  then  given  of  the 
mode  in  which  the  patentee  grinds  down  or  reduces  a  type-chain 
or  printing-plate,  band  or  strip,  which,  it  is  represented,  may  be 
done  by  placing  the  chain  in  a  groove  formed  in  a  metallic  plate 
provided  with  suitable  guides  on  which  the  filing  or  planing  instru- 
ment may  travel  This  may  be  used  in  reducing  the  types  to  one 
plane,  and  leave  the  faces  of  the  same  with  suitably  defined  edgea 
Based  upon  those  explanations,  the  patentee  claims,  as  his  inven- 
tion, the  said  manufacture  or  printing  type  made  substantially  as 
described,  by  the  combined  processes  of  stamping  the  letter  or  figure 
from  a  plate  or  piece  of  metal,  and  subsequently  reducing  the  same 
in  the  manner  and  for  the  purpose  set  forth.  Corresponding  ex- 
amination should  be  made  of  the  devices  made  and  sold  by  the 
respondents,  in  order  to  compare  the  two,  and  to  be  able  to  deter- 
mine, understandingLy,  the  issue  of  infringement  Difficulties 
attended  that  inquiry  at  the  first  hearing,  as  the  proofs  in  the  case, 
as  exhibited  at  that  time,  were  ambiguous  and  unsatis&ctory.on 
that  point.  Since  that  time  additional  proofs  have  been  taken  by 
leave  of  court,  and  the  parties  have  been  allowed  to  file  additional 
printed  ai^imients.  When  the  respondents  first  commenced  to 
make  such  devices,  they  were  struck  upon  ring  blanks,  in  order  to 
allow  the  ring  to  revolve  around  the  centre  of  the  wheel,  as  the 
ring  only  formed  a  portion  of  the  wheel,  while  the  other  portion 
was  formed  by  a  round  piece  of  metal  which  filled  the  ring.    They 
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were,  as  lepiesented,  struck  in  ling  wheels,  in  order  to  index  them 
on  the  sides,  the  index  on  the  ring  corresponding  with  the  figures 
on  the  ring,  and  that  on  the  centre  of  the  wheel  corresponding  to 
the  next  wheel  to  which  it  was  attached.  Type*wheels  made  in 
timt  way  were  used  in  the  index  hand-stamp.  Exhibits  were  given 
in  evidence,  at  the  same  time ;  but  the  description  of  the  mode  in 
which  the  type-wheels  were  made  now  seems  to  be  plain  and  un- 
ambiguous. They  now  use  a  mould  or  die,  in  which  they  place  ^ 
round,  flat  piece  of  metal,  as  in  exhibit  marked  40,  and  then  a  force  is 
applied  to  it,  striking  upon  the  upper  side  of  the  flat  piece  of  metal 
or  blanks,  which  drives  the  metal  laterally  into  the  mould  dr  die. 

Such  is  the  general  description  of  the  process  as  given  by  several 
witnesses ;  but  another  witness  enters  more  into  particulars.  He 
says  he  cuts  out  the  blanks  to  the  size  of  the  die  or  mould,  so  that 
the  blank  will  just  slip  into  the  same,  crowning  it  a  very  little, 
because  the  metal,  when  hot,  is  expanded.  Prepared  in  that  way, 
and  made  sufficiently  crowning  so  that  the  piece  will  fill  the  circu- 
lar mould  when  the  metal  is  cold,  the  blanks  are  then  heated  "  red 
hot,'*  and  put  into  the  die  or  mould,  and  the  blow  is  then  brought 
on  to  it  with  force  enough  to  make  the  metal  flow  laterally  into  the 
die.  Doubts  are  expressed  by  the  expert  called  by  the  complain- 
ant whether  the  device  can  be  made  in  that  way,  but  the  proofs 
introduced  by  the  respondents  are  entitled  to  greater  weight  than 
the  opinion  of  any  expert,  as  the  question  is  one  which  can  be 
demonstrated  by  practical  operation  and  experiment.  Made  and 
constructed  in  that  way,  the  respondents  allege,  in  their  answer, 
that  the  letters  or  fiigures  upon  the  type-blocks  are  not  reduced  in 
any  manner  "  so  as  to  remove  round  edges,  or  to  produce  a  flat  sur- 
face, suitable  for  printing ; "  that  the  letters  or  figures,  when  the 
blocks  are  taken  from  the  dies,  are  already,  and  by  reason  of  the 
process  of  manufacture, ''  of  a  defined,  flat  surface,  suitable  for  print- 
ing ; "  because  when  the  metal  is  forced  into  the  female  die  by  the 
plunger  under  the  pressure,  it  completely  fills  the  matrix,  forming 
the  letters  and  figures  of  proper  type-faces,  without  requiring  any 
portion  of  the  letters  to  be  reduced  to  adapt  them  for  printing,  as 
shown  by  the  exhibits  filed  in  the  case.  Some  conflict  imdoubt- 
edly  exists  in  the  proofs  upon  this  subject ;  but  the  court  is  of  the 
opinion  that,  in  making  printing  tjpe  by  the  respondents'  process. 
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the  result  which  they  attain  is  generally  accomplished  without 
planing,  filing  or  reducing  the  depth  of  the  type.  Exceptional  in- 
stances may,  and  doubtless  do  arise ;  but  the  evidence  satisfies  the 
court  that  the  means  of  accomplishing  such  a  reduction  for  the  pur- 
pose described  in  the  complainant's  patent,  is  no  part  of  the  process 
of  the  respondents ;  and  if  any  necessity  ever  arises  to  make  any 
such  reduction  in  the  depth  of  the  product,  it  is,  save  in  very  ex- 
ceptional cases,  to  overcome  the  e£fect  of  eccentricity  in  the  wheels, 
or  of  the  variations  in  drilling  the  wheel^holder,  to  render  them 
coiQcident  with  the  electrotype  plate  of  the  stamp.  Such  a  reduc- 
tion in  depth  for  any  purpose,  it  is  believed  would  be  unnecessary, 
if  perfect  uniformity  could  be  secured  in  drilling  the  axle-holes  of 
the  wheels  concentric,  and  in  drilling  the  axle-holes  of  the  wheel- 
holder  the  same  distance  from  the  bottom.  But  perfect  accuracy 
in  that  respect  is  difficult,  and  when  the  variation  is  considerable 
it  must  be  overcome ;  and  the  evidence  shows  that  such  defects  are 
sometimes  cured  by  filing.  Metallic  elements  of  a  machine  or 
device  often  require  some  "  fitting "  before  the  same  are  put  to- 
gether, and  the  court  is  not  satisfied  that  any  thing  more  is  done 
by  the  respondents  or  required  to  be  done  in  that  behalf  in  the  use 
of  their  process,  than  what  properly  falls  within  that  rule.  Such 
irregularities  and  imperfections  in  the  elements  of  machinery  are 
usually  overcome  or  remedied  in  that  way ;  and  in  the  judgment 
of  the  court,  no  such  act  can  be  regarded  as  an  infringement  of  the 
complainant's  patent 
Bill  of  complaint  dismissed,  with  costs. 
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BBFOBB  CUFFOBD  AND  LOWELL,  JJ. 

This  case  was  regarded  as  controlled  by  the  principles  of  the  decision  in  Btiv^fMrn  v.  Wood* 
1, 10  WalL  ISO,  otherwise  the  oonit  would  haye  ordered  a  decree  for  the  oomplain- 


BiLL  in  equity  for  infringement  of  letters-patent  No.  42,136,  date 
March  27, 1864,  for  ornamenting  leather.  The  nature  of  the  inven- 
tion was  stated  to  consist  of  producing  the  pebbled  or  boarded 
grain  or  finish  on  leather,  by  subjecting  it  to  the  pressure  of  a  short 
revolving  cylinder  or  roller,  of  steel  or  other  suitable  metal,  having 
the  desired  design  or  figure  engraved  on  its  periphery;  also  of 
certain  mechanical  devices  for  managing  the  roller,  and  accomplish- 
ing the  object  with  rapidity  and  cheapness. 

The  following  is  an  extract  from  the  descriptive  portion  of  the 
schedule  annexed  to  the  letters-patent :  — 

''  A  is  a  wooden  table,  about  four  feet  and  six  inches  long  and  five 
inches  wide,  the  two  ends  of  which  slide  up  and  down  freely  in 
vertical  slots  in  the  uprights,  O  and  H,  as  shown  in  Fig.  1.  The 
upper  surface  of  this  table,  on  which  the  leather  to  be  ''  boarded  " 
or  "  pebbled  "  is  placed,  is  the  arc  of  a  circle  whose  centre  is  at  J^ 
at  the  top  of  the  pendulum  L  This  table,  when  the  roller  Z  is 
going  back  over  it,  is  lowered,  and  rests  on  three  strips  of  rubber 
WWW  placed  upon  the  stationary  beam  B,  the  exti^mities  of 
which  are  framed  into  the  uprights  O  and  H.  The  rubber  strips 
W  are  also  designed  to  prevent  noise  and  jar  when  the  table 
descends." 

The  claim  was  as  follows : — 

"  I  do  not  claim  embossing  by  means  of  two  or  more  cylinders 
working  together ;  but  what  I  do  claim  as  new,  and  desire  to  secure 
by  letters-patent^  is : "— > 
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'^  First  Boarding  or  pebbling  skins  or  leather  by  means  of  a  single 
short  cylinder  rolling  over  a  table,  vnth  requisite  pressure,  substan- 
tially as  described." 

"  I  also  claim  raising  and  lowering  the  table  A  by  means  of  the 
toggles  Q,  arm  S,  spring  U,  arm  T,  and  cam  P,  or  their  equivalent, 
substantially  as  set  forUi,  and  for  the  purpose  described." 

T.  L,  Wakejieldy  for  the  complainants. 

Oeo.  Z,  Boberts  wnd  B.  K  Curtis,  for  the  respondents. 

Clifford,  J.  Irrespective  of  the  decision  of  the  Supreme  Court 
in  the  case  of  Stimpson  v.  Woodman,  10  WalL  120,  the  court  here 
would  be  of  the  opinion  that  the  complainants  are  entitled  to  a 
decree  that  their  patent  is  valid,  and  for  an  account  and  an  injunc- 
tion ;  but  we  are  both  of  the  opinion  that  the  case  is  controlled 
by  the  principles  of  that  decision,  and  that  the  bill  of  complaint 
must  be  dismissed  with  costs. 


Nathaniel  Francis  v.  Charles  W.  Slack. 

BEFORE  CLIFFORD  AND  LOWELL,  JJ. 

Jodgmeiit  fw  defendant  was  ordered  in  this  case  apon  the  groand  that  the  claim  of  the 
plaintiff  was  barred  by  the  act  of  July,  1862,  as  constiued  by  the  Supreme  Court. 

The  case  was  submitted  upon  an  agreed  statement  of  fact,  of 
which  the  following  is  the  substance : — 

This  is  an  action  of  contract  to  recover  the  amount  of  taxes 
assessed,  under  the  internal  revenue  laws  of  the  United  States, 
upon  the  plaintiff's  share  in  the  undivided  profits  of  two  corpora- 
tions, in  each  of  which  he  was  a  stockholder,  made  during  the  years 
1862  and  1863 ;  and  for  the  purpose  of  this  trial  it  is  agreed,  — 

That  the  defendant  was  and  is  the  United  States  collector  of  in- 
ternal revenue  for  the  Third  Congressional  District  in  the  Com* 
monwealth  of  Massachusetts ;  and  that  the  plaintiff  was  a  resident 
of  that  district 

That  the  plaintiff,  from  the  first  day  of  January,  1862,  till  the 
commencement  of  this  action,  owned  a  certain  number  of  shares  in 
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file  capital  stock  of  two  corporations, — the  Saxonville  Mills  and 
the  Boxbnrj  Carpet  Company,  —  organized  under  the  laws  of  the 
said  Commonwealth,  and  doing  business  therein. 

That,  in  each  of  the  years  from  1862  to  1869  inclusive,  each  of 
these  corporations  made  certain  profits  from  its  business,  which 
were  not  distributed  in  such  year  among  its  stockholders,  but  re- 
mained undivided  in  its  treasury. 

That  the  plaintiff,  through  ignorance  of  the  law,  did  not  include 
his  share  of  the  said  undivided  profits  in  making  the  returns  of  bis 
income  for  those  years. 

That  in  March,  1870,  an  assistant  assessor  for  the  said  district, 
by  examining  the  returns  of  the  said  corporations  to  the  said  Com- 
monwealth, discovered  that  each  had  made  profits  which  were  not 
divided  as  aforesaid,  and  reported  the  facts  to  the  assessor  of  the 
district,  who,  on  the  16th  of  that  month,  sent  for  the  plaintiff,  and 
told  him  that  he  should  have  returned  his  share  in  such  profits  as 
income  in  each  year  from  1862  to  1869  inclusive 

That  the  plaintiff  replied,  that  he  desired  to  pay  all  that  was 
justly  due  to  the  government ;  and  that,  if  he  ever  owed  the  money^  ' 
he  owed  it  still,  and  wished  to  pay  it.  The  assistant  assessor  then 
su^ested  that  the  plaintiff  might  make  an  amended  return  of  in- 
come for  each  of  said  years,  returning  his  share  for  such  year  in 
the  said  undivided  profits ;  and  offered  to  prepare  them.  To  this 
the  plaintiff  assented,  and,  when  they  were  prepared,  signed  them. 
Before  he  did  so,  the  assessor  advised  him  to  consult  coimsel,  but 
iie  replied,  that  he  had  confidence  in  the  assessor,  and  was  satisfied 
that  he  would  not  make  any  demand  on  him  which  the  law  did  not 
justify. 

That  the  assessor  assessed  upon  his  share  in  such  undivided 
profits,  realized  by  the  said  corporations  during  the  year  1862,  taxes 
amounting  to  the  sum  of  $2,192.47;  and,  on  his  share  in  such 
profits  realized  during  the  year  1863,  taxes  amounting  to  the  sum 
of  $1,796.20. 

That  the  defendant  thereafter  sent  to  the  plaintiff  notices  in  a 
printed  form,  a  copy  of  which  is  hereto  annexed,  and  marked  A ; 
upon  and  after  the  receipt  of  which,  to  wit,  on  the  30th  of  March, 
the  plaintiff  paid  the  said  taxes  to  the  defendant,  who  on  the  same 
day  paid  them  over  to  the  United  States  Treasuiy. 
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That  on  or  before  June  l^  1870,  the  plaintiff  filed  a  claim,  in  the 
manner  prescribed  by  law,  for  the  refunding  of  said  taxes,  a  copy 
of  which  is  hereto  annexed,  and  marked  B,  which  was  rejected  by 
the  commissioner  of  internal  revenue  on  the  13th  of  April,  1871. 

That  this  action  was  commenced  Aug.  25, 1871. 

If,  upon  this  statement  of  facts,  the  plaintiff  ought  to  recover, 
judgment  is  to  be  entered  for  him  for  the  amount  to  which  the 
court  shall  find  that  he  is  entitled,  with  interest  and  costs ;  other- 
wise, for  the  defendant 

A. 

FEBBUAST. 

THIRD  DISTBICT.     MONTHLY  LIST.     MASSACHUSETTS.     UNITED 

STATES  INTEBNAL  REVENUE. 

Boston,  M^sch  19,  1870, 

Ofilce,  8  Bromfield  Street. 

To  Nathaniel  Francis. 

Div.  8.  Sir,  —  A  duty  or  tax,  under  the  Excise  Act  of  the  United 
States,  has  been  assessed  upon  you  as  follows ;  and  you  are  requested 
to  pay  the  same  at  this  office,  No.  8  Bromfield  Street,  between  the 
hours  of  9  AM.,  and  2  p.m.,  on  or  before  the  last  week-day  of  this 
month ;  and,  uTiless  paid  vnthin  thai  time,  it  wiH  become  my  duty 
to  collect  the  same  with  a  penalty  of  five  per  centum  additional,  and 
interest  at  one  per  centum  per  month. 

DoUa.       Ota. 

On  Income,  1862,  2,192    47. 

Charles  W.  Slack^  Collector. 

The  collector^ias  received  renewed  instructions  (Sept  28, 1869),. 
forbidding  remission  of  penalty  for  delinquency.  "  The  law  is  im- 
perative, and  leaves  no  discretion  to  either  commissioner  or  col- 
lector in  such  cases.*' 

(A  notice  in  this  form  was  sent  for  each  year,  differing  from  the 
above  only  in  the  year  inserted  after  "income,"  and  the  amount  of 
the  tax  claimed.) 

Moorfield  Storey,  C.  W.  Storey,  and  H,  W,  Pai/M,  for  the  plaintiff. 

P,  W.  Hwrd,  Aseittant  United  States  Attorney,  for  the  defendant 

Gliffobd,  J.  The  court  direct  that  judgment  be  entered  for  the 
defendant,  upon  the  ground  that  the  claim  of  the  plaintiff  is  barred 
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hy  the  act  of  Congress  on  that  behalf,  as  construed  hy  the  Supreme 
Coart  in  the  case  of  NidioU  y.  The  United  Staies,  and  The  CoUeetor 
y.  HvUbard,  12  Wall  14 ;  Brawn  y.  Sawrvmn,  10  Wall  218. 


.Henrt  C.  Eogers  et  al.,  Libellants  and  Appellants,  v.  The  ^  /  • '  ^ 

SCHOONEE  S.  B.  Wheeleb,  Willum  S.  HiLLis,  Claimant,   ^j,  ^  uOir#  *  *  • 

The  Teasel  of  the  UbelUnts  iru  sailing  close-haaled  on  the  wind,  on  her  starhoard  tack ;  w  ^  "^  * 

that  of  the  respondents  had  the  wind  free.  Both  had  proper  signal  lights  and  lookouts. 
When  at  a  distance  of  about  a  mile  from  each  other  they  were  approaching  nearly  head 
on.  Both  vessels  kept  their  coarses  until  within  one  hundred  and  fifty  feet  of  each  other. 
The  vessel  of  the  libellants  was  to  the  windward.  When  very  close  together  the  libel* 
lants  put  their  wheel  hard  up,  and  at  the  same  time  the  respondents*  vessel  fell  off,  and 
the  collision  ensued.    Htld^  libellants  were  in  fault  in  changing  their  course. 

The  vesseb  were  in  such  position  that,  if  no  change  had  been  made  by  either,  they  would 
have  passed  each  other  in  safety. 

All  rules  of  navigation  must  be  construed  with  due  regard  to  the  dangers  of  navigation,  and 
to  any  special  circumstances  which  may  exist  in  any  particular  case,  rendering  a  depart- 
ure from  a  rule  necessary  in  order  to  avoid  immediate  danger. 

Admiraltt  appeal  Compensation  was  claimed  by  the  libellants 
for  the  total  loss  of  the  schooner  "  Charles  F.  Beebee/'  yalued  in 
the  libel  at  $3,500,  and  for  the  loss  of  her  cargo,  consisting  of  fresh 
halibut,  yalued  at  91,000 ;  and  also  for  the  loss  of  certain  books 
and  nautical  instruments,  which  were  on  board  the  schooner,  and 
for  the  loss  of  the  clothing  belonging  to  the  ofBicers  and  crew  of  the 
schooner,  which  was  also  on  board  at  the  time  of  the  disaster, 
amounting  in  the  whole,  as  alleged  in  the  libel,  to  the  sum  of 
$5,060.  Service  was  made,  and  the  claimants  appeared  and  filed 
an  answer,  in  which  they  admitted  that  between  twelve  and  one 
o'clock,  on  the  morning  of  the  day  alleged  in  the  Hbel,  a  collision 
occurred  between  the  two  schooners  named,  and  that  the  schooner 
of  the  libellants  was  sunk ;  they  also  admitted  that  the  place 
where  the  collision  took  place  (eight  miles  north-easterly  from 
Gay  Head),  was  correctly  stated  in  the  libel ;  and  that  the  wind 
was  northwest,  as  alleged  by  the  libellants.  Some  other  material 
facts  were  also  admitted  in  the  answer,  as  for  example,  that  the 
night  was  clear,  that  the  schooner  of  the  libellants  was  sailing  close- 
hauled  on  the  wind,  on  her  starboard  tack,  and  that  the  schooner  of 
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the  respondents  was  sailing  with  the  wind  free ;  and  the  evidence 
showed  that  each  of  the  vessels  had  proper  lookouts,  and  that  they 
showed  the  signal-lights  required  by  law.  Concurring,  as  the  libel 
and  answer  did,  in  these  respects,  it  was  assumed  that  those  several 
matters  were  correctly  stated  in  the  pleadings.  By  the  pleadings 
it  also  appeared  that  the  schooner  of  the  libellants, —  a  vessel  of 
about  forty-one  tons,  new  measurement,  —  was  bound  on  a  voy- 
age from  Nova  Scotia  to  New  York,  and  that  the  schooner  of  the 
claimants,  —  a  vessel  of  two  hundred  and  sixty-four  tons,  new 
measurement,  —  was  bound  on  a  voyage  from  the  port  of  Philadel- 
phia to  the  port  of  Boston,  laden  with  a  cargo  of  coal ;  both  vessels 
were  in  good  repair,  and  were  well  manned  and  equipped.  When 
first  seen  by  each  other,  they  were  approaching  from  opposite  direc- 
tions nearly  end  on,  within  the  meaning  of  that  phrase  as  employed 
in  the  sailing  rules  enacted  by  Congress ;  and  it  was  equally  clear  that 
they  were  sufficiently  distant,  at  that  time,  to  have  enabled  each  to 
have  adopted  the  necessary  precautions  to  have  avoided  a  collision. 

Testimony  was  taken  on  both  sides  in  the  District  Court,  and  that 
court,  being  of  opinion  that  the  schooner  of  the  libellants  was  in  fault, 
entered  a  decree  for  the  respondents,  and  dismissed  the  libel  with  costs, 
whereupon  the  libellants  appealed  to  this  court.  Two  additional  de- 
positions were  taken  since  the  appeal,  but  the  general  aspect  of  the 
controversy  was  not  changed  from  what  it  was  in  the  court  where 
the  libel  was  filed. 

John  C.  Dodge,  for  the  libellants  and  appellants. 

0,  A.  Somerhy  and  Z.  8.  DaJmey,  for  the  claimants,  appellees. 

CuFFOBD,  J.  Widely  dififerent  views  are  entertained  by  the 
parties,  as  to  what  occurred  throughout  the  whole  period  which 
elapsed  from  the  time  the  two  vessels  were  seen  by  each  other,  to 
the  time  the  collision  took  place.  On  the  part  of  the  libeUante,  it 
is  insisted  that  their  schooner  was  to  the  leeward  of  the  schooner 
of  the  claimants,  and  that  she  was  proceeding  on  her  voyage,  close- 
hauled  on  the  wind;  that  those  in  charge  of  her  first  saw  the 
schooner  of  the  claimants  a  point  or  a  point  and  a  half  on  her 
starboard  bow ;  that  the  vessels  were,  at  that  time,  a  mile  apart ; 
that  both  vessels  kept  their  course  until  they  approached  within 
about  one  hundred  and  fifty  feet  of  each  other,  when  those  in 
chaige  of  the  libellants'  schooner  perceived  that  the  schooner  of  the 
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claimants  had  chaDged  her  coarse,  and  was  coming  down  upon 
their  vessel ;  that  it  then  being  impossible  for  the  vessel  of  the 
libellants  to  get  to  the  windward  of  the  vessel  of  the  claimants, 
those  in  chaige  of  the  libellants'  vessel  put  the  wheel  hard  up,  as 
the  only  thing  which  they  could  do  with  any  hope  of  avoiding  a 
collision,  but  that  the  precaution  was  unsuccessful,  as  the  vessel  of 
the  claimants  also  changed  her  course,  and  she  fell  off  at  the  same 
time.  Several  of  those  statements  are  denied  by  the  claimants,  as 
for  example,  they  insist  that  the  vessel  of  the  libellants  was  to  the 
windward  of  their  vessel  when  their  lookout  descried  the  red  light 
of  the  libellants'  schooner  nearly  a  mile  ahead,  and  that  the  master 
immediately  gave  the  order  to  keep  the  vessel  off  a  little,  and  that 
the  order  was  obeyed- 

Assuming  that  the  schooner  of  the  libellants  was  to  the  windward, 
the  orde^as  a  proper  one,  as  it  gave  the  approaching  vessel  a  wider 
berth,  and  it  cannot  be  doubted,  if  the  vessel  of  the  claimants  was  to 
the  leeward,  that  the  collision  would  have  been  avoided  if  the  vessel 
of  the  libellants  had  not  changed  her  course ;  but  the  claimants  allege 
that  she  kept  her  course  until  the  two  vessels  were  within  a  hundred 
and  fifty  feet  of  each  other,  when  she  suddenly  ported  her  helm  and  ^ 
fell  off  to  leeward.  Each  party  claims  to  have  been  to  the  leeward, 
and  chaiges  that  the  other  was  so  far  to  the  windward  that  if  there 
had  been  no  change  of  course  the  two  vessels  would  have  passed 
each  other  in  safety^  and  no  doubt  is  entertained  that  both  parties 
are  right  in  supposing  that  the  collision  would  have  been  avoided  if 
no  change  had  been  made  by  either  after  the  execution  of  the  first 
order  given  by  the  master  of  the  claimants'  vesseL 

Where  two  sailing  ships  are  meeting  end  on,  or  nearly  end  on,  so 
as  to  involve  risk  of  collision,  the  helms  of  both  should  be  put  to 
port,  so  that  each  may  pass  qn  the  port  side  of  the  other.  Such  is 
the  general  rule  as  established  by  the  act  of  Congress,  and  the  deci- 
sions of  the  Supreme  Court ;  but  in  obeying  cmd  construing  that  rule,  . 
as  well  as  several  others,  due  regard  must  be  had  to  all  dangers  of 
navigation,  and  to  any  special  circumstances  which  may  exist  in  any 
particular  case,  rendering  a  departure  £rom  the  rule  necessary  in  order 
to  avoid  immediate  danger.  Attempt  is  made  to  bring  the  case 
within  those  exceptional  principles,  but  the  evidence,  taken  as  a 
whole,  disproves  every  such  theory,  and  shows  that  the  vessel  of 
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the  libellants  was  to  the  windward  of  the  vessel  of  the  claimants, 
and  that  the  conclusion  of  the  District  Court  was  correct  Con- 
curring as  I  do  with  the  district  judge,  both  in  his  conclusion  and 
in  the  reasons  assigned  in  its  support,  it  does  not  seem  necessary  to 
analyze  the  testimony,  or  to  enter  more  fully  into  a  discussion  of 
the  subject 
Decree  affirmed,  with  costs. 
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before  cliffobd  and  lowell,  jj. 

Courts  of  equity  possess  the  power  to  correct  mistakes  in  policies  of  insarance,  even  to  the 
extent  of  changing  the  meet  material  clauses;  hut  the  power  should  he  ezeidsed  with 
great  caution,  and  only  when  the  proof  is  entirely  satisfactory. 

Where  an  instrument  is  intended  to  carry  into  effect  an  agreement,  whether  in  writing  or 
by  parol,  but  by  mistake  of  the  draftsman,  either  of  law  or  fact,  does  not  fulfil,  or  vio- 
lates, the  manifest  intention  of  the  parties,  equity  will  correct  the  mistake  so  as  to  pro- 
duce conformity  of  the  inst^ment  to  the  agreement 

When  there  is  a  settled  form  of  charter  in  a  particular  trade,  underwriters  are  bound  to 
know  Uie  customary  stipulations  of  a  charter  in  that  trade,  and  when  informed  by  an 
applicant  that  the  vessel  is  chartered  in  such  trade,  the  contract  of  insurance  must  be 
considered  to  be  made  with  the  understanding  that  the  charter  is  framed  in  the  nsual 
way,  unless  the  correspondence  leads  to  a  different  conclusion. 

In  their  letter  of  acceptance  of  the  proposed  insuranoe,  the  underwriters  said  that  it  was 
worth  something  to  cover  the  risk  at  the  port  of  loading,  ffttd^  this  implied  that  it 
was  not  to  be  the  same  as  the  port  of  discharge,  and  knowing  that  the  outward  cargo 
was  coal,  the  underwriters  were  bound  to  know  that  charters  for  such  voyages  usually 
contained  a  stipulation  allowing  a  second  port  for  loading  the  return  cargo. 

Equity  will  reform  a  policy  not  containing  such  a  permission  when,  as  in  this  case,  the 
antecedent  correspondence  of  the  parties  showed  that  the  complainant  intended  to  secure 
such  protection,  and  that  the  respondent  knew  such  to  be  his  understanding. 

When  the  contract  is  agreed  to,  whatever  it,  by  fair  interpretation,  includes,  the  under- 
writers are  bound  to  insert  in  the  policy,  and  if  they  omit  to  do  so,  the  insured  has  a 
right  to  insist  upon  strict  conformity  to  the  original  agreement. 

A  misrepresentation  in  insurance  is  a  false  representation  of  a  material  fact  by  one  of  the 
parties  to  the  other,  tending  directly  to  induce  such  other  to  enter  into  the  contract,  or 
to  do  so  on  less  favorable  terms  to  himself,  when  without  the  misrepresentation  such 
other  party  might  not  have  entered  into  the  contract  at  all,  or  done  so  on  different 
terms. 
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AppHoant*8  letters  to  the  nnderwriters  stated  that  the  vessel  would  take,  on  her  outward 
Tojage,  her  register  tonnage  of  coal,  bat  she  did  cany  more  than  that  quantity.  Held, 
not  a  material  misrepresentation.  1.  Because  the  letters,  when  properly  construed,  did 
not  amount  to  a  representation  that  the  cargo  did  not  exceed  that  amount  9.  Because 
the  representation  was  not  material  to  the  risk,  she  was  not  overloaded,  nor  was  the 
voyage  prolonged  or  risk  increased  thereby.  3.  Because  the  representation  had  no  effect 
In  determining  the  underwriters  whether  to  insure  or  not. 

Representations  are  collateral  and  incidental  to  the  contract  of  insurance;  warranties  are 
stipulations  fomung  part  of  it,  and  are  construed  sa  conditions. 

Extraneous  statements,  not  introduced  into  the  policy,  are  regarded  as  collateral  to  the  con- 
tract, unless  expressly  referred  to  in  the  same.  If  so  referred  to,  they  acquire  the  charac- 
ter of  warranties. 

When  a  provision  was  made  in  a  policy  to  indemnify  the  respondents,  if  the  cargo  of  coal 
exceeded  the  registered  tonnage,  and  where  it  was  clear  that  the  insurers  did  not  regard 
the  applicant's  statement,  as  to  quantity,  as  founded  on  positive  knowledge.  Held,  that 
the  stipulation,  "  outward  cargo  of  coal  not  to  exceed  registered  tonnage,"  was  not  a  ma- 
terial misrepresentation. 

Policy  reformed  to  agree  with  &e  conespondence  of  the  parties. 

Bill  in  equity  to  leform  a  policy  of  issuTanca  An  action  of 
assumpsit  was  first  brought  on  the  policy,  and  the  case  was  heard 
and  decided  by  Clifford,  J.,  October  Term,  1870,  reported  in  3  CliflE 
328. 

Insurance  on  charter  of  barque  Maria  Henry  was  granted  by 
the  respondents  on  the  11th  of  May,  1866,  in  the  sum  of  $4^000, 
^  at  and  from  liverpool  to  a  port  of  discharge  in  Cuba,  and  at  and 
thence  to  port  of  advice  and  destination  in  Europe."  When  the 
application  for  the  policy  was  made,  the  barque  was  at  Liverpool,  and 
it  appears  that  she  loaded  at  that  port  with  a  cargo  of  coal,  and  hav- 
ing been  regularly  cleared  there,  she  proceeded  thence,  without  diffi- 
culty, on  her  outward  voyage  to  the  port  of  St  Jago  de  Cuba,  where 
she  discharged  her  outward  caigo,  and,  having  accomplished  that  ob- 
ject, she  sailed  thence  to  Mansanilla,  another  port  in  Cuba,  and  there 
took  on  board  a  cargo  of  the  products  of  the  island ;  and  on  the 
13th  of  September  sailed  thence  for  Europe,  via  Falmouth  for  orders, 
and  on  the  18th  of  the  same  month  was  totally  lost,  by  perils  of 
the  sea,  on  her  return  voyage.  Due  notice  of  the  loss  which  was 
admitted,  was  given  to  the  respondents ;  but  they  refused  to  pay 
the  amount  insured,  or  any  part  of  the  same,  upon  the  ground  that 
the  barque,  without  any  justifying  cause,  departed  from  the  pre- 
scribed course  of  the  voyage  as  described  in  the  policy  mentioned 
in  the  biH  of  complaint  The  refusal  to  pay  was  based  solely  upon 
tiie  ground  that  the  barque,  after  she  discharged  her  outward  caigo, 

TOL.  IV.  18 


194  MASSACHUSETTS  DISTEICT. 

Heatn  v,  Bqultable  Safety  Insunmoe  Compaaj. 

went  to  a  second  port  for  a  return  cargo,  and  this  court,  in  the  suit 
at  law  founded  upon  the  policy,  was  of  the  opinion  that  the  plain- 
tiff could  not  recover,  as  the  going  to  a  second  port  to  load  was  not 
authorized  by  the  terms  of  the  contract,  and  amounted  to  a  devia- 
tion that,  tested  by  the  words  of  the  policy,  was  certainly  a  depart- 
ure from  the  regular  and  usual  course  of  the  voyage  therein 
specified,  and  inasmuch  as  it  was  voluntary  and  without  actual 
necessity,  or  any  cause  recognized  by  the  law  of  insurance  as  rea- 
sonable, it  must  at  law  be  regarded  as  a  departure,  and  as  an  answer 
to  any  legal  claim  made  by  the  plaintiff.  The  complainant  was  a 
part-owner  and  agent  of  the  baique,  and  he  alleged  that  the  master 
of  the  barque,  on  the  5th  of  April,  1866,  chartered  her  to  one  John 
Meek  for  a  round  voyage  from  the  port  of  Liverpool  to  the  island 
of  Cuba,  and  thence  to  return  to  a  market  port  in  Europe  for  orders 
where  to  discharge ;  that  a  charter  party  to  that  effect  was  signed 
by  the  master,  in  which  it  was  agreed  that  the  barque  should,  in 
the  course  of  the  voyage,  visit  two  ports  in  the  island  of  Cuba, 
that  being  informed  that  the  barque  was  so  chartered,  and  that  she 
would  carry  a  caigo  of  coal  on  her  outward  voyage  £rom  liver- 
pool,  he  made  application,  by  a  letter  bearing  date  May  2, 1866,  to 
the  corporation  respondents,  to  insure  the  sum  of  $4,000  on  the 
charter  of  the  barque,  valued  at  $16,000,  provided  the  premium  to 
be  charged  therefor  by  the  company  should  not  exceed  three  per 
cent,  the  voyuge  for  which  the  charter  was  granted  being  described 
in  the  letter  in  the  words  following,  to  wit :  "  Voyage  from  liver- 
pool  to  Cuba  and  to  Europe,  via  Falmouth  for  orders  where  to  dis- 
charge," adding,  ''she  will  take  her  register  tonnage  of  coal  to 
Cuba." 

By  that  letter  the  respondents  were  requested  to  insure  on 
the  charter  of  the  barque,  and  were  informed  that  the  voyage  was 
from  Liverpool  to  Cuba,  and  to  Europe,  via  Falmouth  for  orders 
where  to  discharge,  and  that  she  would  take  her  register  tonnage  of 
coal  to  Cuba.  The  reply  of  the  respondents,  dated  May  4, 1866, 
showed  that  they  fully  understood  the  nature  of  the  application,  as 
they  said  in  their  reply,  "  We  cannot  write  the  charter  of  barque 
Maria  Henry  at  your  rate,  viz.,  three  per  cent,  including  coals 
from  Liverpool  to  Cuba.  Our  rate  will  be  four  per  cent  for  the 
voyage,  to  include  coals."    On  the  7th  of  the  same  month  the  plain* 
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ti£f  replied,  repeating  the  statement  that  the  barque  would  take  her 
roister  tonnage  of  coal  to  Cuba,  and  insisting  that  the  respondents, 
if  they  took  the  whole  matter  into  consideration,  ought  to  take  the 
risk  at  three  per  cent,  or  at  four  per  cent,  and  one  and  a  half  per  cent 
to  be  returned  if  no  loss.  Evidently  the  respondents  reconsidered 
the  matter,  as  they  responded  as  follows,  on  the  succeeding  day : 
"We  will  write  upon  the  charter  of  the  barque  as  proposed  by  you, 
Europe  to  Cuba,  and  back  to  Europe,  at  three  and  a  half  per  cent 
net  It  is  worth  something,  you  know,  to  cover  risk  at  port  of  load- 
ing in  Cuba>"  and  concluded  by  saying,  *'  We  cannot  take  the  risk  at 
any  lower  figure."  Distinct  notice  was  given  to  the  respondents,  in 
the  first  letter  of  the  plaintifT,  that  the  subject  of  insurance  was  the 
charter  of  the  barque,  that  the  voyage  was  from  Liverpool  to  Cuba, 
and  to  Europe,  via  Falmouth  for  orders  where  to  discharge,  and  that 
tibe  barque  would  take  her  register  tonnage  of  coal  to  Cuba  Much 
stress  was  laid  by  the  respondents  upon  the  fact  that  the  outward 
caigo  was  to  be  coal;  because  they  said  in  their  reply  to  the  first 
letter  of  the  plaintiff,  "  We  cannot  write  the  charter  at  three  per 
cent,  indudii^  coals  &om  Liverpool  to  Cuba,"  adding,  in  conclusion, 
^our  rate  will  be  four  per  cent  for  the  voyage,  to  include  coals;" 
showing  conclusively  that,  in  their  view,  the  rate  ought  to  be  higher 
because  the  vessel  was  to  carry  her  register  tonnage  of  coals.  Evi- 
dence was  introduced  by  the  plaintiff,  showing  that  charters  for  such 
a  voyi^  almost  invariably  contain  a  stipulation,  authorizing  the 
vessel  to  go  to  a  second  port  to  load,  and  some  of  the  witnesses,  of 
great  experience,  testified  that  they  never  knew  a  charter  in  that 
trade  which  did  not  contain  such  a  stipulatioiL  Such  a  provision 
was  in  this  charter,  and  the  correspondence  afforded  clear  evidence 
that  both  parties  intended  that  the  contract  should  embrace  that 
risk  as  a  part  of  the  voyage. 

Walter  Curtis  and  B.  B.  Curtis,  for  the  complainant 

John  C  Dodge,  for  the  respondents. 

Cliffobd,  J.  Courts  of  equity  imquestionably  possess  the  power 
to  correct  mistakes  in  policies  of  insurance,  even  to  the  extent  of 
changing  the  most  material  clauses  therein  which  are  the  subjects 
of  special  agreement ;  but  the  settled  practice  is  that  the  power 
should  be  exercised  with  great  caution,  and  only  in  cases  where 
the  proof  is  entirely  satisfactory.    Oliver  v.  The  Com.  Mar.  Ins.  Ca^ 
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2  Curt  295.  Where  an  instrainent  is  drawn  and  executed,  which 
professes  or  is  intended  to  cany  into  execution  an  agreement^ 
whether  in  writing  or  by  parol,  previously  entered  into,  but  which 
by  mistake  of  the  draftsman,  either  of  fact  or  law,  does  not  fulfil,  or 
violates,  the  manifest  intention  of  the  parties  to  the  agreement, 
equity  will  correct  the  mistake,  so  as  to  produce  a  conformity  of 
the  instrument  to  the  agreement.  Htmt  v.  Hoi^amanier,  1  Pet  12. 
Underwriters  cure  in  general  bound  to  know  the  course  of  the  trade 
"which  they  insure,  and  cannot  resist  a  claim  for  loss,  otherwise 
Valid,  upon  the  ground  that  they  were  ignorant  of  it,  unless  a  con* 
trary  intention  is  expressed  in  the  policy,  or  is  to  be  implied  from 
the  language  employed.  VaUatice  v.  Dewar^  1  Camp.  508 ;  Noble 
V.  Kevmomiy,  2  Doug.  513 ;  1  Duer,  Ins.  196, 197. 

Deviation  is  the  defence  in  this  case,  as  the  evidence  to  establish 
the  defence  is  that  the  barque,  after  she  went  to  St  Jago  de  Cuba,  and 
there  discharged  her  outward  cargo,  proceeded  thence  to  Mansamlla 
for  her  return  cargo,  before  she  sailed  for  Europe.  Attempt  was 
made  by  the  plaintiff  in  the  suit  at  law,  to  show  that  the  usage  of 
the  trade  justified  the  owners  of  the  insured  vessel  in  sending  her  to 
a  second  port  for  a  return  cargo,  and  that  such  an  act  did  not  consti- 
tute a  deviation  within  the  meaning  of  that  term  in  the  law  of  in- 
surance. Nothing  of  the  kind  is  expressed  in  the  poUcy,  and  the 
court  was  unable  to  adopt  the  views  of  the  plaintiff,  for  two  rea- 
sons: 1.  Because  the  testimony  introduced  did  not  prove  the 
alleged  usage.  It  showed  that  charters  in  that  trade  almost  inva- 
riably contained  authority  to  go  to  a  second  port  to  load ;  but  it  did 
not  show  that  as  between  the  insurer  and  the  insured,  the  ves- 
sel possessed  any  such  authority,  unless  it  was  expressed  in  the 
policy,  or  to  be  implied  from  the  language  employed.  2.  Because 
the  court  was  of  the  opinion  that  evidence  of  such  a  usage,  even  if 
proved,  was  not  admissible  to  vary  or  enlarge  the  meaning  of  the 
language  of  the  policy,  as  the  language  employed  is  clear  and  un- 
ambiguous. Called  upon,  as  the  court  then  was,  to  construe  the 
language  of  the  policy,  the  court  was  bound  to  give  it  its  usual  and 
ordinary  signification;  but  the  question  presented  in  the  present 
case  is  quite  different,  as  it  involves  the  construction  of  the  corre- 
spondence which  preceded  the  execution  of  the  policy.  Applica- 
tion was  made  for  a  policy  upon  the  charter  of  the  barque,  and  the 
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nnderwiiteis  were  plainly  notified  what  the  voyage  would  he,  and 
that  the  oatwaid  cargo  would  he  coaL  They  must  have  known 
that  the  owner  expected  to  dischaige  the  outward  cargo  at  the  port 
of  destination,  and  to  have  leave  to  visit  a  second  port  for  a  return 
cargo,  as  the  evidence  shows  that  such  policies  almost  invaiiahly 
contain  a  stipulation  granting  that  privil^e.  Pursuant  to  that  un- 
derstanding, the  complainant  closed  the  correspondence  in  the  fol* 
lowing  terms:  "I  accept  your  proposition  in  reference  to  the 
insurance  of  the  charter  of  the  harqua  Please  insure  94,000,  at 
3|  per  cent,  on  the  charter,  valued  at  $16,000,  at  and  fiom  liver- 
pool  to  Guha,  and  to  Europe  via  a  market  port  for  orders  where  to 
discharge."  Weighed  in  view  of  the  circumstances,  the  court  is  of 
the  opinion  that  the  correspondence  shows  a  concluded  agreement^ 
insuring  the  charter  of  the  harque  for  the  voyage  mentioned  in  the 
charter  party  as  described  in  the  first  letter  of  the  complainant, 
during  the  passage  of  the  vessel  from  Liverpool  to  the  island  of 
Chiha>  and  during  her  discharge  and  loading  at  the  island,  and  from 
that  island  to  her  port  of  discharge  in  Europa  Unquestionably 
both  parties  contemplated  that  the  barque  would  dischaige  her  out- 
ward cargo,  and  take  on  board  her  return  cargo,  before  she  sailed 
for  her  ultimate  destination ;  and  in  view  of  the  correspondence 
and  the  attending  circumstances,  not  a  doubt  is  entertained  by  the 
court  that  both  understood  that  the  vessel  might,  if  necessary,  go  to 
a  second  port  for  her  return  cargo.  Where  there  is  a  settled  form 
of  charter  in  a  particular  trade,  underwriters  are  bound  to  know  the 
customary  stipulations  contained  in  a  charter  in  that  trade,  and 
when  informed  by  an  applicant  for  a  policy  of  insurance,  that  the 
vessel  described  in  the  application  is  chartered  in  that  trade,  it 
must  be  understood  that  the  contract  of  insurance  is  made  with  the 
understanding  that  the  charter  is  framed  in  the  usual  form,  unless 
the  correspondence  tends  to  a  different  conclusioa  Salvador  v. 
Hophim,  3  Burr.  1707 ;  Oregory  v.  Christie,  3  Doug.  419 ;  OrarU  v. 
PaxUm,  3  Taunt  468 ;  1  Marsh.  Ins.  184 

Protection  at  the  port  of  loading  was  clearly  within  the  contract,  as 
the  underwriters  remind  the  plaintiff^,  in  their  second  letter,  that  it  is 
worth  something  to  cover  the  risk  at  port  of  loading,  which  clearly 
implies  that  it  may  not  be  the  port  where  the  outward  cargo  should 
be  discharged,  as  they  knew  that  the  outward  cargo  was  coal,  and 
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were  bound  to  know  that  charters  for  snch  a  voyage  usually  contained 
a  stipulation  allowing  a  second  port  for  loading  the  return  cargo. 
Undoubtedly  underwriters  may  refuse  to  grant  that  privilege,  or 
the  insured  may  voluntarily  accept  a  policy  which  denies  it^  or 
does  not  contain  it ;  but  the  correspondence  in  this  case  satisfies 
the  court  that  the  respondents  did  not  so  refuse,  and  that  the  com- 
plainant intended  to  secure  it,  as  the  clear  inference  from  the  letters 
of  both  parties  is,  that  the  complainant  expected  that  protection, 
and  that  the  respondents  knew  that  such  was  his  understanding  of 
the  agreed  terms  for  the  policy.  That  equity  will  reform  such  a 
contract,  where  there  is  a  mistake  of  such  a  character,  whether  it 
be  termed  a  mistake  of  law  or  of  fact,  is  beyond  all  doubt,  as  ap* 
pears  by  numerous  authorities  in  addition  to  those  to  which  refer- 
ence has  already  been  made.  HenckU  v.  Boyal  Assu/rance  Co,,  1  Yea 
317 ;  Motteavx  v.  London  Assurance  Co.,  1  Atk.  545 ;  ColkU  v.  Morri' 
son,  12  Eng.  L.  &  Eq.  171 ;  Andrews  v.  JSssex  Co.,  3  Mas.  10. 

When  once  the  contract  is  agreed  to,  whatever  that  contract,  by  a 
just  and  reasonable  interpretation,  includes,  the  underwriters  are 
bound  to  insert  in  the  policy,  and  if  they  omit  to  do  it,  the  insured 
has  a  right  to  insist  upon  a  perfect  conformity  to  the  original  propo- 
sition and  agreement  Canedy  v.  Marcy,  13  Gray,  377 ;  Oillespie  v. 
Moon,  2  Johns.  Ch.  596 ;  WaJce  v.  Edrrop,  1  Hurht  &  C.  202 ; 
Finlay  v.  Lynn,  6  Cran.  238. 

Suppose  that  is  so,  still  it  is  contended  by  the  respondents  that  the 
complainant  is  not  entitled  to  a  decree,  because  they  insist  that  the 
letters  of  the  plaintiff  contain  a  material  misrepresentation.  Befer- 
ence  is  there  made  to  the  fact  that  the  letters  state  that  the  vessel 
would  take,  as  outward  cargo,  her  register  tonnage  of  coal,  and  to  the 
conceded  fact  that  she  carried  more  than  that  quantity.  Tested  by 
that  consideration,  the  respondents  contend  that  the  biQ  of  complaint 
must  be  dismissed,  even  if  the  court  is  of  the  opinion  that  the  con- 
tract of  insurance,  as  made  by  the  parties,  is  not  correctly  set  out  in 
the  policy ;  but  the  court  is  of  a  different  opinion,  for  several  reasons : 
1.  Because  the  letters,  when  properly  construed,  do  not  amount  to  a 
representation  that  the  cargo  did  not  exceed  the  registered  tonnage 
of  the  vessel  2.  Because  the  representation  was  not,  in  fact,  material 
to  the  risk,  as  there  is  no  pretence  that  she  was  overloaded,  or  that 
the  excess  had  any  effect  to  prolong  the  passage,  or  to  increase  the 
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3.  Because  the  representation  did  not  have  any  effect  to  de* 
tennine  the  underwriteis  to  insure,  or  to  regulate  their  estimate  of 
the  premium.  A  misrepresentation  in  insurance  is  a  false  represen- 
tation of  a  matoial  fact  by  one  of  the  parties  to  the  other,  tending 
directly  to  induce  the  other  to  enter  into  the  contract,  or  to  do  so 
on  less  favorable  terms  to  himself,  when  otherwise  he  might  not 
enter  into  the  contract  at  all,  or  might  demand  terms  more  favora- 
ble. 1  PhiL  Ins.  §  529.  No  fact  is  to  be  deemed  material  unless 
there  is  just  reason  to  believe  that  it  either  determined  the  under- 
writer to  insure,  or  regulated  his  estimate  of  the  premium.  2  Duer, 
Ins.  680.  Sepresentations  differ  materially  from  warrsmties  in  the 
law  of  insurance,  as  the  former  are  regarded  as  collateral  statements 
of  facts  incidental  to  the  contract ;  but  a  warranty  is  a  stipulation 
forming  a  part  of  the  contract,  and  is  construed  as  a  condition.  All 
statements  in  the  policy  itself  are  prima  facie  warranties,  but  ex- 
traneous statements  are,  in  general,  regarded  as  representations 
even  when  made  formally  in  writing,  or  in  answer  to  written  or 
printed  questions  propounded  by  the  insurers.  Such  statements, 
when  not  introduced  into  the  policy,  are  ordinarily  regarded  as  col- 
lateral to  the  contract,  unless  when  expressly  referred  to  in  the 
policy  as  forming  a  part  of  the  contract^  when  they  acquire  the 
character  of  warranties,  and  invalidate  the  insurance,  unless  strictly 
complied  with,  whether  they  are  or  are  not  material  to  the  risk 
assumed  by  the  insurer.  JSddy  Street  Iron  Fotmdry  v.  Hamden 
Stock  &  Mutual  Fire  Ins.  Co.,  1  Cliff  305. 

Bepresentations  may  be  material  and  of  a  character,  if  not  true,  to 
avoid  the  contract ;  but  there  can  be  no  pretence,  in  this  case,  that 
the  respondents  were  induced  to  execute  this  policy  by  the  fact  that 
the  barque  would  carry  only  her  registered  tonnage,  or  that  they  would 
not  have  entered  into  the  contract  of  insurance  at  all  had  they  known 
that  she  would  carry  the  cargo  which  she  did  cany  and  dischaige  in 
safety.  Enough  appears  in  their  printed  form  of  policies  to  nega- 
tive every  such  inference,  as  the  following  clause  is  found  in  the 
margin  of  the  policy :  "  To  add  for  each  passage,  viz.,  one  per  cent 
if  loaded  with  more  than  registered  tonnage  of  guano,  coal,  salt, 
nitrate  of  soda,  iron,  copper  ore  or  slate,  either,  or  in  any  combina- 
tion." Provision  is  therefore  made  to  indemnify  the  respondents 
in  case  the  cargo  of  coal  exceeds  the  registered  tonnage.    Bespon* 
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sive  to  that,  it  is  insisted  by  the  respondents  that  the  representa- 
tion was  false;  but  the  evidence  does  not  support  any  such 
conclusion,  and  the  letter  of  the  respondents  tends  strongly  to  nega- 
tive it  and  to  show  that  the  representation  was  treated  by  them  as 
an  immaterial  and  unascertained  matter,  as  the  respondents  do  not 
allude  to  the  registered  tonnage  as  a  limit  to  the  outward  cargo. 
Doubtless  they  knew  that  the  plainti£f  could  not  control  the  matter, 
and  that  the  master  took  no  account  of  the  quantity,  as  the  coal 
out,  under  such  a  charter,  earned  no  freight  Influenced  by  these 
considerations,  the  better  opinion  is  that  the  respondents  did  not 
regard  the  statement  as  to  quantity,  as  one  founded  upon  positive 
knowledge,  and  consequently  inserted  the  provision  for  one  per 
cent  additional  in  case  the  coal  carried  exceeded  the  registered  ton- 
nage. Executed,  as  the  policy  was,  in  the  usual  and  ordinary  form 
of  policies  issued  by  this  company,  the  court  is  of  the  opinion  that 
the  representation  was  not  material,  in  their  mode  of  conducting 
the  business  of  insurance  in  that  trade.  Flinn  v.  Seadlam,  9  B. 
&  G.  693 ;  2  Duer,  682.  In  view  of  all  the  circumstances,  the 
court  is  of  the  opinion  that  the  policy  must  be  reformed,  as  prayed 
in  the  bill  of  complaint,  and  that  the  complainant  is  entitled  to  a 
decree  to  that  effect,  and  for  his  costs. 


Gbokge  Hearn  v.  The  New  England  Mutual  Marine  Insur- 
ance Company. 

BEFORE  CLIFFORD  AND  LOWELL,  JJ. 

In  repl7  to  complainant's  application  for  insurance,  not  to  cost  over  four  per  cent,  on  a 
yessel  carrying  coal  to  Caba,  and  return  to  Eoropei  the  underwriters  replied,  **Aa 
requested,  we  have  entered  $6,000  on  the  charter  of  the  barque  Karia  Henry,  Liverpool 
to  port  in  Cuba,  and  thence  to  port  of  advice  and  discharge  in  Europe,  at  four  per  cent,** 
and  did  write  such  a  policy  in  the  same  terms.  Btld,  that  these  words  did  not  authoriie 
the  insured  to  go  to  a  second  port  in  Cuba  for  a  return  cargo. 

Seld  also,  under  the  pleadings  in  this  case,  that  evidence  of  a  usage  at  Liverpool  for  vessels 
chartered  at  that  port  for  a  round  voyage  to  Cuba  and  return  to  Europe,  carrying  out- 
ward coal,  and  bringing  a  return  cargo ;  to  visit  two  ports  in  Cuba,  could  not  be  admitted 
to  affix  such  an  interpretation  to  the  policy. 

This  was  a  bill  in  equity  to  reform  a  policy  of  insurance.    A 
prior  action  of  assumpsit  was  brought  on  the  policy,  in  which  judg- 
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ment  was  entered  for  the  defendants.  The  report  of  that  case  may 
found  in  3  Cliff  318. 

A  statement  of  facts  is  given  in  the  opinion. 

Waiter  Ourtia  and  B,  R  Gturtis,  for  the  complainant. 

S.  C.  Hutchdns,  for  the  respondents. 

Cliffo&d,  J.  Equity  will  reform  a  policy  of  insurance  if  it  does 
not,  when  drawn  and  received,  correctly  express  a  previously  con- 
duded  agreement  for  insurance,  which  it  was  designed  by  both 
parties  should  have  been  expressed  in  the  instrument;  but  the 
power  will  only  be  exercised  with  great  caution,  and  upon  such 
proof  as  is  entirely  satisfactory.  Application  for  insurance  was 
made  by  the  complainant  to  the  respondents  on  the  7th  of  May, 
1866,  in  which  communication  he  stated,  among  other  things,  that 
ihe  barque  Maria  Henry  was  chartered  to  go  from  Liverpool  to 
Cuba,  and  load  for  Europe,  via  Falmouth  for  orders  where  to  dis- 
charge, and  requested  the  respondents  to  insure  $5,000  on  the  char- 
ter, valued  at  $16,000,  provided  they  would  not  charge  over  four 
per  cent  premium.  In  the  same  communication  the  complainant 
also  stated,  *'  I  think  the  vessel  sailed  from  Liverpool,  April  22,  for 
Cuba,  with  her  registered  tonnage  of  coal  on  board."  Whatever 
prior  contract  was  made  between  the  parties  was  consummated  by 
the  respondents  in  their  reply  to  the  communication  from  the  com- 
plainant, which  bears  date  two  days  later  than  the  communication 
from  the  complainant,  in  which  they  say,  "  Your  favor  of  the  7th  is 
at  hand,  and,  as  requested,  we  have  entered  $5,000  on  the  charter 
of  barque  Maria  Henry^  Liverpool  to  port  in  Cuba,  and  thence 
to  port  of  advice  and  discharge  in  Europe,  at  four  per  cent'* 
What  they  represented  that  they  had  done  they  did,  in  fact,  do,  as 
appears  by  the  words  of  the  policy,  which  are,  "  $5,000  on  charter 
of  the  barque  Maria  Henry,  at  and  from  Liverpool  to  a  port  in 
Cuba,  and  at  and  thence  to  port  of  advice  and  discharge  in  Europe." 
They  stated  not  only  that  they  had  done  as  requested,  but  they 
stated  what  they  had  done,  and  gave  the  terms  in  which  they  had 
expressed  the  contract  in  the  policy.  Argument  to  show  that  those 
words  did  not  authorize  the  insured  to  go  to  a  second  port  for  a 
return  cargo  is  unnecessary,  as  that  proposition  is  fully  established 
by  the  opinion  given  in  the  suit  at  law,  to  which  reference  is  made 
to  support  that  conclusion.    Complainant  alleges  that  at  the  time 
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of  issuing  the  policy,  there  existed  a  general  and  uniform  usage  at 
the  port  of  Liverpool,  that  all  vessels  chartered  at  that  port  for  a 
round  voyage  from  that  port  to  the  island  of  Cuba,  and  thence  to 
return  to  Europe,  carrying  coal  as  their  outward  cargo  to  Cuba,  and 
bringing  a  return  cargo  thence  to  Europe,  should  visit  two  ports  in 
said  island,  that,  is,  one  for  the  purpose  of  discharging  the  outward 
cargo  and  a  second  for  the  purpose  of  shipping  a  return  caigo,  and 
he  avers  that,  in  applying  for  insurance  in  this  case,  it  was  his  in- 
tention to  obtain  insurance  upon  the  charter  of  the  barque  for  such 
a  voyage  as  is  usually  performed  by  vessels  chartered  at  Liverpool 
for  such  a  round  voyage,  carrying  coal  for  an  outward  cargo,  and 
that  the  respondents  were  fully  informed  that  such  was  his  pur- 
pose, and  of  the  nature  of  the  voyage,  and  that  they  agreed  to 
insure  the  charter  for  such  a  voyage.  On  the  other  hand,  the 
respondents;  in  their  answer,  deny  the  existence  of  any  such  usage, 
and  allege  that  they  did  insure  $5,000  on  the  charter  of  said  barque 
from  Liverpool  to  port  in  Cuba,  and  thence  to  port  of  advice  and 
discharge  in  Europe,  at  a  premium  of  four  per  cent,  and  so  informed 
the  complainant  by  letter.  They  alsp  state  that  they  replied  to  the 
letter  of  the  complainant,  stating  in  positive,  clear,  and  unambigu- 
ous language  precisely  for  what  voyage  the  respondents  agreed  to 
insure  the  charter  of  the  barque,  and  that  they  thereafter,  in  their 
due  and  regular  course  of  business,  made  out  a  policy  of  insurance 
and  delivered  the  same  to  the  complainant,  in  exact  accordance 
with  the  statement  in  their  letter  to  him,  and  exactly  in  tenor  and 
effect  in  accordance  with  what  they  had  agreed  to  do. 

None  of  those  statements  of  the  answer  can  ba  denied  if  the  lan- 
guage of  the  correspondence  between  the  parties  be  taken  in  its 
ordinary  signification ;  but  the  complainant  contends  that  his  letter,  if 
interpreted  as  the  underwriters  were  bound  to  interpret  it,  asked  for 
a  policy  permitting  the  use  of  two  ports  in  Cuba ;  but  the  answer  to 
that  proposition  is,  that  the  language  of  the  policy  is  the  same 
as  the  language  of  the  complainant's  letter,  and  the  court  decided, 
in  the  suit  at  law,  that  evidence  of  usage  was  not  admissible 
to  affix  such  a  meaning  to  that  language,  and  the  court  adh^ies 
that  opinion.  Heam  v.  New  Enghmd  Mvi.  Mar.  Ins.  Co.^  3  Cli£ 
318 ;  Same  v.  JBquitcMe  Safety  Ins,  Co.,  Ibid.  Viewed  in  any  Kght, 
the  court  is  of  the  opinion  that  the  complainant  fails  to  show 
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that  the  respondents  agreed  to  give  him  any  other  policy  than  the 
one  which  they  executed  and  delivered  to  him,  and,  in  respect  to 
that,  the  conrt  has  already  decided  that  it  does  not  give  him  any  such 
Tight 

Bill  of  complaint  dismissed. 
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before  clifford  and  knowles,  jj. 

Warranties  an  of  two  kinda,  affirmative  and  promiaaoij,  and  they  may  arise  from  expraiB 
words  or  by  implication. 

AffinoatiTe  warranties,  whether  express  or  implied,  are  representations,  in  the  policy,  of  the 
existence  of  some  fiict  or  state  of  things,  at  the  time  of,  or  previous  to,  the  malcing  of  the 
policy,  and  they  are  conditions  precedent  which,  if  nntme,  the  policy  does  not  attach  aa 
the  contraL*t  of  the  insurers. 

Promissory  warranties  may  be  also  either  express  or  implied.  They  relate  to  the  happen- 
ing of  some  fntore  event,  or  the  performance  of  some  future  act. 

Tbey  may  be  conditions  precedent  or  snbeequent  This  is  ascertained  from  the  language 
employed,  the  subjectmatter,  and  the  surrounding  circumstances. 

Even  words  of  warranty  are  subject  to  construction,  and  will  receive  a  liberal  or  strict  one, 
to  meet  the  justice  of  the  case. 

A  warranty,  in  respect  to  an  existing  fact,  is  a  condition  precedent,  and,  If  not  true  when 
reasonably  construed,  it  avoids  the  policy. 

The  insured,  however,  is  only  held  to  a  substantial  compliance,  because  the  condition  can- 
*  not  be  extended  by  construction,  so  aa  to  include  wliat  is  not  necessarily  implied  in  its 
lenns* 

Promissory  warranties  must  be  substantially  performed,  but  not,  like  warranties,  exactiy 
and  literally  complied  with. 

If  substantially  true  as  to  existing  circumstances,  and  in  the  same  way  complied  with,  so 
far  as  they  are  executory,  that  is  sufficient. 

A  policy  of  insurance  on  a  mill  contained  the  stipulations  that  the  forcing-pump  should  be 
kept  in  good  wofking  order,  that  a  sufficient  supply  of  water-casks  and  buckets  should 
be  kept  in  each  room,  ffeld,  these  were  not  warranties,  and  that  it  was  sufficient  if 
they  were  substantially  complied  with,  as  by  reasonable  diligence  in  repairing  the  pump 
when  out  of  order,  and  by  keeping  water-casks  and  buckets  in  places  where  they  were 
easily  aoeesaible  from  the  rooms. 
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A  POLICY,  in  the  sum  of  $7,500,  was,  on  March  1, 1871,  granted  by 
the  corporation  defendants  to  the  plaintiff,  contracting  to  indemnify 
him,  for  one  year  from  that  date,  against  loss  or  damage  by  fire 
on  his  cotton-factory  building,  and  the  stone  and  frame  additions 
thereto,  situated  in  North  Providence,  B.  I.,  and  known  as  the  Grey 
Stone  Mill,  and  on  the  machinery,  both  fixed  and  movable,  therein, 
including  also  the  engine,  boilers,  and  their  appurtenances,  and  the 
tools,  fixtures,  shafting,  belting,  steam  and  water  pipes,  forcing- 
pumps,  mill  furniture,  and  all  other  personal  property  required  for 
the  use  of  the  mill,  except  stock  and  Tuill  supplies,  as  set  forth  in  the 
policy  described  in  the  declaration.  Special  reference  to  those  details 
is  unnecessary,  because  the  claim  was  for  a  total  loss  which' occurred 
on  December  1st  of  the  same  year  in  which  the  policy  was  issued. 

Due  notice  of  the  loss  was  given  to  the  defendants,  accom- 
panied by  the  required  statement  in  writing,  showing  the  particu- 
lars and  the  extent  of  the  damage,  signed  by  the  plaintiff  or  his 
agent,  and  verified  by  his  oath.  Having  exhibited  the  necessary 
preliminary  proofs,  and  payment  being  refused,  the  plaintiff  brought 
an  action  of  assumpsit  to  recover  the  amount  of  the  loss,  as  insured 
in  the  policy.  Service  having  been  made,  the  defendants  appeared 
and  pleaded  the  general  issue,  and  the  parties  thereupon  filed  a 
stipulation  in  writing,  waiving  a  jury,  and  consenting  that  the 
issues  of  fact  should  be  tried  and  determined  by  the  court.  13 
Stat,  at  L  501.  Testimony  was  introduced  by  both  parties,  and 
the  material  facts  found  by  the  court  are  as  follows :  1.  That  the 
fire  occurred  on  the  morning  of  Dec.  1, 1871,  and  that  the  damage 
sustained  by  the  plaintiff  was  $7,150,  aU  of  which  was  covered  by 
the  terms  of  the  policy.  2.  That  due  notice  of  the  loss  was  given 
to  the  defendants  by  the  plaintiff,  and  that  he  also  introduced  evi- 
dence showing  that  he  was  the  owner  of  the  property  consumed  at 
•the  time  of  the  loss ;  and  that  he  also  introduced  other  evidence, 
tending  to  show  that  he  had  complied  with  all  the  conditions  pre- 
scribed in  the  terms  of  the  policy,  unless  some  one  or  more  of  the 
defences  set  up  by  the  insurers  ought  to  prevail  as  a  vatid  answer 
to  the  action. 

By  the  terms  of  the  policy  it  was  agreed  on  the  part  of  the 
assured,  that  a  constant  night  watchman  should  be  kept  on  the 
premises,  and  that  the  forcing*pump  and  hydrants  should  be  kept 
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in  good  working  order;  also,  a  good  supply  of  water-casks  and  buckets 
in  each  room.  With  liberty  to  use  kerosene  oil  for  lighting,  provided 
the  lamps  are  filled  by  daylight.  Bunning  time  limited  to  custom- 
ary day  and  evening  hours,  and  occasionally  extra,  to  equalize  work, 
not  later  than  ten  o'clock  in  the  evening. 

Based  upon  that  stipulation  in  the  policy,  the  defendants  set  up 
the  following  defences,  and  attempted  to  maintain  the  following 
propositions :  — 

1.  That  each  and  every  clause  of  that  stipulation  was  a  warranty, 
and,  as  such,  that  it  became  a  part  of  the  contract^  and  £hat  the 
plaintiff  could  not  recover  unless  it  was  shown  that  those  war- 
ranties had  been  strictly  performed. 

2.  That  those  several  warranties  applied  to  the  entire  period  covered 
by  the  policy,  and  that  it  was  not  sufficient  to  show  a  compliance  at 
the  date  of  the  loss,  if  it  appeared  that  there  had  been  a  failure  to 
comply  with  the  same  at  any  prior  period  covered  by  the  policy. 

3.  That  the  evidence  showed  that  the  forcing-pump  was  out  of 
order,  &om  the  inception  of  the  policy  to  September  1st  following, 
and  that  the  warranty  in  that  regard  having  been  broken,  the  policy 
became  void,  because  no  reason  was  shown  why  it  was  not  kept  in 
good  order  during  all  that  time. 

4  That  the  warranty  was  broken,  because  the  forcing-pump  was 
not  in  good  order  at  the  time  of  the  loss. 

5.  That  the  warranty  in  r^ard  to  the  water-casks  and  buckets 
was  broken  in  two  particulars.  1.  Because  they  were  not  kept  in 
each  room.  2.  Because  there  never  was  the  requisite  supply,  and 
also  because  the  supply  was  deficient  at  the  time  of  the  fire. 

In  respect  to  every  one  of  the  clauses  in  that  stipulation,  the 
plaintiff  submitted  the  following  propositions :  1.  That  the  several 
clauses  of  the  stipulation  in  question  were  not  conditions  precedent 
to  the  right  of  the  plaintiff  to  recover,  nor  were  they  warranties  in 
the  sense  that  the  policy  was  avoided  in  case  it  appeared  that  a 
breach  occurred  in  respect  to  any  one  or  more  of  them,  unless  it  also 
appeared  that  the  breach  did  or  might  have  contributed  in  some 
d^ee  to  the  fire  or  loss.  2.  That  there  was  a  wide  difference  be- 
tween a  representation,  in  a  policy,  that  a  certain  fact  existed  at  the 
date  of  the  contract,  and  an  agreement  or  covenant  therein,  that 
something  shall  be  done  by  the  assured  to  diminish  the  risk.    He 
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admitted  that  a  representation  in  a  policy  that  a  certain  fact  existed, 
as  that  there  was  a  forcing^pnmp  in  the  building  insured,  was  a 
warranty,  and  that  the  insured,  if  it  was  false,  could  not  recover,  as  it 
constituted  a  conditi9n  precedent,  and  that  the  policy  never  attached 
if  it  was  shown  to  have  been  false.  Conceding  all  that,  still  he 
denied  that  a  failure  to  perform  an  agreement  or  covenant  in  a 
policy  that  something  should  be  done  by  the  insured,  in  the  future, 
as  that  the  fordng-pump  should  be  kept  in  good  order,  would  have 
any  such  effect,  as  such  an  agreement  or  covenant,  even  if  taken  in 
its  widest  sense,  was  but  a  condition  subsequent,  or  a  promissory 
warranty  which  would  not  avoid  the  policy,  if  it  appeared  that  the 
breach  of  it  did  not  and  could  not  have  contributed  in  any  degree 
to  the  accident  or  loss.  3.  That  the  several  clauses  in  that  stipula- 
tion were  merely  agreements  or  covenants  running  with  the  policy, 
and  not  strictly  warranties,  operating  as  conditions  precedent,  as  was 
supposed  by  the  defendants.  4  That  the  clause  stipulating  that 
the  forcing-pump  and  hydrants  should  be  kept  in  good  working 
order  was  satisfied  by  proof  of  the  existence  at  all  times  in  the 
building  of  a  good  forcing-pump  and  hydrants,  and  reasonable  skill 
and  care  to  keep  the  same  in  good  working  order.  5.  That  the 
clause  stipulating  that  there  should  be  a  good  supply  of  water-casks 
and  buckets  in  each  room  was  satisfied  by  such  supply  for  each 
room  so  situated  as  to  be  accessible  and  convenient  for  use,  whether 
actually  located  in  the  room  itself  or  in  an  entry  connected  with  the 
room,  and  leading  out  of  the  same  into  another.  Equally  contradic- 
tory views  were  entertained  by  the  parties  in  respect  to  the  matters 
of  fact  involved  in  those  several  propositions,  the  plaintiff  insisting 
that  he  had  complied  with  eveiy  one  of  the  requirements,  and  the 
defendants  denying  that  the  forcing-pump  was  in  good  order  at  the 
date  of  the  policy,  or  at  any  subsequent  time  before  the  fire ;  and 
they  also  denied  that  there  ever  was  a  sufficient  supply  of  water- 
casks  and  buckets  in  each  room,  as  required  by  the  terms  of  the 
policy.  Numerous  witnesses  were  examined  upon  these  topics,  and 
there  was  much  conflict  in  their  statements. 
S.  Cu/rrey,  A,  Payne,  and  J*.  C.  Peffram,  for  the  plaintifil 
C.  S.  Bradley,  F.  Chamierlain,  and  J.  H,  Stinsss,  for  the  def endanta 
Clifford,  J.  Insurance  against  fire  is  a  contract  to  indenmify 
the  insured  for  loss  or  damage,  occasioned  by  that  agency,  to  such 
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of  the  property  of  the  insured  as  is  described  in  the  policy,  during 
the  period  therein  specified.  Flanders,  Ins.  17;  Angell,  F.  & 
L.  Ins.  45.  Policies  of  insurance,  like  all  other  written  contracts, 
are  to  be  construed  by  ascertaining  the  intention  of  the  parties,  and 
in  collecting  that  intention,  the  words  of  the  policy  must  be  under- 
stood in  their  plain,  ordinary  and  popular  signification,  unless,  in 
view  of  the  subject-matter,  or  the  usage  of  trade,  the  words  have 
acquired  a  difiTerent  meaning,  or  unless  the  context  clearly  shows 
that  they  are  employed  in  some  special  and  peculiar  sense.  Carr 
V.  Mantefiare,  5  B.  &  S.  408 ;  Bdbert&m  v.  Frefnch,  4  East,  135 ; 
Shore  v.  WiUm,  9  Clark  &  F.  569. 

[After  a  review  of  the  facts  given  in  the  forgoing  statement,  the 
court  stated  its  findings  as  follows  :  ]  — 

1.  That  the  forcing-pump  and  hydrants  were  in  the  buildii^ 
insured  at  the  date  of  &e  policy,  and  that  they  were,  at  that  time, 
in  good  working  order.  2.  That  shortly  after  that,  it  was  discov- 
ered that  the  forcing-pump  was  out  of  order,  and  the  agent  and 
superintendent  took  it  out  and  sent  it  to  the  manufacturers  to  have 
it  repaired,  supposing  that  all  it  needed  was  a  new  cap ;  and  it 
appears  that  the  manufacturers  took  off  the  old  cap  and  made  a 
new  one,  and  sent  the  pump  back,  and  it  was  put  in  place ;  but  it 
would  not  work.  Subsequent  attempts  were  made  by  the  agent 
and  the  same  superintendent  to  discover  what  the  difficulty  was, 
but  without  success,  though  the  attempts  were  repeated  a  number 
of  times.  On  the  1st  of  June  the  superintendent  left,  and  a  new 
one  was  appointed  in  his  place;  and  it  appears  that  he,  by  the 
direction  of  the  agent,  went  immediately  to  work  on  the  pump  to 
see  what  it  was  that  prevented  it  from  operating ;  and  the  agent 
testifies  that  the  new  superintendent  worked  upon  it  without  suc- 
cess, until  he,  the  agent,  got  tired  of  having  the  men  so  employed, 
and  towards  the  last  of  August  he  went  and  got  the  manufacturers 
to  send  a  man  to  the  miU  for  that  purpose ;  and  it  appears  that  be 
came,  and  finally  discovered  that  tlie  defect  consisted  of  a  small 
hair-crack,  so  caUed,  hardly  discoverable  by  the  eye,  but  which  was 
sufficient  to  prevent  the  pump  from  working.  He  took  out  that 
section  of  the  pipe,  and  cast  a  new  one,  or  caused  it  to  be  done,  and 
replaced  the  defective  part  with  the  new  casting,  and  the  pump  was 
put  in  good  working  order  in  the  first  week  in  September.    Satis- 
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factory  proof  was  also  introduced  by  the  plaintiff,  showing  that  it 
was  examined  on  the  1st  of  October  following,  and  found  to  be  in 
good  working  order,  and  again  on  the  1st  of  November  of  the  same 
year,  when  it  was  also  found  to  be  in  the  same  condition.  Testi- 
mony was  also  introduced,  showing  that  the  forcing-pump  was 
examined  as  late  as  the  middle  of  November,  and  the  superinten- 
dent testifies  to  the  effect  that  it  was  in  good  order.  Viewed  in 
the  light  of  the  whole  evidence,  the  court  is  of  the  opinion,  and  ac- 
cordingly finds,  that  the  forcing-pump  was  put  in  good  working 
order  during  the  first  week  in  September :  that  it  was  examined 
the  1st  of  October  and  the  1st  of  November  following,  and  again 
about  the  middle  of  November  in  the  same  year,  and  found  to  be 
in  good  working  condition;  and  that  the  evidence  furnishes  no 
reason  to  doubt  that  it  remained  in  the  same  condition  until  the 
night  of  the  30th  of  the  last-named  month  when  it  was  rendered 
inoperative  by  freezing.  3.  That  there  was  a  sufiBicient  supply  of 
water-casks  and  buckets  for  each  room,  situated  either  in  the  room 
itself,  or  in  an  entiy  connected  with  and  opening  into  the  room, 
and  so  located  as  to  be  convenient  and  accessible  for  use  in  each 
room  of  the  building.  4  That  there  is  no  evidence  showing  any 
breach  of  the  other  clauses  of  the  stipulation. 

Assume  the  facts  to  be  as  found  by  the  court,  and  it  is  clear  that  all 
of  the  propositions  submitted  by  the  defendants  in  respect  to  the  forc- 
ing-pump, except  two,  may  be  overruled  without  further  remark. 
They,  the  defendants,  stiU  insist  that  the  policy  is  void  for  three  rea- 
sons :  1.  Because  the  forcing-pump  was  out  of  order  from  the  middle 
of  March  to  September  1st  in  the  same  year.  2.  Because  it  was  not 
in  good  working  order  at  the  time  of  the  fire.  3.  Because  the  water- 
casks  and  buckets  were,  in  some  instances,  located  in  an  entry  con- 
nected with  the  room,  and  not  in.  the  room  itself,  as  they  insist  the 
terms  of  the  policy  requira  Completely  repaired,  as  the  forcing- 
pump  was,  during  the  first  week  of  the  preceding  September,  no  one 
would  contend,  it  is  presumed,  if  it  had  continued  without  any 
defect,  and  had  been  in  good  working  condition  at  the  fire,  that  the 
prior  omission  to  prevent  it  firom  getting  out  of  order  would  operate 
as  a  forfeiture  of  the  indemnity  secured  by  the  policy.  Such  a 
proposition,  it  would  seem,  is  too  unreasonable  to  receive  a  mo- 
ment's countenance,  and  yet  it  must  be  adopted,  or  the  first  defence 
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must  fail,  as  the  second  defence,  founded  upon  the  fact  that  the 
foicing-pamp  would  not  operate  at  the  time  of  the  fire,  is  in  every 
sense  a  distinct  matter,  the  one  having  no  connection  whatever 
with  the  other,  showing  beyond  controversy  that  each  must  stand 
or  fall  by  itself,  wholly  without  aid  from  the  other,  or  in  other 
words  that  the  policy,  if  it  was  forfeited  by  the  first  omission,  never 
afterwards  became  operative,  and  that  if  it  was  not  forfeited  by  that 
omission,  it  continued  to  be  operative  throughout,  unless  it  was 
forfeited  by  some  new  breach  of  the  same  stipulation,  or  some  other 
wholly  irrespective  of  the  prior  omissioa  Warranties  are  of  two 
kinds. aflaimative  and  promissory;  andtheymay  arise  from  eicpress 
words,  or  they  may  be  implied  Affirmative  warranties,  whether 
express  or  implied,  are  representations,  in  the  policy,  of  the  existence 
of  some  fact  or  state  of  things  at  the  time,  or  previous  to  the  time, 
of  making  the  policy,  and  they  are  conditions  precedent,  which,  if 
untrue,  the  policy  does  not  attach  as  the  contract  of  the  insurer. 
Ifisw  Castle  v.  Mac  Marran,  3  Dow,  P.  C.  262 ;  Biccard  v.  Shqpherd, 
14  Moore,  P.  C.  475. 

Piomissory  warranties  may  also  be  express  or  implied,  and 
they  have  respect  to  the  happening  of  some  future  event,  or 
the  performance  of  some  future  act,  and  they  may  be  conditions 
precedent  or  conditions  subsequent  Their  character  depends  upon 
the  intention  of  the  parties,  to  be  ascertained  from  the  language 
employed,  the  subject-matter,  and  the  surrounding  circumstances. 
1  Marsh.  Ins.  346  ;  1  Am.  In&  (2d  ed.)  580.  Courts  of  justice,  in 
some  cases,  and  some  text-writers  have  denied  that  there  is  any  dif- 
ference between  an  affirmative  warranty  and  a  promissory  stipula- 
tion of  the  kind  mentioned,  and  insist  that  the  latter,  as  well  as  the 
former,  must  always  be  regarded  as  conditions  precedent,  on  the 
literal  truth  or  falfilment  of  which  the  validity  of  the  entire  con- 
tract depends ;  but  it  is  evident  that  the  rule,  if  it  be  one,  must 
have  many  exceptions,  as  otherwise  the  greatest  injustice  would  be 
done  to  the  insured,  in  view  of  the  known  fact  that  policies  of  in- 
surance, of  late  years,  are  crowded  with  stipulations  imposing  almost 
innumerable  conditions,  covenants  and  agreements,  wholly  un- 
known to  such  instruments  until  within  a  recent  period,  and  which, 
it  is  to  be  feared,  attract  very  little  attention  from  the  owner  of  the 
property  insured,  until  they  are  put  forward  subsequent  to  the  loss, 

VOL.  IT.  14 


210  RHODE   ISLAND   DISTRICT. 

Cady  V,  ImperiAl  Ineanmce  Compftny. 

to  show  that  the  losing  party  is  not  entitled  to  the  indemnity  for 
which  the  premium  was  paid.  Barradaille  v.  EurUer,  5  M.  &  G. 
639 ;  Aldm  v.  M.  M.  Ins.  Co,,  4  Hill,  329 ;  Angell,  F.  &  L  Ins, 
§  145.  Even  words  of  warranty  are  subject  to  construction^  and 
will  receive  a  strict  or  liberal  construction,  to  meet  the  justice  of  the 
case,  as  where  there  was  a  warranty  that  a  certain  cotton  mill  was 
worked  by  day  only,  it  was  held  that  the  warrant]^  was  not  in- 
fringed, because  it  appeared  that  the  engine  and  unconnected  shaft- 
ing was  kept  running  aU  night,  as  the  mill  and  machinery  were  not 
substantially  worked  Mayall  v.  MUford^  6  Ad  &  E.  170 ;  Shaw 
V.  Sobberds,  Ibid  75 ;  Whitehead  v.  Price,  2  C.  A£  &  R  447 ; 
Bunyon  F.  Ins.  65 ;  1  PhiL  Ins.  (4th  ed.)  §  872. 

Beyond  doubt,  a  warranty  in  respect  to  an  existing  fact  is  a  condition 
precedent,  and  if  it  be  not  true  when  reasonably  construed,  it  avoids 
the  policy,  whether  it  is  material  or  immaterial,  as  the  condition  is  a 
part  of  the  contract  which  cannot  be  enforced  unless  it  appears  that 
the  condition  is  fulfilled ;  but  the  insured,  even  in  such  a  case,  is  only 
held  to  a  substantial  compliance,  it  being  well-settled  law  that  the 
condition  cannot  be  extended  by  construction,  so  as  to  include  what 
is  not  necessarily  implied  in  its  terma  TwrUy  v.  North  Am.  Ins, 
Co.,  25  Wend  374 ;  Flanders  F!  Ins.  205.  Somewhat  different 
rules  are  to  be  applied  to  the  executory  stipulations  in  the  policy, 
which  are  sometimes  denominated  promissory  warranties,  as  such 
stipulations  are  rather  to  be  regarded  as  having  the  legal  effect  of 
representations  than  of  warranties,  as  understood  in  the  law  of 
marine  insurance,  though  partaking  in  some  measure  of  the  charac- 
ter of  both.  They  are  like  representations,  in  requiring  that  the 
facts  shall  be  true  and  correct,  and,  so  far  as  they  axe  executory, 
that  they  shaU  be  substantially  performed,  but  not  like  warranties, 
in  requiring  an  exact  and  literal  compliance.  It  is  enough,  there- 
fore, if  these  statements,  relied  on  as  the  basis  of  the  contract,  are 
made  in  good  faith,  and  without  intent  to  deceive ;  that  they  are 
substantially  true  and  correct,  as  to  existing  circumstances,  and 
substantially  complied  with,  so  far  as  they  are  executory  and  regard 
the  future.  Hotighton  et  ai,  v.  M,  M.  Fire  Ins.  Co.,  8  Met.  120 ; 
1  Pars.  M.  Ins.  423 ;  Daniels  v.  Hvdson  R  Ins.  Co.,  12  Cush.  416 ; 
Hall  V.  PeopUfi  Ins.  Co.,  6  Gray,  185  ;  Colurhbian  Ins.  Co.  v.  Zavy 
rence,  2  Pet  25 ;  Angell,  F.  &  L.  Ins.  §  153 ;  Oilliat  v.  PawttuJoU 
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\  F.  Ins,  Co.,  SRI.  292.  Substantially  the  same  question  was 
presented  in  the  case  of  the  Aurora  Fire  Ins.  Co.  v.  Fddy,  49  IlL 
106,  heard  and  determined  in  the  Supreme  Court  of  Illinois.  In- 
surance was  granted  to  the  plaintiff  in  that  case,  upon  his  flax 
factory,  and  the  policy  contained  a  stipulation  "  that  the  assured  is 
to  keep  eight  buckets,  filled  with  water,  on  the  first  floor  where  the 
machinery  is  run,  and  four  in  the  basement  by  the  reservoir,  ready 
for  use  at  all  times  in  case  of  fire.''  Payment  being  refused,  the 
insured  sued  the  company,  and  the  verdict  was  for  the  plaintiff. 
Exceptions  were  taken  by  the  defendants  to  the  instructions  given 
to  the  jury,  and  the  Supreme  Court,  among  other  things,  decided 
that  the  stipulation  was  not  a  condition  precedent,  that  it  was  an 
agreement  in  the  nature  of  a  promissory  warranty,  and  that  it  was 
to  be  construed  like  other  written  agreements :  that  it  did  not  bind 
the  insured  to  a  Uteral  performance :  that  a  substantial  compliance 
was  all  that  was  required :  that  the  jury  should  have  been  told 
that  a  literal  compliance  could  not  have  been  in  the  contemplation 
of  the  parties,  as  it  might  have  been  impossible,  from  freezing  or 
other  unavoidable  causes ;  that  such  a  construction  would  be  un- 
reasonable^ as  it  would  reqiure  what  is  impossible ;  but  that  it  was 
incumbent  on  the  insured  to  show  that  the  required  number  of 
buckets  were  at  the  places  designated  in  the  agreement,  ready  for 
instant  use  in  case  of  fire ;  and  inasmuch  as  one  of  the  instructions 
given  was  of  a  different  character,  the  cotut  set  aside  the  verdict, 
and  granted  a  new  trial  Evidently  the  general  views  of  the  court 
in  that  case  were  the  same  as  those  expressed  by  the  Supreme 
Court  of  Massachusetts  in  the  cases  previously  referred  to,  and 
those  cases  appear  to  furnish  the  correct  rule  for  the  construction 
of  the  stipulation  under  consideration.  Examined  in  view  of  those 
suggestions,  and  the  authorities  cited  in  their  support,  as  the  stipu- 
lation should  be,  the  court  is  of  the  opinion  that  the  first  defence 
must  be  overruled. 

Enough  has  already  been  remarked  to  show  that  the  second 
defence  cannot  be  sustained,  as  it  is  based  upon  the  extreme 
rule  that  the  stipiQation  in  question  is  a  condition  precedent, 
and  that  nothing  will  excuse  a  strict  performance  of  the  same, 
which  cannot  be  admitted,  as  it  would  render  the  policy  void  if 
the  forcing-pump  was  rendered  inoperative  by  lightning  or  flood. 
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or  even  hj  the  fire,  which  is  the  peril  covered  by  the  policy.  Such 
a  rule  can  never  be  adopted,  as  it  would  render  the  policy  little 
bet^r  than  a  nullity.  Saylea  v.  Narthrwestem  Ins.  Co.,  2  Curt  614 ; 
Flanders,  Ins.  206 ;  Pe(nia  M.  &  F.  Ins.  Co.  v.  Lewis,  18  111  553 ; 
Side  V.  Bmce,  3  Doug.  213 ;  Underhill  v.  Agawam  M.  F.  Ins.  Co., 
6  Cush.  440.  Sufficient  is  also  remarked  to  show  that  the  third  de- 
fence must  be  overruled,  as  the  first  branch  of  it,  which  assumes  that 
the  supply  of  water-casks  and  buckets  was  deficient,  is  negatived 
by  the  finding  of  the  court ;  and  the  second  branch  of  it  is  plainly 
untenable,  as  it  contravenes  the  proper  rule  of  construction  to  be 
applied  to  the  contract  HtrnghJUm  et  al.  v.  M.  &  M.  Fire  Im.  Co.,  8 
Met  120 ;  Jone^  Manuf.  Co.  v.  Jf.  M.  F.  Ins.  Co.,  8  Cush.  84 ;  Awrora 
Fire  Ins.  Co.  v.  Eddy,  49  IlL  106.  Viewed  in  any  light,  the  court  is 
of  the  opinion  that  the  plaintiff  is  entitled  to  judgment  Damages 
and  interest  to  be  computed  under  the  direction  of  the  court 
Judgment  for  the  plaintiff 
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BEFOBE  CUFFOBD  AND  FOX,  JJ. 

Where  the  Snprane  Court  of  the  State  in  which  the  CSnmit  Court  ie  held,  has  decided  that 
the  foreclosure  of  a  mortgagei  under  the  law  of  that  State,  was  bona  JUU,  and  in  con- 
formity with  the  State  law,  such  judgment  must  be  held  as  furnishing  the  rule  of 
decision  to  the  Federal  court,  except  perhaps  upon  the  question,  whether  the  law  of  the 
State,  providing  for  such  foreclosure,  was  constitutional. 

The  term  lien  includes  every  case  in  which  personal  or  real  property  is  chaiged  with  the 
payment  of  a  debt. 

Equity  acknowledges  liens  which  cannot  be  enforced  at  law;  but  an  equitable  lien,  though 
not  necessarily  creating  a  property  in  a  thing,  must  amount  to  a  charge  upon  it,  so  that 
it  may  be  recognized  and  enforced  in  a  court  of  justice. 

Certificates  of  stock,  known  as  old  preferred  stock,  were  is^ed  by  a  railroad  corporation. 
Perw>nt  holding  the  certificates  were  promised  ten  per  cent  interest  by  the  oorpontkui 
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which  isaned  them,  bat  they  were  not  secnred  by  any  mortgage  or  colUteral.  Other 
mortgagee  were  anbaeqaently  pet  upon  the  road,  and  the  trastees  of  the  second  mortgage 
took  poaNBsion  of  the  road,  and  held  it  long  enough,  onder  the  State  law,  for  their  title 
to  become  abeolate,  aa  against  the  mortgagors  in  trust  for  the  respective  holders  of  the 
second-mortgage  bonds.  They  then  formed  themseWes  into  a  new  railroad  corporation, 
under  the  State  law,  to  cany  on  the  business  of  the  road.  About  two  years  after  the 
fiflrtifi^rates  abore  named  were  issued,  the  stockholders  of  the  old  corporation  authorized 
the  directors  to  waive,  in  behalf  of  the  company,  their  existing  right  to  redeem  at  pleas- 
ure, and  make  the  road  irredeemable  until  eighteen  years  after,  provided  the  holders  of 
the  certificates  should  empower  the  trustees  to  pay  four  per  cent  of  the  stipulated  interest 
to  the  treasurer  of  the  corporation,  to  be  held  and  appropriated,  as  far  as  might  be,  to  the 
payment  of  the  interest  of  such  holders  of  preferred  stock  as  should  surrender  their  old 
certificates  and  receive  new  vol  per  cent  ones.  Nothing  was  done  by  either  party  to 
cany  out  the  proposal  of  the  stockholders  to  waive  their  right  to  redeem  the  first 
mortgage,  until  about  a  year  after  it  was  made,  when  the  directors  voted  that  the  new 
certificates  should  be  issued  to  holders  of  preferred  stock  for  the  amount  snrrendered| 
promising  six  per  cent  instead  of  ten,  as  in  the  old  certificates.  The  claim  of  the  com- 
plainants was  founded  upon  the  issue  of  the  original  certificates,  coupled  with  the  relin- 
quishment of  the  four  per  cent  promised  to  the  holders  of  certificates  under  the  first 
mortgage,  which  was  remitted  subject  to  the  stipulation  of  the  old  corporation,  that  the 
amount  should  be  held  by  the  treasurer,  to  be  applied  to  the  interest  promised  the  pre- 
ferred stockholders.  Bill  in  equity  to  set  aside  the  foreclosure,  and  to  recover  the  four 
per  cent  interest  remitted  by  the  holders  of  the  first  mortgage  certificates  in  faver  of 
such  holders  of  preferred  stock  as  accepted  the  stockholders*  proposaL  iTeli,  these  con- 
tracts were  not  obligatory  on  the  old  corporation,  because  they  stipulated  a  higher  rate 
of  interest  than  then  permitted  by  the  law  of  the  State,  which  was  six  per  cent. 

It  made  no  diiferenoe  that  the  contract  specified  in  the  old  certificates,  that  the  four  per  cent 
annual  interest  remitted  in  excess  of  the  legal  rate  should  be  held  by  the  treasurer,  to  be 
applied  to  the  payment  of  interest  to  such  of  the  holders  of  preferred  stock  as  should 
adopt  the  proposal  of  the  stockholdent,  because  both  agreements  rested  in  executory  con- 
tract, and  contemplated  a  rate  of  interest  not  permitted  by  law. 

Ten  years  had  elapsed  from  the  date  of  the  indorsement  upon  the  certificates,  before  the 
trustees  of  the  second  mortgage  oonveyed  the  property  to  the  new  corporatioUf  and  no 
steps  were  taken  to  set  apart  the  same,  or  any  part  of  the  same,  to  be  applied  as  stipu- 
lated in  the  proposal  of  the  stockholders.  Seventeen  years  elapsed  from  the  indorse- 
ment on  the  oortificates  issued  under  the  first  mortgage,  and  nothing  was  done  by  the 
holders  of  those  certificates  to  require  either  the  old  or  new  corporation  to  make  any 
such  payment,  or  set  apart  the  four  per  cent  remitted  for  the  purpose  claimed  in  the  bill 
of  complaint  HM^  the  claim  agaiost  the  old  corporation  was  barred  by  the  Statute  of 
Limitations. 

All  that  poctioii  of  the  daim  whidi  arose  before  the  oonveyanoe  under  which  the  new  cor* 
poration  claimed  to  hold,  was  therefore  invalid. 

JffieU,  that  the  complainants  could  not  recover  that  part  of  their  claim  arising  six  years 
next  before  the  filing  of  the  bill  of  complaint,  because  the  conduct  of  the  parties  to  the 
stipulation  indicated  that  they  regarded  it  as  of  no  effect,  and  as  nothing  was  done  to 
show  that  the  new  corporation,  in  accepting  their  title,  assumed  any  obligation  in  that 
particular. 

The  contract  for  the  ten  per  cent  was  usurious,  and  the  contract  io  apply  the  excess  in  the 
manner  contemplated  by  the  indorsement  of  the  first  mortgage  ceitificates,  would  not 
constitute  a  lien  which  could  be  enforced  at  law,  or  in  equity,  against  a  subsequent  pur- 
chaser of  the  mortgaged  property. 

The  unexecuted  promise  did  not  oonstitute  any  vested  interest  in  the  corporate  estate,  real 
or  personal. 
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Slight  eyidenoe  maj  be  snffident  in  eqnilj  to  thow  an  aMigmnent  or  setting  apart  in  eqni^ 

of  a  fnnd  in  a  ease  like  the  present ;  but  here  there  was  no  evidence  whatever. 
If  the  agreement  for  the  setting  apart  of  the  fbor  per  cent  was  valid,  the  remedy  for  the 

breach  of  it  was  against  the  old  corporation. 
Acquiescence  m  the  course  pursued  bj  the  old  corpwation  in  this  respect  was  laches  on  the 

part  of  the  compUinants. 
Courts  of  equity,  in  cases  of  concurrent  jurisdiction,  consider  themselves  bound  by  the 

Statute  of  Limitations  which  govern  courts  of  law  in  such  cases. 
In  other  cases  they  act  upon  the  analogy  of  the  limitation  at  law. 
There  is  also  a  defence,  peculiar  to  courts  of  equity,  founded  on  the  lapse  of  time  and  stale- 

ness  of  the  claim,  where  no  Statute  of  Limitations  governs  the  case. 
In  such  case,  courts  of  equity  often  act  upon  their  own  inherent  doctrine  of  discouraging, 

for  the  peace  of  society,  antiquated  demands,  by  refusing  to  interfere  where  there  has 

been  gross  laches  in  prosecuting,  or  long  acquiescence,  in  the  assertion  of  adverse  rights. 

Bill  in  equity  to  set  aside  a  foredosure  of  certain  trustees  of  a 
second  mo4agT  upon  a  railroad,  and  to  recover  certain  remitted 
annual  interest  by  the  holders  of  the  certificates  under  the  first 
mortgage — such  remittance  of  interest  having  been  made  in  favor 
of  such  holders  of  preferred  stock  as  would  accept  a  proposal  of 
the  stockholders  to  empower  certain  trustees  to  pay  four  per  cent  of 
the  interest  named  in  the  certificates,  to  the  treasurer  of  the  com- 
pany, to  be  applied  in  payment  of  interest  to  such  holders  of  pre- 
ferred stock  as  would  surrender  their  old  certificates  and  receive 
new  six  per  cent  ones  instead. 

The  respondents  were  incorporated  on  the  1st  of  April  1836, 
with  aU  the  rights,  privilegea,  and  immunities  incident  to  corpor^- 
tions,  and  subject  to  the  liabilities  and  duties  prescribed  in  the  act 
passed  in  the  same  year  concerning  corporations,  and  they  were  au- 
thorized and  empowered  by  their  charter  to  locate,  construct,  and 
maintain  a  railroad,  commencing  at  a  point  in  the  city  of  Portland, 
and  thence  passing  through  the  towns  of  North  Yarmouth,  Freeport, 
Brunswick  Village,  and  Topsham  to  Grardiner  Village,  thence  to 
HaUowell  Village,  thence  to  Augusta  Village,  on  the  west  side  of 
Kennebec  River.  Due  location  of  the  railroad  was  made  as  author- 
ized, and  the  corporation  made  four  mortgages  upon  the  same,  to  en- 
able them  to  construct  and  equip  the  railroad,  and  to  discharge  the 
indebtedness  which  they  incurred  to  effect  those  objects :  — 

By  the  mortgage,  dated  April  30,  1850,  called  the  Yarmouth 
mortgage,  they  conveyed  that  portion  of  the  railroad  between  North 
Yarmouth  and  Portland  to  Beuel  Williams,  John  Patten,  and  J.  B. 
Cam)ll,  as  trustees,  to  secure  $202,400,  advanced  to  the  company  by 
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contributors,  for  which  the  corporation  issued  to  the  contributors 
certificates  creating  a  lien  upon  the  railroad  for  the  payment  of  the 
principal  and  ten  per  cent  annual  income. 

Advances  were  also  made  by  sundry  cities,  towns,  and  individ* 
nals,  for  which  loans  the  corporation,  on  Nov.  1,  1850,  mortgaged 
the  whole  line  of  the  railroad  to  the  commissioners  of  the  sinking 
fund,  which  advances  amounted  to  9800,000. 

Bonds  were  also  issued  by  the  company  on  Oct.  17,  1851, 
to  the  amount  of  $230,000,  and  the  corporation  mortgaged  the  rail- 
road to  John  Patten,  Joseph  McEeen,  and  M.  S.  Hagar,  to  secure 
the  payment  of  the  principal  and  interest  of  the  same  to  the  holders. 
Contributors,  secured  by  the  first-named  mortgage,  were,  by  the 
terms  of  the  certificates,  entitled  to  ten  per  cent  annual  interest, 
but  the  stockholders  of  the  corporation,  on  the  7th  of  October, 
1852,  authorized  the  directors  to  waive,  in  behalf  of  the  company, 
their  existing  right  to  redeem,  at  pleasure,  the  road  from  North 
Yarmouth  to  Portland,  and  to  make  the  same  irredeemable  until 
November,  1870,  provided  the  holders  of  the  said  certificates  should 
authorize  and  empower  the  trustees  to  pay  over  four  per  cent  of  the 
stipulated  annual  interest  to  the  treasurer  of  the  corporation,  for  the 
use  and  benefit  of  the  company,  to  be  held  and  appropriated,  so  far 
as  might  be  required,  or  as  the  same  might  go,  to  the  payment  of 
interest  to  such  of  the  holders  of  preferred  stock  as  should  sur- 
render their  old  certificates  and  receive  such  new  six  per  cent  cer- 
tificates in  their  stead.  They,  the  stockholders,  also  voted  at  the 
same  meeting,  that  in  case  such  an  arrangement  should  be  effected 
with  the  said  contributors,  that  the  amount,  so  paid  into  the  hands 
of  the  treasurer,  should  be  by  him  reserved  and  appropriated,  so  far 
as  it  might  be  required,  or  as  the  same  might  go,  to  the  payment  of 
the  three  per  cent  semi-annual  interest,  to  such  of  the  holders  of 
the  preferred  stock  as  should  so  surrender  their  old  certificates, 
and  receive  such  new  six  per  cent  certificates  in  lieu  of  those  sur- 
rendered. 

The  funds  obtained  from  those  sources  were  insufficient  to  com- 
plete the  enterprise,  and  the  corporation,  on  the  15th  of  October, 
1852,  made  another  issue  of  bonds  to  the  amount  of  8250,000,  and 
mortgaged  the  railroad  to  the  same  trustees,  to  secure  the  payment  of 
the  same,  which  bonds  were  known  as  the  second-mortgage  bonds. 


216  MAINE    DISTBICT. 

Snlliyan  et  al.  v.  Portland  &  Kennebec  Bailroad  Compuij  et  aL 

Nothing  was  done  by  either  party  in  execution  of  the  proposal 
of  the  stockholders  of  the  corporation,  to  waive  their  eT^<j^tpng 
right  to  redeem  the  first  or  Yarmouth  mortgage  at  pleasure,  and  to 
make  it  irredeemable  for  the  period  mentioned  in  that  vote,  until 
March  4, 1853,  when  the  directors  voted  that  whenever  the  arrange- 
ment contemplated  by  that  proposal  should  be  completed,  the  presi- 
dent and  treasurer  should  be  authorized  to  issue  new  certificates  to 
holders  of  preferred  stock  for  the  amount  surrendered,  promising 
six  per  cent  annual  interest  instead  of  the  ten  per  cent  promised  in 
the  old  certificates,  and  that  such  new  certificates  should  entitle  the 
holders  thereof  to  all  the  privileges  and  benefits  of  the  votes  consti- 
tuting the  said  proposal. 

Power  to  issue  such  certificates  to  such  of  the  holders  of  pre- 
ferred stock  as  should  surrender  their  old  certificates  and  accept 
such  new  certificates,  was  conferred  upon  the  president  and  treasurer 
of  the  company  at  the  meeting  of  the  Directors,  held  July  16, 1853, 
and  the  directors  also  voted  that  the  holders  of  such  new  certifi- 
cates should  be  entitled  to  a  lien  upon  the  four  per  cent  annual 
interest,  to  be  paid  to  the  treasurer  by  the  trustees  of  the  said  con- 
tributors, putsuant  to  the  original  proposal  of  the  stockholdera 
Such  holders  of  the  old  certificates  never  did  any  thing,  so  far  as 
appears,  to  signify  their  acceptance  of  the  proposal  of  the  stock- 
holders, until  Sept  1, 1853,  when  the  first  new  six  per  cent  certifi- 
cate was  issued  by  the  directors  of  the  company.  All  the  other  six 
per  cent  certificates  were  executed  subsequeut  to  that  date,  within 
the  same  year.  By  the  terms  of  the  certificates  the  company 
waived  their  right  to  redeem  the  mortgage  imtil  the  time  men- 
tioned in  the  proposal,  and  in  consideration  thereof  the  respective 
holders  of  the  surrendered  certificates  covenanted  to  direct  the  trus- 
tees to  pay  over  to  the  treasurer  four  per  cent  of  the  annual  interest 
promised  by  the  old  certificates,  it  being  stipulated  in  the  certificate 
that  the  four  per  cent  should  be  held  by  the  treasurer,  in  trust,  to 
be  applied  as  provided  in  the  original  vote  and  proposal  of  the 
stockholdera  Special  authority  was  conferred  upon  the  old  corpor- 
ation, by  the  act  of  the  legislature  of  April  1, 1866,  to  let  or  lease 
their  railroad,  franchise,  and  property  for  hire,  or  to  contract  for  the 
running  and  managing  of  the  same,  with  any  individual  or  other 
railroad  corporation,  for  a  term  of  years ;  and  the  act  also  provided 
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that  the  lease  or  contract  so  made  with  such  individual  or  corpora- 
tion,  should  be  deemed  valid  and  binding.  Special  Laws  (1856) 
p.  734  Pursuant  to  that  authority  and  the  vote  of  the  directors  of 
Aug.  18, 1856,  the  president  of  the  corporation  entered  into  an  ar- 
rangement with  the  trustees  of  the  holders  of  the  second-mortgage 
bonds,  whereby  the  trustees  were  authorized  to  take  i)ossession  of 
the  railroad  upon  certain  conditions,  of  which  the  fourth  was  that 
they  should  pay  five  per  cent  semi-annually  on  the  mortgage  to  the 
trustees  of  the  contributors,  for  building  the  Yarmouth  part  of  the 
railroad.  Express  authority  was  conferred  upon  the  trustees  by  that 
agreement,  not  only  to  take  possession  of  the  railroad,  but  also  to 
hold  the  same  until  the  interest  due  upon  the  bonds  should  be  paid, 
sulgect  to  the  terms  and  stipulations  therein  set  forth.  New  stat- 
utory regulations  were  passed  by  the  legislature  on  the  15th  of  April, 
1857,  providing  for  the  foreclosure  of  certain  mortgages  given  to 
secure  the  payment  of  bonds  and  coupons  issued  by  railroad  corpora- 
tiona    Sess.  Acts,  1857,  p.  44. 

Actual  possession  of  the  railroad  was  taken  by  the  trustees 
named  in  the  second  mortgage  on  Sept.  1, 1857,  under  the  agree- 
ment^ but  the  earnings  of  the  railroad  proving  quite  insufficient  to 
accomplish  the  contemplated  objects,  or  to  meet  the  specified  condi- 
tions of  the  agreement,  it  was  treated  as  inoperative  at  the  end  of 
the  first  year.  Interest  uj^n  the  second-mortgage  bonds  was  pay- 
able semi-annually,  and  by  reason  of  the  non-payment  of  the  same 
for  a  long  period,  and  for  a  large  amount,  more  than  one-third  in 
amount  of  the  bondholders,  on  April  15, 1859,  made  due  applica- 
tion to  the  trustees  named  in  the  mortgage,  requesting  them  to  take 
the  necessary  steps  to  foreclose  the  mortgage,  and  the  trustees  hav- 
ing complied,  in  all  respects,  with  the  request  of  the  petitioning 
bondholders,  subsequently  in  the  same  year  took  possession  of  the 
railroad,  franchise,  and  furniture,  and  having  observed  and  fulfilled 
the  requirements  of  the  law  in  such  case  made  and  provided,  and 
having  continued  in  the  possession  and  enjoyment  of  the  mortgaged 
property  for  the  purpose  of  foreclosure,  more  than  three  years  from 
the  time  such  possession  was  taken  for  that  purpose,  the  title  of  the 
trustees  to  the  mortgaged  property  became  absolute,  as  against  the 
mortgagors  in  trust  for  the  resp^tive  holders  of  the  second-mort- 
gage bonds. 

Absolute  title  to  the  mortgaged  property,  as  against  the  mort* 
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gagors,  having  become  vested  in  the  trustees  named  in  the  second 
mortgage,  in  trust  for  the  respective  bondholders,  the  latter,  on  Nov. 
6,  1862,  formed  and  organized  themselves,  pursuant  to  the  general 
law  of  the  State,  into  a  railroad  corporation,  under  the  name  of  the 
Portland  and  Kennebec  Railroad  Company,  and  adopted  by-laws, 
and  elected  the  necessary  officers  to  constitute  the  association  a 
legally  established  and  duly  organized  corporation,  and  they  were 
the  other  corporation  respondents  named  in  the  bill  of  complaint 
Accrued  interest  to  a  large  amoxmt  was  due  and  unpaid  to  the 
bondholders  under  the  mortgage  of  Oct  17,  1851,  and  it  appeared 
that  the  trustees  named  in  the  mortgage  on  the  1st  of  September, 
1860,  at  the  request  of  the  holders  of  the  bonds,  took  possession  of 
the  railroad,  franchise,  and  furniture,  for  the  purposes  specified  in 
§  2  of  the  act  of  the  legislature,  giving  such  authority,  and  they 
continued  to  hold  such  possession  until  the  1st  of  January,  1864, 
when  an  arrangement  was  made  by  and  between  the  holders  of  the 
first-mortgage  bonds  and  the  new  corporation,  by  which  the  former 
consented  that  the  trustees  named  in  that  mortgage  should  give  up 
the  possession  of  the  railroad,  then  held  in  their  behalf,  to  the  new 
corporation  formed  and  organized  in  the  manner  already  described. 
Sess.  Acts,  1857,  p.  44,  §  3.  Full  possession  of  the  railroad  was 
accordingly  surrendered  to  the  new  corporation,  and  the  surviv- 
ing trustees  named  in  the  second  mortgage,  one  having  deceased,' 
on  the  1st  day  of  January,  1864,  conveyed  to  the  new  corpora- 
tion all  the  right,  title,  and  interest  they  held  therein,  in  trust, 
by  virtue  of  the  second  mortgage  as  foreclosed  for  the  said  breach 
of  condition. 

A.  G.  Stinchfidd  and  Strove  &  Oage^  for  complainants. 

J,  H.  Drummond,  A,  Libbey,  and  J.  W.  Bradbury^  for  respondents. 

Clifford,  J.  Two  principal  questions  are  presented  for  decision 
by  the  claim  of  the  complainants.  They  contend  that  the  fore- 
closure of  the  second  mortgage,  under  which  the  new  corporation 
claim  title  to  the  mortgaged  property,  was  illegal  and  void. 

But,  whether  so,  or  not,  they  claim  that  they  and  all  others  hold- 
ing the  six  per  cent  certificates  are  entitled  to  recover  their  pro- 
portion of  the  four  per  cent  annual  interest  so  remitted  and  paid 
over  to  the  treasurer,  whether  paicT  during  the  possession  of  the  old 
or  the  new  corporation,  as  the  latter,  as  the  complainants  insist,  took 
their  title,  if  any,  with  notice  of  all  the  said  votes,  stipulations. 
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agreements,  and  alleged  liens,  and  of  the  alleged  trusts,  imposed 
upon  the  old  corporation  by  virtue  of  the  arrangement,  and  they 
also  pray  for  an  account  and  for  an  injunction,  as  set  forth  in  the 
bill  of  complainant 

Since  the  decision  of  the  State  court  in  the  case  of  the  old  cor- 
poration against  the  new  one,  it  must  be  assumed  that  the  fore- 
closure was  bona  Jide,  and  in  strict  conformity  to  the  State  law,  as 
the  decision  in  that  case,  whether  the  judgment  be  held  to  be  a 
legal  bar  to  the  present  suit  or  not,  must  be  regarded  as  furnishing 
the  rule  of  decision  to  the  Federal  courts  in  all  such  respects,  as  it 
is  plain  that  every  objection  now  taken  to  the  foreclosure,  except 
perhaps  the  one  that  the  State  law  already  referred  to,  providing  for 
a  foreclosure  in  such  cases,  is  unconstitutional,  was  fully  presented 
to  the  State  court,  and  was  by  that  court  directly  overruled.  Ken^ 
nebec  &  Portland  BaUroad  Go.  v.  Portland  <k  Kennebec  Bailroad  Co,^ 
69  Me.  20.  Viewed  in  that  light,  it  is  quite  clear  that  the  only 
questions  of  much  importance  now  open  for  decision  in  the  case 
are  as  follows: — 

1.  Whether  the  State  law  providing  for  foreclosure,  as  applied  to 
this  case,  is  a  constitutional  law. 

2.  Whether  the  claim  of  the  complainants  that  the  new  corpora^ 
tion  is  liable  to  them  in  this  suit  for  the  four  per  cent  annual  inter- 
est, remitted  by  the  holders  of  the  Yarmouth  certificates,  and  paid 
over  as  heretofore  explained,  can  be  sustained. 

Construe  the  prior  law  of  the  State  as  it  was  construed  by  the 
State  court  in  that  decision,  and  it  is  obvious  that  the  first  proposi- 
tion of  the  complainants  cannot  be  sustained,  as  the  later  statute 
does  not  differ,  in  the'particular  mentioned,  from  the  prior  law  which 
was  in  force  at  the  date  of  the  mortgage. 

Beyond  all  doubt,  it  was  competent  for  the  State  comrt  to  con- 
strue the  prior  law,  and  it  is  equally  clear  that  the  law  as  construed 
by  the  State  court,  furnishes  the  rule  of  decision  in  the  Federal 
courts ;  and  if  so,  it  follows  that  the  latter  act  ia  not  repugnant  to 
the  former,  and  if  not,  every  possible  ground  of  complaint  is  re- 
moved, which  is  all  that  need  be  said  upon  the  subject  Same  Case, 
59  Me.  47. 

Grant  all  that,  and  still  it  is  insisted  by  the  complainants  that 
their  claim  for  the  four  per  cent  annual  interest  remitted  by  the 
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bolders  of  the  Tarmouth  certificates  is  still  open,  and  that  the  claim 
is  unaffected  by  that  decision,  or  by  the  foreclosure  of  the  second 
mortgage,  or  by  the  deed  of  conveyance  under  which  the  new  cor- 
poration hold  their  supposed  title  to  the  mortgaged  property. 

Grave  doubts  are  entertained  whether  any  branch  of  the  proposi- 
tion can  be  sustained,  but  it  may  be  well  to  inquire,  in  the  first 
place,  whether  the  claim  could  be  sustained  as  against  the  fore- 
closure and  the  title  of  the  new  corporation  as  derived  from  the 
deed  of  conveyance  given  by  the  trustees  named  in  the  second 
mortgage,  even  supposing  that  the  claim  is  wholly  unaffected  by  the 
decision  of  the  State  court,  affirming  the  validity  of  the  foreclosure. 
Certificates  of  stock  known  as  old  preferred  stock  were  issued  by 
the  corporation  to  the  amount  of  $240,000,  of  which  S200,000  are 
outstanding,  and  unredeemed.  Persons  holding  such  certificates 
were  promised  ten  per  cent  annual  interest  by  the  corporation 
which  issued  the  certificates,  but  such  certificates  of  stock  were  not 
secured  by  mortgage  nor  by  any  collaterals  of  any  kind,  the  holders 
relying  entirely  upon  the  promise  of  the  corporation.  All  of  the 
claim  of  the  complainants  is  founded  upon  that  issue  of  certificates 
of  stock,  coupled  with  the  relinquishment  of  the  four  per  cent  of 
the  annual  interest  promised  to  the  holders  of  the  Tarmouth  certifi- 
cates, and  which  they  remitted  subject  to  the  stipulation  of  the  old 
corporation,  that  the  amount  remitted  should  be  held  by  the  treas- 
urer, in  trust,  to  be  applied,  if  required,  to  the  payment  of  the  an- 
nual interest  promised  to  the  preferred  stockholders.  Made  as  all 
these  contra^cts  were  with  the  old  corporation,  it  becomes  important 
to  inquire  to  what  extent  they  were  obligatory  upon  the  promisors, 
as  the  new  corporation  did  not  acquire  any  title  to,  or  possession  of, 
the  mortgaged  property  prior  to  the  date  of  their  deed  of  convey- 
ance £rom  the  trustees  named  in  the  second  mortgage.  Throughout 
that  period,  and  to  the  11th  of  March,  1870,  the  legal  rate  of  inter- 
est in  the  State  was  six  per  cent^  and  the  law  of  the  State  provided 
that,  in  any  action  brought  on  any  contract  whatever,  on  which 
there  is  directly  or  indirectly  taken  or  reserved,  a  rate  of  interest 
exceeding  the  legal  rate,  the  defendant  may,  under  the  general  issue, 
prove  such  excessive  interest,  and  that  it  shall  be  deducted  from  the 
amount  due  on  such  contract  Hev.  Stat  (1840),  p.  317.  Bev.  Stat 
(1859),  p,  822.    Sess.  Acta  (1870),  p,  95. 
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Valid  contracts  for  a  higher  rate  of  interest  than  six  per  cent  may 
be  made  since  the  passage  of  the  last-named  '*  act  concerning  the 
rate  of  interest/*  but  both  these  contracts  were  made  nearly  seveii- 
teen  years  before  that  act  was  passed,  when,  beyond  all  doubt,  the 
whole  excess  beyond  six  per  cent  was  unauthorized  by  law,  and 
might  have  been  avoided  as  usurious.  Both  parties  knew  that  the 
rate  of  interest  stipulated  in  the  two  contracts  was  unauthorized  by 
law,  nor  can  it  make  any  difference  that  the  corporation  promised, 
in  the  indorsement  upon  the  old  certificates,  that  the  four  per  cent 
annual  interest  remitted  in  excess  of  the  legal  rate  should  be  held 
in  trust  by  the  treasurer,  to  be  applied  to  the  payment  of  interest 
to  such  of  the  holders  of  preferred  stock  as  should  adopt  the  pro- 
posal of  the  stockholders,  as  both  agreements  rested  in  executory 
contract,  and  contemplated  the  payment  of  a  rate  of  interest  not 
authorized  by  law. 

Ten  years  and  more  elapsed  from  the  date  of  the  said  indorsement 
upon  the  said  certificates,  before  the  trustees  named  in  the  second 
mortgage  conveyed  the  mortgaged  property  to  the  new  corporation, 
and  throughout  that  period  the  four  per  cent  annual  interest  was 
remitted,  or  was  not  claimed,  by  the  holders  of  the  Yarmouth  certif- 
icates, without  any  steps  being  taken  by  the  corporation  to  set 
apart  the  same,  or  any  part  of  the  same,  to  be  applied  as  stipulated 
in  the  said  proposal  of  the  stockholders.  Nor  were  any  steps  taken 
within  that  period,  or  ever  afterwards,  to  the  filing  of  the  bill  of 
complaint  by  the  holders  of  the  preferred  stock,  to  enforce  that 
stipulation  or  to  secure  the  benefit  of  it  in  any  way  whatever. 
Seventeen  years  and  more  had  elapsed  from  the  date  of  the  in- 
dorsement on  the  Yarmouth  certificates  to  the  filing  of  the  bill  of 
complaint,  during  all  of  which  time  nothing  was  done  by  the  holders 
of  those  indorsed  certificates  to  enforce  any  such  claim,  or  to  re- 
quire either  the  old  or  the  new  corporation  to  make  any  such  pay- 
ment, or  set  apart  the  four  per  cent  annual  interest  so  remitted,  or 
any  part  of  the  same,  for  any  such  purpose  as  that  now  claimed  in 
the  bill  of  complaint  Tested  by  these  considerations  it  is  undeni- 
able that  the  claim  against  the  old  corporation,  if  any  they  ever 
had,  was  barred  by  the  Statute  of  Limitations  before  the  present  suit 
was  instituted,  and  that  all  that  portion  of  the  claim  which  arose 
prior  to  the  date  of  the  conveyance  under  which  the  new  corpora- 
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tion  claim  to  hold  title,  may  be  dismissed  without  further  lemark. 
Eev.  Stat.  1857,  p,  510.  % 

Suppose  that  is  so,  still  it  may  be  suggested  that  the  claim  of 
the  complainants,  arising  within  six  years  next  before  the  filing 
of  the  bill  of  complaint,  is  not  baned  by  the  Statute  of  Limitations, 
which  presents  the  question  whether  the  new  corporation  ever 
became  liable  to  fulfil  the  stipulation  contained  in  the  indorsement 
upon  the  Yarmouth  certificates,  that  the  four  per  cent  annual  inter- 
est, so  remitted  by  the  holders  of  the  old  certificates,  should  be 
held  by  the  treasurer  of  the  corporation,  in  trust,  to  pay  interest  to 
such  of  the  holders  of  the  preferred  stock  as  should  accept  the 
before-mentioned  proposal  of  the  stockholders.  Undoubtedly  they 
took  their  title  subject  to  the  rights  secured  to  other  parties  hold- 
ing prior  mortgage  rights,  such  as  holders  of  bonds  or  certificates 
secured  by  prior  mortgages,  but  the  new  corporation  may  well  con- 
tend that  the  complainants  do  not  stand  in  any  such  relation  to 
their  title,  as  their  claim  is  not  secured  by  mortgage,  and  as  noth- 
ing was  ever  done,  either  by  the  complainants  or  by  the  old  cor- 
poration, to  set  apart  the  amount  promised  under  that  stipulation, 
or  any  part  thereof,  as  a  fund  to  be  appropriated  to  that  object. 
Had  such  a  designation  of  the  fund  been  made  by  the  parties  to 
the  stipulation,  much  weight  would  be  due  to  the  allegation  of  the 
bill  of  complaint,  that  the  new  corporation  took  their  title  with 
notice  of  the  claim  of  the  complainants. 

But  in  view  of  the  facts  as  they  existed  at  the  date  of  the  con- 
veyance, it  is  difficult  to  see  how  that  allegation  can  avail  the 
complainants,  as  the  conduct  of  both  parties  to  the  stipulation 
clearly  indicated  that  they  concurred  in  regarding  it  as  inoperative 
and  of  no  efiect,  as  nothing  had  been  done,  or  claimed  to  be  done, 
to  show  that  the  new  corporation,  in  accepting  their  title,  assumed 
any  obligation  whatever  in  that  behalf.  Notice  is  alleged  in  the 
bill  of  complaint,  but  it  is  expressly  denied  in  the  answer,  and 
there  is  no  proof  upon  the  subject,  except  what  may  be  inferred 
from  the  relation  which  the  corporators  of  the  new  corporation,  or 
some  of  them,  previously  bore  to  the  promisoris  in  the  stipulation. 
Direct  proof  that  the  new  corporation  had  notice  that  the  com- 
plainants made  any  such  claim,  at  that  date,  is  entirely  wanting, 
nor  can  it  be  maintained  even  if  they  had  knowledge  of  the  said 
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votes  and  stipulation,  that  those  votes  and  stipulations,  without 
more,  are  sufficient  to  constitute  a  lien  which  was  binding  and 
operative,  as  against  the  new  corporation,  for  the  amount  claimed 
in  this  suit 

Sufficient  has  already  been  remarked  to  show  that  this  suit  is 
brought  to  set  aside  the  foreclosure,  and  to  recover  the  four  per 
cent  annual  interest  remitted  by  the  holders  of  the  Yarmouth  cer* 
tificates,  in  favor  of  such  holders  of  preferred  stock  as  accepted  the 
aforesaid  proposal  of  the  stockholders  of  the  old  corporation.  In- 
stituted as  the  suit  was,  solely  for  these  two  objects,  nothing  need 
be  said  in  respect  to  the  right  of  the  holders  of  the  Yarmouth  cer- 
tificates to  recover  the  principal  of  their  loan,  and  six  per  cent 
interest  thereon,  as  no  such  issue  is  involved  in  the  record.  Atten- 
tion, therefore,  must  at  present  be  confined  to  the  claim  of  the 
complainants  to  recover  the  four  per  cent  annual  interest  remitted 
by  the  holders  of  the  Yarmouth  certificates.  Unless  it  can  be  held 
that  the  arrangement  between  the  old  corporation  and  the  holders 
of  the  Yarmouth  certificates  amounted  to  a  valid  lien  in  favor  of 
the  complainants,  it  would  seem  to  be  clear  that  the  claim  cannot 
be  supported,  as  it  plainly  could  not  be  as  against  the  old  corpora- 
tion,  and  it  must  be  admitted  that  the  new  corporation  took  the 
absolute  title  to  the  mortgaged  property,  subject  only  to  any  l^al 
rights  previously  vested  in  other  individuals  or  corporations.  Dif- 
ficulties of  an  insuperable  character  stand  in  the  way  of  the  theory 
assumed  by  the  complainants,  that  the  votes  and  stipulations  re- 
ferred to  amount  to  a  lien  upon  the  four  per  cent  annual  interest, 
so  remitted  and  paid  over  to  the  treasurer. 

1.  Because  the  contract  to  pay  ten  per  cent,  of  which  the  four 
per  cent  was  a  part,  was  usurious,  and  as  such  was  unauthorized 
bylaw. 

2.  Because  the  contract  was  merely  executory,  and  did  not, 
without  more,  amount  to  a  lien,  even  if  the  contract  was  legal,  as 
the  interest  remitted  was  never  set  apart  to  be  applied  to  the 
described  object 

3.  Because  the  remedy  of  the  party,  if  the  contract  was  binding, 
was  at  law  for  the  breach  of  it,  as  the  interest,  when  received,  was 
immediately  mingled  with  the  earnings  of  the  railroad,  and  paid 
out  to  meet  current  expenses. 
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4  Because  the  party  interested  acquiesced  in  that  disposition 
of  the  interest  for  more  than  seventeen  years  without  complaint, 
including  the  whole  period  of  the  pendency  of  proceedings  for  fore- 
closure, and  for  more  than  seven  years  after  the  conveyance  by  the 
trustees  named  in  the  second  mortgage,  to  the  new  corporation. 

5.  Because  both  parties  to  the  stipulation  in  question,  up  to' the 
date  of  the  conveyance  to  the  new  corporation,  treated  it  as  a  mere 
executoiy  contract,  never  indicating  by  any  recorded  act  that  they 
regarded  it  as  constituting  a  lien  upon  any  particular  fund. 

6.  Because  the  whole  claim  of  the  complainants  against  the  old 
corporation  is  barred  by  the  Statute  of  Limitations. 

7.  Because  the  whole  claim  of  the  complainants  for  the  applica- 
tion of  the  four  per  cent  annual  interest  is  barred  by  the  proceed- 
ings of  foreclosure. 

•  8.  Because  the  new  corporation  took  their  title,  divested  of  all 
claims  which  were  illegal,  or  which  were  barred  by  the  Statute  of 
limitations  or  by  the  foreclosure  proceedings. 

9.  Because  the  decision  of  the  State  court,  affirming  the  validity 
of  the  foreclosure  proceedings,  is  a  complete  answer  to  the  whole 
claim  of  the  complainants  for  the  four  per  cent  annual  interest  so 
remitted  and  paid  over  to  the  treasurer  of  the  old  corporation. 

10.  Because  the  complainants  were  guilty  of  laches  in  asserting 
their  claim,  having  delayed  to  take  any  steps  to  enforce  it  for  more 
than  seventeen  years  from  the  time  the  stipulation  was  executed. 

11.  Because  they  have  been  guilty  of  laches  in  asserting  their 
claim  against  the  new  corporation,  having  delayed  to  make  the 
claim  for  more  than  seven  years  since  the  new  corporation  acquired 
their  title  under  the  foreclosure  and  the  deed  of  conveyance  from 
the  trustees  named  in  the  second  mortgage. 

12.  Because  the  complainants  were  not  authorized  to  institute 
or  prosecute  the  suit,  as  it  does  not  appear  that  the  corporation 
ever  refused  the  same,  or  to  adopt  the  necessary  measures  to  pro- 
tect their  rights,  if  any  they  had,  in  respect  to  the  claims  set  forth 
in  the  bill  of  complaint  Modey  v.  Alston^  1  PhiL  Ch.  790;  Foss 
V.  Harhottle,  2  Hare,  461. 

Enough  has  already  been  remarked  to.  show  that  the  contract 
for  ten  per  cent  annual  interest  was  usurious,  and  that  the  contract 
of  the  promisors  to  apply  the  excess  in  the  manner  contemplated 
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by  the  indoTsement  on  the  Tannouth  certificates  would  not  con- 
stitute a  valid  lien  which  could  be  enforced  in  law  pr  equity  against 
a  subsequent  purchaser  of  the  mortgaged  property. 

Such  a  contract,  even  if  legal,  being  merely  executoiy,  would 
not,  without  more,  amount  to  a  lien  which  could  be  enforced  against 
a  subsequent  purchaser  of  the  mortgaged  property,  as  the  unexe- 
cuted promise  did  not  create  any  vested  interest  in  the  corporate 
estate,  real  or  personal  Liens  may  be  created  by  statute  or  by 
express  contract  between  the  parties,  or  they  may  arise  from  usage, 
or  be  implied  from  the  dealings  or  business  relations  between  the 
parties,  in  which  latter  class  of  cases  the  lien  is  generally  displaced 
by  the  surrender  of  the  possession.  Taken  in  its  widest  sense,  it  is 
doubtless  true  that  the  term  lien  includes  every  case  in  which  per- 
sonal or  real  property  is  charged  with  the  payment  of  a  debt ;  but 
the  question  in  this  case  is,  whether  enough  was  ever  done  to 
charge  the  mortgaged  property  with  any  such  obligation.  Statute 
liens  depend  upon  the  construction  of  the  statute,  and  contract  liens 
depend  upon  the  terms  of  the  contract ;  but  the  inquiry  in  this 
case  is,  whether  sufficient  was  done  to  effect  the  purpose  of  the 
parties.  Equity  indubitably  acknowledges  liens  which  cannot  be 
enforced  at  law,  but  an  equitable  lien,  though  not  necessarily  creat- 
ing a  property  in  the  thing,  must  amount  to  a  charge  upon  it,  in 
order  that  it  may  be  recognized  and  enforced  in  a  court  of  justice. 
JBx  parte  Foster,  2  Story,  131. 

Obligations  of  the  kind  are  frequently  binding  between  the 
parties  when  they  are  of  no  avail  against  a  subsequent  purchaser 
or  attaching  creditor.  Slight  evidence  may  be  sufficient,  in  equity, 
to  show  an  assignment  or  setting  apart  of  the  fund  in  a  case  like 
the  present;  but  in  this  case  there  is  no  such  evidence  whatever. 
On  the  contrary,  the  case  shows  that  for  eleven  years  the  four  per 
cent  was  received  by  the  old  corporation,  without  ever  recognizing 
any  such  obligation,  and  the  amount  so  received  was  constantly 
mingled  with  the  other  earnings  of  the  railroad,  and  paid  out  to 
meet  current  expenses.  It  is  indispensable  to  the  validity  of  such 
a  lien,  say  the  Supreme  Court,  that  there  should  be  a  distinct  ap- 
propriation of  the  fund  and  an  agreement  that  the  creditor  shall  be 
paid  out  of  it,  and  it  is  clear  that  nothing  of  the  kind  appears  in 
this  case.     Wright  v.  JEUiaan,  1  Wall  22 ;  Mortony.  Naylar,  1  Hill, 

VOL.  IT.  15 
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583 ;  Hoyt  v.  Story,  3  Barb.  262  ;  Burr  v.  CarvaOio,  4  MyL  &  C. 
690 ;  Watsanv.  WMingtm,  1  Buss.  &  M.  602. 

If  the  agreement  was  binding,  the  remedy  of  the  party  for 
the  breach  of  it  was  at  law  against  the  old  corporation.  Ivs.  Co.  v. 
BaUey,  13  WalL  621 ;  Hipp  v.  Babin,,  19  How»  271. 

Acquiescence  in  the  coarse  pursued  by  the  old  corporation,  in 
mingling  the  remitted  interest  with  the  other  funds  of  the  corpora- 
tion, and  in  paying  out  the  same  to  meet  the  current  expenses  of 
the  corporation,  without  any  attempt  to  institute  any  proceedings 
to  protect  their  supposed  rights,  was  gross  laches  on  the  part  of  the 
complainants.  Courts  of  equity^  in  cases  of  concurrent  jurisdic- 
tion, consider  themselves  bound  by  the  Statute  of  Limitations,  which 
governs  courts  of  law  in  like  cases,  and  this  rather  in  obedience  to 
the  statute  than  by  analogy.  In  many  other  cases  they  act  upon 
the  analogy  of  the  limitation  at  law,  as  where  ia  legal  title  would, 
in  ejectment,  be  barred  by  twenty  years'  possession,  courts  of 
equity  will  act  upon  the  like  limitation,  and  apply  it  to  all  cases 
of  relief  brought  upon  equitable  titles  or  claims,  touching  real 
estate.  Wagner  v.  Baird,  7  How.  258 ;  Moore  v.  Greene,  2  Curt 
202  ;  2  Story,  Eq.  Jur.  (8th  ed.)  1520 ;  Famham  v.  Brooks,  9  Pick. 
243. 

But  there  is  a  defence  of  the  kind,  peculiar  to  courts  of  equity, 
founded  on  lapse  of  time  and  the  staleness  of  the  claim  where  no 
statute  of  limitation  governs  the  case.  Badger  v.  Badger,  2  ClifE 
154  In  such  cases  courts  of  equity  often  act  upon  their  own  in- 
herent doctrine  of  discouraging,  for  the  peace  of  society,  antiquated 
demands,  by  refusing  to  interfere  where  there  has  been  gross  laches 
in  prosecuting  the  claim,  or  long  acquiescence  in  the  assertion  of 
adverse  rights.  2  Sugd.  Vend.  &  P.  (7th  Am.  ed.)  899 ;  Roberts  v. 
Tunstall,  4  Hare,  257 ;  Jenkins  v.  Pye,  12  Pet  241 ;  Earwood  v. 
Bailroad,  17  WalL  81 ;  iVew;  Albany  v.  Burke,  11  WalL  107.  Long 
acquiescence  and  laches  by  parties  out  of  possession,  are  productive 
of  much  hardship  and  injustice  to  others,  and  cannot  be  excused 
but  by  showing  some  actual  hindrance  or  impediment  caused  by 
the  fraud  or  concealment  of  the  party  in  possession,  which  appeal 
to  the  conscience  of  the  tribunal  exercising  jurisdiction  in  the  case. 
Pecuniary  prejudice,  of  a  serious  character,  must  have  been  occa- 
sioned to  the  new  corporation  by  the  delay  of  the  complainants  to 
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set  np  their  claiiii,  as  the  new  corporation  in  the  mean  time  discon- 
tinned  and  abandoned  a  portion  of  the  original  location,  and  located 
and  constructed  a  new  route  instead,  and  effected  a  connection  not 
before  existing,  between  their  railroad  and  another  railroad  which 
form  a  continuous  line  from  Augusta  to  Boston. 

Nothing  in  the  nature  of  an  excuse  for  the  delay  appears  in 
this  case,  but  both  parties,  throughout  the  whole  period  mentioned, 
treated  the  stipulation  as  inoperative  and  of  no  effect. 

Self-evident  as  the  seventh  proposition  is,  nothing  need  be 
added  in  its  support. 

Nor  is  any  argument  necessary  to  uphold  the  eighth  proposi- 
tion, as  the  plainest  principles  of  justice  would  forbid,  in  view  of 
the  circumstances,  that  the  new  corporation  should  be  held  to  pay 
any  claim  which  is  ill^al  as  against  the  old  corporation. 

Having  shown  that  the  complainants  had  no  valid  lien  upon 
the  mortgaged  property,  it  follows  that  the  decision  of  the  State 
court  is  a  complete  answer  to  the  whole  claim  under  consideration, 
as  it  conclusively  affirms  the  validity  of  the  foreclosure,  overruling 
every  objection  to  it  set  up  in  the  present  suit. 

Laches  is  a  good  defence,  for  the  reasons  set  forth  in  the  tenth 
proposition,  which  requires  no  farther  discussion. 

Nor  is  any  further  discussion  of  the  eleventh  proposition  re- 
quired, as  it  is  fully  supported  by  the  authorities  already  cited, 
to  which  one  or  two  more  may  be  added.  Hovenden  v.  Anrusley, 
2  ScL  &  L.  636 ;  McNigU  v.  Taylor,  1  How.  168 ;  Smith  v.  Clay, 
Amb.  645. 

Much  discussion  of  the  twelfth  proposition  is  unnecessary, 
as  it  is  quite  clear  that  those  which  precede  it  are  sufficient  to 
show  that  the  bill  of  complaint  must  be  dismissed.  Suffice  it  to 
say  that  no  steps  were  taken  to  secure  the  co-operation  of  the  old 
corporation  before  the  suit  was  instituted,  nor  does  it  appear  that 
any  request  in  that  behalf  was  ever  made  by  the  complainants. 
Dodge  v.  Woolsey,  18  How.  341 ;  Bronson  v.  Bailroad,  2  Wall  301; 
Ang.  &  A.  Corp.  (4th  ed.)  §  341. 

Bill  of  complaint  dismissed,  with  costa 
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John  H.  Wells  v.  The  Maine  Steamship  Company. 

Packsges  of  liquors,  marked  with  the  1ibe1]ant*s  name,  were  shipped  at  New  Yozfc,  on  one 
of  the  respondents*  steamers,  marked  **  Portsmouth,  N.  H.,  W  Eastern  B.  R."  While 
the  goods  were  in  the  respondents*  freight  shed  in  Portland,  Me.,  they  were  seized  by  a 
deputy  sheriff  as  liquors  kept,  deposited,  and  intended  for  sale  in  Tiolation  of  the  State 
law.  Seizure  was  made  without  process,  but  two  days  afterwards,  complaint  was  made 
before  the  municipal  judge  of  Portland,  upon  which  the  judge  issued  his  warrant,  under 
which  the  sheriff  seized  the  liquors.  The  sheriff  then  filed  a  libel  against  the  liquors, 
alleging  that  they  were  intended  for  sale  in  violation  of  the  State  law.  After  monition  and 
senrice  the  liquors  were  declared  forfeited,  and  were  destroyed.  Libel  in  the  United 
States  District  Court  to  recover  the  value  of  the  liquors,  on  the  ground  that  the  respon- 
dents were  liable  as  common  carriers,  notwithstanding  the  seizure  and  destruction,  ffeldf 
that  the  seizure,  forfeiture,  and  destruction  of  the  liquors  being  made  in  conformity  with 
the  law  of  Maine,  the  libellant  could  not  recover. 

Fageages  of  liquors,  the  same  as  those  described  in  the  libel,  and 
marked  J.  H.  WeUs,  Portsmouth,  N.  H.,  via  E.  R  R,  meaning  the  East- 
em  Railroad,  were,  on  the  17th  of  October,  1872,  shipped  at  the  port 
of  New  York,  on  board  of  one  of  the  steamers  of  the  respondents, 
plying  between  the  port  of  shipment  and  the  port  of  Portland,  as 
evidenced  by  the  receipt  of  the  respondents,  who  it  is  admitted 
were  common  carriers,  and  the  steamer  arrived  on  the  19th 
of  the  same  month,  in  safety,  at  her  port  of  destination  with 
the  goods  on  board.  The  respondents  safely  landed  the  goods 
and  deposited  the  same  in  their  freight  shed  situated  on  the 
steamer's  wharf.  Safe  arrival  and  deposit  of  the  goods  were  clearly 
shown,  but  a  deputy  sheriff  on  the  same  day  seized  the  same,  and 
removed  the  liquors  from  the  custody  of  the  respondents,  for  the 
alleged  cause  that  the  liquors  were  kept  and  deposited  and  intended 
for  sale  in  the  State,  in  violation  of  law.  Such  seizure  was  made 
by  the  officer  without  process,  but  two  days  afterwards  he  made 
complaint  on  oath  against  the  liquors,  before  the  judge  of  the  Muni- 
cipal Court  of  the  city,  and  it  appeared  that  the  judge  issued  his 
warrant  against  the  same,  by  virtue  of  which  the  same  officer,  on 
the  same^day,  seized  the  liquors  and  the  vessels  in  which  the  liquors 
were  contained.  Due  seizure  of  the  liquors  having  been  made 
under  the  warrant,  the  same  officer,  on  the  same  day,  filed  a  libel 
against  the  same,  alleging  the  seizure  of  the  liquors,  that  they  were 
intended  for  sale  within  the  State  in  violation  of  law,  and  praved 
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for  a  decree  of  forfeiture,  according  to  the  law  in  such  cases  made 
and  provided.  Pursuant  to  the  libel,  the  municipal  judge  issued  a 
monition  to  all  persons  interested  in  the  liquors  and  vessels,  therein 
described,  returnable  on  the  31st  of  the  same  montL  Ser- 
vice was  duly  made  .of  the  monition,  and  no  person  appearing  to 
claim  the  liquors,  the  court,  on  the  return  day,  entered  a  decree,  by 
which  it  adjudged  the  liquors  and  vessels  forfeited  to  the  city,  and 
ordered  the  officer  to  destroy  the  same,  and  the  action  of  the  officer 
shows  that  he  destroyed  the  same  on  the  same  day.  Destroyed,  as 
the  liquors  and  vessels  were,  of  course  they  could  not  be  delivered 
or  forwarded  as  stipiUated  in  the  contract  of  shipment. 

Payment  for  the  value  of  the  liquors  being  refused  by  the'  re- 
spondents, the  owner  of  the  same  filed  a  libel  in  the  District  Court 
of  the  United  States  for  this  district,  to  recover  the  amount,  upon  the 
ground  that  they,  the  respondents,  were  liable  as  common  carriers 
for  the  value  of  the  liquors,  not¥rithstanding  the  seizure  and  de- 
struction of  the  same  tmder  the  State  law.  Process  was  issued  and 
served,  and  respondents  appeared  and  set  up  the  defence  of  the 
seizure,  condemnation,  and  destruction  of  the  liquors,  as  more  fuUy 
set  up  in  the  answer  to  the  libel  filed  in  the  District  Court  Hear^ 
ing  was  had,  and  the  District  Court  entered  a  decree  dismissing  the 
libel,  from  which  decree  the  Ubellant  appealed  to  this  court  Full 
proof  of  the  shipment,  safe  arrival  at  Portland,  unlading  and  deposit 
of  the  liquors  in  the  freight  shed  of  the  respondents,  was  intro- 
duced by  the  libellant,  and  equally  satisfactory  proof  of  the  seizure, 
condemnation,  and  destruction  of  the  liquors  was  introduced  by  the 
respondents.  Besponsive  to  that  defence,  the  libellant  submits  the 
following  propositions : — 

1.  That  the  receipt  of  the  liquors  so  marked  imports  a  contract 
by  the  respondents,  as  common  carriers,  to  transport  the  liquors  to 
Portland,  and  then  to  deliver  the  same  to  the  Eastern  BaHroad  for 
transportation  to  Portsmouth,  and  that  their  duty  as  such  carrie.rs 
was  not  fulfilled  when  the  liquors  arrived  here,  and  were  safely  de- 
posited in  their  freight  shed. 

2.  That  they  were  bound  to  deliver  the  Uquors  to  the  next  car- 
rier, according  to  the  terms  of  bailment,  unless  prevented  by  the 
act  of  God  or  the  public  enemy,  or  by  the  act  of  the  shipper,  and 
that  for  the  fulfilment  of  that  contract,  they  were  insurers  in  all 
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events  against  every  loss  not  arising  from  one  or  more  of  those  ex- 
cepted causes. 

3.  That  a  common  carrier  can  in  no  case  be  excused  for  the  non- 
delivery of  the  goods  entrusted  to  him  for  transportation,  by  the 
fact  that  the  same  were  taken  from  his  possession  by  an  officer  of 
the  law^  unless  it  appear  that  process  and  seizure  were  legaL 

4.  That  the  seizure  in  this  case  was  not  legal,  as  the  liquors  were 
in  transit  to  a  neighboring  State,  where  the  libeUant  resided,  and 
were  not  intended  for  sale  here,  where  the  seizure  was  made. 

5.  That  the  seizure  having  been  made  without  warrant  was  ille- 
gal, even  if  the  same  were  liable  to  seizure  under  due  process  of 
law. 

6.  That  the  liquors,  having  been  deposited  as  stated,  could  not  be 
seized  without  search,  and  that  the  act  of  search  and  seizure  with- 
out due  process  was  a  plain  violation  of  the  constitution. 

7.  That  the  law  under  which  the  seizure  was  made,  if  construed 
to  authorize  search  as  well  as  seizure,  was  void. 

8.  That  seizure  without  warrant  was  not  valid  in  any  case  unless 
the  liquors  were  intended  for  imlawful  sale,  which  must  be  within 
the  actual  knowledge  of  the  officer  making  the  seizura 

9.  That  the  fact  that  the  officer  subsequently  obtained  a  warrant 
affords  no  justification  if  his  original  seizure  was  unlawful. 

10.  That  the  process  obtained  two  days  subsequent  to  the  seizure 
did  not  authorize  search  and  seizure ;  if  it  had  been  a  search  and 
seizure  process,  it  woidd  not  afford  a  justification  to  the  officer,  as 
neither  the  complaint  or  warrant  contained  a  special  designation  of 
the  place  to  be  searched. 

11.  That  the  process  subsequently  obtained  is  insufficient  to  show 
that  the  Municipal  Court  had  jurisdiction  of  the  case. 

12.  That  the  libel  against  the  liquors  was  fatally  defective,  and 
insufficient  to  authorize  the  decree  of  condemnation  and  the  order 
for  the  destruction  of  the  liquors. 

13.  That  the  decree  of  condemnation  is  defective  and  insuffi- 
cient. 

14  That  the  original  seizure  of  the  liquors  having  been  illegal, 
all  the  subsequent  proceedings  are  null,  as  the  court  had  no  juris- 
diction of  the  case. 

15.  That  it  was  the  duty  of  the  respondents,  in  view  of  the  cir- 
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coinstances,  to  have  interfered  and  protected  the  property  by  pre- 
venting the  seizure,  defending  the  process,  or  suing  the  ofBlcer  as  a 
trespasser. 

Straut  and  Onge,  for  the  libellant 

Nathan  Webb,  for  the  respondents. 

Cliffobd,  J.  Courts  of  justice  are  reluctant  to  admit  any  excep- 
tion to  the  rule  of  the  common  law,  that  common  carriers  are  bound 
to  deliver  goods  intrusted  to  their  care  for  transportation  from  one 
port  or  place  to  another,  according  to  the  terms  of  shipment,  imless 
prevented  by  the  act  of  God,  the  public  enemy,  or  by  the  act  of  the 
shipper.  Common  carriers,  whether  by  land  or  water,  contract  in 
such  case  for  safe  custody,  due  transport,  and  right  delivery  of  the  mer- 
chandise, and  the  shipper,  consignee,  or  owner  of  the  goods  contracts 
to  pay  the  freight  and  charges  as  stipulated  in  the  contract  of  ship- 
ment There  are  reciprocal  duties,  and  the  law,  in  the  absence  of 
any  repugnant  or  irreconcilable  stipulation,  creates  reciprocal  liens  for 
their  enforcement  The  Eddy,  5  Wall  494 ;  The  Bird  of  Paradise, 
5  Wall  558.  Exceptions  to  the  rule,  that  the  carrier  is  bound  in 
all  events  to  fulfil  the  contract  of  shipment,  do  exist,  as  admitted 
by  all  the  authorities,  as  where  the  loss  of  the  goods  or  the  failure 
to  transport  and  deliver  the  same,  arises  from  the  act  of  the  shipper, 
or  from  natural  causes  or  irresistible  force,  over  which  the  car- 
rier has  no  control,  and  which  could  not  be  avoided  by  the  watch- 
ful exertions  of  human  skill  and  prudence.  Niagara  v.  Cordes,  21 
How.  24 

Such  exceptions,  it  is  admitted,  exist,  and  the  respondents  con- 
tend that  the  carrier  is  also  excused  from  liability  for  such  failure 
to  perform  his  contract  if  he  is  prevented  from  fulfilling  the  same 
by  the  law  of  the  jurisdiction  where  the  contract  was  to  be  per- 
formed. Different  views  are  entertained  by  the  appellant,  and  he 
insists  that  the  carrier  is  the  insurer  of  the  goods  entrusted  to  him 
for  such  a  purpose,  and  that  he  is  liable  in  all  events,  if  he  fails  to 
fulfil  the  contract  of  shipment,  unless  he  was  prevented  from  so 
doing  by  the  act  of  the  shipper,  or  by  the  act  of  GK>d,  or  the  public 
enemy. 

Before  proceeding  to  discuss  the  propositions  of  law  presented  by 
the  libellant,  it  may  be  well  to  refer  to  certain  other  matters  of  fact 
as  necessary  to  a  correct  understanding  of  the  rights  of  the  parties. 
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Due  shipment  of  the  liquors  is  admitted,  and  it  appears  that  the 
steamer,  with  the  liquors  on  board,  arrived  here  on  Saturday,  Octo- 
ber 19,  in  the  same  year,  and  that  the  sheriff  or  his  deputy 
seized  the  same  on  the  same  day,  and  also  that  the  treasurer,  on 
the  Monday  following,  which  was  the  next  mail  day,  notified  the 
libellant  of  the  seizure,  and  advised  him  that  if  he  wished  to  re- 
claim the  merchandise  he  must  apply  to  the  sheriff.  Other  corre- 
spondence ensued  between  the  same  parties,  which  shows  to  the 
entire  satisfaction  of  the  court  that  the  libellant  was  seasonably  ap« 
prised  of  the  legal  proceedings  for  the  forfeiture  of  the  liquors,  and 
that  he  has  no  just  right  to  complain  that  the  respondents  were 
guilty  of  any  negligence  in  affording  him  prompt  information  in 
that  behalf.  Separate  examination  of  the  several  objections  taken 
by  the  libellant  to  the  defences  of  the  respondents  will  not  be  at* 
tempted,  as  all  those  not  founded  on  the  charge  of  negligence, 
already  shown  to  be  groundless,  may  be  condensed  into  three 
classes,  which  will  cover  the  whole  series  of  the  other  objections. 
They  are  as  follows : — 

1.  That  the  obligation  of  the  common  carrier  to  keep  safely,  duly 
transport,  and  rightly  deliver  goods  intrusted  to  his  care,  admits  of 
no  exception,  unless  he  is  prevented  by  the  act  of  God,  the  public 
enemy,  or  by  the  act  of  the  shipper. 

2.  That  the  Municipal  Court  had  no  jurisdiction  either  to  enter 
the  decree  of  condenmation  or  to  order  the  liquors  to  be  destroyed. 

3.  That  the  law  of  the  State  imder  which  the  proceedings  took 
place,  and  under  which  the  decree  and  order  were  entered,  was  un- 
constitutional and  void. 

Where  the  property  is  taken  from  the  carrier  by  legal  process, 
and  the  carrier  gives  due  notice  of  the  taking  to  the  shipper,  owner, 
or  consignee,  as  the  case  may  be,  the  respondents  contend  that  he 
is  discharged,  and  the  decision  of  the  Supreme  Court  in  the  case  of 
Stiles  V.  Davis,  1  Black,  101,  appears  to  be  an  authority  for  the  prop- 
osition. Clearly,  it  was  decided  in  that  case,  that  goods  seized  by 
a  sheriff  under  an  attachment,  are  in  the  custody  of  the  law ;  that 
where  goods  are  attached  in  the  hands  of  a  common  carrier,  to 
whom  the  goods  have  been  delivered  for  transportation,  the  carrier 
is  not  justified  in  giving  them  up  to  the  consignee  while  the  pro- 
ceeding in  the  attachment  is  pending,  and  that  that  rule  holds  good 
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even  where  the  merchandise  is  attached  for  the  debt  of  a  third 
person,  and  in  a  suit  to  which  the  employer  of  the  carrier  is  not  a 
party,  for  the  reason  that  the  right  of  the  sheriff  to  hold  the  mer- 
chandise is  a  question  of  law,  to  be  determined  by  the  court  having 
jurisdiction  of  the  attachment  suit,  and  not  by  the  wiU  of  the  car* 
rier  or  his  employer,  and  that  the  remedy  of  the  consignee,  if  he 
can  show  title  in  himself,  is  not  against  the  carrier  but  against  the 
officer  who  has  wrongfully  seized  the  goods,  or  against  the  plaintiff 
in  the  attachment  suit,  if  he  directed  the  seizure. 

Different  views,  in  one  or  two  respects,  are  expressed  by  the  Su- 
preme Court  of  Massachusetts  in  the  case  of  Edvxtrds  v.  WKiU 
IAm  Transp,  Co.,  104  Mass.  159,  and  that  court  decided  in  that  case 
that  it  is  no  defence  to  an  action  against  a  common  carrier  for  a 
breach  of  his  contract  to  deliver  goods  that  were  taken  from  him 
by  an  officer  under  an  attachment  against  a  person  who  was  not  the 
owner  of  the  goods  attached ;  but  the  court  admit  in  the  same  case 
that  the  rule  would  be  otherwise  if  the  goods  had  been  the  subject 
of  proceedings  in  r$m,  or  the  attachment  had  been  against  the  per* 
son  who  was  the  true  owner  of  the  goods.  Unquestionably,  the 
case  before  the  court  comes  within  the  first  branch  of  the  admission 
by  that  court,  and,  therefore,  that  decision  is  an  authority  in  oppo- 
sition to  the  views  of  the  libellant,  as  expressed  in  the  first  class  of 
his  propositions,  as  the  liquors  in  this  were  the  subject  of  proceed- 
ings in  rem,  and,  by  the  very  terms  of  the  admission,  remained  in 
the  custody  of  the  law  from  the  time  they  were  seized  to  the  time 
when  the  order  that  they  should  be  destroyed  was  executed. 

Support  to  the  rule,  as  modified  by  the  decision  of  the  Supreme 
Court  of  ikfossachusetts,  is  found  in  several  English  cases,  and  in 
the  works  of  text- writers  of  high  authority,  to  a  few  of  which 
reference  will  be  made.  Barker  v.  JETodgsan,  3  M.  &  S.  270 ;  Wynn 
V.  Canal  Co.,  5W.H.  &  G.440;  VerraU v. Bobinson, 2  Cromp.M.& 
R  496 ;  Davis  Y.  Cary,  15  Ad.  &  E.  K.  s.  425 ;  Chit  Car.  276 ;  Ati- 
glesea  v.  Bugeley,  6  Ad.  &  E.  K.  8.  114 ;  Abb.  Ship.  (5th  Am.  ed.)  705. 

Qualified  as  stated,  the  rule  finds  abundant  support  in  the  afore- 
mentioned cases,  and  the  broader  rule,  as  laid  down  by  the  Supreme 
Court  in  the  case  of  Stiles  v.  Davis,  also  finds  uneqidvocal  confirma- 
tion, if  any  it  needs,  from  very  high  authority.  Bliven  v.  Bailroad, 
35  Barb.  191. 
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It  was  decided  in  that  case  that  it  is  a  defence  to  a  common 
carrier,  for  the  neglect  to  deliver  the  goods  intrusted  to  him  for 
transportation,  that  the  goods  were  taken  from  his  custody  by  the 
authority  of  the  law,  exercised  through  regular  and  valid  proceed- 
ings, that  the  bailee  in  such  a  case  must  be  able  to  show  to  the 
court  that  the  proceedings  were  regular  and  valid,  but  that  he  is  not 
bound  to  litigate  for  his  bailor,  or  to  show  that  the  judgment  or 
decision  of  the  tribunal  issuing  the  process  or  seizing  the  goods, 
was  correct  in  law  or  fact  Subsequently  the  case  was  removed 
to  the  Court  of  Appeals,  where  the  judgment  of  the  Supreme  Court 
was  affirmed,  the  court  holding  unanimously  that  when  property  is 
taken  from  a  common  carrier  by  legal  process^  and  he  gives  notice 
thereof,  he  is  discharged  from  all  obligation  to  deliver  the  same  to 
the  shipper,  owner,  or  consignee.  Begular  notice  of  the  seizure 
was  given  in  this  case  by  the  respondents,  and  I  am  of  the  opinion 
that  they  are  discharged  from  any  obligation  to  deliver  the  liquors 
to  the  next  carrier  or  to  the  Ubellant^  whether  the  rule  laid  down 
by  the  Supreme  Court  of  the  United  States  is  applied  to  the  case, 
or  the  modified  rule  as  assumed  by  the  Supreme  Court  of  Massa- 
chusetts, unless  it  can  be  shown  that  the  Municipal  Court  had  no 
jurisdiction  of  the  case,  or  that  the  act  of  the  legislature  under 
which  the  seizure  and  condemnation  took  place  was  unconstitu- 
tional and  void.    Same  Case,  36  N.  Y.  407. 

Prosecutions  against  persons  for  manufacturing  liquors  in  vi- 
olation of  law,  or  for  keeping  drinking-houses  and  tippling-shops, 
or  for  being  common  sellers  of  intoxicating  liquors,  must  be  by  in- 
dictment ;  but  the  express  provision  of  the  State  statute  applicable 
to  the  case  is,  that  in  all  other  prosecutions  under  the  statute, 
judges  of  municipal  and  police  courts  and  trial  justices  shall  have 
jurisdiction  by  complaint,  original  and  concurrent  with  the  Su- 
preme Judicial  Court    Rev.  Stat  1871,  p.  307. 

Intoxicating  liquors,  kept  and  deposited  in  the  State,  intended  for 
unlawful  sale  therein,  and  the  vessels  in  which  they  are  contained, 
are  declared  contraband,  and  forfeited,  by  the  law  of  the  State,  to 
the  cities,  towns,  and  plantations  in  which  they  are  so  kept,  at  the 
time  when  they  are  seized  by  virtue  of  that  statute.    Ibid,  p.  304 

Such  liquors,  it  is  admitted,  may  be  seized  under  a  warrant  duly 
issued  by  competent  authority. 


APRIL  TERM,  1874.  235 


WelU  V.  Maine  fltwuiwhlp  ComiMUijr. 


Seusuie  under  a  legal  wairant  being  admitted  to  be  lawful,  it  fol- 
lows that  seizure  in  tiie  like  case  may  be  made  without  warrant,  as 
the  same  section  of  the  statute  provides  that  in  all  cases  where  an 
officer  under  that  statute  is  authorized  to  seize  intoxicating  liquors 
or  the  vessels  containing  the  same,  by  virtue  of  a  warrant  therefor, 
he  may  seize  the  same  without  a  warrant,  and  keep  the  liquors  in 
some  safe  place  for  a  reasonable  time  until  he  can  procure  such  a 
warrant.    Ibid.  p.  304. 

Unquestionably  the  liquors  in  this  case  were  seized  in  the  first 
place  under  that  provision,  nor  is  there  any  reason  for  doubt  that 
a  warrant  was  obtained  in  a  reasonable  time,  nor  that  the  liquors 
in  the  mean  time  were  safely  kept  in  some  proper  place.  When 
liquors  and  vessels  are  so  seized,  it  becomes  the  duty  of  the  officer 
immediately  to  libel  the  liquors  and  vessels,  and  to  file  the  libel 
with  the  magistrate  before  whom  the  warrant  is  returnable,  setting 
forth  their  seizure,  and  describing  the  liquors  and  their  place  of 
seizure,  and  that  they  were  deposited,  kept,  and  intended  for  sale 
within  the  State,  in  violation  of  law,  and  pray  for  a  decree  of  for- 
feiture. All  these  requirements  were  strictly  fulfilled,  and  it  ap- 
pears that  the  magistrate,  as  required  by  law,  fixed  a  time  for  the 
hearing,  and  issued  a  monition  and  notice  of  the  libel  to  all  per- 
sons, citing  them  to  appear  at  the  time  and  place  appointed,  and 
show  cause  why  the  liquors  and  the  vessels  should  not  be  declared 
forfeited.  Due  notice  was  given,  and  no  one  appearing  as  claimant, 
the  decree  of  forfeiture  was  entered,  and  the  order  passed  that  the 
liquors  and  vessels  should  be  destroyed.  By  the  terms  of  the  stat- 
ute it  is  provided  that  if  no  claimant  shall  appear,  such  magistrate 
shall,  on  proof  of  notice,  declare  the  same  forfeited  to  the  city, 
town,  or  plantation  in  which  they  were  seized.  Viewed  in  the  light 
of  these  proceedings,  it  is  clear  that  the  magistrate  had  full  juris- 
diction of  the  case,  and  the  statute  further  provides  that  liquors  so 
seized,  and  the  vessels  containing  them,  shall  not  be  taken  from  the 
custody  of  the  officer  by  a  writ  of  replevin  or  other  process  while 
the  proceedings  herein  provided  for  are  pending,  and  that  final 
judgment  in  the  proceedings  shall  in  all  cases  be  a  bar  to  all  suits 
for  the  recovery  of  any  liquors  seized,  or  the  value  of  the  same,  or 
for  damages  alleged  to  arise  by  reason  of  the  seizure  and  detention 
of  the  liquora    Rev.  Stat  1871,  p.  307. 
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3.  Enough  has  already  been  remarked  to  show  that  the  theory 
of  the  libellant  cannot  be  sustained,  unless  it  can  be  held  that  the 
statute  of  the  State  under  which  the  seizure,  condemnation,  and 
destruction  of  the  liquors  took  place,  is  unconstitutional  and  void. 
Much  discussion  of  that  topic  cannot  be  required,  as  the  negative 
of  the  proposition  has  been  decided  by  the  Supreme  Court  of  the 
State,  and  by  the  Supreme  Judicial  Court  of  Massachusetts.  StcUe 
V.  MeCann,  59  Me.  386 ;  State  v.  Miller,  48  Me.  581 ;  Jones  v.  Hoot, 
6  Gray,  435 ;  Mason  v.  Lothrop,  7  Gray,  365. 

Attempt  is  made  to  distinguish  the  case  before  the  court  from 
the  cases  cited,  upon  the  ground  that  the  officer,  in  making  the 
original  seizure,  searched  the  premises  where  the  Uquors  and  the 
vessels  were  deposited  by  the  carrier;  but  it  is  a  sufficient  answer 
to  that  suggestion,  that  the  record  contains  no  evidence  whatever 
to  support  the  theory.  Unsupported  by  evidence,  as  the  theory  is, 
the  suggestion  may  well  be  dismissed  without  further  remark. 
Three  counter  suggestions  are  made  by  the  respondents,  which  are 
entitled  to  weight,  and  which,  imder  different  circumstances,  would 
receive  much  more  consideration. 

1.  That  the  decree  being  a  decree  in  rem  against  the  liquors  and 
vessels,  is,  in  view  of  the  statute  of  the  State,  a  complete  bar  to 
the  whole  claim  of  the  libellant  for  damages  for  the  non-deUvery 
of  the  goods. 

2.  That  the  decree  in  rem  having  established  the  allegation  that 
the  liquors  were  deposited  in  the  State,  and  intended  for  sale  in 
violation  of  law,  it  follows  that  the  carriers  were  prevented  from 
fulfilling  the  contract  of  shipment  by  the  act  of  the  shipper,  owner, 
or  consignee. 

3.  That  the  contract  of  the  common  carrier  is  always  subject  to 
the  implied  condition  that  he  may  lawfully  comply  with  its  terms, 
and  that  if  its  performance  subsequently  becomes  unlawful  with- 
out his  fault,  that  he  is  not  required  to  violate  the  law  of  the  juris- 
diction to  complete  his  undertaking.  Atkinson  v.  RUehie,  10  East, 
534;  Story,  Baihn.  §  120;  Edsonv.  Weston,  7  Cow.  278;  Brad- 
street  V.  Heron,  1  Abb.  Adm.  209 ;  TotUeng  v.  Hubbard,  3  Bo&  &  P. 
301 ;  Morgan  v.  Insu/ranee  Co,,  4  DalL  455. 

Much  weight  is  certainly  due  to  these  several  propositions,  but 
having  come  to  the  conclusion  to  rest  decision  of  the  case  upon  the 
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prior  grounds  mentioned,  it  is  not  necessaiy  to  express  any  decided 
opinion  upon  those  propositions. 
Decree  a£Bnned  with  costs. 
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BEFORE  CLIFFORD  AND  LOWELL,  JJ. 

Gommiirated  glue  diifen  in  no  respect  from  the  ordinary  glne  of  commerde,  except  in  the 
degree  of  its  f ragmentaiy  condition ;  and  the  redaction  of  glue,  as  mannfactmed  in  flaketf 
to  small  particles,  does  not  involve  the  exercise  of  invention  or  discovery. 

Kothing  short  of  invention  or  discovery  will  support  a  patent  for  a  prodact,  any  more  than 
for  an  art,  machine,  or  composition  of  matter. 

Parol  evidence  is  not  admissible  in  an  application  for  a  reissue,  to  enlaige  the  scope  and 
nature  of  the  invention  beyond  what  was  described,  suggested,  or  indicated  in  the  ori- 
ginal specification. 

Neither  reissued  nor  extended  patents  can  be  abrogated,  by  an  infringer,  in  a  suit  against 
him  to  recover  damages  for  unlawfully  using  or  selling  the  patented  invention,  upon  the 
ground  that  the  letters-patent  were  procured  by  fraud  in  prosecuting  the  application 
before  the  commissioner. 

If  altentions  in  a  specification  introduce  new  features  into  the  improvement,  and  materially 
enlarge  the  scope  and  operation  of  the  patent  beyond  what  was  described,  suggested,  or 
indicated  in  the  original  specifications,  drawings,  or  patent-oflice  model,  then  the  re- 
issued patent  is  void. 

If  practicable,  patents  are  to  be  so  construed  as  to  be  upheld,  and  not  to  destroy  the  right  of 
the  inventor. 

Hie  invention  described  in  the  reissue  must  be  substantially  different  from  that  in  the  ori- 
ghial,  before  the  former  will  be  declared  void. 

Expressions  in  the  specification  of  the  reissue  on  a  product,  indicated  an  intention  to  give  it 
broader  scope  than  the  original  patent,  but  the  apparatus  and  process  described  for  mak- 
mg  and  using  the  alleged  new  manufocture  wers  precisely  the  same  in  the  reissue  as  in 
the  original,  and  it  was  manifest  that  the  apparatus  and  process  were  not  suited  to  pro- 
duce any  other  product  than  that  for  which  the  original  was  granted.  Heldt  the  defence 
that  the  reissue  was  for  a  different  invention  from  that  described  in  the  original  patent 
wis  oat  sustained. 
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Aiiidee  of  nuuiulRictare  nuLy  be  new  in  a  eommercUd  sense,  and  not  in  the  lenae  of  tha 
patent  law. 

New  compositions  of  matter,  in  order  to  be  patentable,  must  differ  materially  in  their  prop- 
erties from  wiiat  was  known  before. 

The  reduction  of  an  article  of  bulk'to  one  of  smaller  sice  is  not,  in  general,  the  proper  sub- 
ject of  a  patent,  unless  the  properties  are  improved  by  the  introduction  of  some  new 
ingredient,  or  by  the  subtraction  of  one  or  more  of  the  ingredients  of  the  original  article, 
by  which  the  article  is  made  more  useful. 

That  ground  glue,  or  glue  in  fine  particles,  is  more  soluble  in  water  or  more  convenient  in 
packing,  do  not  render  the  article  patentable,  the  same  facts  having  been  known  of  other 
articles,  as  sugar,  and  gums  of  various  kinds. 

Bill  in  equity  for  the  infringement  of  reissued  letters-patent 
No.  4,072,  July  12, 1870,  for  improvement  in  the  manufacture  of 
glue. 

1  Complainants  charged  infringement,  and  prayed  for  an  account 
of  all  such  gains  and  profits  as  the  respondent  has  thereby  made, 
and  for  an  iujunction. 

Bespondent  denied  the  charge  of  infringement,  and  set  up  several 
other  defences  upon  the  merits,  as  follows:  1.  That  the  original 
patent  was  not  the  proper  subject  of  a  surrender,  as  it  was  neither 
inoperative  nor  invalid,  and  that  it  was  not  lawfully  reissued,  as  the 
reissued  patent  was  not  for  the  same  invention  as  was  the  original 
patent.  2.  That  the  alleged  improvement  was  not,  at  the  date  of 
the  assumed  invention  thereof,  the  proper  subject  of  invention,  nor 
a  novelty  proper  to  be  secured  by  the  grant  of  valid  letters-patent 
3.  That  the  alleged  invention,  before  the  alleged  making  or  dis- 
covery thereof,  was  known  to  and  used  by  the  several  persons 
named  in  the  answer,  and  was  described  in  the  several  mechanical 
and  scientific  works  therein  mentioned.  4.  That  neither  the  paten- 
tee nor  the  complainants  ever  used  or  employed  the  process,  or  the 
mechanical  instrumentalities,  or  the  mode  of  operation,  described  in 
the  specification. 

Walter  Curtis^  C.  M.  Reed,  and  B,  E.  Curtis,  for  the  complainants. 

Oeorge  L,  Boberts  and  Chatmeey  Smith,  for  the  respondents. 

Clifford,  J.  Patentees,  whenever  their  patent  is  inoperative  or 
invalid  by  reason  of  a  defective  or  insuflScient  specification,  or  by 
reason  of  the  patentee  claiming  as  his  own  invention  more  than  he 
had  a  right  to  claim  as  new,  may  surrender  such  patent,  if  the  error 
arose  by  an  inadvertence,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention ;  and  in  that  event  it  is  made  the 
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duty  of  the  commissioner,  on  payment  of  the  duty  required  by  law, 
to  cause  a  new  patent  to  be  issued  to  the  patentee  for  the  same 
invention,  and  in  accordance  with  the  corrected  specification.  16 
Stat  at  L.  206. 

Neither  reissued  nor  extended  patents  can  be  abrogated  by  an 
infringer  in  a  suit  against  him  to  recover  damages  for  unlawfully 
making,  using,  or  selling  a  patented  invention,  upon  the  ground  that 
the  letters-patent  were  procured  by  fraud  in  prosecuting  the  appli- 
cation for  the  same  before  the  commissioner. 

Jurisdiction  to  reissue  patents  is  vested  in  the  commissioner,  and 
his  decision  in  such  an  application  is  final  and  conclusive,  and  not 
re-examinable  in  a  suit  in  the  Circuit  Court,  unless  it  is  apparent 
upon  the  face  of  the  patent  that  the  commissioner  has  exceeded  his 
authority,  or  that  there  is  such  a  repugnancy  between  the  old  and 
the  new  patent  that  it  must  be  held  as  matter  of  legal  construction 
that  the  new  patent  is  not  for  the  same  invention  as  that  embraced 
and  secured  in  the  original  patent.  SeyiMnir  v.  Osborne,  11  WalL 
616.  Power  to  surrender  patents  for  the  purposes  suggested  in  the 
act  of  Congress  implies  that  the  specification  may  be  corrected  to 
cure  the  defect  and  to  supply  the  deficiency ;  but  interpolations,  in  a 
reissued  patent,  of  new  features  or  ingredients  or  devices  which  were 
neither  described,  suggested,  nor  substantially  indicated  in  the  origi- 
nal specification,  drawings,  or  patent-ofQce  model,  are  not  allowed. 
BaUiny.  Tagg&rt,  17  How.  74;  ffBeiUy  v.  Morse,  15  How.  112; 
Sickles  V.  Evans,  2  Cliff.  222 ;  Cahart  v.  Axmin,  2  Cliff.  536.  Nor 
is  parol  testimony  admissible  in  an  application  for  a  reissue  to  enlarge 
the  scope  and  nature  of  the  invention  beyond  what  was  described, 
suggested,  or  substantially  indicated  in  the  original  specification, 
drawings,  or  patent-office  model,  as  the  purpose  of  a  surrender  and 
reissue  is  not  to  introduce  new  features,  ingredients,  or  devices  into 
the  patent,  but  to  render  effectual  the  actual  invention  for  which  the 
original  patent  should  have  been  granted.  Whether  a  reissued  pat- 
ent is  or  is  not  for  the  same  invention  as  the  surrendered  original 
cannot  be  satisfactorily  determined  without  a  comparison  of  the  two, 
as  the  decision  must  necessarily  depend  very  largely  upon  the  ques- 
tion whether  the  specification  and  drawings  of  the  reissued  patent 
are  or  are  not  substantially  the  same  as  those  of  the  original,  and  if 
not,  whether  the  changes  or  alterations  are  or  are  not  greater  than 
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the  act  of  Congress  granting  the  power  of  suirender  and  reissue 
allows.  Attention  will  first  be  called  to  the  original  patent,  in  the 
specification  of  which  the  patentee  states  that  he  has  invented  a  new 
and  useful  article  of  manufacture,  which  he  therein  denominates 
instantaneous  glua  He  then  points  out  certain  objections  to  the 
glue  of  commerce  found  in  the  market  at  that  date,  as  follows : — 

1.  That  a  long  time  is  required  to  prepare  the  glue  for  use,  first 
by  soaMng  it  in  cold  water,  and  afterwards  in  heating  it  in  a  hot- 
water  bath. 

2.  That  the  glue,  when  thus  prepared,  is  still  often  imperfectly 
dissolved 

3.  That  dry  glue  and  gelatine  prepared  in  that  way  are  frequently 
rendered  unfit  for  adhesive  or  dietetic  purposes,  or  for  any  domestic 
usa 

4.  That  it  is  difficult  to  make  up  small  packages  of  such  glue  for 
retail,  as  the  fiakes  have  sharp  angular  edges,  and  would  cut  the 
wrappers,  occasioning  much  waste  of  time  and  stock. 

His  invention,  as  he  states,  obviates  all  of  those  objections  to  the 
common  glue,  and  consists  in  an  article  of  glue  which  does  not 
require  to  be  prepared  for  solution  by  soaking;  that  it  can  be  dis- 
solved in  large  quantities,  so  as  to  be  ready  for  mechanical  use,  in  less 
than  five  minutes,  and  in  small  quantities,  for  domestic  use,  in 
less  than  one  minute,  and  can  be  put  up  in  small  packages,  by  ma- 
chinery or  by  hand,  of  uniform  size  and  of  regular  form  and  weight, 
similar  to  those  in  which  ground  spices  and  other  like  articles  are 
put  up  for  domestic  use  and  to  be  sold  by  retail  merchanta  Its 
whole  substance,  and  aU  of  the  ingredients  of  the  patented  glue  are 
the  same  as  the  common  glue,  nor  does  the  patentee  set  up  any  dif- 
ferent pretence ;  but  he  does  state  that  the  patented  product  is  supe- 
rior to  the  glue  of  commerce  in  that  it  has  an  appearance  more 
pleasing  to  the  eye,  and  that  glues  of  the  same  grade,  if  subjected 
to  his  process,  have  apparently  a  whiter  color,  and  are  therefore 
more  marketable  and  will  bring  a  higher  prica  Minute  description 
is  then  given  of  the  process  of  making  the  patented  glue,  and  of  the 
mechanical  means  employed  to  accomplish  the  object,  which  consists, 
as  represented  in  the  specifications,  of  a  hopper,into  which  are  mounted 
two  saw-roUs,  resting  in  sidtable  bearings,  and  running  as  indicated 
in  the  drawings,  and  propelled  by  power  puUeys^  gears,  or  other 
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suitable  mechanism.  Particular  description  is  also  given  of  certain 
devices,  such  as  are  shown  in  the  drawings,  to  crush  the  flakes  of  glue 
deposited  in  the  hopper ;  and  of  other  devices  to  prevent  the  contents 
of  the  hopper  from  falling  out  through  the  openings  between  the  saws, 
and  to  prevent  the  saws  from  fouling,  by  means  of  any  foreign  matter, 
during  their  revolution.  Flakes  of  glue  of  the  ordinary  kind  are  put 
into  the  hopper,  and  by  the  rotation  of  the  toothed  saw-rolls  the 
flakes  of  glue  are  crushed  into  small  and  quite  uniform  pieces  about 
half  the  size  of  barleycorns.  Figure  3  of  the  drawings  also  shows 
another  apparatus,  which  is  a  finer  cutting  machine,  to  which,  as  the 
representation  is,  the  coarse  product  of  the  prior  machine  is  subse- 
quently to  be  subjected.  Briefly  described,  it  also  consists  of  a 
hopper,  to  be  used  to  receive  the  product  of  the  prior  operation,  in 
the  lower  part  of  which  run  two  rasping-roUs,  by  the  rotation  of 
which,  in  connection  with  the  ancillary  described  devices,  the  glue 
stock  is  cut  as  fine  as  required,  when  the  new  product  passes  ofT 
to  a  receptacle  beneath  the  machine.  Separate  description  of  the 
different  devices  is  given,  which  shows  beyond  all  doubt  that  the  first 
cutting,  as  there  represented,  is  done  by  rasping-roUs,  or  by  roUs 
with  rasping  faces.  Conclusive  support  to  that  theory  is  derived 
fix>m  the  description  given  of  the  particles  composing  the  product 
of  the  second  apparatus,  which  is  that  they  are  of  ''a  curved,  scale- 
like  form,  which  renders  the  rasped  glue  a  loose,  light,  open,  incom- 
pact mass,  and  of  a  character  to  remain  so  until  quite  dissolved." 

What  the  patentee  claimed  in  that  patent,  is ''  instantaneous  glue," 
in  which  claim  he  expressly  includes  gelatinous  or  glutinous  sub- 
stances called  glue,  produced  by  the  process  of  disintegrational 
fine  cutting,  akin  to  rasping,  by  which  the  particles  are  made  thin, 
scale-like,  curling,  and  are  thoroughly  fractured,  so  that  they  form 
a  loose,  incompact  mass,  readily  permeable  to  and  solvent  in  hot 
water. 

Alterations,  consisting  of  omissions,  and  in  some  cases  of  addi- 
tions, as  well  as  obvious  change  of  phraseology,  are  unmistakably 
noticeable  in  the  specification  of  the  reissued  patent,  as  compared 
with  the  specification  of  the  original  patent :  but  inasmuch  as  the 
l^al  purpose  of  a  surrender  and  reissue  is  that  a  patent  which  be- 
fore was  inoperative  or  invalid  by  reason  of  a  defective  or  insuflicient 
specification  may  be  replaced  by  one  which  is  operative  and  valid, 
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it  becomes  necessary  tx>  look  with  care  into  the  nature  and  scope 
of  the  actual  alterations  made  in  any  given  case  before  deciding 
whether  they  are  such  as  are  allowable  under  the  power  conferred 
by  the  act  of  Congress,  or  whether  they  are  such  that  it  must  be 
held  that  the  invention  secured  by  the  reissued  patent  is  not  the 
same  as  that  embodied  in  the  surrendered  patent  Mere  changes 
of  phraseology  will  not  be  noticed,  as  it  may  be  assumed  that  they 
are  not  of  a  character  to  affect  the  rights  of  the  parties  in  this  case. 
Material  omissions  and  additions  will  be  noticed,  of  which  the 
following  are  the  most  important:  — 

1.  Two  passages  in  the  specification  of  the  original  patent  are 
entirely  omitted  in  the  specification  of  the  reissued  patent,  as 
foUows :  — 

a.  That  **  the  form  of  each  tooth,  referring  to  the  teeth  in  the 
rasping-roUs  of  the  fine-cutting  machine,  should  be  such  as  to  give 
to  each  particle  of  glue  cut  off  a  curved,  scale-like  form,  which 
renders  the  rasped  glue  a  loose,  light,  open,  uncompact  mass,"  &c. 
*  h.  That  passage  preceding  the  technical  daim,  in  which  the  pat- 
entee states  that  what  he  desires  to  secure  by  letters-patent  is  any 
of  the  gelatinous  or  glutinous  substances,  commonly  called  glue, 
produced  by  the  process  of  disintegrational  fine  cutting,  akin  to 
rasping,  by  which  the  particles  are  made  thin,  scale-like,  curling, 
and  are  thoroughly  fractured,  so  that  they  form  a  loose,  uncompact 
mass,  readily  permeable  to  and  solvent  in  hot  water. 

2.  Important  words  also  are  omitted  in  several  other  parts  of  the 
specification,  such  as  "  fine  cut,"  "  fine  cutting,"  and  the  words  "  cut " 
and  ''  cutting "  in  several  places,  when  used  to  describe  the  action 
of  the  rasping  machine,  or  the  second  apparatus  to  cut  finer  the 
product  of  the  first-described  operation. 

3.  Additions,  suited  to  support  a  corresponding  theory,  are  also 
made  in  the  claim,  and  in  the  disclaimer  of  the  reissued  patent. 
"  Comminuted **  is  substituted  for  ^instantaneous"  in  the  claims  as 
the  prefix  of  "  glue" ;  but  the  change  in  the  disclaimer  is  much  greater, 
as  the  language  employed  tends  strongly  to  support  the  theory  that 
the  patentee,  instead  of  regarding  his  means  or  apparatus  as  one 
designed  to  reduce  the  flakes  of  glue  by  a  rasping  process,  intends 
to  claim  for  it  the  function  of  a  crushing  machine,  which  is  evi- 
denced by  the  fact  that  he  omits  the  introductory  sentence  of  the 
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disclaimer  of  the  original  specification,  in  which  he  describes  his 
process  as  one  akin  to  rasping,  and  also  £rom  the  language  of  the 
disdaimer  itself,  as  exhibited  in  the  reissued  patent 

Material  alterations  are  also  made  in  the  body  of  the  new  specific 
cation,  as  compared  with  the  old,  of  which  the  following  is,  perhaps, 
the  most  material :  ''  My  invention,"  says  the  patentee,  in  the  original 
patent,  "  consists  in  an  article  of  glue  which  does  not  require  to  be 
prepared  for  solution  by  soaking  " ;  but  in  the  reissued  patent  he 
says,  ''it  consists  of  glue  comminuted  to  small  particles  of  practically 
uniform  size,  as  distinguished  horn  the  glue  in  angular  flakes, 
hitherto  known." 

Based  upon  these  and  other  differences  between  the  two  patents, 
it  is  insisted  by  the  respondent  that  they  show  that  the  reissued 
patent  is  not  for  the  same  invention  as  that  secured  by  the  original 
patent,  and  it  must  be  admitted  that  the  changes  made,  including 
omissions  and  additions,  tend  pretty  strongly  to  support  the  propo- 
sition ;  but  the  question  of  construction  is  still  open,  which  must 
first  be  determined  before  any  conclusion  can  be  formed  whether  the 
invention  described  in  the  reissued  patent  is  or  is  not  substantially 
the  same  as  that  secured  by  the  original  patent 

Alterations  of  the  kind  may  or  may  not  have  the  effect  to  change 
the  character  of  the  invention  as  matter  of  legal  construction ;  and 
if  they  do  introduce  new  features  into  the  improvement,  and  mate* 
rially  enlarge  the  scope  and  operation  of  the  patent  beyond  what 
was  described,  suggested,  or  substantially  indicated  in  the  original 
specifications,  drawings,  or  patent-ofKce  model,  it  follows  that  the 
defence  that  the  reissued  patent  is  not  for  the  same  invention  as  the 
original,  must  prevail;  and  it  becomes  the  duty  of  the  court  to 
declare  the  reissued  patent  void. 

Courts  of  justice  will  avoid  such  a  result,  if  they  can  reasonably 
do  so,  by  a  liberal  application  of  the  maxim,  that  letters-patent 
are  to  receive  a  liberal  construction,  and,  if  practicable,  to  be  so  in- 
terpreted as  to  uphold  and  not  to  destroy  the  right  of  the  inventor. 
Fwrrill  v.  Bailroad,  1  WaU.  491 ;  Ames  v.  Howard,  1  Sumn.  482 ; 
Blanchard  v.  Sprague,  3  Sumn.  536 ;  Same  Case,  2  Story,  164. 

Slight  changes  will  not  sustain  such  a  defence,  nor  will  the  court 
in  any  case  declare  the  patent  void  on  that  account,  if  by  the  true 
construction  of  the  two  instruments,  each  being  taken  as  a  whole, 
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the  invention  secured  by  a  reissued  patent  is  not  substantially 
different  from  that  embodied  in  the  original  patent 

Flakes  of  glue  reduced  to  small  particles  may  be  called  commi- 
nuted glue,  whether  the  change  is  effected  by  breaking,  pounding, 
rasping,  or  grinding,  or  by  any  other  known  means  of  pulverizing, 
or  of  reducing  the  common  flakes  to  small  particles ;  so  that  there  is 
not  necessarily  any  substantial  repugnance  between  the  claims  of  the 
respective  specifications.  Exactly  the  same  description  is  given  of 
the  apparatus  or  machinery,  and  the  process  used  or  represented  as 
used  in  making  the  alleged  new  manufacture,  in  the  new  patent  as  in 
the  old,  and  the  description  there  given,  taken  as  a  whole,  is  equally 
full  to  show  that  the  new  manufacture,  as  described  in  both  specifi- 
cations, is  the  product  of  the  rasping  or  fine-cutting  machine,  to  the 
action  of  which  the  coarse  stock,  so  called,  is  subjected  after  it  is 
discharged  from  the  first-described  apparatus,  which  alleged  new 
manufacture  consists  of  particles  of  glue  first  broken  from  the  flakes 
into  what  is  called  the  coarse  stock,  and  then  rasped  or  cut  from  the 
coarse  stock  by  the  rasping  or  fine-cutting  machine,  which  latter 
product  is  minutely  described  in  the  specification  of  the  original 
patent  as  particles  of  glue  of  a  curved,  scale-like  form,  constituting 
a  loose,  light,  open,  uncompact  mass,  which,  during  the  course  of 
solution,  will  remain  thus  loose,  light,  open,  and  uncompacted  until 
quite  dissolved. 

Taken  as  a  whole  it  is  quite  clear  that  the  patentee  in  the  original 
patent  never  intended  to  claim  as  his  invention  any  thing  except 
the  glue  produced  as  therein  described  by  the  process  of  disintegra- 
tional  fine  cutting,  akin  to  rasping,  by  which  the  particles  are  made 
thin,  scale-like  and  curling,  so  that  they  will  form  a  loose,  un- 
compact mass,  readily  permeable  to,  and  solvent  in,  hot  water. 
Nothing  more  than  that  is  either  described  or  suggested  in  the  origi- 
nal patent,  nor  is  any  thing  more  substantially  indicated  either  in 
the  drawings  or  the  samples  of  the  alleged  new  manufacture  sent  to 
the  patent  office  at  the  time  he  applied  for  a  patent  More  than 
that  he  did  not  pretend  to  claim,  nor  would  the  patent  have  been 
valid  if  more  had  been  granted,  as  the  specification  filed  would  not 
have  been  a  compliance  with  the  terms  of  the  act  of  Congress,  which 
require  the  applicant  for  a  patent  to  file  in  the  patent  office  a  writ- 
ten description  of  the  invention,  and  of  the  manner  and  process  of 
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making  and  using  the  same^  in  such  full,  clear,  concise,  and  exact 
terms  as  to  enable  any  person  skilled  in  the  art  or  science  to  which 
it  appertains,  or  with  which  it  is  most  nearly  connected,  to  make 
and  use  the  patented  improvement. 

Expressions  undoubtedly  are  contained  in  the  specification  of  the 
reissued  patent,  which  indicate  pretty  strongly  an  intent  to  give  it  a 
broader  scope  and  effect,  but  it  is  a  sufficient  answer  to  every  thing 
of  the  kind  to  say  that  the  apparatus  and  process  described  for  mak- 
ing and  using  the  alleged  new  manufacture  are  precisely  the  same  in 
the  reissued  patent  as  in  the  specification  of  the  original  patent ; 
and  it  is  plain  as  any  thing  in  the  principles  of  mechanics  can  be, 
that  the  described  process  and  apparatus  are  not  suited  to  produce 
any  other  product  than  that  for  which  the  original  patent  was 
granted.  Attempts  are  now  made  in  argument  to  expand  the  reis- 
sued patent  so  as  to  cover  the  product  of  glue  flakes  when  reduced 
to  small  particles,  whether  the  reduction  is  effected  by  breaking  the 
flakes  or  by  pounding,  rasping,  or  grinding  the  same,  or  by  any 
other  known  means  of  reducing  the  ordinary  glue  flakes  from  their 
usual  size  and  form  to  small  particles,  in  order  that  the  mass  of 
particles  may  be  more  readily  soluble  in  water,  and  be  more  con- 
veniently put  up  in  small  packages  for  the  retail  trade. 
?  Sufficient  has  already  been  remarked  to  show  that  such  a  theory 
cannot  be  sustained,  as  the  description  of  the  apparatus  and  process 
of  making  and  using  the  alleged  new  manufacture  are  repugnant  to 
any  such  conclusion.  Strong  support  to  the  opposite  conclusion  is 
also  derived  from  the  description  of  the  product  or  alleged  new 
manufacture,  as  twice  given  in  the  specification  of  the  original 
patent.  Confirmation  of  the  same  view,  of  a  conclusive  nature,  if 
any  more  be  needed,  is  also  found  in  the  disclaimer  contained  in  the 
specification  of  the  reissued  patent,  in  which  the  patentee  states  that 
he  does  not  claim  the  mechanism  or  process  by  which  his  alleged 
Bew  artide  of  manufecture  is  produced,  and  in  which  he  admits  in 
express  terms  that  other  means  of  crushing  or  reducing  the  glue 
flakes  may  be  used  to  manufacture  the  alleged  new  article  without 
infringing  his  alleged  invention,  which  is  entirely  obvious  unless  the 
whole  description  of  his  process  and  apparatus,  as  given  both  in  the 
original  and  reissued  patents,  be  altogether  rejected  as  without 
meaning.    For  these  reasons,  I  am  of  the  opinion  that  the  defence. 
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that  the  reissued  patent  is  not  for  the  same  invention  as  the  ori- 
ginal patent,  is  not  sustained;  but  that  conclusion,  it  must  be 
understood,  is  based  upon  the  theory  that  the  reissued  patent, 
when  properly  construed  and  defined,  covers  only  the  alleged  new 
manufacture  produced  by  the  process  and  apparatus  described  in 
the  specifications  of  both  patents. 

All  the  other  defences  set  up  in  the  answer  are  still  open,  and 
the  respondent  contends  in  the  second  place  that  the  supposed  im- 
provement is  not  the  proper  subject  of  invention,  and  that  it  was 
not  a  novelty  at  that  date  which  could  properly  be  secured  by  the 
grant  of  valid  letters-patent.  Persons  who  invent  or  discover  new 
and  useful  manufactures  are  as  much  entitled  to  patents  as  those 
who  invent  or  discover  new  and  useful  arts,  machinery,  or  composi- 
tions of  matter ;  but  the  right  to  a  patent  for  such  an  invention  or 
discovery  is  subject  to  the  same  conditions  as  are  annexed  by  law 
to  the  right  to  a  patent  for  any  one  of  the  other  classes.  Conse- 
quently, the  manufacture  must  be  new  and  useful,  and  it  must  be 
one  not  before  known  or  used  by  others  in  this  country,  and  one  not 
before  patented  nor  previously  described  in  any  printed  publication 
in  this  or  any  other  country,  nor  have  been  in  public  use  or  on  sale 
for  more  than  two  years  prior  to  the  application  for  a  patent. 

Instruments  of  the  kind  usually  contain  allegations  averring  a 
compliance  with  those  several  conditions,  but  all  such  allegations 
are  open  to  review  by  the  courts  when  a  denial  of  the  truth 
of  any  of  them  is  presented  as  a  defence.  Patents  in  certain 
cases  may  doubUess  be  granted  both  for  the  manufacture  and 
for  the  process  or  method  of  producing  the  same,  if  both  are 
new  and  useful;  and  no  doubt  is  entertained  that  the  two  in- 
ventions or  discoveries  may  be  secured  by  sepetrate  patents,  or 
that  they  may  both  be  included  in  the  same  original  patent,  if 
made  the  subject  of  separate  and  distinct  claims.  Goodyear  y. 
Bubber  Co,,  2  Cliflf.  371 ;  Same  Case,  9  WalL  796.  Articles  of  manu- 
facture may  be  new  in  the  commercial  sense,  when  they  are  not  new 
in  the  sense  of  the  patent  law,  as  in  the  case  of  the  reduction  of  a 
substance  from  a  larger  to  a  smaller  size,  where  the  properties  of  the 
substance  remain  the  same  as  they  were  before  the  reduction  was 
effected.  Old  substances  may  be  converted  into  new  ones  by  being 
compounded  with  other  ingredients,  where  such  other  ingredients 
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have  the  effect  to  render  the  compound  more  effective  or  efficacious; 
or  to  change  the  properties  of  the  original  substance,  if  the  com- 
pound produced  involved  the  exercise  of  invention  or  discovery, 
and  is  both  new  and  useful.  New  composition  of  matter  is  ex- 
pressly embraced  in  the  category  of  patentable  improvements,  and 
the  very  term  implies  that  the  product  differs  materially  in  its 
properties  from  what  was  previously  in  common  use ;  but  the  mere 
reduction  of  an  article  of  bulk  to  one  of  a  smaller  size  is  not,  in 
general,  the  subject  of  a  patent  as  a  new  manufacture,  unless  the 
properties  of  the  article  are  improved  by  the  introduction  of  some 
new  ingredient,  or  by  the  subtraction  of  one  or  more  of  the  ingre- 
dients of  the  original  article,  by  which  the  new  product  is  improved 
and  made  more  useful.  Ground  gypsum  or  plaster  is  compara- 
tively a  new  article  of  commerce,  but  it  was  never  patentable  as  a 
new  manufacture,  as  wheat  and  other  grain  were  ground  at  a  much 
earlier  period  in  the  history  of  civilization.  Befined  sugar  was 
formerly  put  up  and  sold  in  the  lump  or  in  loaves.  Since  that 
time  the  refined  sugar  is  pulverized  and  sold  in  the  market  in  that 
form.  Such  pulverized  sugar  is  comparatively  a  new  article  of 
commerce,  but  it  was  never  patentable  as  a  new  manufacture,  as  at 
the  time  it  was  introduced  it  was  matter  of  common  knowledge 
that  it  could  be  pulverized  in  the  mortar,  or  by  other  well-known 
means  in  common  usa  Spices  are  now  ground  instead  of  being 
pounded  in  the  mortar,  and  in  that  form  they  are  sold  for  general 
use.  Such  an  article  is  comparatively  new  in  the  commercial  sense, 
but  was  never  patentable,  as  the  ground  spice  possesses  no  different 
properties  from  the  unground  spice,  or  such  as  is  pounded  in  the 
mortar,  or  from  that  which  is  not  comminuted  by  any  process. 

Machines  for  grinding  gypsum,  spices,  or  coffee,  or  for  pulverizing 
refined  sugar,  if  new  and  useful,  may  be  the  proper  subjects  of  valid 
letters-patent ;  but  the  article  of  commerce  produced  by  such  ma- 
chines was  never  patentable,  as  the  grinding  did  not  produce  any 
change  in  the  properties  of  the  unground  article,  nor  did  the  work 
of  grinding  involve  the  exercise  of  any  invention  or  discovery  be- 
yond what  was  necessary  in  preparing  the  apparatus  to  accomplish 
the  work.  Small  manufactures  of  iron,  such  as  nails,  were  formerly, 
within  the  memoiy  of  man,  made  from  iron  in  the  bar,  by  heating 
the  bar  in  the  forge,  and  by  drawing  the  iron  out  into  a  rod  on  the 
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anvil  by  the  hammer  and  sledge,  or  by  first  cutting  the  heated  bar 
into  rods,  by  means  of  a  chiseL  Subsequently,  roUing  machines 
were  constructed,  by  which  the  bars  of  iron  were  flattened,  and 
machinery  was  also  devised,  by  which  the  flattened  bars  were  cut 
into  strips  called  nail  rods.  Nail  rods  immediately  became  an 
article  of  commerce ;  but  the  article  was  never  patentable  as  a  new 
manufacture,  as  its  properties  were  not  changed,  and  it  was  matter 
of  common  knowledge  that  similar  rods  had,  for  a  long  period,  been 
made  in  the  manner  already  described. 

Two  principal  suggestions  are  made  to  show  that  the  comminuted 
glue  may  be  patentable  as  a  new  manufacture :  — 

1.  That  the  mass  of  particles  are  more  soluble,  when  wanted  for 
practical  use,  than  the  glue  in  flakes,  as  purchased  in  the  market  be- 
fore the  flakes  are  subjected  to  the  patented  process. 

2^  That  the  patented  product  may  be  more  conveniently  put  up 
in  small  packages  for  domestic  use  and  for  the  retail  trade  than  the 
glue  in  flakes,  and  with  less  danger  of  loss. 

Grant  all  that,  still  these  are  not  sufficient  reasons  to  show  that 
the  comminuted  glue  is  patentable  as  a  new  manufacture,  as  the 
properties  of  the  glue  in  flakes  are  not  improved,  and  for  the  reason 
that  the  change  eflbcted  by  the  described  process  does  not  involve 
the  exercise  of  any  invention  or  discovery.  Befined  sugar,  when 
pulverized,  is  more  readily  soluble  in  water  than  when  in  the  lump 
or  loaf ;  and  it  is  matter  of  common  knowledge  that  small  parti- 
cles of  any  soluble  substance  are  more  readily  dissolved  in  liquids 
than  large  lumps  or  loaves  of  the  same  substance,  like  many  other 
substances,  glue,  when  comminuted  into  small  particles,  whether  the 
operation  is  effected  by  breaking,  pounding,  rasping,  grating,  or 
grinding,  is  more  readily  soluble  in  water  than  when  the  attempt  is 
made  to  dissolve  it  in  the  flakes  or  other  large  bodies.  Common 
experience  is  sufficient  to  verify  that  proposition,  and  the  remark 
applies  with  equal  truth  and  potency  to  many  other  articles,  such  as 
salt,  refined  sugar,  gypsum,  alum,  camphor,  gums  of  various  kinds, 
and  to  many  other  substances  in  common  use.  Small  particles  pre- 
sent, comparatively,  a  larger  proportion  of  surface  to  the  liquid  into 
which  they  are  put  than  more  bulky  ones,  in  consequence  of  which 
the  substance,  if  permeable  to  liquids,  and  soluble,  will  be  more 
readily  dissolved.    Beyond  doubt,  glue  comminuted  is  more  readily 
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soluble  than  glue  in  fiakes ;  but  the  admission  affords  no  support  to 
the  theoiy  that  comminuted  glue  is  patentable,  as  the  fact  that  small 
particles  of  soluble  substances  are  more  readily  dissolved  in  liquids 
than  larger  ones  is  matter  of  common  knowledge^  and  has  been 
long  prior  to  the  date  of  the  patent  in  suit 

Mere  additional  convenience  in  packing  the  comminuted  article, 
as  compared  with  the  flake  glue,  proves  nothing  to  support  the 
theory  of  the  complainants,  as  the  fact  has  been  matter  of  common 
knowledge  for  centuries.  Much  aid  is  derived  in  the  investigation 
of  the  matters  in  controversy  in  the  case  from  the  recent  decisions 
of  the  patent  oflBce.  Patents  of  the  kind,  it  seems,  were  formerly 
granted  without  much  consideration  or  scrutiny ;  but  the  recent 
decisions  of  the  office  afford  evidence  of  a  more  thorough  and  rigid 
investigation,  and  they  appear  to  recognize  fully  the  well  founded 
distinction  between  a  new  article  of  commerce  and  a  new  manu- 
facture in  the  sense  of  the  patent  law,  and  appear  to  fully  compre- 
hend  the  rule  that  new  articles  of  commerce  are  not  patentable  as 
new  manufactures,  unless  it  appears  in  the  given  case  that  the  pro- 
duction of  the  new  article  involved  the  exercise  of  invention  or  dis- 
covery beyond  what  was  necessary  to  construct  the  apparatus  for  its 
manufacture  or  production. 

Six  years  ago.  Commissioner  Fisher  adopted  that  rule  in  a  well- 
considered  opinion,  which  it  appears  the  patent  office  for  the  most 
part  has  since  followed.  I!x  parte  Ackerson,  Com.  Dec,  1869, 
p.  74. 

Commissioner  Leggett  applied  the  same  rule  in  JSx  parte  CJiatillon, 
2  Gaz.  115,  in  which  he  says  that  invention  is  an  essential  prerequi- 
site to  a  patent,  and  it  appears  that  he  rejected  the  application  in  the 
case  upon  the  ground  that  the  applicant  had  simply  substituted  one 
device  for  another,  without  overcoming  any  obstacle,  or  making  any 
discovery,  or  manifesting  any  invention. 

Acting  Commissioner  Thacher  also  ruled  in  the  same  way 
in  a  case  which  came  before  him,  and  in  the  course  of  his 
opinion  he  censures  the  practice  of  granting  patents  in  such  cases 
where  there  is  no  invention,  and  pronounces  it  a  fraud  upon  the 
public,  to  be  condemned  in  the  strongest  terma  Bateey.  Seeger, 
2  Ibid.  493. 

Views  equally  expUcit  are  expressed  by  Commissioner  Leggett 
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in  a  more  recent  case,  Jerome,  3  Gaz.  64  Great  reliance  was 
placed  in  that  case  by  the  applicant  upon  the  words  "new  article 
of  manufacture/'  as  sufficient  to  show  that  the  alleged  improve- 
ment was  patentable,  but  the  Commissioner  decided  that  those 
words  will  not  have  any  such  effect,  and  he  accordingly  rejected 
the  application. 

Repeated  rulings  to  that  effect  have  been  made  in  the  patent 
office  within  the  last  two  or  three  years,  of  which  the  following  are 
referred  to  as  examples :  — 

Hx  parte  Adams,  3  Ibid.  150,  where  it  is  pointedly  stated  that  the 
same  rules  apply  in  determining  the  patentability  of  an  article  of 
manufacture  as  in  any  other  case,  and  that  in  such  a  case  there 
must  be  evidence  of  novelty  and  of  invention.  Proof  of  novelty 
and  of  invention  were  also  required  in  the  case,  JEx  paHe  Wattles, 
Ibid.  291,  £knd  the  applicant  failing  to  produce  such  proofs,  his 
application  was  refused.  £x  parte  Leggett,  2  Gaz.  199 ;  Ex  parts 
Baxter,  2  Ibid.  470 ;  JEx  parte  Beach,  3  Ibid.  607. 

Circuit  judges  in  this  and  other  circuits  have  made  similar  decis- 
ions, as  win  be  seen  from  the  following  brief  summary :  — 

Judge  Shepley  ruled  expressly  in  the  case  of  Draper  v.  Hvdson, 
3  Gaz.  354,  that  a  patent  for  an  article  of  manufacture  cannot  be 
sustained  on  the  ground  that  it  was  fabricated  by  new  and  improved 
machinery ;  on  the  contrary,  that  the  manufacture  must  be  a  new 
and  improved  thing  in  itself,  possessing  novelty  of  its  own,  inde* 
pendent  of  the  devices,  processes,  or  arts  by  which  it  was  produced. 
Precisely  the  same  conclusion  was  reached  by  the  judges  of  the 
Circuit  Court  for  the  Second  Circuit,  after  full  argument  Savryer 
V.  Bioiby,  et  al.,  1  Gaz.  165.  What  the  patentee  claimed  in  that  case 
was  a  new  article  of  manufacture  called  a  package  or  case,  which, 
when  made  with  distributing  holes  and  filled,  was  cemented  with 
wax  or  by  wafers.  Infringement  was  admitted,  but  the  respondents 
set  up  as  a  defence  that  the  alleged  invention  was  not  within  the 
requirement  of  the  patent  law  an  art,  machine,  manufacture  or  com- 
position of  matter,  and,  therefore,  that  it  was  not  a  thing  for  which 
a  patent  could  lawfully  be  granted,  as  at  most  the  patentee  had  only 
devised  means  by  which  he  could  secure  a  larger  sale  of  a  given 
article  without  having  changed  the  article  itself  or  given  it  any  ad- 
ditional value ;  and  the  circuit  judge  sustained  the  defence,  upon 


MAT  TEEM,  1874  251 


KiUigan  &  Higgins  Glue  Compukj  v.  Upton. 


the  ground  that  the  production  of  the  article  did  not  involve  the 
exercise  of  any  invention. 

Nothing  short  of  invention  or  discovery  will  srupport  a  patent  for 
a  manufacture,  any  more  than  for  an  art,  machine,  or  composition  of 
matter,  as  is  clearly  illustrated  in  another  case  decided  in  this  cir- 
cuit :  Merrill  v.  Yeomans,  5  Gaz.  267 ;  where  the  circuit  judge  says 
that  a  patentee  who  has  invented  a  process  in  the  arts,  whereby  an 
article  of  manufacture  is  produced,  new  in  kind,  and  not  before 
known,  may  separately  claim  and  patent  both  the  art  and  the  manu- 
&cture,  if  both  are  new  and  useful  in  the  sense  of  the  patent  law ; 
and  it  is  doubtless  true,  if  the  thing  be  new  in  and  of  itself,  it  is 
patentable  as  a  new  manufacture,  and  that  the  patent  would  be  in- 
fringed by  the  unlicensed  construction  or  use  of  the  product,  though 
produced  by  other  means  than  those  described  in  the  specifications 
of  the  patent  Inventions  of  the  kind  are  rare,  as  it  much  more  fre* 
quently  happens  that  the  process  is  inseparable  from  the  product, 
so  that  the  patentee  cannot  claim  the  product,  if  produced  by  hand 
tools,  or  by  other  mecms  substantially  different  from  those  employed 
by  the  inventor  or  discoverer. 

Patentees  in  the  former  case  may  claim  the  new  product  without 
qualification,  but  in  the  latter,  they  should  claim  the  product  only 
when  made  by  the  described  means  or  their  equivalents,  as  the  pro- 
cess inheres  in  the  manufacture  and  constitutes  an  element  of  the 
invention.  Neither  claim,  however,  would  be  valid  unless  sup- 
ported by  proof  of  invention  or  discovery,  for  which  proposition 
there  is  abundant  authority  in  the  decisions  of  the  Supreme  Court 
and  in  the  decisions  of  the  English  courts.  Hotchhiss  v.  OreeTVwoody 
11  How.  265 ;  Phillips  v.  Page,  24  How.  167 ;  Jones  v.  Mqrehead,  1 
Wall.  162 ;  Stimpsan  v.  Woodman,  10  Wall  121 ;  Knight  v.  Pail- 
road,  Campbell,  C.  C.  109 ;  Pean  v.  Smalhvood,  2  Story,  411 ;  Wi- 
nans  v.  Pailroad,  2  Story,  412 ;  ffieks  v.  Kelsey,  18  Wall.  670 ;  Paper 
Collar  Co.  v.  Van  Deiisen,  10  Blatchf  119 ;  Zamgdon  v.  De  Qroot,  1 
Paine,  204 ;  Le  Pay  v.  Tatham,  14  How.  175.  Apply  the  principle 
of  these  cases  to  the  case  before  the  court,  and  it  is  clear  that  the 
patent  cannot  be  sustained,  as  neither  the  process  nor  the  means  of 
effecting  the  result,  nor  the  apparatus  or  its  mode  of  operation,  are 
new  or  different  from  what  had  long  been  known  to  those  skilled  in 
the  art,  nor  does  the  operation  of  comminuting  the  glue  in  flakes 


252  MASSACHUSETTS  DISTEICT. 

Milligan  ft  Higgins  Glae  Company  v.  Upton. 

have  the  slightest  effect  to  change  the  properties  of  the  substance 
in  any  respect  whatever. 

Comminuted  glue  differs  in  no  respect  from  the  ordinary  glue  of 
commerce,  from  which  it  is  manufactured,  except  in  the  degree  of 
its  fragmentary  condition,  as  appears  by  the  great  body  of  the  evi- 
dence in  the  case.  Other  substances  of  various  kinds,  it  must  be 
conceded,  have  been  mechanically  reduced  in  size  in  like  manner ; 
and  inasmuch  as  such  articles  or  some  of  them  bear  a  close  re- 
semblance to  glue  in  flakes,  which  is  unchanged  in  any  of  its  prop- 
erties, I  am  of  the  opinion  that  the  reduction  of  the  glue,  as 
manufactured  in  flakes,  to  small  particles,  as  xlescribed  in  the  speci- 
fication of  the  complainants'  patent,  does  not  involve  the  exercise 
of  invention  or  discovery,  without  which,  it  is  clear,  the  product  of 
the  described  process  or  apparatus  cannot  be  regarded  as  a  patent- 
able improvement  Abundant  support  to  that  proposition  is  found 
in  the  English  decisions  as  well  as  in  the  decisions  made  in  this 
country.  Penn  v.  Bibby,  L.  B.  2  Ch.  136 ;  ffanvood  v.  Railway ,  11 
BL  L.  667 ;  Jordan  v.  Moore,  L.  R  1  C.  P.  635 ;  Kay  v.  Marshall^  8 
Clark  &  F.  261 ;  Bush  v.  Fox,  5  H.  L  716 ;  BaLstm  v.  Smith,  H  H.  L. 
253 ;  Tetley  y.  JSaston,  2  C.  B.  N.  s.  740 ;  Eorton  v.  Mabon,  12  C.  B. 
N.  S.  451 ;  Ormson  v.  Clark,  13  C.  B.  N.  s.  339 ;  Same  Case,  14  C.  B. 
N.  S.  490 ;  Parker  v.  l^evens,  L  R  5  Ch.  89 ;  Sam£  Case,  L  R  8  Eq. 
368 ;  Envelope  Co,  v.  Seymer,  5  C.  B.  N.  s.  173 ;  WhUe  v.  Tbww,  17 
L  T.  N.  s.  349 ;  Losh  v.  Hague,  Web.  Pat.  Cas.  208 ;  Saunders  v. 
Aston,  3  Bam.  &  Ad.  209. 

Support  to  the  opposite  view,  it  is  supposed  by  the  complainants, 
is  drawn  from  the  following  cases :  Winans  v.  Denmead,  15  How. 
343 ;  YcfWfvg  v.  Femie,  10  L  T.  N.  s.  864 ;  Salt  Manuf,  Co,  v.  Ghigevir 
heim,  3  FisL  Pat  Cas.  426 ;  Davis  v.  Palmer,  2  Brock.  310 ;  Le  Boy 
V.  Tatham^  14  How.  175 ;  Same  Case,  22  How.  137. 

But  the  court  is  of  the  opinion  that  no  one  of  these  cases  sup- 
ports the  theory  of  the  complainants,  because  it  satisfactorily  appears 
in  this  case  that  flake  glue,  comminuted  by  other  means  than  those 
described  in  the  specification,  is  as  readily  dissolved  and  prepared 
for  practical  use  as  when  the  flake  glue  is  comminuted  by  the  pat- 
ented process,  and  that  the  ground  glue  may  with  equal  convenience 
be  put  up  in  small  packages  for  the  retail  trada 

Proof  of  the  most  convincing  character  is  exhibited  in  the  recoi*d 
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showing  that  flake  glue  had  been  ground  into  small  particles  at  a 
much  earlier  period  of  time  than  the  date  of  the  alleged  invention, 
described  in  the  original  patent,  and  several  parcels  of  the  ground 
product,  together  with  the  machines  in  which  the  product  was 
ground,  were  introduced  in  evidence,  which  show  to  a  demonstra« 
tion  that,  if  glue  comminuted  by  grinding  is  substantially  the  same 
product  as  glue  comminuted  by  the  apparatus  described  in  the  said 
specifications,  the  patentee  was  not  the  original  and  first  inventor 
of  the  patented  improvement ;  but  in  the  view  taken  of  the  case  it 
will  not  be  necessary  to  decide  that  issue  in  the  pleadings,  nor 
whether  flake  glue,  when,  ground,  is  substantially  the  same  as  flake 
glue  comminuted  by  the  apparatus  described  in  the  patent  in  suit, 
or  substantially  different,  as  will  presently  more  fully  appear ;  nor 
is  it  necessary  to  discuss  either  the  third  or  the  fourth  propositions 
submitted  by  the  respondent,  as  the  court  is  of  the  opinion  that  the 
complainants  fail  to  show  that  they  are  entitled  to  a  decree  for  two 
reasons  other  than  those  submitted  in  those  propositions :  — 

1.  Because  the  product  of  the  process  or  apparatus  described  in 
the  complainant's  patent  was  not  patentable,  as  the  production  of  it 
did  not,  in  the  sense  of  the  patent  law,  involve  the  exercise  of  any 
invention  or  discovery. 

2.  Because,  if  the  patented  product  and  the  product  manu- 
factured by  the  respondent  are  substantially  the  same,  then  the 
original  patentee  was  not  the  original  and  first  inventor  of  the 
improvement,  as  flake  glue  was  ground  at  a  much  earlier  period 
than  the  date  of  the  alleged  invention ;  and  if  the  patented  pro- 
duct is  substantially  different  from  the  product  manufactured  by  the 
respondent,  then  it  is  clear  that  the  charge  of  infringement  is  not 
proved. 

Testimony  was  introduced  by  the  complainants  to  show  that  the 
ordinary  glue  of  commerce  is  too  moist  to  be  conveniently  ground, 
unless  it  is  first  dried,  and  that  the  process  of  drying  it  injures  the 
quality  of  the  article;  but  the  court  is  of  the  opinion  that  the 
suggestion  is  not  entitled  to  weight,  as  it  is  matter  of  common 
knowledge  that  no  such  difficulty  arises  except  with  the  newly 
manufactured  article,  if  the  glue  is  deposited  with  care  so  as  to  be 
kept  from  moisture.  Grain  and  com  in  early  fall  contain  too  much 
moisture  for  grinding ;  but  they  may  be  sun-dried  for  the  purpose. 
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and  no  doubt  is  entertained  that  newly  manufactured  glue  may  be 
dried  sufficiently  for  grinding  without  injury  in  the  same  way. 
Bill  dismissed  with  costs. 


Chandler  Needham  v.  Nathan  Washburn  et  al. 

BEFORE  CaiJFFORD  AND  LOWELL,  JJ. 

Patents  granted  by  the  ooramissioner  pursnant  to  the  provisions  of  the  statute  relating 
thereto  offered  a  prima  fade  presumption,  when  introduced  in  evidence,  that  the  patentee 
is  the  original  and  first  inventor  of  what  is  therein  described  as  his  invention  or  dis- 
covery. 

Whether,  in  a  suit  brought  against  the  respondents  as  copartners,  but  in  which  the  proofs 
fiiil  to  show  a  partnership,  but  do  show  that  the  respondents,  with  others,  were  oi^ganiaed 
into  a  corporation,  with  the  same  name  as  the  alleged  copartnership,  it  woold  be  oompe- 
tent  for  the  court  to  enter  a  decree  against  the  corporation,  qunere. 

In  such  case  the  court  will  not  delay  the  hearing  of  the  cause;  since  the  defect,  if  it  be  one, 
may  be  cured  by  an  amendment. 

Gar-wheels  having  been  made  by  placing  a  heated  tire  of  castTSteel  in  a  mould,  and  then  pour- 
ing in  molten  cast-iron  at  the  centre  of  the  mould,  thus  producing  a  weld  or  union  between 
the  iron  and  the  steel,  it  did  not  require  invention,  and  was  not  patentable,  to  introduce 
the  molten  iron  through  openings  or  "  sprues  **  just  inside  the  heated  rim  or  tire. 

Nor  can  it  make  any  difference  that  a  series  of  such  openings  or  holes  are  used,  instead  of 
a  single  opening. 

It  being  a  matter  of  common  knowledge  among  mechanics  that  iron,  or  iron  and  steel,  may 
be  successfully  welded  without  flux,  there  is  no  invention  in  simply  omitting,  in  the 
casting  of  car-wheels,  the  flux  previously  used  between  the  steel  tire  and  the  molten  iron 
which  forms  the  body  of  the  wheel. 

Much  reason  exists  for  holding  that  the  second  feature  in  the  cUdm  of  the  patent,  which  is 
for  ^*  The  process  or  mode  above  described  for  making  a  combined  cast^eel  and  cast-iron 
car-wheel,  whereby  the  cast-iron  is  introduced  through  a  series  of  holes  into  the  mould 
directly  upon  the  inner  unfluxed  sur&ce  of  the  cast-steel  tire,  and  a  perfect  union  and 
weld  of  the  metals  are  produced  "  is  invalid,  because  not  embraced  in  the  description,  in 
the  body  of  the  specification,  of  the  method  used  by  the  complainant. 

The  ];>atent  in  question  pronounced  invalid. 

Bill  in  equity  praying  for  an  account  and  for  an  injunction  for 
the  infringement  of  letters-patent  on  the  casting  of  car-wheds. 
The  court  states  the  facts  in  the  opinion. 

James  B,  Rdbb,  for  the  complainant 

A,  K,  P.  eTby,  for  the  defendants. 

Clifford,  J.  Letters-patent  may  be  granted  for  the  invention  or 
discovery  of  any  new  and  useful  art,  machine,  manu£eu3ture,  or  com- 
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position  of  matter,  or  of  any  new  and  useful  improvement  of  the 
same,  upon  the  conditions  specified  in  the  patent  act.  Unless  the 
thing  claimed  as  the  invention  is  new  and  useful,  the  claim  is 
wholly  without  merit,  as  that  is  the  primary  and  indispensable  con- 
dition annexed  to  the  right  to  claim  the  protection  which  the  patent 
act  is  intended  to  secure.  Application  in  writing  must  be  made  to 
the  commissioner,  and  the  requirement  is,  that  the  applicant  shall 
file  in  the  patent  office  a  written  description  of  the  invention  or 
discovery,  and  of  the  manner  and  process  of  making,  constructing, 
compounding,  and  using  it,  in  such  full,  clear,  concise,  and  exact 
terms  as  to  enable  any  person  skilled  in  the  art  or  science  to  which 
it  appertains,  or  with  which  it  is  most  nearly  connected,  to  make, 
construct,  compound,  and  use  the  same.     16  Stat,  at  L  201. 

Patents  granted  by  the  commissioner,  in  pursuance  of  those  con* 
ditions,  afford  a  prima  facie  presumption,  when  introduced  in  evi- 
dence, that  the  patentee  is  the  original  and  first  mventor  of  what  is 
therein  described  as  his  invention  or  discovery.  Such  a  presump- 
tion, however,  may  be  controlled  by  evidence  of  a  prior  knowledge 
or  use  by  others  in  this  country,  or  that  the  invention  or  discovery 
had  been  described  in  any  printed  publication,  before  his  invention 
or  discovery  thereof,  in  this  or  any  foreign  country ;  or  that  it  had 
been  in  public  use  or  on  sale  for  more  l^n  two  years  prior  to  his 
application  for  a  patent. 

Damages  are  claimed  by  the  complainant  for  an  alleged  infringe- 
ment by  the  respondents  of  certain  letters-patent  granted  to  him, 
in  which  it  is  represented  that  he  is  the  original  and  first  inventor 
of  a  certain  new  and  useful  improvement  in  casting  car-wheels,  as 
more  fully  described  in  the  specification  of  the  letters-patent  Pro- 
cess was  served,  and  the  four  persons  named  as  respondents  in  the 
bill  of  complaint  appeared  and  filed  separate  answers.  They  are 
described  in  the  bill  of  complaint  as  copartners,  under  the  name  of 
the  K  Washburn  Steel  Tire  Works,  and  the  charge  is,  that  the  re- 
spondents, without  consent,  and  in  violation  of  the  complainant's 
exclusive  rights,  have  made,  sold,  and  used  a  large  number  of  said 
patented  car-wheels,  in  infringement  of  the  exclusive  rights  secured 
to  the  complainant  by  said  letters-patent  Appearance  was  entered 
by  each  of  the  respondents,  and  they  severally  set  up  the  following 
defences: — 
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1.  That  they  are  not,  and  never  were,  copartners  doing  business 
at  Worcester,  as  alleged  in  the  bill  of  complaint 

2.  That  the  complainant  is  not  the  original  and  first  inventor  of 
the  improvement 

3.  That  the  alleged  improvement  was  well  known  and  in  public 
use  by  various  persons,  and  at  various  places,  before  the  alleged 
invention  thereof  by  the  complainant 

Proof  to  show  that  the  respondents  are  copartners  is  entirely 
wanting ;  but  inasmuch  as  that  defect,  if  it  be  one,  may  be  removed 
by  a  proper  amendment;^  the  court  is  inclined  to  enter  into  the  facts 
of  the  case. 

Before  doing  so,  however,  it  may  be  well  to  examine  the  proposi- 
tion of  the  complainant,  that  he  is  entitled  to  a  decree  against  the 
respondents  as  individuals,  even  though  he  has  utterly  failed  to 
prove  that  they  are  copartners  as  alleged.  Partnership  is  certainly 
not  proved.  On  the  contrary,  the  respondents  oflTer  proof  tending 
to  show  that  they  are  a  corporation  duly  established  under  the 
laws  of  the  State  in  which  their  business  is  transacted ;  but  the 
complainant  denies  that  proposition,  and  insists  that,  as  they  were 
never  duly  incorporated,  he  may  well  maintain  the  present  suit 
against  them  as  individuals. 

Besides  the  claim  for  damages,  the  complainant  also  prays  for  an 
account  of  gains  and  profits,  and  also  for  an  injunction.  Having 
sued  the  respondents  as  a  partnership,  it  may  be  doubtful  whether 
it  would  be  competent  for  the  court  to  enter  a  decree  against  the 
corporation ;  but  as  that  defect,  if  it  be  one,  may  be  cured  by  an 
amendment,  the  court  will  proceed  to  examine  the  merits  of  the 
controversy.  Goodyear  v.  Phelps,  3  Blatch.  91 ;  Poppenhus&n  v. 
FcUke,  4  Id.  494. 

Taken  as  a  whole,  the  proofs  in  the  case  show  to  the  satisfaction 
of  the  court  that  the  persons  sued  as  partners  were,  with  others, 
organized  as  a  corporation,  in  November,  1869,  under  the  general 
statutes  of  the  State,  by  the  corporate  name  set  forth  in  the  plead- 
ings ;  and  it  appears  that  all  the  corporators  were  made  directors, 
and  that  the  business  of  the  coiporation  was  conducted  by  the 
directors.  Opposed  to  this  is  the  uncontradicted  proof  that  no  cer- 
tificate setting  forth  the  corporate  name  and  purpose  of  the  associa- 
tion was  ever  filed  with  the  Secretary  of  State;  but  the  better 


MAY  TEEM,  1874  257 


Needham  v.  Washburn  et  al» 


opinion  is  that  the  statutes  of  the  State  in  force  at  the  time  the 
organization  was  made  did  not  contain  any  such  requirement,  and 
consequently  that  the  organization  is  not  rendered  illegal  by  that 
omission.  Gren.  Stats.  341.  Such  a  requirement  was  enacted  the 
next  year,  but  the  new  provision  is  not  retroactive.  Supp.  Gen. 
Stats.  806. 

The  principal  defences  upon  the  merits  are  as  follows  :  1.  That 
the  alleged  improvement  is  not  new  in  the  sense  of  the  patent  law, 
because  the  patentee  was  not  the  original  and  first  inventor  of  it, 
and  because  the  process  was  well  known  and  in  public  use  long 
before  the  date  of  the  supposed  invention.  2.  Because  the  re- 
spondents have  never  infringed  the  patent  as  alleged. 

Both  of  these  defences  make  it  necessary  to  ascertain  what  the 
invention  is  when  the  patent  which  secures  it  is  properly  construed. 
Enough  may  be  learned  from  the  description  given  by  the  patentee 
in  the  specification  of  the  process  which  he  pursues  to  manufacture 
the  patented  car-wheel,  when  weighed  in  connection  with  the  claim 
of  the  patent,  to  furnish  a  satisfactory  answer  to  the  inquiiy  as  to 
the  true  nature  and  scope  of  the  alleged  improvement 

His  first  step,  as  pointed  out  in  the  specification,  is  to  cast  a 
suitable  quantity  of  steel  to  form  the  tire  of  the  wheel  into  an  an- 
nular ingot,  about  fifteen  inches  in  diameter,  with  an  opening  at  the 
centre  of  its  diameter,  of  four  inches.  He  then  hammers  the  ingot 
upon  an  anvil  by  means  of  a  steam-hammer,  by  which  its  diameter 
is  extended  to  eighteen  inches ;  and  he  gives  a  description  of  the 
anvil  which  he  uses,  and  of  the  manner  of  conducting  the  hammer- 
ing. Forming-rolls  are  then  employed,  by  which  the  ingot  is  en- 
laiqged  to  the  proper  size  and  shape  to  form  the  tire  of  the  wheel 
Having  formed  the  tire,  he  then  places  it  in  a  heated  furnace  and 
heats  it  to  a  bright  cherry-red,  when  it  is  taken  from  the  furnace, 
and,  having  removed  every  foreign  substance  from  its  surface,  he 
places  it  within  the  mould  in  which  the  body  of  the  car-wheel  is  to 
be  cast,  said  mould  having  previously  been  formed  and  prepared  for 
the  purpose.  Care,  it  is  said,  should  be  taken  that  the  heated  tire 
should  be  properly  adjusted  in  the  mould ;  and,  when  that  is  accom- 
plished, the  direction  is  that  the  flask  shall  be  immediately  closed, 
and  the  molten  iron  be  poured  into  the  mould,  which,  as  it  comes  in 
contact  with  the  highly-heated  steel,  fuses  the  surface  of  the  latter, 
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thereby  forming  a  perfect  union  between  the  two,  and,  as  the  metal 
cools,  the  body  of  the  wheel  and  the  tire  are  welded  into  one  solid 
mass.  Extended  remarks  upon  that  part  of  the  described  process 
are  unnecessary,  as  nothing  there  described  is  embraced  in  the  claim 
of  the  patent ;  and,  if  it  had  been,  it  would  not  have  benefited  the 
complainant,  because  every  part  of  the  process  there  described  is 
substantially  the  same  as  that  set  forth  in  the  patent  granted  to 
Zadoc  Washburn,  which  was  introduced  in  evidence,  and  is  of  prior 
date. 

Two  matters  are  then  introduced  into  the  specification  of  the 
patent  in  question,  which,  it  is  insisted,  distinguish  it  from  the  in- 
vention of  Zadoc  Washburn,  which,  it  is  admitted,  is  the  older  of 
the  two :  1.  That  the  molten  iron  is  introduced  into  the  mould 
through  a  series  of  openings  at  the  rim  of  the  wheel,  just  inside  the 
tire,  and  that  it  flows  from  thence  to  the  centre,  carrying  away  from 
the  inner  surface  of  the  steel  tire  all  dirt  and  dust,  if  any,  which 
might  otherwise  prevent  the  welding  of  the  parts.  2.  Nothing  is 
expressly  set  forth  under  the  second  head  as  a  matter  pertaining  to 
the  described  improvement ;  but  the  patentee  points  out  what  he 
represents  as  a  defect  in  the  process  of  the  other  patent,  which  is 
that  the  cast-iron,  instead  of  lying  still  in  the  mould  and  forming 
a  perfect  weld,  is  agitated  and  caused  to  bubble  by  the  gas  gener- 
ated by  the  molten  iron  as  it  comes  in  contact  with  the  fiux  used 
in  the  process,  whereby,  as  he  states,  the  perfect  and  desired  union 
of  the  iron  and  steel  is  prevented.  Every  thing  described  in  the 
patent  to  Zadoc  Washburn  is  disclaimed  by  him  in  express  terms. 
What  he  claims  is  the  described  method  of  introducing  the  molten 
cast-iron  into  the  mould,  through  a  series  of  holes,  directly  upon 
the  inner  unfluxed  surfietce  of  the  cast-steel  tire,  by  which  a  perfect 
union  and  weld  of  the  metals  are  produced. 

Car-wheels  manufactured  by  first  forming  lims  of  cast-steel,  and 
then  heating  and  placing  them  in  a  mould  previously  prepared  for  the 
purpose,  and  by  pouring  molten  cast-iron  into  the  moulds  to  complete 
the  manufacture  of  the  wheels,  by  the  union  or  weld  between  the 
two,  into  one  solid  mass,  are  certainly  old.  Nor  is  that  proposition 
denied.  Nothing,  therefore,  but  a  new  and  useful  improvement  in 
the  method  or  process  of  such  a  manufacture  can  be  regarded  as  the 
proper  subject  of  a  patent.    Doubtless  it  may  be  true  that  the 
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molten  iron  was  fonnerly  poured  into  the  mould  at  the  centre  of  the 
mould ;  and  it  may  be  that  it  is  better  to  construct  the  openings  in 
the  mould  for  the  purpose — whether  they  are  called  by  that  name 
or  are  called  "sprues''  or  conduits — just  inside  the  inner  surface 
of  the  heated  rim  when  placed  in  the  mould ;  but  the  court  is  not 
satisfied,  from  an  examination  of  the  product,  or  from  any  evidence 
in  the  case,  that  such  a  change,  without  more  (even  if  new,  which 
is  not  admitted),  is  the  proper  subject  of  a  patent,  as  it  is  scarcely 
possible  that  it  could  have  required  any  invention  to  make  it 
Changes  of  the  kind  are  nothing  more  than  common  knowledge  and 
experience  would  suggest,  and  every  workman,  whether  skilled  in 
the  art  or  not,  would  know  how  to  apply  the  suggestion.  Nor  can 
it  make  any  difference  that  the  patentee  uses  a  series  of  such  open- 
ings or  holes  in  his  method  or  process,  as  the  proofs  are  fuU  and 
satisfactory  that  a  series  of  holes  had  been  used  in  making  such 
castings  at  a  much  earlier  period  than  the  date  of  the  complainant's 
invention,  and  on  several  occasions,  as  appears  by  the  testimony  of 
an  unimpeached  witness. 

Suppose  that  is  so,  still  it  is  insisted  by  the  complainant  that 
his  method  or  process  is  new  and  useful,  because  he  does  not  use 
jQux  in  making  the  described  weld;  which,  as  he  insists,  distin- 
guishes his  method  or  process  from  the  invention  described  in  the 
Zadoc  Washburn  patent,  and  from  all  others  known  at  the  date  of 
his  invention.  Much  reason  exists  for  holding  that  the  second  fea- 
ture of  the  claim  is  invalid,  because  not  embraced  in  the  descrip- 
tion of  the  method  or  process  used  by  the  complainant,  as  required 
by  the  act  of  Congress ;  but,  inasmuch  as  the  alleged  invention  con- 
sists merely  in  omitting  an  ingredient  often  employed  in  welding 
steel  and  iron,  or  two  pieces  of  iron,  the  court  is  not  inclined  to  rest 
the  decision  entirely  upon  that  ground.  Nor  is  it  at  all  necessary . 
to  do  so,  as  the  court,  in  view  of  the  facts  and  circumstances  of  the 
case,  is  of  the  opinion  that  it  is  matter  of  common  knowledge  that 
iron,  or  iron  and  steel,  may  be  successfully  welded  with  or  without  the 
use  of  flux,  and  that  such  knowledge  has  existed  among  mechanics 
accustomed  to  work  at  the  ordinary  torge,  from  a  very  early  period 
Axes,  scythes,  hoes,  and  other  farming  utensils  were  formerly  made 
on  the  common  anvil ;  and  it  is  believed  that  mechanics  formerly 
engaged  in  manufacturing  such  articles,  knew  full  well  that  flux 
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was  often  omitted  in  effecting  a  weld  of  iron,  or  iron  and  steeL 
Horseshoes  were  made  in  the  same  manner,  and  many  lai^r  arti- 
cles, such  as  plowshares,  and  mill-cranks.  Differences  of  opinion, 
it  is  known,  have  at  times  existed  among  mechanics  of  that  class 
upon  the  subject,  some  maintaining  that  flux  was  useful  and  even 
necessary,  and  others  maintaining  the  opposite  opinion  with  equal 
earnestness  and  confidence.  AU  of  these  suggestions,  it  is  believed, 
are  supported  by  common  experience  and  knowledge;  but  it  is  not 
necessary  to  go  out  of  the  record  to  find  convincing  proof  to  the 
same  effect.  Even  the  complainant,  in  his  deposition  filed  in  the 
patent  office,  testified  in  his  cross-examination  that  he  was  aware 
that  iron  and  steel  had  been  so  welded;  and,  when  asked  if  he 
knew,  as  matter  of  fact,  that  iron  and  steel  had  for  a  long  time  been 
welded  with  and  without  flux,  stated  that  it  was  said  to  have  been 
so  welded  for  a  long  time.  Support  to  that  view  is  also  derived 
from  one  of  the  respondent's  witnesses,  in  which  he  says  that  in 
making  four  or  five  car-wheels,  they  used  four  sprue-holes,  and 
that  some  of  them  were  made  with  flux,  and  some  without ;  which 
statement  is  also  confirmed  by  other  witnesses.  . 

Having  come  to  the  conclusion  that  the  alleged  improvement  is 
not  new  or  patentable,  it  is  not  necessary  to  examine  the  question 
of  infringement. 

Bill  of  complaint  dismissed,  with  costs. 


James  A.  Gindrat  et  al.  v.  Francis  Dane  et  al. 

BEFORE  CLIFFORD  AND  LOWELL,  JJ. 

Courts  of  equity  have  jniisdiction  of  fraud,  misrepresentation,  and  fraudulent  suppression 
of  material  facts,  in  matters  of  contract. 

But  wliere  the  cause  of  action  is  a  purely  legal  demand,  and  the  defence  at  law  may  be  set 
up  as  complete  as  in  equity,  a  suit  in  equity  will  not  be  sustained. 

Such  a  case  is  controlled  by  §  16  of  the  Judiciary  Act. 

The  Cinmit  Court  has  jurisdiction  of  a  suit  in  equity,  brought  by  the  assignee  of  a  bank- 
rupt in  one  State,  against  citizens  of  another  State,  to  recorer  for  a  debt  due  the  bank- 
rupt estate. 

It  is  true  that  no  jurisdiction  in  such  a  case  is  conferred,  in  the  late  ftinkrupt  Act,  on  the 
Circuit  Court,  as  it  is  on  the  District  Court  The  jurisdiction  of  the  Circuit  Court  is 
conferred  by  the  Judiciary  Act. 
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llatten  of  fact  ware  alleged  in  the  bill,  in  this  case,  that  would  entitle  the  oomplainants  to 
rellei^  and  in  sach  a  case  a  demurrer  is  not  a  good  defence ;  bat  under  all  the  cireum- 
stances  the  conrt  allowed  the  respondents  to  file  an  answer  on  the  merits. 

Bt  the  bill  it  appeals  that  the  complaiiiants  are  the  assignees  in 
bankraptcy  of  the  Alabama  and  Chattanooga  Bailroad  Company, 
duly  appointed  as  such  by  the  District  Court  for  the  middle  dis- 
trict of  Alabama^  in  which  court  the  corporation  was  previously 
adjudged  bankrupt.  They,  the  assignees,  brought  this  suit  against 
the  present  respondents  and  others,  all  of  whom,  except  Bobert 
Treat  Paine,  Jr.,  were  directors  of  the  bankrupt  corporation.  Suffi- 
.cient  is  alleged  in  the  bill  to  show  that  the  complainants  are  citizens 
of  the  State  of  Alabama,  and  all  of  the  present  respondents  are  citi- 
zens of  the  State  of  Massachusetts,  and  that  all  the  estate,  real  and 
personal,  of  the  bankrupt  corporation  was  duly  assigned  and  con- 
veyed to  the  assignees,  including  all  the  property,  of  whatever  kind, 
of  which  the  corporation  was  possessed,  or  in  which  it  was  inter- 
ested, and  that  the  complainants  as  such  assignees  were  empowered 
to  claim  all  the  assets,  property,  and  effects  of  the  bankrupts,  and 
were  invested  with  all  the  rights,  privileges,  and  duties  conferred 
in  such  case  by  the  Bankrupt  Act.  Pursuant  to  those  powers,  they 
complain  and  charge  that  all  of  the  present  respondents,  except 
Paine,  were  directors  of  the  corporation,  and  that  as  such  it  was 
their  duty  to  receive  and  manage  its  property  and  moneys,  to  dis- 
burse and  pay  the  same,  and  duly  to  account  therefor  according  to 
law,  and  when  they  ceased  to  hold  such  ofi&ces,  to  pay  over  and  de- 
liver to  the  corporation,  or  their  successors  in  office,  all  the  prop- 
erty, money,  and  other  assets  of  the  company,  which  they  held  or 
had  control  of,  appropriating  nothing  to  their  own  use.  That  the 
corporation  was  subsequently  consolidated  with  two  other  corpora- 
tions therein  named,  and  by  the  law  of  the  State  and  the  contract  of 
consolidation  became  entitled  to  aU  the  assets,  property,  and  effects 
of  the  other  two  companies,  and  the  corporation  as  enlarged 
issued  mortgage  bonds  to  the  amount  of  $4,700,000,  and  that  the 
respondent  directors  were  boimd  by  law  to  use  the  same  in  the  con- 
struction and  equipment  of  the  railroad ;  and  they  charge  that  the 
respondent  directors  did  not  use  such  bonds  or  the  proceeds  thereof 
in  the  ways  and  for  the  purposes  provided  by  law ;  that  they  misused 
the  same  to  a  large  amount,  and  expended  the  same  in  an  illegal  and 
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improper  manner  and  for  illegal  and  improper  purposes ;  and  that 
instead  of  discharging  their  trust  and  duty  as  officers  of  the  com- 
pany with  fidelity,  and  as  they  were  bound  to  do,  they  violated  and 
abused  the  same ;  that  they,  as  such  officers,  conspired  together,  and 
with  the  said  Bobert  Treat  Paine,  Jr.,  the  solicitor  and  counsel  of  the 
company,  employed  by  them,  and  confederated  for  the  purpose  of  in- 
juring the  corporation  and  serving  themselves  individually  instead  of 
the  corporation  which  they  were  bound  to  serve  and  protect ;  that 
among  other  illegal,  improper,  and  unauthorized  expenditures  and 
payments,  they  combined  together  and  paid  and  divided  among 
themselves,  and  for  their  joint  and  individual  benefit  alone,  the 
sum  of  $160,000,  each  of  them  receiving  and  appropriating  to  his 
own  use  the  sum  of  $20,000  in  the  said  division ;  that  $15,000 
was  paid  to  the  said  Paine  over  and  above  his  pay  for  services  as 
counsel,  for  all  which  he  had  been  paid,  amounting  to  the  sum  of 
$14,000.  Other  frauds  and  wrongs,  and  other  misdoings  and  mis- 
appropriation of  moneys  and  property  by  the  respondents  were  also 
charged  in  the  biU  of  complaint,  to  which  it  will  be  sufficient  to 
refer  without  attempting  to  reproduce  the  several  allegations.  De- 
murrers were  filed  by  Dane,  Bobinson,  Burr,  and  Demeritt,  and 
Paine  filed  a  separate  demurrer.  Defences  of  several  kinds  are  set 
up  in  argument  to  show  that  the  demurrers  should  be  sustained. 
That  the  proper  forum  for  such  a  controversy  is  a  court  of  law ; 
that  the  allegations  of  the  bUl  of  complaint  do  not  disclose  any 
cause  of  action  within  the  jurisdiction  of  a  court  of  equity. 

A.  A.  Banney,  for  the  complainants. 

6,  0,  Shattuck  and  0,  W,  Holmes,  Jr,,  for  the  respondents. 

CuFFOBD,  J.  Demurrers  are  either  general  or  special,  depend- 
ing ui)on  the  nature  and  form  of  the  pleading.  They  are  called 
general  demurrers  when  no  particular  cause  is  shown  except  the 
usual  formula  that  there  is  no  equity  in  the  biU  of  complaint. 
When  the  particular  defects  or  objections  to  the  pleading  are  pointed 
out,  the  demurrer  is  called  a  special  demurrer.  Where  the  objec- 
tion is  to  the  substance  of  the  allegation,  the  former  will  be  suffi- 
cient ;  but  the  latter  is  indispensable  where  the  objection  is  to  the 
defects  of  the  bill  in  point  of  form.  Whether  general  or  special, 
a  demurrer  is  not  a  good  defence  to  a  bill  in  equity,  unless  the  ob- 
jections are  apparent  on  the  face  of  the  biU  itself,  either  from 
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matter  inserted  or  omitted  thereia,  or  from  defects  in  the  frame  or 
form  of  the  pleading.  Matters  of  fact  which  are  relevant  and  well 
pleaded  are  necessarily  admitted  by  a  demurrer :  but  a  demurrer, 
whether  general  or  special,  does  not  admit  conclusions  of  law  drawn 
from  the  fSeuits  set  forth,  even  though  such  conclusions  of  law  are 
also  alleged  in  the  bill  of  complaint 

Courts  of  equity  unquestionably  have  jurisdiction  of  fraud,  mis- 
representation, and  fraudulent  suppression  of  material  facts  in  mat- 
ters of  contract ;  but  where  the  cause  of  action  is  a  purely  legal 
demand,  and  nothing  appears  to  show  that  the  defence  at  law  may 
not  be  as  perfect  and  complete  as  in  equity,  a  suit  in  equity  wUl 
not  be  sustained,  as  it  is  clear  that  the  case,  under  such  circum- 
stances, is  controlled  by  §  16  of  the  Judiciaiy  Act.  Ins,  Co.  v.  BaiUy^ 
13  Wall  623  ;  Hipp  v.  Bahin,  19  How.  271.  Flagrant  breach  of  trust 
is  charged  in  the  bill,  and  that  the  respondents  conspired  and  con- 
federated together  for  the  purpose  of  iiguring  the  corporation,  and 
that  they,  for  illegal  and  improper  purposes,  divided  among  them- 
selves 9160,000  of  the  money  of  the  corporation,  which  it  was 
the  duty  of  the  directors  to  expend  and  pay  out  for  the  construction 
and  equipment  of  the  railroad ;  and  the  complainants  pray  for  an  ac^ 
count,  and  that  the  respondents  may  be  decreed  to  pay  over  to  them, 
as  such  assignees,  what  may  be  found  to  be  due  to  them  as  such 
assignees.  Much  discussion  of  the  first  defence  is  unnecessary,  as 
it  is  plain  that  a  suit  at  law  would  not  be  as  perfect  and  complete 
as  a  suit  in  equity,  which  is  the  true  criterion  to  be  applied  in  de- 
termining the  force  and  efiect  of  such  a  defenca  HUl  v.  Laney  L.  R 
11  Eq.  Cas.  220.  That  the  action  is  brought  in  the  wrong  court 
That  the  plaintiffs  should  have  commenced  their  action  in  the  Dis- 
trict Court,  as  the  proper  auxiliary  court  to  collect  the  assets  of  a 
bankrupt  due  from  persons  residing  in  another  district  Doubtless 
the  District  Court  would  have  had  jurisdiction  of  the  case  under 
the  Bankrupt  A6t,  but  that  admission  does  not  show  that  the  Cir- 
cuit Courts  are  devested  of  jurisdiction  in  any  such  case  where 
the  suit  is  between  a  citizen  of  the  State  where  the  suit  is  brought 
and  a  citizen  of  another  State.  Sewing  Machine  Co.  v.  Sewing  Ma- 
chine Co8.f  18  Wall.  573.  Jurisdiction  of  the  District  Court  in 
such  a  case  is  derived  from  the  Bankrupt  Act,  and  it  is  true  that 
the  Bankrapt  Act  does  not  confer  jurisdiction  in  such  a  case  upon 
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the  Circuit  Courts.  Shecbrman  v.  Bingham,  7  B.  R  490.  Hence  it 
is  safe  to  conclude  that  the  Circuit  Courts  have  no  jurisdiction  in 
such  a  case,  unless  the  suit  is  between  citizens  of  the  State  where 
the  suit  is  brought  and  a  citizen  or  citizens  of  another  State.  But 
the  Bankrupt  Act  provides  that  the  assigned  shall  have  the  like 
remedy,  to  recover  all  said  estate  debts  and  effects  in  his  own 
name,  as  the  debtor  might  have  had  if  the  decree  in.  bankruptcy 
had  not  been  rendered  and  no  assignment  had  been  made.  14  Stat 
at  L  524  Viewed  in  the  light  of  that  provision,  it  is  certain  that 
the  assignee  is  the  proper  party  to  institute  such  a  suit,  and,  inas- 
much as  the  suit  is  between  citizens  of  different  States,  in  exact  con- 
formity to  §  11  of  the  Judiciary  Act  We  are  of  the  opinion  that 
the  second  objection  must  also  be  overruled  1  Stat  at  L.  78. 
Steoms  V.  Savings  Bank,  101  Mass.  109  ;  Cook  v.  Waters,  9  B.  R  155 ; 
Fletcher  v.  Marey,  2  Story,  568.  That  the  respondents  might  do 
what  it  is  alleged  they  did  do,  as  there  is  no  allegation  of  fraud,  or 
that  any  persons  have  been  misled  or  injured  by  their  acts,  and 
that  the  complainants  do  not  show  any  ground  for  equitable  reliet 
Enough  has  abceady  been  remarked  to  show  that  the  first  branch  of 
the  proposition  is  repugnant  to  the  allegations  of  the  bill  of  com- 
plaint, and  that  it  must  be  overruled  upon  that  ground.  Equity  will 
afford  relief  in  such  a  case,  if  the  facts  alleged  are  fully  proved,  as 
appears  from  the  following  authorities :  1  DanL  Chan.  (3d  Am. 
ed.)  576 ;  Gould  v.  Gould,  3  Story,  536.  Matters  of  fact  are  cer- 
tainly alleged  in  the  bill,  which,  if  fully  proved,  would  entitle  the 
complainants  to  relief,  and  in  such  a  case  a  demurrer  is  not  a  good 
defence ;  but,  in  view  of  all  the  circumstances,  the  court  will  allow 
the  respondents  leave  to  file  an  answer  to  the  merits. 
Decree  for  the  complainants  in  conformity  to  the  opinion. 
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Henrt  J.  Stevens,  Assignee,  v.  Nathan  Appleton  and  Frank- 
lin H.  Story. 

BEFORE  CUPFORD  AND  LOWELL,  JJ. 

A  bill  alleged  that  one  Appleton,  a  citizen  of  Massachusetts,  had  been  declared  a  bankrupt; 
that  sabeeqnently  Bowles  Bros.  &  Co.,  of  which  he  was  general  partner,  had  also  been 
declared  buikmpt;  and  that  complainant,  a  citizen  of  Massachusetts,  had  been  appointed 
their  assignee.  The  bill  was  against  Appleton  and  his  assignee  in  bankruptcy,  one 
Story,  and  alleged  further  that  there  was  in  Story*s  bands  a  large  amount  of  property 
after  paying  all  of  Appleton*s  liabilities,  and  prayed  that  Story  might  be  decreed  to  pay 
the  whole  amount,  or  the  surplus  after  paying  App]eton*s  debts,  over  to  the  assignee  of 
Bowles  Bros.  &  Co.,  on  the  ground  that  AppIeton*s  property  was  liable  for  the  copartner- 
ship  debts.  Demurrer.  SM^  the  Circuit  Court  had  no  jurisdiotion ;  demurrer  sustained ; 
bill  dismissed. 

Tms  was  a  bill  in  equity  brought  by  Henry  J.  Stevens,  assignee 
in  bankruptcy  of  C.  S.  P.  Bowles,  W.  B.  Bowles,  R.  P.  M.  Bowles, 
and  Heniy  G.  Stetson,  partners  under  the  firm  name  of  Bowles  Bros. 
&  Co.,  against  Nathan  Appleton  and  F.  H.  Story.  The  bill  alleged 
that  the  said  C.  S.  P.,  W.  B.,  and  R.  P.  M.  Bowles,  and  H.  C. 
Stetson,  and  Nathsoi  Appleton,  were  and  had  been  co-partners, 
and  were  and  had  been  members  of  a  partnership,  doing  busi* 
ness  as  bankers  at  Paris,  London,  New  York,  and  Boston,  under 
the  firm  name  of  Bowles  Bros.  &  Co. ;  that  on  Jan.  20,  1873,  a 
petition  was  filed  in  this  district  against  the  said  Appleton,  prajring 
that  he  might  be  adjudged  a  bankrupt ;  that  on  Jan.  29,  he  was 
80  adjudged,  and  that  F.  H.  Story  was  appointed  assignee,  and  all 
the  property  of  Appleton  was  conveyed  and  assigned  to  him. 
That  since  the  21st  of  January,  there  had  always  remained,  and 
still  were,  assets  and  debts  of  said  partnership.  That  on  Feb.  3, 
1873,  a  petition  was  filed  in  the  District  Court  of  this  district 
against  Bowles  Bros.  &  Co.,  and  they  were  adjudged  bankrupts 
Feb.  3, 1873,  and  the  complainant  was  appoiiited  assignee ;  that 
the  property  of  said  Appleton,  assigned  to  said  Story  as  his  as- 
signee, was  much  more  than  was  necessary  to  pay  as  his  separate 
debts  and  liabilities ;  that  Appleton  was  a  general  member  of  the 
partnerships  of  Bowles  Bros.  &  Co.,  when  their  debts  and  liabili- 
ties  were  incurred,  and  was  therefore  liable  for  such  debts.  The 
bill  prayed  that  Appleton  and  Story  might  be  decreed  to  convey  to 
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the  complainant  all  the  estate  and  property  of  said  Appleton,  as- 
signed to  said  Story,  and  cJl  rights  therein,  and  the  proceeds  and 
accrued  income  thereof,  and  be  enjoined,  paying  or  releasing  any  of 
the  same,  or  if  not,  that  then  all  that  remained  after  dischaige  of  all 
the  debts  of  said  Appleton. 

The  respondents  demurred  to  the  bilL 

Richard  H.  Dana,  Jr,,  and  J.  C.  Oray,  Jr,,  for  the  complainant 

This  proceeding  is  authorized  by  the  Bankrupt  Act 

Section  two  of  the  Bankrupt  Act  gives  the  Circuit  Court  juris- 
diction of  all  suits  in  equity ;  by  the  assignee  against  any  person 
claiming  an  adverse  interest;  or  by  such  person  against  such 
assignee,  touching  any  property  or  rights  of  property  of  said 
bankrupt  transferable  to  or  vested  in  such  assignee. 

This  bill  is  maintainable  on  either  ground  It  is  a  bill  by  the 
plaintiff.    It  is  a  bill  against  Story. 

By  §  14  of  the  Bankrupt  Act,  there  pass  to  the  assignee  all 
the  bankrupt's  rights  in  equity,  all  debts  due  him,  all  his  rights  of 
action  for  property  or  estate,  or  for  any  cause  of  action  arising  from 
contract 

By  §  36  of  the  Bankrupt  Act,  all  the  joint  property  of  the 
firm,  and  all  the  separate  estate  of  each  of  the  partners,  is  taken 
and  passes  to  the  assignee.  The  demurrer  admits  that  Appleton  is 
a  partner.  Therefore  his  property  has  passed  to  the  plaintiff  and 
the  plaintiff  can  maintain  this  suit  against  Story  as  a  person  -with- 
holding property  from  him. 

Bills  in  equity  aro  appropriate  ancillary  methods  in  the  adminis- 
tering of  partnership  estates,  when  some  or  all  of  the  partners  are 
in  bankruptcy.  Such  proceedings  may  be  by  or  between  several 
assigneea  ColL  Part.  §§  844,  857;  Ex  parte  Yoguel,  1  Atk. 
132 ;  Hankey  v.  Garrai,  3  Bro.  Ch.  458 ;  Bumside  v.  Merrick,  4 
Met  537. 

Original  bills  for  such  purposes  aro  disused  now  in  England,  but, 
by  reason  of  statutes  or  of  rules,  aro  sometimes  adopted  in  the  dis- 
cretion of  the  court  Tins  demurrer  raises  only  the  question  of  the 
leg^l  possibility  of  such  proceedings. 

No  other  mode  of  reaching  Appleton's  property,  for  the  benefit 
of  the  partnership  creditors,  is  so  simple,  proper,  and  convenient 
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The  proceedings  to  apply  Appleton's  property  to  the  pajnuent  of 
the  partnership  debts  may  be  taken  either  by  the  defendants  or 
by  the  plaintiff  or  the  partnership  creditors.  * 

Therefore  it  must  be  open  to  the  plaintiff  or  the  partnership 
creditors  to  take  measures  to  obtaia  the  application  of  Appleton's 
property  to  the  partnership  debts. 

Besides  the  present,  there  seem  to  be  only  five  modes  of  proceed- 
ing possible : — 

By  the  petitioning  creditor  amending  his  petition  by  joining 
Appleton  as  a  partner,  and  praying  that  he  may  be  included  in  the 
adjudication  of  bankruptcy. 

By  a  new  petition  against  all  the  partners,  praying  that  both  the 
preceding  adjudications  may  be  annulled. 

By  consolidating  the  proceedings  on  the  petition  of  the  plaintiff. 

By  proof  of  claim  by  the  plaintiff  as  assignee  against  Appleton's 
estate. 

By  proof  of  claims  by  the  creditors  separately  against  Appleton's 
estate. 

The  plaintiff  submits  that  the  present  method  is  preferable  to 
either  of  these  five. 

By  the  petitioning  creditor  amending  his  petition  by  joining 
Appleton  as  a  partner,  and  praying  that  he  may  be  included  in  the 
adjudication  of  bankruptcy. 

By  a  new  petition  against  all  the  partners,  prajring  that  both  the 
preceding  adjudications  may  be  annulled 

There  is  no  authority  to  annul  the  previous  adjudications.  The 
petitions  were  valid,  and  the  adjudications  in  due  form.  The  court 
has  no  authority  to  annul  the  adjudications. 

By  consolidating  the  proceedings  on  the  petition  of  the  plain- 
tiff 

A  petition  for  consolidation  is  a  very  unfit  way  to  try  disputed 
questions.  There  is  no  authority  for  using  it  for  that  purpose.  In 
the  English  practice  it  is  never  used  when  it  is  in  dispute  that  they 
are  partners.  The  petition  for  consolidation  in  fact,  says,  Here  are 
several  persons,  the  property  of  each  of  whom  is  admitted  to  be 
liable  for  a  certain  class  of  debts ;  we  pray  the  court  to  administer 
them  together.  In  the  present,  the  very  fact  of  the  joint  liability 
is  in  question. 
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The  result  of  a  petition  after  consolidation  could  be  in  no  way 
different  from  that  which  would  be  reached  by  the  present  proceed* 
ing.  The  plaintiff,  being  chosen  by  the  creditors  of  the  partnership, 
would,  by  the  provisions  of  §  36  of  the  Bankrupt  Act,  be  entitled 
to  have  all  the  assets  in  the  hands  of  either  of  the  defendants  placed 
in  his  custody.  That  is  precisely  what  he  seeks  by  the  present 
proceedings.  His  duty  to  distribute  them  would  be  the  same  when 
he  should  get  them  under  this  bill  as  when  he  should  get  them 
under  a  petition  for  consolidation. 

Besides,  if  necessary,  this  bill  may  be  treated  as  a  petition  for 
consolidation.  The  same  order  could  be  made  under  this  bill  which 
could  be  made  under  said  petition.  It  is  often  an  objection  in 
bankruptcy  proceedings  that  less  formal  measures  have  been  taken 
than  the  Bankrupt  Act  requires,  as  for  instance,  that  a  summary 
petition  has  been  brought^  when  the  party  should  have  filed  a  bill 
in  equity ;  but  it  is  no  objection  that  proceedings  have  been  too 
formal ;  that  the  rights  of  defendants  have  been  too  carefully  ob- 
served ;  or  that  the  parties  have  proceeded  by  a  regular  bill,  when 
a  summary  petition  would  have  sufficed.  Any  allegations  in  this 
bill  unnecessary  for  a  petition,  can  be  rejected  as  surplusage,  and  it 
will  then  stand  as  a  petition  praying  for  this  court  to  exercise  its 
general  supervisory  jurisdiction  imder  §  2  of  the  Bankrupt  Act 
Such  a  petition,  if  it  be  the  proper  way  of  proceeding,  would  be 
within  the  jurisdiction  of  this  court  English  Bankrupt  Act  of 
1869,  §  102  ;  Lancaster  v.  Choate,  5  Allen,  530,  634,  a  seq. 

By  proof  of  claim  by  the  plaintiff,  as  assignee,  against  Appleton's 
estate. 

The  result  would  be  the  same  as  in  this  case.  But  the  conclu-* 
sive  answer  to  this  mode  of  proceeding  is  that  what  the  plaintiff 
seeks,  and  what  he  is  entitled  to,  is  not  to  prove  a  debt,  but  to  take 
possession  of  property. 

By  proof  of  claims  by  the  creditors  separately  against  Appleton*s 
estata 

Each  creditor  may  prove  his  debt  against  Appleton's  estate,  if  the 
court  should  allow  him  to  do  so. 

This  course  would  be  unjust  to  the  bankrupts,  of  whom  the 
plaintiff  is  assignee.  Whether  they  get  their  dischai^e  may  depend 
upon  the  dividend  which  the  partnership  pays. 
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It  is  very  unjust  to  the  creditors.  It  compels  them  to  prove 
twice  over  a  debt,  against  one  firm ;  and  much  expense  woxQdbe 
uselessly  incurred  in  a  double  administration. 

This  bill  is  a  way  of  trying  the  question  more  favorable  to  the 
defendants  than  any  other  could  be.  They  have  on  this  an  appeal 
to  the  Supreme  Court.  They  have  to  meet  the  question  once 
for  alL 

Especially  does  it  make  a  compromise  possible  Such  compro- 
mise might  be  most  advantageous  both  to  Appleton  and  to  the 
creditors  of  Bowles  Bros. ;  and  if  the  court  overrule  this  demurrer, 
it  may  be  possible  for  the  parties,  with  the  sanction  of  the  court,  to 
effect  a  compromise  which  will  bind  all  persons. 

Sidney  Bartlett,  for  the  respondents. 

Has  this  court  original  jurisdiction  in  equity,  or  otherwise,  to 
determine  that  a  firm  composed  of  all  the  persons  named  in  this 
bill,  including  Appleton,  shall  be  declared  partners  and  bankrupt ; 
oris  that  power  exclusively  confided  by  law  to  the  District  Court? 
Such,  in  effect,  is  the  entire  scope  of  the  bill 

It  is  dear,  on  the  face  of  the  bill,  that  no  decree,  declaring  a  firm 
thus  constituted  to  be  bankrupt,  has  hitherto  been  made. 

It  is  an  elementary  principle  that,  to  sustain  a  decree  declaring 
a  partnership  bankrupt,  some  act  of  bsmkruptcy  must  be  shown  to 
have  been  committed  or  acquiesced  in  by  each  of  the  members,  and 
each  is  therefore  entitled  to  be  heard  in  the  usual  form  and  before 
the  usual  tribunal.  BeaMey  v.  BeasUy,  1  Atk.  96 ;  MUh  v.  Bennett, 
2  K  &  S.  556  ;  Allen  v.  Martley,  4  Doug.  21. 

If,  then,  this  court  is  to  declare  the  partnership  (constituted  as 
averred  in  the  bill)  to  be  bankrupt,  it  must,  under  this  bill,  take 
and  hear  all  the  proofs  as  to  each  member  of  the  alleged  partner- 
ship, in  the  same  manner  as  the  District  Court  is  required  to  do  on 
an  original  application.  In  fact,  it  must  exercise  a  concurrent 
original  jurisdiction  in  bankruptcy  with  the  District  Court,  for 
which  there  is  no  warrant  in  the  statute. 

But  it  is  assumed  by  the  bill  that  where  a  decree  of  the  Dis- 
trict Court  exists,  declaring  certain  parties  to  constitute  a  firm  and 
to  be  bankrupt,  authority  is  vested  in  this  court,  in  equity,  to  re- 
form  the  decree  and  add  to  the  designated  members  of  the  firm 
others,  so  that  the  original  decree  shall  be  amended  and  sttuid. 
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But  it  is  obvious  that  such  an  exercise  of  jurisdiction  is,  in  all 
respects,  identical  with  the  original  jurisdiction  of  the  District 
Court,  and  is  a  jurisdiction  nowhere  conferred  on  this  court ;  and 
further,  that  the  proceeding,  if  it  could  be  maintained,  must  be 
instituted  by  creditors  and  by  them  only. 

But  what  is  fatal  to  the  bill  is,  that  it  proceeds  upon  the 
ground  that  the  firm  of  Bowles  Bros.  &  Co.  was  not  constituted  as 
is  alleged  in  the  decree  declaring  it  bankrupt,  but  of  the  parties 
named  in  that  decree  and  also  of  Nathan  Appleton.  This  aver- 
ment makes  the  former  decree  wholly  void.  The  plaintiff,  there- 
fore, cannot  be  aided  in  the  present  case  by  the  nominal  existence 
of  such  a  decree ;  and  thus  the  bill  must  rest,  if  sustained,  solely 
upon  the  ground  that  this  court  is  a  court  of  original  jurisdiction  in 
bankruptcy. 

There  cannot  be  a  joint  adjudication  against  three,  four,  or  five 
of  the  members,  and  that  such  an  adjudication  is  absolutely  void  is 
well  settled.  Allm  v.  HaHley,  4  Doug.  21 ;  Wats.  Part  244  (179) ; 
Streatfidd  v.  Halliday,  3  T.  R  779. 

The  Stat.  32  &  33  Vict.  c.  71,  §  100,  has  so  far  changed  this  in 
England,  that  a  creditor  of  a  firm  may  petition  for  an  adjudication 
of  bankruptcy  against  any  one  or  more  of  the  firm,  and  thus  sever 
what,  except  for  the  statute,  would  be  a  joint  claim.  Bobson*s 
Law  of  Bankruptcy,  573. 

But  the  United  States  Bankrupt  Act  makes  no  provision  of  the 
kind.  It  contemplates  no  other  adjudication  in  bankruptcy  against 
a  partnership,  except  one  in  which  all  the  members  of  the  firm  are 
named  and  embraced,  and  where  all  the  partners  have  been  notified 
and  had  an  opportunity  to  be  heard.    See  §  36. 

It  may  not  be  improper  to  add  that  if  this  court  had  power  and 
jurisdiction  to  amend  a  former  decree,  and  add  new  parties  to  that 
decree,  still  the  result  of  such  reformation  would  not,  as  matter  of 
course,  enable  the  plaintiff  to  take  from  the  assignee  of  Mr.  Apple- 
ton  the  assets  which,  under  an  earlier  decree  declaring  Mr.  Appleton 
individually  a  bankrupt,  have  passed  to  his  assignee.  The  course 
to  be  adopted,  where  a  partnership  has  been  declared  bankrupt  sub- 
sequent to  a  decree  of  bankruptcy  against  an  individual  partner, 
depends  entirely  upon  the  attitude  of  things  when  the  decree  de* 
claring  the  partnership  bankrupt  is  passed,  and  rests  in  the  discre- 
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tion  of  the  courts  whether  the  continued  administration  of  the 
separate  estate  can  be  most  advant-ageously  allowed  to  stand  or  the 
whole  administration  confided  to  the  assignee  of  the  firm.' 

Clifford,  J.  I  am  of  the  opinion  that  the  Circuit  Court  has  no 
jurisdiction  to  grant  the  relief  prayed  in  this  case,  for  the  follow- 
ing reasons  «*— 

1.  Because  the  parties  are  citizens  of  the  same  State. 

2.  Because  the  subject-matter  of  the  controversy  is  not  within 
the  scope  and  meaning  of  the  third  clause  of  §  2  of  the  Bankrupt 
Act. 

3.  Because  the  complainant,  as  the  assignee  of  the  bankrupts 
first  named  in  the  bill  of  complaint,  is  not  authorized  by  the  third 
clause  of  §  2  of  the  Bankrupt  Act,  nor  by  any  other  provision  of 
that  act,  to  maintain  this  suit  against  the  respondent  Stx)ry,  as  the 
assignee  of  the  other  bankrupt  tJierein  named,  for  any  purpose  set 
forth  in  the  bill  of  complaint 

4  Such  conflicting  claims  of  assignees,  as  in  this  case,  must  be 
adjudged  in  the  first  instance  by  the  Bankrupt  Court,  as  they  in- 
volve questions  of  administration  rather  than  questions  of  title  or 
of  ownership,  and  consequently  do  not  fall  within  the  descriptive 
words  employed  in  the  provision  giving  jurisdiction  to  the  Circuit 
and  District  Courts,  at  law  or  in  equity,  of  controversies  in  respect 
to  property,  between  an  assignee  and  third  persons  claiming  an  ad- 
verse interest  therein. 

6.  Orders  and  decrees  of  the  Bankrupt  Court  in  such  matters 
may  doubtless  be  subject  to  revision  in  the  Circuit  Court,  under 
the  first  clause  of  §  2  of  the  Bankrupt  Act ;  but  I  am  of  the  opin- 
ion that  neither  the  third  clause  of  that  section,  nor  any  other  pro- 
vision of  the  Bankrupt  Act,  confers  jurisdiction  upon  the  Circuit 
Court  to  grant  the  relief  prayed  in  this  case. 

Judge  LoweU  does  not  concur  in  the  second,  third,  fourth,  and 
fifth  propositions  expressed  in  the  foregoing  opinion,  and  the  case 
is  disposed  of  by  the  presiding  justice  under  §  1  of  the  act  enti- 
tled "An  act  to  further  the  administration  of  justice,"  approved 
June  1, 1872. 

May  28, 1874  Cuffobd,  J.  Demurrer  sustained  and  bill  dis- 
missed. 
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BEFORE  CLIFFORD  AND  LOWELL,  JJ. 

Bepain  which  have  become  indispensablj  neceasaiy  to  remedy  deftcts  in  a  baildinfc  and 
machinery,  which  endanger  the  safety  of  the  property  insured,  may  be  made,  and  old 
machinery  may  be  replaced  with  new,  withont  invalidating  a  policy  of  insoranoe,  if  the 
structures  made,  or  changes  effected,  are  reasonably  necessary,  and  do  not  increase  the 
risk. 

In  this  case,  work  was  done  in  taking  out  an  old  boiler,  and  patting  in  a  new  one,  a  brick 
chimney  and  fireplace  were  erected,  and  a  structure  to  cover  the  projecting  end  of  the 
boiler  and  fireplace,  and  to  afford  shelter  to  the  attendant,  and  steam  was  used  as  an 
auxiliary  motive  power.  Htldf  these  facts  did  not  render  the  policy  void  under  the  con- 
dition termed  the  "  builders*  risk." 

This  condition  must  receive  a  reasonable  construction,  and  neither  it  nor  any  other  conditioii 
in  the  policy  can  be  so  construed  as  not  to  be  repugnant  to  the  nature  and  purpose  of 
the  policy,  or  inconsistent  with  the  due  and  customary  use  of  the  property. 

In  the  construction  of  a  contract,  courts  of  justice  are  not  denied  the  same  light  and  infor- 
mation the  parties  enjoyed  when  the  contract  was  executed,  and  so  may  acquaint  them* 
selves  with  the  persons  and  circumstances  that  are  the  subjects  of  the  stipulations  in  the 
written  instrument,  and  are  entitled  to  place  themselves  in  the  same  situation  as  the 
parties  who  made  the  contract,  so  as  to  view  the  circumstances  as  they  viewed  them, 
and  so  to  judge  of  the  meaning  of  words,  and  of  the  correct  application  of  language  to 
the  things  described. 

Conditions  subsequent,  and  even  mere  promissory  conditions,  may  be  of  a  character  that 
the  breach  of  one  or  more  of  them  will  render  the  policy  null  and  void ;  but  courts  of 
justice  are  not  inclined  to  give  such  conditions  that  effect  unless  it  clearly  appears  that 
such  was  the  intention  of  the  parties  as  manifested  in  their  language. 

Affirmative  warranties  are  in  general  conditions  precedent,  which,  if  untrue,  whether  mate- 
rial to  the  risk  or  not,  the  policy  does  not  attach. 

Promissory  warranties  may  be  express  or  implied;  they  usually  have  respect  to  the  hap- 
pening of  some  future  event,  and  in  that  case  are  usually  held  to  be  conditions  subee- 
qnent,  to  be  reasonably  construed  to  effect  the  intention  of  the  parties. 

Owners  of  property  insured  must  have  the  right  to  repair  defects  which  render  property 
untenantable  and  unsafe,  and  unfit  for  use;  if  not,  the  effect  of  the  policy  would  be  to 
render  property  comparatively  valueless. 

There  was  nothing  unreasonable  in  tliis  case,  hi  the  putting  in  of  the  horizontal  boiler  in 
the  place  of  the  f  onner  upright  one,  or  in  erecting  the  structure  to  cover  the  projecting 
end  of  the  boiler,  and  afford  shelter  to  the  attendant. 

Where  there  is  no  increase  of  the  risk  by  the  repairs  or  necessary  alterations,  and  where 
the  evidence  showed  that  the  fire  did  not  occur  in  consequence  thereof,  it  was  AeU,  there 
was  no  need  of  notice  to  the  msurance  company  of  the  proposed  repairs. 

Action  upon  a  policy  of  insurance  upon  a  woollen  mill,  with 
an  L  and  the  movable  machineiy,  tools^  and  stock.  A  total  loss 
was  admitted. 

The  agreed  statement  of  facts  upon  which  the  case  was  submitted 
was,  in  substance,  as  follows:  — 
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$3,600  were  insuied  by  the  plaintiff  for  one  year,  commencing 
March  14,  1871,  aa  follows,  to  wit:  $1,500  on  his  stone,  frame, 
and  slate-roof  woollen  mill  building  and  L  attached;  $1,000 
on  movable  machinery,  tools,  and  famiture  therein ;  and  $1,000 
on  stock,  raw,  nnwrought,  and  in  process,  including  mill  supplies. 
On  -the  10th  of  January  foUowinjj,  the  property  was  totally  de- 
stroyed by  fira  By  the  agreed  statement  it  appears  that  the  L, 
at  the  date  of  the  poUcy,  contained  an  upright  steam  boiler, 
about  eight  feet  high,  with  a  bonnet  four  feet  high,  reaching 
through  the  floor  into  the  room  a1x)ye,  and  that  it  was  used  ex- 
clusively for  heating  the  premises  and  for  washing  wool;  and 
that  the  mill  was  situated  on  a  small  stream,  which  at  times  did 
not  famish  a  sufficient  supply  of  water ;  that  it  was  found  in  July 
following,  that  the  boiler  and  chimney  were  cracked  and  in  a 
dangerous  condition,  so  that  it  w6ls  necessary  to  repair  or  change 
them.  Payment  being  refused,  the  plaintiff  brought  an  action  of 
assumpsit  to  recover  the  amount  Proof  of  loss  was  waived,  and, 
of  course,  the  judgment  should  have  been  for  the  plaintiff,  unless 
the  insurance  company  showed  a  good  defence,  and  for  that  purpose 
they  relied  upon  the  following  facts  :  — 

That  the  old  boiler  was  removed,  and  a  new  horizontal  steam 
boiler,  about  sixteen  and  one  half  feet  long,  and  three  and  one 
half  feet  in  diameter,  was  placed  in  the  L,  the  end  projecting 
about  two  and  one  half  feet  outside  the  building;  that  a  brick 
chimney,  separated  entirely  from  the  building,  and  with  a  brick  fire- 
place, was  built  at  the  end  of  the  building  outside,  and  that  the 
boiler  itself  was  set  in  brick ;  that  the  boiler  was  used  not  only 
for  heating  the  premises  and  washing  wool,  but  that  there  was 
attached  to  it  and  run  by  it  a  steam-engine  of  fifteen  horse  power, 
which  was  used  to  supply  any  deficiency  in  water  power  in  running 
the  mill ;  that  in  order  to  place  the  engine  and  boiler  in  the  mill,  the 
wooden  side  of  the  lower  story  of  the  L  was  taken  out  about  ten  feet 
in  length  and  ten  feet  in  height ;  that  a  structure  from  ten  to  twelve 
feet  wide  and  fifteen  to  twenty  feet  long  was  subsequently  erected  to 
cover  the  projecting  end  of  the  boiler  and  fireplace  and  lower  part 
of  the  chimney,  and  the  man  who  fed  the  boiler ;  that  the  struc- 
ture was  built  of  wood  and  had  a  shingled  roof;  that  the  roof  com- 
menced about  eight  feet  high  and  extended  up  to  the  second-story 
VOL.  rr.  18 
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windows ;  that  it  did  not  extend  above  the  second  story  windows 
and  that  the  structure  was  not  used  except  in  connection  with  the 
boiler.  Carpenters  and  other  mechanics  were  employed  in  taking  out 
the  old  boiler,  and  in  placing  and  setting  the  new  boiler  and  engine, 
and  in  erecting  the  chimney  outside  and  in  putting  up  the  struc- 
ture. Carpenters  and  other  mechanics  having  been  employed  in 
making  these  changes,  it  was  insisted  by  the  defendants  that  the 
policy  became  void ;  but  the  plaintiff  denied  that  proposition,  and 
referred  to  other  portions  of  the  agreed  facts  as  sufficient  to  warrant 
all  that  was  done  in  effecting  those  changes :  — 

That  the  boiler  and  chimney  were  cracked  and  in  a  dangerous 
condition,  and  that  it  was  necessary  that  both  should  be  repaired  or 
changed.  That  the  agreed  statement  showed  that  no  more  steam 
was  made  after  the  boiler  was  put  in  than  before,  and  that  the 
mill  was  never  driven  by  steam  power  alone,  and  that  steam  power 
was  only  used  a  part  of  the  time  as  auxiliary  to  the  water  power. 
That  mechanics  only  worked  there  in  connection  with  making  the 
described  changes ;  that  there  were  no  mechanics,  except  brick- 
layers, inside  the  mill,  save  that  the  superintendent  of  the  mill  took 
up  and  put  down  the  floor,  so  far  as  necessary,  and  that  the 
carpenter  assisted  him  perhaps  for  an  hour  or  two.  That  the 
structure  erected  to  cover  the  projecting  end  of  the  boiler,  the  fire- 
place, and  the  man  who  fed  the  boiler,  was  reasonable,  necessary, 
and  proper  for  that  purpose.  That  the  work  had  all  been  done 
some  months  before  the  fire  occurred;  that  the  fire  was  in  no 
respect  attributable  to  these  changes,  or  to  the  work  that  was  done ; 
nor  did  the  work,  during  its  progress,  interrupt  the  use  of  the  mill 
That  the  structure  erected  was  in  the  angle  formed  by  the  main 
building  and  the  L,  and  that  two  of  its  sides  were  the  sides  of  the 
main  building  and  L,  as  exhibited  on  the  plan  in  the  casa  That 
the  parties  agreed  that  the  carpenters  and  other  mechanics  had 
ceased  to  work  in  the  building  before  the  time  of  the  fire,  and  that 
there  was  no  increase  of  the  risk. 

It  was  agreed  that  the  statement  should  be  made  part  of  the  rec- 
ord, and  if  the  court  should  be  of  opinion  that,  upon  the  facts,  the 
action  could  be  maintained,  judgment  should  be  entered  for  the 
plaintiff  for  the  sum  of  $3,500,  and  interest  from  May  22, 1872 ; 
if  the  court  should  be  of  opinion  that  the  action  could  not  be 
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maintained  upon  the  facts,  judgment  to  be  entered  for  defendant^ 
and  that  each  party  reserved  the  right  to  cany  up  the  case  to  the 
Supreme  Court  of  the  United  States  by  appeal,  writ  of  error,  excep- 
tions, or  otherwise,  all  in  the  proper  manner  and  according  to  law. 

Charles  Allen,  for  the  plaintiff. 

G.  P.  Shattuck  and  A.  T.  Sinclair,  for  the  defendants. 

Clifford,  J.  Viewed  in  the  light  of  the  facts  disclosed  in  his 
several  propositions,  it  is  contended  by  the  plaintiff  that  he  is  enti- 
tled to  recover  the  whole  amount  of  the  loss.  Two  principal  ques- 
tions arise  in  the  case,  as  follows :  1.  Whether  the  facts  as  agreed 
show  that  by  the  work  done  on  the  premises  in  taking  out  the  old 
boiler  and  putting  in  a  new  one,  and  in  building  the  brick  chimney 
and  fireplace,  and  in  erecting  the  described  structure  for  the  pur- 
pose mentioned,  and  in  using  the  steam-engine  as  auxiliary  to  the 
deficient  water  power,  the  policy  was  rendered  null  and  void,  irre- 
spective of  the  condition  denominated  the  builder's  risk.  2. 
Whether  the  condition  embodied  in  the  policy,  called  the  builder's 
risk,  renders  the  policy  null  and  void  in  view  of  the  work  done  on 
the  premises  by  the  insured,  and  the  means  adopted  by  them  to 
accomplish  the  same,  as  set  forth  in  the  annexed  statement,  unless 
permission  is  indorsed  in  writing  on  the  policy  for  the  purpose. 
The  condition  denominated  '*  builder's  risk  "  is  that  the  working  of 
carpenters,  roofers,  tinsmiths,  gas-fitters,  plumbers,  or  other  mechan- 
ica.  in  bunding,  altering,  or  repairing  the  premises  named  in  the  pol- 
icy,  will  vitiate  the  same,  except  in  dwelling-houses,  where  five  days 
are  allowed,  without  notice,  in  any  one  year,  for  incidental  repairs. 

Properly  arranged,  the  several  propositions  mentioned  show  the 
following  agreed  facts,  which  are  very  material  to  be  considered  in 
deciding  both  of  the  questions  presented  for  determination:  that 
the  boiler  and  chimney  were  cracked  and  in  a  dangerous  condition ; 
that  the  safety  of  the  property  insured  required  that  both  should 
be  repaired  or  that  new  ones  should  be  put  in  their  place ;  that 
steam  was  used  in  the  premises  both  for  heating  the  same  and  for 
washing  wool :  that  the  quantity  of  steam  was  not  increased  by  re- 
placing the  old,  cracked  boiler  with  a  new  one  of  sound  construc- 
tion ;  that  the  new  structure  erected  to  cover  the  new  boiler,  the 
fireplace,  and  the  mem  who  feeds  the  boiler,  was  reasonable,  neces- 
saiy,  and  proper  for  that  purpose ;  that  aU  the  work  had  been  com- 
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pleted  several  months  before  the  fire  occurred ;  that  the  work  did 
not  interrupt  the  use  of  the  mill  while  it  was  being  done,  and  that 
the  fire  was  in  no  respect  attributable  to  the  change  made  in  the 
premises^  nor  to  the  work  that  was  done ;  and  that  the  risk  was  not 
increased  either  by  the  change  made  or  by  the  work  dona  Sev- 
eral other  questions  were  discussed  at  the  bar^  but  the  opinion  of 
the  court  will  be  limited  to  the  two  questions  presented  in  the 
agreed  statement  of  facts,  without  stopping  to  inquire  wh$t  the 
decision  of  the  court  would  be  if  the  facts  were  different 

Bepairs  in  this  case  became  indispensably  necessary  to  remedy 
defects  in  the  premises  and  the  machinery,  which  endangered  the 
safety  of  the  whole  property  insured ;  and  the  agreed  facts  show 
that  the  repairs  made  did  not  increase  the  risk,  and  they  negative 
every  possible  ground  of  inference  that  the  fire  was,  in  any  respect, 
attributable  to  the  changes  made  in  the  priemises  or  to  the  work 
that  was  done  in  executing  the  repairs ;  such  an  inference  cannot 
be  made,  as  the  agreed  statement  expressly  negatives  any  such  the- 
ory, and  shows  that  the  work  was  completed  several  months  before 
the  fire  occurred.  Insurers  know  as  weU  as  the  insured,  that  such 
a  building  and  its  operative  machinery  are  liable  to  wear  out  or  to 
get  out  of  repair,  and  that  it  is  for  the  interest  of  the  insurer 
as  well  as  of  the  insured,  that  defects  which  endanger  the  safety  of 
the  property  insured,  when  discovered,  should  be  repaired  so  as  to 
remove  the  danger  of  loss. 

Old  fixtures  and  old  machinery,  under  such  circumstances,  may 
be  fully  repaired ;  or  if  an  old  chimney  or  an  old  boiler  has  become 
80  defective  that  good  judgment  and  common  prudence  would  dic- 
tate that  one  or  both  should  be  replaced  with  new,  it  is  entirely 
competent  for  the  insured  to  remedy  the  defects  and  remove  the 
danger  to  the  safety  of  the  premises  in  that  way ;  nor  can  it  make 
any  difference  that  the  new  boiler  is  a  horizontal  one  instead  of  an 
upright  one,  nor  that  it  is  a  few  feet  longer  than  the  one  in  prior 
use,  unless  it  appears  that  the  change  increases  the  risk  or  is  more 
likely  to  occasion  loss  by  the  described  perils.  Attempt  is  made 
in  argument  to  maintain  that  the  structure  erected  to  cover  the 
projecting  end  of  the  new  boiler,  and  the  fireplace,  and  the  man  who 
feeds  the  boiler,  is  a  greater  change  ia  the  premises  than  the  law  of 
insurance  will  allow ;  but  the  agreed  statement  affords  a  .complete 
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and  decisive  answer  to  that  suggestion,  as  it  shows  that  the  changes 
made  did  not  increase  the  risk,  and  that  the  structure  erected  was 
reasonable,  necessaiy,  and  proper  for  the  purpose.  Unequivocal 
support  to  that  view  is  found  in  the  recent  decisions  of  the  courts 
in  England,  which  show  conclusively  that  the  first  defence  set  up 
by  the  underwriters  cannot  prevail  Stokes,  Appt  v.  Cox,  1  Hurlst 
&  N.  540. 

Commenced  as  the  suit  in  that  case  was,  in  the  Court  of  Ez» 
chequer,  it  is  necessary  to  refer  to  the  original  case  in  order  to  un* 
derstand  the  fall  force  of  the  decision  in  the  appellate  court  Sams 
Case,  1  Hurlst.  &  N.  320.  Insurance  was  effected  in  that  case  on  a 
range  of  buildings  of  three  stcnies,  all  communicating,  comprising 
offices,  warehouses,  curriers'  shops,  and  drying-rooms,  having  a 
stock  of  oil  and  tallow  deposited  therein,  a  part  of  the  lower  story 
being  used  as  a  stable,  coach-house,  and  boiler,  and  the  policy  con- 
tained the  words,  **  no  steam-engine  employed  on  the  premises,  the 
steam  from  the  boiler  being  used  for  heating  water  and  warming 
the  shops " ;  that  the  process  of  melting  tallow  by  steam  in  the 
boiler-house,  and  the  use  of  two  pipe  stoves  in  the  building  are 
hereby  allowed,  but  it  is  warranted  that  no  oil  be  boileid,  nor  any 
process  of  japanning  leather  be  carried  on  therein  nor  in  any  build* 
ing  adjoining  thereto. 

Four  kinds  of  insurances  were  described  in  the  policy,  to  wit : 
common,  hazardous,  doubly  hazardous,  and  special  risks,  and  the 
policy  stated  that  when  insurances  deemed  special  risks  are  pro- 
posed, the  most  particular  specifications  of  the  property  and  all  the 
circumstances  attending  the  same  will  be  required,  and  that  special 
risks  must  be  particularized  on  the  policy  to  render  the  same  valid 
or  in  forca  Certcdn  conditions  were  in(]|prsed  on  the  policy,  one 
of  which  provided  that  if,  after  the  insurance  shall  have  been  ef* 
fected,  the  risk  shall  be  increased  by  any  alteration  of  the  materi- 
als composing  the  building,  or  by  the  erection  of  any  stove, 
''coalkel,"  kiln,  furnace,  or  the  like,  the  introduction  of  any 
hazardous  communication,  or  by  any  other  alteration  of  circum* 
stances,  and  the  particulars  of  the  same  shall  not  be  indorsed  on 
the  policy,  and  a  proportionate  higher  premium  paid  if  required, 
such  insurance  shall  be  of  no  f orca  After  the  policy  was  effected, 
which  was  for  a  specijol  risk,  the  plaintiff,  without  notice  to  the 
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defendants,  erected  in  the  stable  the  machinery  of  a  steam-engine, 
which  was  supplied  by  steam  from  the  boiler  mentioned  in  the 
policy,  but  the  juiy  found  that  the  risk  was  in  no  way  increased 
Subsequently,  the  premises  were  destroyed  by  an  accidental  fire. 
Creswell,  J.,  presided  at  the  trial,  and  he  directed  a  verdict  for  the 
plaintiff,  reserving  leave  to  the  defendants  to  move  to  enter  a  non- 
suit. Accordingly,  the  defendants  obtained  a  rule  nisi,  and  the 
parties  were  heard  before  the  Chief  Baron  and  two  of  his  associ- 
ates, when  the  rule  was  made  absolute,  one  of  the  associate  justices 
dissenting.  Whereupon  the  original  plaintiffs  removed  the  cause 
by  appeal  into  the  Exchequer  Chamber,  and  the  parties  were  there 
fully  heard,  and  the  appellate  court  unanimously  reversed  the  judg- 
ment rendered  by  the  Court  of  Exchequer,  and  directed  that  a 
verdict  be  entered  for  the  plaintiffs.  Cockbum,  C.  J.,  gave  the 
opinion  of  the  appellate  court  that  the  insured  in  such  a  case  was 
not  bound  to  give  notice  to  the  insurance  company  of  the  altera- 
tion of  circumstances,  unless  it  appeared  that  the  change  made  in- 
creased the  risk,  which  was  negatived  by  the  finding  of  the  jury. 
Exactly  the  same  rule  was  applied  by  the  Court  of  Exchequer,  in 
a  subsequent  case,  where  they  refer  to  the  final  decision  in  the  for- 
mer case  with  approbation ;  and  that  rule,  it  is  believed,  is  univer- 
sally adopted  and  applied  by  the  courts  of  that  country.  Baxendcde 
et  al,  V.  Harvey,  4  Hurkt  &  K  444 

Suppose  the  rule  is  so  when  the  facts  are  tested  by  the  general 
law  of  insurance,  still  it  is  contended  by  the  defendants  that  the  evi- 
dence as  to  the  work  done  in  taking  out  the  old  boiler  and  putting 
in  the  new  one,  and  in  building  the  brick  chimney  and  the  fireplace, 
and  in  erecting  the  described  structure  to  cover  the  projecting  end  of 
the  boiler,  and  the  fireplace,  and  to  afford  shelter  to  the  attendant, 
and  in  using  the  steam  as  an  auxiliary  motive  power,  render  the 
policy  null  and  void  as  in  violation  of  the  condition  denominated 
"  builder^s  risk.*'  Such  a  condition,  however,  must  receive  a  reason- 
able construction  in  view  of  the  agreed  facts  in  the  case,  and  that 
construction  must  be  one  not  repugnant  to  the  nature  and  purpose 
of  the  contract,  nor  one  inconsistent  with  the  due  and  customary 
use  and  enjoyment  of  the  property.  Parties,  it  is  true,  may  make 
their  own  contracts,  but  courts  of  justice,  in  all  cases  except  where 
the  language  employed  is  so  explicit  and  unambiguous  that  it  must 
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be  understood  that  the  words  speak  their  own  interpretation,  may 
give  the  language  a  reasonable  construction  to  effect  the  intention  of 
the  parties  as  collected  from  the  whole  instrument,  the  subject-mat- 
ter, and  the  surrounding  circumstances.  Of  course,  the  province 
of  construction  is  limited  to  the  language  employed,  as  applied  to 
the  subject-matter  and  the  surrounding  circumstances,  contempo- 
raneous with  the  instrument ;  but  courts  of  justice  are  not  denied  the 
same  light  and  information  the  parties  enjoyed  when  the  contract 
was  executed,  and  for  that  purpose  they  may  acquaint  themselves 
with  the  persons  and  circumstances  that  are  the  subjects  of  the  stip- 
ulations in  the  written  instrument,  and  are  entitled  to  place  them- 
selves in  the  same  situation  as  the  parties  who  made  the  contrcust,  so 
as  to  view  the  circumstances  as  they  viewed  them,  and  so  to  judge 
of  the  meaning  of  the  words  and  of  the  correct  application  of  the 
language  to  the  things  described.  Shore  v.  Wilson,  9  Clark  &  F.  570 ; 
Clayton  v.  Grayson,  4  Nev.  &  M.  602 ;  Add.  Coa  846. 

Most  of  the  agreed  facts  are  as  material  in  considering  the  pres- 
ent question  as  in  considering  the  question  just  decided,  of  which 
the  following  are  the  most  important :  1.  That  the  risk  was  not 
incimsed  either  by  the  changes  made  in  the  premises  or  by  the  work 
done.  2.  That  the  fire  was  in  no  respect  attributable  to  the  changes, 
or  to  the  work,  or  the  subsequent  use  of  the  property.  3.  That  the 
work  was  completed  several  months  before  the  fire  occurred.  4. 
That  the  repairs  became  indispensably  necessary  to  render  it  safe  to 
use  the  chimney  and  boiler,  without  which  the  mill  could  not  be 
operated.  5.  That  the  new  boiler  did  not  generate  any  more  steam 
than  the  old  one  before  it  got  out  of  repair.  6.  That  the  structure 
erected  to  cover  the  projecting  end  of  the  new  boiler,  and  the  fire- 
place, and  to  afford  shelter  to  the  necessary  attendant  was  reasonable, 
necessary,  and  proper  for  the  purpose. 

Facts  agreed  make  a  part  of  the  case,  and  are  as  material  in  con- 
sidering the  second  question  presented  for  decision  as  the  first ;  and 
in  that  view  it  necessarily  follows  that  the  authorities  invoked  to 
support  the  conclusion  that  the  policy,  under  the  general  rules  of 
insurance,  is  not  rendered  null  and  void  by  the  changes  made  and 
work  done  by  the  insured  subsequent  to  its  date,  are  equally  appli- 
cable in  considering  the  second  question  presented  for  decision. 
Stokes,  Appt.  V.  Cox,  1  Hurlst.  &  K  540. 
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Mills  and  manufactories  having  mill,  steam,  or  engine  work  were 
denominated  in  that  case  special  risks  in  the  policy,  and  the  repre- 
sentation therein  was  that  no  steam-engine  power  was  employed  on 
the  premisea  Part  of  the  lower  story  of  one  of  the  buildings  was 
used  as  a  stable,  coach-house  and  boiler-house,  and  the  boiler  waa 
used  for  heating  water  and  warming  the  shops.  Without  notice  to 
the  defendants,  the  insured,  subsequent  to  the  date  of  the  policy, 
created  in  the  stable  the  machinery  of  a  steam-engine  which  was 
supplied  with  steam  by  the  boiler  mentioned  in  the  policy.  Where 
the  risk  is  increased  by  any  alteration  of  the  circumstances,  the  con- 
dition was  that  the  policy  shall  be  of  no  force  unless  the  particulars 
of  the  same  shall  be  indorsed  on  the  policy,  and,  if  required,  a 
proportionate  higher  premium  be  paid.  Afterwards  the  premises 
were  destroyed  by  an  accidental  fire,  not  attributable  to  the  erection 
or  use  of  the  steam-engine.  Held  in  the  Exchequer  Chamber,  re- 
versing the  Court  of  Exchequer,  that  the  policy  was  not  avoided  by 
the  introduction  of  the  steam-engine  and  the  use  of  the  steam  gen- 
erated in  the  boiler  to  work  it. 

All  that  the  insured,  say  the  court,  is  called  upon  to  do  in  such 
a  case,  is,  in  the  event  of  an  increase  of  the  risk,  and  in  that  event 
only  to  give  notice  to  the  insurance  company  of  the  alteration  of 
circumstancea  Here  it  is  found  as  a  fact  that  there  was  no  increase 
of  risk ;  therefore  there  was  no  necessity  to  give  notica  Two  thirds 
of  a  year  and  more  elapsed,  in  the  case  before  the  court,  from  the 
commencement  of  the  risk,  before  the  fire  occurred,  which  shows 
beyond  all  doubt  that  the  policy  attached,  as  it  is  not  pretended  that 
the  case  shows  any  breach  of  a  condition  precedent  Conditions 
subsequent,  and  even  mere  promissory  conditions,  may  be  of  a 
character  that  the  breach  of  one  or  more  of  them  will  render  the 
policy  null  and  void ;  but  courts  of  justice  are  not  inclined  to  give 
such  a  condition  that  effect  unless  it  clearly  appears  that  such  was 
the  intention  of  the  parties  as  manifested  by  the  language  employed 
in  the  contract.  Whether  regarded  as  a  condition  subsequent  or  a 
mere  promissory  warranty,  the  condition  in  question,  it  is  dear,  is  not 
one  where  a  literal  compliance  with  its  terms  is  required..  Such  a  con- 
struction would  be  absurd,  as  it  would  render  the  policy  void  if  the 
insured  employed  a  mechanic  to  take  out  a  broken  slate  and  put  in  a 
new  one,  or  to  replace  a  broken  pane  of  glass,  or  to  stop  a  leak  in  a 


MAT  TEBM,  1874  281 


J»iiiM  V.  Lycoming  Inranmoe  Company. 


chandelier  or  other  gas  fixture,  or  in  a  cistem,  or  to  mend  a  defective 
chimney,  stove-pipe,  or  furnace.  Sudden  defects  of  the  kind  often 
occur  which  endanger  the  premises,  and  the  comfort,  health  and 
safety  of  the  occupants ;  but  if  such  is  the  true  construction  of  the 
condition,  the  insured  is  prohibited  from  mending  the  slightest  defect 
or  removing  the  danger  by  the  assistance  of  mechanics,  unless  he 
can  apply  to  the  insurance  company  and  get  their  permission  to  do 
so,  indorsed  on  the  policy,  no  matter  how  urgent  the  necessity  for 
repairs  may  be,  nor  how  great  the  distance  may  be  from  the  situs  of 
the  property  insured  to  the  place  where  the  insurance  company 
transact  their  business.  Extreme  conditions  of  the  kind,  even  if 
they  are  not  void  as  repugnant  to  the  nature  and  purpose  of  the 
contract,  and  as  inconsistent  with  the  due  and  customary  use  and 
enjoyment  of  the  property,  must  receive  a  reasonable  construction 
unless  they  are  expressed  in  such  explicit  and  unambiguous  terms 
as  to  amount  to  conditions  precedent  or  to  absolute  and  unqualified 
warranties.  Warranties  may  be  afiirmative  or  promissory.  Affirm- 
ative warranties  may  be  express  or  implied,  but  they  usually  consist 
of  positive  representations  in  the  policy  of  the  existence  of  some 
fifict  or  state  of  things  at  the  time,  or  previous  to  the  time,  of  the 
making  of  the  policy ;  and  they  are,  in  general,  conditions  precedent^ 
which,  if  untrue,  whether  material  to  the  risk  or  not,  the  policy 
does  not  attach,  as  it  is  not  the  contract  of  the  insurer.  Newcastle 
Ins,  Co.  v;  Macmorran,  3  Dow,  ParL  Cas.  262 ;  Biccard  v.  Shqh 
herd,  12  Moore,  P.  0.  475. 

Promissory  warranties  may  also  be  express  or  implied ;  but  they 
usually,  not  always,  have  respect  to  the  happening  of  some  future 
event,  or  the  performance  of  some  future  act,  in  which  case  they 
are  usually  held  to  be  conditions  subsequent,  and  subject  to  a  rea- 
sonable construction  to  effect  the  intention  of  the  parties  as  evi- 
denced by  the  language  employed,  the  subject-matter,  and  the 
surrounding  circumstances.  Marsh.  Ins.  346 ;  1  Am.  Ins.  (2d  ed.) 
580. 

Stipulations  of  the  kind  must  receive  a  reasonable  construction; 
and  the  rule  is  that  the  intention  of  the  parties,  if  it  can  be  ascer- 
tained, is  to  govern ;  **  and  the  intention,"  says  Shaw,  C.  J.,  ''  is 
to  be  learned  from  the  language  used,  construed  in  connection  with 
every  part  and  clause  in  the  contract,  the  subject-matter  respecting 
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which  the  words  are  used,  and  the:  obvious  purpose  of  each  stipula- 
tion." HougMcm  v.  Fire  Ins.  Co.,  8  Met  125;  Fire  Ins.  Co.  v. 
Eddy,  49  IlL  106 ;  1  Pars.  M.  Ins.  423 ;  Danids  v.  Hvdson  R. 
Ins.  Co.,  12  Cush.  416 ;  Paid  v.  Pe<ypys  Ins.  Co.,  6  Gray,  185 ; 
Columbian  Ins.  Co.  v.  Lawrence,  2  Pet  25 ;  Angell,  L  &  F.  Ina 
§  153 ;  GUliai  v.  Ins.  Co.,  8  R  I.  292. 

Beyond  all  doubt  a  warranty  of  an  existing  fact  is  a  condition 
precedent ;  and  if  it  be  not  true,  when  the  stipulation  is  reasonably 
construed,  it  avoids  the  policy,  whether  it  is  material  to  the  risk  or 
immaterial,  as  the  condition  is  a  part  of  the  contract  which  cannot 
be  enforced  unless  it  appears  that  the  condition  is  fulfilled ;  but  the 
insured,  even  in  such  a  case,  is  only  held  to  a  substantial  compliance, 
it  being  well-settled  law  that  the  condition  cannot  be  extended  by 
construction  so  as  to  include  what  is  not  necessarily  impUed  in  its 
terms.  Turley  v.  North  Am.  Ins.  Co.,  25  Wend.  374 ;  Flanders, 
Fire  Ins.  205. 

Even  words  of  warranty,  unless  they  are  so  explicit  and  unam- 
biguous as  to  speak  their  own  meaning,  are  subject  to  construction, 
and  wiU  receive  a  strict  or  liberal  construction  to  meet  the  justice 
of  the  case,  as  where  there  was  a  warranty  that  a  certain  cotton 
miU  should  be  worked  by  day  only,  it  was  held  that  the  warranty 
was  not  infringed,  because  it  appeared  that  the  engine  and  uncon- 
nected shafting  were  kept  running  all  night  as  the  mill  and  ma- 
chinery were  not  substantially  worked.  MayaU  v.  MUford,  6  Ad. 
&  E.  670 ;  Shaw  v.  Bobberds,  Ibid.  75 ;  Whitehead  v.  Price,  2  C. 
M.  &  R  447 ;  Bunyon,  F.  Ins.  65 ;  1  Phil.  Ins.  (4th  ed.)  §  872. 

Decided  cases  may  be  found  in  which  courts  have  denied  that 
there  is  any  difference  between  an  afiOrmative  warranty  and  a  prom- 
issory condition  or  stipulation ;  that  the  latter,  as  well  as  the  former, 
must  always  be  regarded  as  conditions  precedent,  on  the  literal 
truth  or  fulfilment  of  which  the  validity  of  the  entire  contract  must 
depend ;  but  it  is  evident  that  the  rule,  if  it  be  one,  which  is  not 
admitted,  must  be  subject  to  many  exceptions,  as  otherwise  the 
greatest  injustice  would  be  done  to  the  insured  by  the  modem 
practice  of  crowding  policies  of  insurance  with  stipulations  imposing 
almost  innumerable  conditions,  covenants,  and  agreements  providing 
for  a  forfeiture  of  the  indemnity,  which  were  wholly  unknown  to 
such  instruments  until  within  a  recent  period,  and  which,  it  is  to  be 
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feared,  attract  very  little  attention  from  the  owner  of  the  property 
inaored,  until  they  are  set  up  by  the  insurer  subsequent  to  the  loss, 
to  show  that  the  losing  party  is  not  entitled  to  the  indemnity  for 
which  the  premium  was  paid.  BorradaiU  v.  HurUer,  5  M.  &  G. 
639 ;  Alston  v.  Ins.  Co.,  4  Hill,  329. 

Manifest  injustice  would  be  done  in  this  case  by  holding  that  the 
condition  in  question  is  a  condition  precedent,  as  it  would  prohibit 
any  repairs  whatever  which  involved  the  necessity  of  employing  a 
mechanic  to  work  in  the  mill  building.  Justice  to  the  defendants, 
however,  makes  it  proper  for  the  court  to  say  that  they  do  not  con- 
tend for  any  such  rule.  They  admit  that  small  repairs  may  be  made, 
but  insist  that  the  repairs  made  were  greater  than  the  law  of  insur- 
ance allows,  where  the  policy  contains  such  a  condition  as  that  ex- 
hibited in  this  case,  which,  of  itself,  is  an  admission  that  the  particu- 
lar condition  must  receive  a  reasonable  construction  not  repugnant 
to  the  nature  and  purpose  of  the  contract,  nor  inconsistent  wil^  the 
due  and  customary  use  and  enjoyment  of  the  property  by  the  in- 
sured. Insurable  property  ia  intended  for  use,  and  it  is  not  the 
intent  of  a  policy  of  insurance  to  impair  the  right  of  use,  nor  to 
deprive  the  owner  of  the  customary  enjoyment  of  the  property ;  and 
nothing  of  the  kind  should  be  inferred  nor  admitted,  unless  it  be  in 
obedience  to  a  condition  precedent,  expressed  in  explicit  and  unam- 
biguous terms  to  that  effect  Mills  and  dwelling-houses  almost  con- 
stantly need  repairs ;  and  if  they  cannot  be  made,  the  property  is 
liable  to  become  xmtenantable,  and  unsafe  and  uiifit  for  use ;  and  in 
many  cases,  the  property  would  be  exposed  to  the  danger  of  de- 
struction by  fire  or  flood.  Owners  of  property  must  have  the  right 
to  repair  defects  which  render  the  property  untenantable,  or  which 
expose  it  to  the  danger  of  destruction  from  fire  or  flood,  else  the 
inevitable  effect  of  a  policy  of  insurance  would  be,  where  defects  of 
the  kind  happen  or  become  known,  to  render  the  property  compara- 
tively valueless,  and  of  course  t<f  deprive  the  owner  of  the  due  and 
customary  use  and  enjoyment  of  the  property. 

Small  repairs,  such  as  taking  out  a  broken  slate  and  putting  in  a 
new  one,  or  replacing  a  broken  pane  of  glass,  or  stopping  a  leak  in 
a  chandelier  or  other  gas  fixture,  or  mending  a  leaky  cistern,  or  re- 
pairing a  defective  chimney,  stove-pipe,  or  furnace,  it  is  properly 
conceded,  may  be  made ;  but  the  effect  of  that  concession  is  to  admit 
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that  the  condition  in  question  is  subject  to  a  reasonable  construction 
not  repugnant  to  the  nature  and  puipose  of  the  contract,  nor  incon- 
sistent with  the  due  and  customaiy  use  and  enjoyment  of  the 
property.  Necessary  repairs  of  the  house,  whether  small  or  great, 
could  not  be  made  by  the  working  of  mechanics  in  the  premises 
without  avoiding  the  policy,  if  it  be  held  that  the  condition  under 
consideration  applies  in  such  cases,  as  the  language  of  the  condition, 
if  taken  literally,  would  forbid  every  thing  of  the  kind ;  but  we  are  of 
the  opinion  that  the  condition,  if  construed  to  exclude  all  right  of 
making  such  repairs,  would  be  void  as  repugnant  to  the  nature  and 
purpose  of  the  contract  as  expressed  both  in  the  written  and  printed 
words  of  the  policy.  Stipulations  of  the  kind,  however,  in  a  policy 
of  insurance,  may  be  held  valid,  if,  by  a  reasonable  construction, 
the  objection  to  the  literal  operation  of  the  instrument  may  be 
avoided,  even  though,  if  taken  literally,  they  would  be  invalid  An* 
thorities  to  support  that  proposition  do  not  appear  to  be  necessary, 
as  the  rule  is  well  established  that  courts  of  justice,  in  the  construe* 
tion  of  aU  written  instrument,  wiU  seek  to  uphold  the  instrument, 
if  it  can  be  done  by  a  reasonable  construction.  Harper  v.  Ins,  Co,, 
17  N.  Y.  198. 

Apply  that  rule  to  the  present  case,  and  it  follows,  in  the  opinion 
of  the  court,  that  the  condition  in  question  does  not  prohibit  the 
insured  from  remedjring  defects  in  the  premises  or  machinery  in« 
sured,  which  arose  subsequently  to  the  granting  of  the  policy  with- 
out his  fault,  or  which  were  wholly  unknown  to  him  at  that  time> 
provided  such  defects  were  of  a  character  to  endanger  the  safety  of 
the  property  insured,  or  to  render  the  same  untenantable  and  un- 
safe, and  unfit  to  be  occupied  for  the  purposes  and  uses  described 
in  the  policy,  unless  it  appears  that  the  repairs  made  were  un- 
reasonable and  increased  the  risk,  or  that  the  fire  was  in  some 
respect  attributable  to  the  repairs  or  to  the  work  done  in  making 
the  repairs.  Viewed  in  the  light  of  that  proposition,  it  is  dear  that 
the  second  defence  must  also  be  overruled,  as  the  agreed  statement 
distinctly  shows  that  the  boiler  and  chimney  were  found  to  be 
cracked,  and  in  a  dangerous  condition,  so  that  it  was  necessary  to 
repair  or  change  them ;  and  that  there  was  no  increase  of  the  risk, 
and  that  the  fire  was  in  no  way  attributable  to  the  changes  made 
or  to  the  work  that  was  done.    SufiSdent  has  already  been  re- 
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marked  to  show  that  there  was  nothing  unreasonable  done  in  put- 
ting in  a  horLzontal  boiler  in  place  of  the  upright  one  which  was 
taken  out,  as  the  latter  reached  through  the  floor  into  the  room 
above,  evidently  showing  that  it  was  more  dangerous  to  the  prem- 
ises than  the  new  one  put  in  its  placa  Nor  is  it  necessary  to  add 
any  thing  to  show  that  no  objection  can  be  taken  to  the  structure 
erected  to  cover  the  projecting  end  of  the  boiler,  and  the  fireplace, 
and  to  afford  shelter  to  the  attendant,  as  the  parties  have  agreed 
tiiat  it  was  reasonable,  necessary,  and  proper  for  the  purpose. 
When  conditions  in  a  contract  impose  burdens  or  disabilities  on 
one  of  the  parties,  they  are  to  be  construed  strictly  against  the  party 
for  whose  benefit  they  are  introduced.  CcUlin  v.  Ins.  Co.,  1  Sum. 
440 ;  Hoffman  v.  Im.  Co,,  32  N.  Y.  414 

Where  property  is  insured  in  contemplation  of  its  use  for  a 
known  and  specified  purpose,  the  contract  imports,  ex  vi  termini,  a 
license  to  keep  the  articles,  and  employ  the  agencies  incidental  and 
essential  to  the  beneficial  enjoyment  of  the  property  for  the  use 
proposed ;  and  many  courts  of  high  authority  hold  that  a  license  of 
this  nature,  so  implied  from  the  language  employed  in  the  written 
portion  of  the  policy,  will  not  be  overruled  by  a  printed  prohibition 
contained  in  some  other  portion  of  the  same  instrument  Harper 
v,  Ins.  Co.,  11  N.  Y.  197 ;  Bryant  v.  Ins.  Co.,  17  Ibid.  201. 

Decisions  to  that  effect  are  quite  numerous,  and  most  of  them 
are  based  upon  the  theory  that  an  insurance  upon  a  stock  in  trade 
used  in  a  particular  business,  covers  all  such  articles  as  are  neces- 
sarily and  ordinarily  used  in  such  business.  1  Phil  Ins.  (4th  ed), 
§  489  ;  DeUmgumare  v.  Ins.  Co.,  2  Hall,  621. 

Courts  of  justice  agree  that  the  intent  of  the  parties  is  the  pri- 
mary rule  of  construction  in  ascertaining  the  meaning  of  a  policy  of 
insurance  as  weU  as  interpreting  other  contracts,  and  that  it  is  to 
be  gathered,  if  possible,  both  firom  the  written  and  printed  portions 
of  the  policy,  giving  effect  to  both  as  far  as  may  be ;  but  they  differ 
widely  where  certain  conditions  are  found  in  the  printed  part  of 
the  poUcy,  which  are  repugnant  to  the  written  words  contained  in 
the  same  instrument.  None  of  them,  however,  support  the  propo- 
sition that  a  condition  in  the  printed  part  of  the  policy,  which  is 
repugnant  to  the  nature  and  purpose  of  the  contract,  and  incon« 
sistent  with  the  due  and  customary  use  and  enjoyment  of  the 
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property  insured^  is  a  warranty  of  a  condition  precedent,  whicli  will 
avoid  the  policy,  unless  the  condition  is  framed  in  such  explicit 
and  unambiguous  terms  as  clearly  to  show  that  such  was  the  inten- 
tion of  the  parties.  Instead  of  that  they  all  support  the  opposite 
theory,  that  such  a  condition  will  not  avoid  the  policy  unless  its 
terms  are  such  that  the  condition,  even  when  compared  with  every 
other  part  of  the  policy,  is  not  susceptible  of  any  other  reasonable 
construction.  Many  courts  hold  that  when  there  is  a  repugnancy 
in  that  behalf  between  the  written  and  the  printed  portions  of  the 
policy,  that  the  former  shall  prevail  over  the  latter.  Jffarper  v. 
Ins.  Co.,  11  K  Y.  198. 

Express  decision  to  that  effect  was  made  in  the  case  of  Harper 
V.  Ina,  Co.,  11  K  Y.  198,  in  which  the  opinion  was  given  by  the 
chief  justice  of  the  highest  court  in  that  State,  where  he  said  the 
plain  meaning  of  the  written  part  should  prevail,  and  printed 
clauses,  if  repugnant,  must  yield,  or  they  must  be  construed  so  as 
to  avoid  a  conflict  of  intention.  Exactly  the  same  rule  has  been 
laid  down  by  the  same  court,  in  two  other  cases,  in  the  first  of 
which  it  is  stated  that  when  a  policy  of  insurance  is  upon  a  build- 
ing and  a  stock  of  goods  such  as  is  usually  kept  in  country  stores, 
it  covers  all  articles  of  merchandise  coming  within  such  descrip- 
tion, even  though  it  include  articles  generally  prohibited  except  at 
special  ratea  Pindar  v.  Ins.  Co.,  36  K  Y.  649 ;  Steinbach  v.  Ins. 
Co.,  54  N.  Y.  95. 

Insurance  was  granted  to  the  plaintiff  in  the  second  case,  "  on 
his  stock  of  fancy  goods,  toys,  and  other  articles  in  his  line  of  busi- 
ness," and  "  as  a  German  jobber  and  importer,"  with  the  privily 
"  to  keep  fire-crackers  on  sale."  It  was  stipulated  in  the  policy 
that  if  the  premises  should  be  used  for  keeping  goods  denominated 
specially  hazardous,  except  as  provided  in  the  poKcy,  the  policy,  so 
long  as  the  store  was  so  used,  should  be  of  no  effect  Fire-works 
were  in  the  class  referred  to,  and  it  was  stated  in  the  policy  that 
insurance  thereon  added  fifty  cents  per  one  hundred  dollars.  Plain- 
tiff kept  fire-works,  and  by  their  accidental  ignition  the  loss  hap- 
pened Held,  that  if,  as  matter  of  fact,  the  keeping  of  fire-works 
was  in  the  line  of  the  plaintiff's  business,  they  were  embraced  in 
the  description  of  the  property,  and  were  covered  by  the  policy. 
Different  views  are  certainly  expressed  by  the  Supreme  Court  in 
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the  case  of  Steinbach  v.  Ins,  Co.,  13  Wall.  185 ;  but  it  is  unnecessary, 
in  this  case,  to  remark  upon  that  difference,  as  it  is  obvious  that  the 
latter  contains  nothing  inconsistent  with  the  conclusion  herein 
stated,  that  the  stipulation  in  question  is  neither  an  affirmative 
warranty  nor  a  condition  precedent;  and  if  neither,  then  the 
authorities  are  all  one  way  that  it  is  open  to  a  reasonable  construc- 
tion. Decided  support  to  the  view  that  the  stipulation  is  open  to 
a  reasonable  construction  is  also  derived  from  the  following  cases, 
to  which  many  more  might  be  added.  .Insurance  was  granted  to 
the  plaintiff  upon  his  wagon-maker^s  shop.  By  the  conditions  of 
the  policy  the  company  were  not  to  be  liable  for  damages  resulting 
from  explosions  caused  by  gunpowder,  gas,  or  other  explosive  sub- 
stances, or  for  damages  occasioned  by  the  use  of  campheue,  spirit, 
gas,  or  burning-fluid,  unless  otherwise  expressly  provided.  In  the 
building  insured  was  a  shop  containing  paints  and  a  half  barrel  of 
benzine,  which  caught  fire  and  caused  the  burning  of  the  property. 
Held,  that  though  the  paints  and  benzine,  disconnected  and  by 
themselves,  would  belong  to  the  class  of  articles  excluded  by  the 
terms  of  the  policy,  yet,  as  it  was  proved  that  they  were  materials 
usual  and  customary  In  the  manufacture  of  wagons,  and  were  gen- 
erally kept  in  the  same  shop  where  wagons  were  made,  they  were 
covered  by  the  terms  of  the  policy.  Archer  v.  Ina.  Co.,  43  Mo. 
439. 

Where  an  insurance  was  effected  on  "groceries,"  and  there  was 
evidence  that  the  insurer  was  informed  that  alcohol  and  spirituous 
liquors  constituted  a  part  of  the  stock,  it  was  held  that  the  ques- 
tion whether  those  articles  were  included  in  the  term  groceries  was 
a  question  of  fact  for  the  jury;  and  that  where  a  stock  of  goods 
was  insured  under  the  general  description  of  groceries,  which  stock 
included  some  of  these  hazardous  articles,  the  policy  was  not 
avoided,  because  the  right  to  keep  such  articles  was  not  indorsed 
in  writing  on  the  policy,  as  required  by  one  of  the  conditions. 
Niagara  F.  Ins.  Co.  v.  De  Graff,  12  Mich.  134 

Spirituous  liquors  were  also  classed  as  hazardous  articles  in  the 
following  case,  in  which  the  insurance  was  effected  on  a  dwelling- 
house,  and  the  condition  of  the  policy  was  that  the  building  should 
not  be  used  for  the  purpose  of  storing  therein  any  of  the  articles 
denominated  hazardous  in  the  policy,  and  the  defendants  proved 
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that  a  tenant  used  it  as  a  boarding-house,  and  that  she  had  a  regular 
bar,  where  liquors  were  kept  in  open  view  and  were  sold  by  retail, 
and  they  insisted  that  the  breach  of  the  condition  avoided  the 
policy ;  but  the  court  held  that  the  keeping  of  liquors  in  the  build- 
ing insured  for  the  purposes  of  consumption  or  for  sale  by  retail  to 
boarders  and  others,  is  not  a  storing  within  the  meaning  of  the 
policy.    Bafferty  v.  Ins.  Qo.,  17  K  J.  482. 

Substantially  the  same  rule  was  applied  in  the  following  case, 
which  was  an  insurance  on  a  stock  of  goods  and  merchandise  con- 
tained in  plaintiff's  store,  one  of  the  conditions  being  that  the  keeping 
of  gunpowder  for  sale  or  on  storage,  upon  or  in  the  premises  insured 
shall  render  the  policy  void  Leggett  v.  Jtw.  Co.,  10  BicL  (S.  C.) 
206. 

Powder  was  always  kept  in  the  store  for  sale  by  retail  both  before 
and  after  the  date  of  the  policy,  and  the  court  held  that  the  keeping 
and  sale,  in  that  way,  of  smaU  quantities  of  powder,  did  not  vitiate 
the  policy,  as  it  was  part  of  the  stock  of  goods  insured. 

Cotton  in  bales,  in  the  following  case,  was  classed  as  a  hazardous 
article,  and  one  of  the  conditions  of  the  policy  was  that,  if  the 
building  should  be  used  for  keeping  or  storing  goods  denominated 
hazardous,  then  and  from  thenceforth,  so  long  as  the  same  shall  be 
so  used,  the  policy  shall  cease,  and  be  of  no  effect  Moore  v.  /ns. 
Co,,  29  Me.  100.  Bales  of  cotton  were  subsequently  kept  in  the 
store  for  sale ;  but  the  court  held  that  such  a  condition  did  not  avoid 
the  policy,  it  being  intended  merely  to  protect  the  insurer  against 
the  store  being  used  as  a  depository  of  such  goods  as  a  sole  or  prin- 
cipal business.    Phosnix  Ins.  Co,  v.  Taylor,  5  Minn.  492. 

Direct  support  to  the  conclusion  that  the  condition  in  question 
does  not  avoid  the  policy  in  this  case  is  found  in  the  following  case, 
in  which  the  defence  set  up  by  the  insurance  company  was  based 
upon  the  exact  same  condition.  Ina,  Co.  v.  Chicago  Ice  Co.,  36  Md. 
121.  Insurance  in  that  case  was  effected  upon  a  large  building  used 
for  storing  ice,  the  policy  containing  the  exact  same  condition  as  that 
under  consideration.  Instead  of  conforming  to  the  terms  of  the 
condition,  the  president  of  the  ice  company  testified  that  he  always 
kept  a  crew  of  men,  and  a  carpenter  or  two,  about  the  building  the 
year  round,  and  that  they  were  constantly  making  repairs,  and  in 
that  way  kept  the  building  in  a  thorough  condition.    Based  on  that 
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testimony,  the  defence  was  that  the  policy  was  avoided ;  but  the 
eooit  decided  otherwise,  holding  that,  by  a  fair  and  reasonable 
interpretation  of  the  stipulation,  it  cannot  be  understood  as  referring 
to  the  casual  patching  up  of  the  building ;  that  it  can  only  be  under- 
stood as  prohibiting  such  hazardous  use  as  is  generally  denominated 
builder's  risk,  which  arises  from  placing  the  building  in  the  posses* 
sion  or  under  the  control  of  workmen,  for  re-building,  alteration,  or 
repairs,  and  in  support  of  that  theoiy  the  court  said  that  such  a 
construction  as  that  assumed,  if  applied,  would  defeat  the  intent  of 
the  parties,  and  would  be  repugnant  to  the  written  clause  of  the  policy 
insuring  the  building,  upon  which,  looking  at  its  size,  structure,  and 
use,  they  must  have  reasonably  contemplated  the  necessity  for  such 
repairs  as  the  witness  described  as  indispensable  to  the  proper  con- 
duct of  the  business.  Such  a  building,  so  constructed,  say  the  courts 
would  necessarily  be  constantly  liable  to  be  injured  and  damaged 
by  the  use  for  which  it  was  intended,  rendering  it  indispensable  for 
the  prosecution  of  the  business,  that  breakages  should  be  repaired  as 
they  should  occur,  all  of  which  was  known  to  the  insurers ;  and  it 
must  be  presumed  that  the  necessity  for  such  repairs  was  in  their 
contemplation  at  the  time  the  contract  was  made,  and  that  permis- 
sion for  that  purpose  was  given  by  the  written  terms  of  the  policy 
insuring  the  premises  as  an  ice-housa  Ins.  Co.  v.  Davison  et  al., 
80  Md.  107. 

Text-writers  usually  adopt  the  rule  laid  down  in  the  case  of 
Bdbtrtson  v.  French,  4  East,  136,  that  where  part  of  the  contract 
is  written  and  part  printed,  and  there  arises  any  reasonable  doubt 
as  to  its  meaning,  the  greater  effect  is  to  be  attributed  to  the 
written  words,  inasmuch  as  the  written  words  are  the  immediate 
language  and  terms  selected  by  the  parties  themselves  for  the  ex- 
pression of  their  meaning,  whereas  the  printed  words  are  a  gen- 
eral formula  adapted  equally  to  the  case  in  contest,  and  that  of  all 
other  contracting  parties  in  respect  to  similar  subject-matters. 
8  Kent,  Com.  260 ;  1  Am.  Ins.  (2d  ed.)  79 ;  1  Phil  Ins.  (4th  ed.) 
§  125 ;  Ibid.  §  883 ;  Flanders,  Ins.  70 ;  2  Pars.  Ins.  (5th  ed.) 
516 ;  Angell,  F.  &  L  Ins.  12,  67 ;  Sm.  Merc  Law  (3d  ed.)  419 ; 
Alsager  v.  Dock  Co.,  14  M.  &  W.  797 ;  Coster  v.  /tw.  Co.,  2  Wash. 
61 ;  Coit  v.  Ins.  Co.,  7  Johns.  390 ;  Park,  Ins.  4 ;  1  Duer,  Ins.  64 ; 
Bryant  v.  Ins.  Co.,  21  Barb.  154 ;  Cudman  y.  Ins.  Co.,  34  Me.  495. 

VOL.  IT.  19 
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Adjudged  cases,  where  insurance  is  granted  upon  property  in  oonr- 
templation  of  its  use  for  a  known  and  specified  purpose,  have  de- 
cided that  such  a  policy  ^imports,  tx  vi  termini^  a  license  to  keep  the 
articles  and  employ  the  agencies  incidental  and  essential  to  the 
beneficial  enjoyment  of  the  same  for  the  use  proposed ;  and  many  of 
those  cases  go  further,  and  hold  that  a  printed  prohibition  in  some 
other  portion  of  the  instrument  will  not  be  allowed  to  prevail 
against  such  a  License  so  implied  from  the  language  used  in  the 
written  portion  of  the  policy.  Hayward  v.  Ins.  Co.,  2  Abb.  App. 
Caa.  351. 

All  of  the  adjudications  upon  the  subject  appear  to  sustain  the 
first  branch  of  the  proposition  there  laid  down,  that  such  a  policy 
implies  a  license  to  keep  the  articles  and  employ  the  agencies  inci- 
dental to  the  due  and  customary  use  and  enjoyment  of  the  property  \ 
but  the  following  cases,  to  wit :  Lee  v.  Ins.  Co.,  3  Gray,  590 ;  Mn^ 
comber  v.  Ins.  Co.,  7  Gray,  259 ;  and  WMtmarsh  v.  Ins.  Co.,  2 
Allen,  582,  may  perhaps  be  regarded  as  recognizing  an  exception  to 
the  latter  branch  of  the  proposition,  where  the  written  terms  of  the 
policy  are  repugnant  to  the  provisions  contained  in  the  printed  part 
of  the  policy,  if  the  latter  are  clear,  explicit,  and  unambiguous. 

Support  to  that  view  is  also  derived  from  the  case  of  Stevnbach  v. 
Ins.  Co.j  13  WalL  183,  and  from  the  case  of  Ins.  Co.  v.  BriTuMeyy 
2  Ins.  J.,  by  Potter,  842 ;  but  the  court  here  does  not  find  it  nec- 
essary to  examine  that  subject,  having  come  to  the  conclusion  to 
rest  the  decision  in  the  case  upon  the  ground  that  the  condition  in 
question,  when  reasonably  construed,  does  not  prohibit  ordinary  re- 
pairs, nor  such  as  become  indispensably  necessary  to  remedy  defects 
on  the  premises,  which  endangered  the  safety  of  the  property,  and 
which  occurred  without  the  fault  of  the  insured,  provided  it  appears 
that  neither  the  repairs  made  nor  the  work  done  in  executing  the 
repairs  increased  the  risk,  and  that  the  fire  was  in  no  respect  attrib- 
utable to  the  repairs  or  the  work  that  was  done.  Having  come  to 
that  conclusion,  it  is  unnecessary  to  decide  whether  the  printed  part 
of  the  policy  is  or  is  not  overruled  in  case  it  is  repugnant  to  the 
veritten  part ;  as,  when  the  whole  instrument  is  properly  construed, 
there  is  not  any  such  necessary  repugnancy  in  this  case  as  is  sup- 
posed. Such  conditions  prohibiting  repairs  which  increase  the 
risk,  it  is  held  by  some  courts,  are  operative  only  when  the  increased 
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lisk  is  in  existence,  and  that  the  policy  becomes  effectual  as  soon  as 
the  increased  risk  terminates.  Schmidt  v.  Ins.  Co.,  41  IlL  298 ;  Ins. 
Co.  V.  McD(noeU,  50  DL  129  ;  Ins.  Co.  v.  W^morSy  82  IlL  245. 

Enough  has  already  been  remarked  to  show  that  the  court  here 
prefers  to  rest  its  decision  upon  a  difl^ient  ground,  but  it  may  not  be 
amiss  to  add  that  the  ground  assumed  in  those  cases  would  necessa- 
rily lead  to  the  conclusion  that  the  plaintiff  is  entitled  to  recoyer. 

Judgment  for  the  plaintiff,  as  stipulated  in  the  agreed  statement^ 
with  cost& 


Lucy  A.  Dohertt  v.  James  G.  Haynes. 

BEFORE  CLIFFORD  AND  LOWELL,  JJ. 

An  alleged  inrentioii,  in  order  to  be  patentable,  must  be  new  and  nsef ol,  bat  if  nsefol  only 
in  a  email  degree,  it  ia  nnnaual  for  the  eoort  to  reverse  the  deeinon  of  the  patent  office  iq 
issniag  the  patent. 

When,  as  a  defence  to  a  reissue  patent,  it  is  set  np  that  the  reissae  covers  more  than  was 
embraced  in  the  original,  the  respondent  most  introduce  in  evidence  the  original  to  sap- 
port  the  allegation. 

Otherwise  it  wiU  be  assumed  that  the  invention  described  in  the  reissae  patent  is  the  sama 
as  that  secured  by  the  original. 

The  respondent  must  overcome  by  proofb  the  prima  faeie  presumption  afforded  by  the  com- 
plainant's patent,  that  the  patentee  waa  the  original  and  first  inventor  of  what  is  therein 
described  as  his  improvement. 

Bill  in  equity  to  restrain  the  respondent  from  infringement  of 
certain  letters-patent  upon  table  trays  or  waitera 

The  nature  of  the  complainant's  invention  was  described  as  oon- 
sisting,  — 

1.  In  producing  a  uraiter,  or  tray,  with  a  Up,  or  its  equivalent^  to 
project  down  from  one  edge  and  below  the  bottom  of  the  tray,  such 
lip,  when  the  waiter  is  placed  on  a  table,  being  to  rest  against  one 
edge  of  it  so,  as  to  prevent  the  waiter  from  being  accidentally 
pushed  forward  on  the  table  by  a  person,  while  pressing  agaiost  that 
edge  of  the  waiter  which  is  next  adjacent  to  the  lip. 

2.  In  the  waiter,  or  tray,  as  formed  without  any  rim  to  project 
upward  from  the  rear  edge  of  its  bottom,  tiie  rim  being  extended 
from  the  other  edges  of  the  bottom. 

The  part  of  the  bottom  on  which  there  is  no  rim  may  be  either 
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curved  or  straight,  but  as  a  general  thing  it  is  prefeired  to  curve  it^ 
in  order  that  it  may  better  fit  to  a  round  table  top,  and  the  lip  bet- 
ter abut  against  the  edge  thereof,  when  the  tray  may  be  in  use,  than 
would  be  the  case  were  the  said  part  to  be  straight 

The  claims  were,  — 

A  table-waiter,  or  tray,  as  made  or  provided  with  the  Up  C,  or  its 
equivalent,  applied  to  and  projecting  down  from  its  rear  part,  such 
lip  being  for  the  purpose  specified. 

Also,  a  table-waiter,  or  tray,  as  made  with  the  rim  extending  par- 
tially around  it  and  above  its  bottom,  in  manner  substantially  as 
specified. 

Also,  a  table- waiter,  or  tray,  as  having  not  only  a  rim  extending 
partially  around  and  above  its  bottom,  as  set  forth,  but  with  a  lip, 
or  its  equivalent,  extended  down  from  its  rear  edge,  the  whole  being 
substantially  as  explained. 

The  respondent  claimed  the  right  to  manufacture  trays  under 
a  patent  to  A.  Turner,  granted  subsequent  to  that  of  complainant. 
The  description  and  claims  were  substantially  as  follows :  — 

Table-trays  for  children  have  before  been  made  with  the  side  and 
back  edges  turned  up,  and  the  front  edge  turned  down,  to  take 
hold  against  the  edge  of  the  table. 

With  this  character  of  tray  there  is  nothing  to  retain  water  or 
other  liquid  that  may  be  spilled  on  the  tray  by  the  child,  but  the 
same  is  very  likely  to  run  off  and  wet  the  child's  clothes,  or  the 
hanging  portion  of  the  table  cloth,  or  drop  on  the  floor. 

My  invention  is  to  obviate  these  difficulties ;  and  consists  in  a 
child's  tray,  in  which  all  the  sides  are  turned  up,  so  as  to  retain  any 
liquid  substance  that  may  be  spilled  upon  such  tray,  thereby  pre* 
venting  the  child's  clothes  becoming  wet,  or  damage  ensuing  from 
the  upsetting  of  a  mug  of  tea  or  other  drink ;  and  I  prevent  the  tray 
sliding  upon  the  table,  by  means  of  stop-legs,  that  are  fastened  to 
the  front  edge  of  the  tray. 

Claim,  —  The  child's  table-tray,  formed  with  the  rims  h  b  and  e, 
higher  than  the  rim  d,  in  combination  with  the  stop-legs  e,  attached 
at  the  front  edge  of  the  tray,  and  as  for  the  purposes  set  forth. 

Other  matters  of  defence  are  sufficiently  explained  in  the  opinion* 

A.  A.  Banney  for  the  complainant 

C.  D.  WriglU  for  the  respondent 
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Clifford,  J.  —  Letters-patent  were  granted  to  Nathaniel  Water- 
man on  the  12th  of  May,  1863,  for  an  invention  consisting  of  an 
improved  table-tray,  or  waiter,  as  fully  described  in  the  specifica- 
tion, and  the  record  shows  that  the  original  letters-patent  were 
subsequently  surrendered  and  reissued  as  alleged  in  the  bill  of 
complaint,  and  that  the  complainant  is  the  sole  owner  of  the  de- 
scribed invention,  as  secured  in  the  reissued  patent  on  which  the 
suit  is  founded.  Discussion  of  the  title  of  the  complainant  is  un- 
necessary, as  it  was  not  controverted  in  argument,  nor  is  it  necessary 
to  refer  with  much  particularity  to  any  other  of  the  allegations  of 
the  bill  of  complaint,  except  to  say  that  the  respondent  is  formally 
charged  with  infringing  the  patented  invention,  and  that  the  com- 
plainant prays  for  an  account  and  for  an  injunction.  Various  de- 
fences are  set  up  in  the  answer,  of  which  the  following  are  the  only 
ones  which  require  to  be  noticed :  — 

1.  That  the  invention  is  not  patentable. 

2.  That  the  person  named  in  the  original  patent  as  the  patentee 
was  not  the  original  and  first  inventor  of  the  improvement 

3.  That  the  reissued  letters-patent  were  fraudulently  obtained  in 
violation  of  the  rights  of  the  respondent,  and  that  the  patent  as  re- 
issued **  covers  more  than  was  contained  "  in  the  original  patent 

Obviously  the  first  two  defences  involve  mere  questions  of  fact, 
which  in  view  of  the  record,  do  not  require  much  discussion.  Such 
an  improvement,  in  order  that  it  may  be  patentable,  must  be  new 
and  useful ;  but  if  it  be  useful  even  in  a  small  degree,  it  is  not  usual 
for  the  court  to  reverse  the  decision  of  the  Patent  Office  in  that  re- 
gard. Applying  that  rule  to  the  case,  the  court  is  of  the  opinion 
that  the  first  defence  is  not  sustained,  as  the  new  form  of  the  device 
may  be  quite  convenient  in  the  use  for  which  it  is  designed ;  no  di- 
rect proof  having  been  introduced  to  support  the  allegations  of  the 
answer.    Curtis  on  Patents,  §  29 ;  Lowdl  v.  Lema,  1  Mas.  182. 

In  examining  the  second  question  it  must  be  assumed  that  the 
invention  described  in  the  reissued  patent  is  the  same  as  that  se- 
cured by  the  original  patent,  especially  as  the  original  patent  is  not 
given  in  evidence  by  either  party.  Tested  by  that  rule,  it  is  quite 
dear  that  the  second  defence  must  also  be  overruled  for  two  rea- 
sons:— 

1.  Because  the  letters-patent  set  forth  in  the  bill  of  complaint 
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afford  91,  fTima  foLcU  presumption  that  the  original  patentee  was  the 
original  and  fiist  inventor  of  what  is  therein  described  as  his  im- 
provement. 

2.  Because  the  proofs  introduced  by  the  respondent  to  overcome 
that  presumption,  and  to  prove  the  allegation  of  the  answer,  are 
wholly  insufficient  for  that  purpose. 

Attempt  was  made  to  show  that  the  Seller  device  is  of  prior 
date ;  but  it  will  be  sufficient  to  say  that  the  proofs  are  not  sufficient 
to  support  the  proposition.  Enough  has  already  been  remarked  to 
show  that  the  third  defence  cannot  be  sustained,  as  there  is  no 
proof  to  sustain  the  charge  of  fraud;  and  the  second  ground  as- 
sumed ia  not  open  to  the  respondent  in  this  case,  as  the  original 
letters-patent  were  not  introduced  in  evidence.  Whenever  a  party 
desires  to  set  up  the  defence  that  a  reissued  patent  is  not  for  the 
same  invention  as  the  original,  he  must  introduce  the  latter  in  evi- 
dence, as  the  question  is  one  of  law,  depending  upon  the  compari- 
son of  the  two  instruments.  Seymov/r  v.  OAome^  11  Wall  646. 
Consequently  the  third  defence  must  also  be  overruled,  and  the 
complainant  is  entitled  to  a  decree  for  account,  and  for  an  injunc- 
tion. 


Chaeles  L.  Hatwasd  v.  Euot  National  Bank, 
before  clifford  and  lowell,  jj. 

Where  the  atuirer  fs  nspoiulTe  to  the  bill,  positirely  denies  the  matter  charged,  and  has 
respect  to  transactions  within  the  knowledge  of  the  party  making  it,  it  is  evidence  in 
favor  of  the  respondent;  and  unless  overcome  by  the  testimony  of  two  witnesses,  or  one 
witness  and  corroborating  circumstances,  the  rule  in  equity  is  that  the  answer  is  con- 
clusive. 

The  complainant  pledged  certain  shares  of  stock  to  a  bank  as  collateral  security  for  a  loan. 
The  debt  not  being  paid,  the  shares  were  sold  by  the  bank.  The  complainant  alleged 
that  they  were  thus  disposed  of  without  notice  to  him,  and  without  the  opportunity,  on 
his  part,  to  redeem.  His  allegations  were  sustained  by  his  own  evidence,  wliich  was 
contradicted  by  one  of  the  bank  officers.  HM^  the  complainant  had  not  overcome  the 
forte  of  the  allegations  of  the  answer. 

Bbieflt  stated,  the  material  facts  alleged  in  the  bill  are  that  the 
complainant,  at  the  times  mentioned  in  the  record^  borrowed  of  the 
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respondents  the  sum  of  $26,500,  and  that  he  agreed  to  pay  lawful 
interest  for  the  same,  and  that  he  pledged  with  the  lenders,  as  col- 
lateral security  for  the  payment  of  the  amount  borrowed  and  law- 
ful interest^  four  hundred  and  fifty  shares  of  the  stock  of  the  Hecla 
Mining  Company,  which  belonged  to  the  complainant,  and  which, 
as  the  bill  states,  he  caused  to  be  issued  to  the  respondents  for  that 
purpose;  that  the  said  mining  company  subsequently,  by  an  ar- 
rangement with  the  Calumet  Mining  Company,  united  their  prop- 
erty and  privileges  with  those  of  the  latter-named  company,  two 
other  companies  joining  with  them ;  and  that  the  several  compa- 
nies became  a  new  corporation,  by  the  name  of  the  Calumet  & 
Heda  Mining  Company,  with' a  capital  of  forty  thousand  shares  or 
more,  whereby  the  respondents,  as  holders  of  the  said  shares,  so 
issued  to  them,  became  entitled  to  and  did  take  four  hundred  and 
fifty  shares  of  the  stock  in  the  new  corporation ;  that  the  said  new 
company  had,  from  time  to  time,  after  the  said  several  companies 
were  united,  made  sundry  dividends  in  cash  and  stock,  by  virtue  of 
which  it  had  divided  to  its  stockholders  valuable  portions  of  its 
earnings  and  property.  Other  important  matters  were  alleged  in 
the  bm,  and  the  complainant  prayed  for  an  account,  and  that  he 
might  be  allowed  to  redeem  the  shares  pledged,  which,  as  he  alleged, 
the  respondents  still  held  as  collateral  security;  and  he  charged 
that  no  valid  sale  had  been  made  of  said  shares ;  that  if  the  res- 
pondents had  pretended  to  sell  the  same,  or  any  part  thereof,  or  had 
done  any  act  or  thing  having  a  tendency  to  transfer  the  title  in 
said  shares  to  any  other  party,  or  had  procured  or  permitted  cer- 
tificates for  said  shares  to  issue  to  any  other  persons,  it  had  been 
done  without  notice  to  the  complainant,  without  right,  and  in  fraud 
of  his  just  claims;  and  that  the  respondents  then  held,  in  fact,  or 
were  chargeable  in  law  as  holding,  nine  hundred  shares  of  the  cap- 
ital stock  of  said  new  company  for  the  complainant,  and  as  collat- 
eral security  for  the  payment  of  any  balance  due  from  him  on 
account  of  said  transactions. 

Process  was  issued  and  served,  and  the  respondents  appeared  and 
filed  an  answer,  in  which  they  admit  the  loan  of  the  amount^  the 
pledge  of  the  shares  as  collateral  security,  the  exchange  of  the  shares 
pledged  for  the  shares  of  the  new  company,  and  that  dividends  had 
been  declared ;  but  they  averred  that  the  directors  of  the  bank,  on 


296  MASSACHUSETTS  DISTRICT. 

Hajward  v.  Eliot  National  Bank. 

the  17th  of  August,  1868,  voted  that  unless  the  complainant  would 
pay  S5,000  during  the  then  present  week,  and  $5,000  during  the 
following  week,  upon  the  loan ;  having  the  said  shares  as  collateral^ 
the  president  be  instructed  to  sell  the  same ;  that  said  vote  was  com- 
municated to  the  complainant,  and  that  he  declined  to  comply  in 
whole  or  in  part,  saying  that  he  would  not  pay  anything,  and  that 
he  would  do  nothing  about  it ;  that  thereupon  the  proposition  to 
sell  to  said  purchasers,  and  by  them  to  buy  the  shares  for  the  price 
and  as  aforesaid,  was  made  and  canvassed  and  determined  upon ; 
and  the  sale  was  made  with  the  full  concurrence  of,  and  with  the 
prior  assent,  and  subsequent  approval  of,  the  complainant 
James  M,  Barrett  and  Edward  F,  Hodges,  for  the  complainant 
A,  A,  Banney  and  B,  B.  Curtis,  for  the  respondent 
Clifford,  J.    Controversies  like  the  present  cannot  be  satisfac- 
torily determined  without  some  reference  to  the  pleadings  which 
immediately  respect  the  material  matters  in  issue,  as  where  the 
answer  is  responsive  to  the  bill,  and  positively  denies  the  matter 
charged,  and  the  denial  has  respect  to  a  transaction  within  the 
knowledge  of  the  party  making  it,  the  answer  is  evidence  in  his 
favor,  and  unless  the  answer  is  overcome  by  the  testimony  of  two 
opposing  witnesses,  or  of  one  witness  corroborated  by  facts  and  cir- 
cumstances which  give  the  opposing  evidence  greater  weight  them 
the  answer,  the  rule  in  equity  ia  that  the  answer  is  conclusive,  so 
that  the  court  will  neither  make  a  decree  in  favor  of  the  complain- 
ant, nor  send  the  case  to  trial,  but  will  simply  dismiss  the  bill  of 
complaint.    Badger  v.  Badger,  2  Cliff.  146.     Bepeated  decisions  of 
the  Supreme  Court  have  established  the  rule,  that  an  answer  re- 
sponsive to  the  allegations  of  the  bill,  if  it  have  respect  to  matters 
within  the  knowledge  of  the  pleader  and  be  duly  sworn  to,  must  be 
I  taken  to  be  true,  unless  disproved  by  two  witnesses,  or  by  one  wit- 
ness and  corroborative  circumstances  which  give  the  opposing  tes- 
timony greater  weight  than  the  answer.     ClarKs  E»'rs  v.    Van 
Beimsdyk,  9  Cran.  160 ;  Hughes  v.  BlaJce,  6  Wheat  453 ;  Same 
Case,  1  Mas.  518 ;    Union  Bank  v.  Oeary,  5  Pet  111.     Unsworn 
answers  do  not  have  that  effect,  but  if  the  answer  be  duly  sworn 
to,  even  though  the  suit  be  against  a  corporation,  and  the  oath  be 
by  one  of  its  principal  officers,  the  answer  will  have  that  effect  if  it 
be  responsive  to  the  bill,  and  be  clear  and  positive  in  its  terms. 
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Carpenter  v.  Ins.  Co.,  4  How.  219;  Salmon  v.  Clagett,  3  Bland, 
165 ;  Parker  v.  Phettyplace,  1  Wall  689 ;  Tobey  v.  Leonards,  2  Wall. 
430 ;  2  Story,  Eq.  Jur.  1528.  Apply  that  rule  to  the  case,  and  it  is 
clear  that  the  complainant  cannot  recover  unless  the  proofs  intro- 
duced by  him  are  sui&cient  to  overcome  the  allegations  of  the 
answer,  giving  to  the  answer  the  probative  force  which  that  rule 
prescribes,  iis  the  bill  distinctly  charges  that  no  valid  sale  of  the 
shares  was  made ;  that  if  the  respondents  pretend  that  they  did 
any  act  tending  to  transfer  the  title  to  the  shares,  or  that  they  have 
procured  or  permitted  certificates  of  the  shares  to  issue  to  any 
other  parties,  it  has  been  done  without  notice  to  the  complainant, 
without  right,  and  in  fraud  of  his  just  rights.  Nothing  further  can 
be  required  to  show  that  the  issue  of  notice  is  distinctly  tendered 
by  the  complainant,  and  the  record  shows  that  the  answer  is 
directly  responsive  to  the  bill,  and  alleges  that  the  vote  of  the 
directors  to  instruct  the  president  of  the  bank  to  sell  the  shares,  if 
the  pledgor  failed  to  make  the  required  payments,  was  communi- 
cated to  the  complainant ;  and  that  he  declined  to  make  the  pay- 
ments, and  stated  that  he  would  not  pay  any  thing,  and  would  not 
do  any  thing  about  it,  and  that  the  sale  was  made  with  the  full 
concurrence  of,  and  with  the  prior  assent  and  subsequent  approval 
of  the  complainant.  Beyond  all  doubt  the  complainant  is  bound 
to  disprove  the  material  averments  of  the  answer,  or  he  is  not  enti- 
tled to  a  decree  for  relief,  as  the  rule  is  that  the  answer  shall  other- 
wise prevail 

On  the  17th  of  October,  1866,  the  complainant  borrowed  of  the 
bank  the  sum  of  $6,500,  and  on  the  19th  of  the  same  month  he  bor- 
rowed $20,000  more,  which  make  the  amount  for  which  the  shares 
were  pledged  as  collateral  security.  None  of  the  principal  of 
the  loans  was  ever  paid ;  but  on  the  1st  of  April  following,  the  com- 
plainant paid  interest  to  the  amount  of  $837.66,  which  is  all  that 
he  ever  paid  towards  the  principal  or  interest  of  the  loans.  Seven 
months  and  more  elapsed  after  that  payment  without  any  other  pay- 
ment being  made,  or  any  steps  being  taken  by  the  bank  to  enforce 
payment,  when,  on  the  9th  of  November  of  that  year,  the  complain- 
ant gave  the  president  and  directors  of  the  bank  authority  in  writ- 
ing to  sell  the  shares  pledged,  at  their  discretion,  describing  the 
shares  in  the  writing  as  shares  held  as  collateral  security  for  a  loan, 
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proceeds  of  sale  to  be  applied  upon  said  loan.  Shares  of  the  kind 
were  selling,  at  that  time,  for  $37  to  $38  per  share,  including  the 
assessment  of  S18  which  the  bank  had  paid  or  was  liable  to  pa^,  on 
the  respective  shares  in  controversy,  from  which  it  appears  that  if 
the  president  and  directors  had  sold  the  shares,  as  they  were  author* 
ized  to  do,  $20  per  share  only  would  have  been  realized  to  apply  to 
the  payment  of  the  loan,  which  would  have  left  a  deficit,  to  be  borne 
by  the  complainant,  of  not  less  than  $15,000.  Considerations  of  the 
kind  doubtless  induced  the  respondents  to  defer  the  sale,  and  th^ 
kept  tiie  shares,  on  the  original  terms,  until  Sept  8, 1868,  when  they 
sold  the  whole  amount  to  three  of  their  directors  for  an  amount 
which  it  was  understood  would  be  equal  to  the  whole  loan,  the  un- 
paid interest  and  charges  being  $87.24  per  share»  which  the  proofs 
show  was  considerably  above  the  market  value. 

Much  discussion  of  the  question  whether  the  complainant  was  ap- 
prised that  the  directors  had  voted  to  instruct  the  president  of  the 
bank  to  sell  the  shares,  in  case  he,  the  complainant,  failed  to  make 
the  two  payments  specified  in  that  vote,  is  unnecessary,  as  he  admits 
that  a  copy  of  the  vote  was  received  by  him  at  its  date.  Direct  and 
explicit  proof  to  that  effect  was  also  introduced  by  the  respondents, 
as  appecurs  in  the  depositions  of  the  president  and  cashier.  Instead 
of  objecting  to  the  proposed  action  of  the  bank,  he  stated  to  the 
president,  who  gave  him  the  notice,  that  he  could  do  nothing  in 
relation  to  the  matter,  as  he  had  no  means ;  that  the  only  thing  the 
bank  could  do  was  to  sell  the  shares  for  the  most  they  could  get» 
and  that  if  he  was  ever  able  he  would  pay  the  balance,  if  any  re- 
mained. Inquiry  was  made  of  him,  by  the  president,  if  he  had  iio 
friend  who  would  take  the  stock  out  of  the  bank  and  hold  it  for  his 
benefit,  and  he  answered  in  the  negative.  Unable  to  obtain  any 
encouragement  from  the  complainant  that  he  could  do  any  thing, 
the  president^  with  the  assent  of  all  the  other  directors,  except  one 
who  was  absent,  sold  the  shares  to  the  three  directors  named,  in  the 
answer,  in  equal  proportions  of  one  hundred  and  fifty  ahaies. 
Proof  entirely  satisJEU^tory  is  exhibited  in  the  record  that  aU  the 
other  directors  present  fuUy  approved  the  act  of  sale,  and  that  the 
president^  in  making  it,  acted  throughout  by  their  autjhority. 
Abundant  proof  is  also  exhibited  to  show  that  the  complainant  was 
informed,  before  the  sale  was  made,  that  the  three  directors  pro- 
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posed  to  make  the  purchase,  and  that  he  assented  to  the  sn^estion 
that  it  might  be  sold  to  them  as  proposed.  SufiQce  it  to  say,  with- 
out entering  into  the  detaik  of  the  evidence,  that  the  proof  to  that 
effect  is  full  and  entirely  satisfactoiy. 

Information  as  to  the  proposed  sale  was  communicated  to  the  com- 
plainant by  the  then  president  of  the  bank,  and  he  reported  to  the 
directors  that  he,  the  complainant,  assented  to  it,  or  that  he  made  no 
objection  to^  tjie  proposal  Three  or  four  witnesses  confirm  these 
facts,  and  there  is  nothing  bf  any  moment  to  contradict  their  state- 
ments,  except  the  testimony  of  the  complainant  His  statements  are 
very  positive  that  he  never  assented  to  the  sale  of  the  shares ;  but 
the  great  weight  of  the  evidence  is  the  other  way.  Superadded  to 
that,  he  also  states  that  he  did  not  know  that  the  shares,  had  been 
sold,  and  that  he  never  heard  of  the  sale  until  the  answer  of  the  re- 
spondents was  shown  to  him,  as  filed  in  this  case.  His  statements 
in  that  behalf  are  very  positive ;  but  he  admits  that  he  received  ex- 
hibit No.  21,  on  the  day  the  sale  took  place,  which  ia  a  plain  state- 
ment of  the  account  between  him  and  the  bank,  including  a  credit 
of  cash  to  balance  the  amount  of  $39,257.16,  which  he  must  have 
understood  was  realized  firom  the  sale  of  the  shares  pledged  as  col- 
lateral security  for  the  loan,  as  it  could  not  have  been  realized  in 
any  other  way.  Evidence  was  also  introduced  by  the  respondents 
that  he  not  only  assented  that  shares  might  be  sold  before  the  sale 
took  place,  but  that  he  expressed  himself  subsequently  as  gratified 
at  the  result.  Express  statements  to  that  effect  are  made  by  the 
cashier  of  the  bank.  He  states  that  he  had  a  conversation  with 
the  complainant  subsequent  to  the  sale,  and  that  he  expressed  him- 
self as  highly  gratified  at  being  relieved  from  the  embarrassment 
by  the  settlement  of  the  matter  of  the  loan. 

Interest^  it  appears  from  the  said  exhibit,  was  cast,  in  making  up 
the  statement,  at  six  per  cent,  which,  as  explained  by  the  testimony 
of  the  cashier,  was  a  mistake,  the  same  having  been  computed  in  his 
absence ;  but  it  was  COTrected  on  his  return,  as  appears  by  another 
exhibit  in  the  record.  Correctly  computed,  the  interest  was  $46416 
more  than  as  computed  at  six  per  cent,  from  which  it  appears  that 
a  deduction  of  $375.03  should  be  made,  for  a  balance  due  to  the  com- 
plainant on  the  sale  of  some  other  bonds.  Deduct  that  sum,  and 
there  is  still  due  from  the  complainant  the  sum  of  $62.52,  which  the 
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respondents  claim  that  the  complainant  promised  to  pay.  In  re- 
lation to  that  sum  there  is  considerable  conflict  between  the  testi- 
mony of  the  former  president  of  the  bank,  and  the  other  witnesses. 
Demorett,  the  former  president,  states  explicitly  that  the  complain- 
ant promised  to  pay  a  balance,  between  $60  and  $70,  when  he 
could ;  that  he  understood  that  it  was  the  difference  between  six 
and  seven  per  cent  discovered  by  the  cashier  in  reviewing  the  com- 
putation of  the  interest  which  the  complainant  paid  during  the  first 
year  of  the  loan.  On  the  other  hand,  the  cashier  states  that  there 
was  a  small  sum  of  $60  or  $70  due  to  the  bank  after  applying  the 
proceeds  of  the  sale  of  the  shares  which  the  complainant  promised 
to  pay  when  he  should  be  able,  and  his  explanation  is  that,  on  his 
return  to  the  bank,  he  found  that  interest  had  been  computed  at  six 
per  cent,  which  he  corrected,  and  on  making  the  deduction  of  the 
said  balance  due  in  the  former  transaction,  it  left  this  small  sum 
due  to  the  bank,  which  the  complainant,  in  a  subsequent  conversa- 
tion, promised  to  pay.  Difficulty  attends  the  solution  of  the  mat- 
ter, but  it  is  quite  manifest  that  the  former  president  is  in  error  as 
to  the  origin  of  the  small  balance,  in  supposing  that  it  arose  from 
the  difference  between  six  and  seven  per  cent  in  computing  the  in- 
terest paid  four  years  earlier,  as  the  books  of  the  bank  show  that 
the  computation  on  that  occasion  was  correct,  or  that  thirty-four 
cents  in  excess  of  seven  per  cent  was  paid.  Support  to  the  view 
that  Demorett  is  in  error  as  to  the  origin  of  the  small  balance  is 
also  derived  from  the  answer  which  is  sworn  to  by  the  cashier, 
whose  means  of  knowledge  is  greater  than  that  of  the  other  witness. 
Importance  is  attached  to  the  difference  between  the  witnesses 
chiefly  upon  the  ground  that  it  has  some  bearing  upon  their  credit 
as  to  the  more  important  matter  whether  the  complainant  knew  of 
the  sale  of  the  shares,  and  approved  it  after  it  was  made.  Most 
explicit  allegations  to  that  effect  are  contained  in  the  answer ;  and, 
inasmuch  as  the  answer  is  directly  responsive  to  the  bill,  the  court 
is  of  the  opinion  that  it  is  evidence  for  the  respondents,  and  that 
the  complainant  has  failed  to  overcome  the  allegations  of  notice, 
assent,  and  subsequent  approval 

Bill  of  complaint  dismissed,  with  costs. 
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Thb  United  States  v.  146,650  Clapboards,  Israel  Meritt, 

Claimant. 

In  cases  of  false  Talnation  of  goods  in  the  inyoicef  legal  evidenoe  of  other  frandnlent  acts 
of  a  similar  nature  committed  at  about  the  same  time,  and  when  tiie  same  motive  may 
be  supposed  to  exist,  is  admissible  to  show  the  intent  of  the  actor  with  respect  to  the 
matter  charged  against  him  in  the  information. 

positive  proof  of  fraudulent  acts  is  not  generallj  to  be  expected,  and  the  law  allows  % 
resort  to  circumstantial  proof  to  ascertain  the  truth. 

When  the  intent  or  guilty  knowledge  of  a  party  is  material  to  the  issue,  collateral  facta 
tending  to  establish  such  intent  or  knowledge,  are  properly  admissible  in  evidence. 

In  this  case  it  was  proper  to  show  that  the  value  given  in  the  invoice  was  less  than  the 
actual  market  value  of  the  merchandise,  and  that  the  party  making  the  entry  knew  that 
fhct.  Therefore  proof  of  correct  entries  made  about  the  same  time,  of  the  same  kind  of 
goods,  by  the  claimant,  was  admissible  to  show  that  he  knew  the  real  value  of  the  mer- 
chandise. 

Libel  of  information  in  rem,  by  the  United  States  Attorney, 
against  146,650  clapboards,  seized  by  James  Shaw,  Jr.,  collector  of 
the  port  of  Providence,  in  this  district  Trial  in  the  District  Court 
by  jury.    Verdict  for  claimant    Error  to  the  District  Court. 

Due  seizure  on  land  was  made  of  the  merchandise  described  in 
the  record,  and  the  district  attorney  on  the  10th  of  June,  1871, 
filed  in  the  District  Court  for  this  district  an  information  against 
the  same,  claiming  that  it  was  forfeited  to  the  United  States,^  for 
the  reason  therein  set  forth,  as  follows:  1.  That  the  merchan- 
dise was  falsely  yalued,  in  the  invoice  presented  to  the  coUector,  at 
a  less  price  than  the  actual  market  value  thereof,  at  the  time  and 
place  when  and  where  the  same  was  procured  or  manufactured ; 
that  the  said  invoice  was  then  and  there  made  up.  with  intent,  by 
the  said  false  valuation,  to  evade  and  defraud  the  revenue.  2.  That 
the  said  owner,  consignee,  or  agent,  then  and  there  knowingly 
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entered,  or  attempted  to  enter,  the  merchandise  by  means  of  a  false 
invoice,  or  by  a  false  certificate  of  a  consul,  vice-consul,  or  commer- 
cial agent,  or  by  means  of  an  invoice  which  then  and  there  did  not 
contain  a  true  statement  of  all  the  particulars  required  by  the  act 
to  prevent  and  punish  frauds  upon  the  revenue.  12  Stat,  at  L 
738.  Service  was  made,  and  the  claimant  appeared  and  filed  an 
answer,  denying  all  the  material  allegations  of  the  information. 
Issue  was  duly  joined  upon  the  allegations  set  forth  in  the  informar 
tion,  as  denied  in  the  answer,  and  the  parties  went  to  trial  Evi- 
dence was  introduced  by  both  parties,  and  the  jury  returned  their 
verdict  for  the  claimant.  Exceptions  were  taken  by  the  United 
States  to  the  ruling  of  the  court,  in  the  progress  of  the  trial,  and 
to  the  instructions  given  by  the  court  to  the  jury.  Two  errors 
were  assigned  by  the  United  States :  1.  That  the  court  erred  in  re* 
fusing  to  admit  the  invoice  dated  June  6,  1870,  ofiered  by  the  dis- 
trict attorney,  as  tending  to  show  that  the  claimant  shipped  from 
the  same  port,  about  that  time,  a  cargo  of  clapboards  of  a  quaUty 
inferior  to  that  of  the  cargo  seized,  and  entered  the  same  at  the 
port  of  Providence,  at  a  much  higher  valuation  than  the  invoice 
value  of  the  cargo  seized,  it  appearing  that  the  market  value  of  such 
lumber  at  the  two  periods  was  substantially  the  same.  2.  That 
the  district  judge  erred  in  the  instruction  given  to  the  jury  that 
they  could  not  return  a  verdict  for  the  United  States,  even  if  they 
found  that  the  invoice  value  of  the  merchandise,  as  given  in  the  in- 
voice presented  to  the  collector,  did  not  conform  to  the  value  of 
such  goods  in  the  actual  markets  of  the  country  of  production,  un- 
less that  they  should  also  find  that  Such  discrepancy  was  not  the 
result  of  honest  error  on  the  part  of  the  owner,  consignee,  or  agent, 
in  respect  to  matters  of  law  or  fact ;  but  that  it  was  made  know- 
ingly, and  with  design  to  evade  the  payment  of  the  duty  which  he 
knew  was  legally  chargeable  on  the  said  merchandise. 

John  A.  Gardner,  United  States  Attorney,  for  the  plaintiff  in  error. 
Samuel  Currey  and  Wingate  Hayes,  for  the  claimant 
Clifford,  J.  Goods  imported  into  the  United  States,  subject  to 
'Od  valorem  duty,  could  not  be  admitted  to  entry  under  the  act  of 
March  1, 1823,  unless  a  true  invoice  of  the  same  was  presented  to 
the  collector  at  the  time  of  the  entry,  except  as  provided  in  §  2  of 
that  act ;  and  §  4  of  the  act  of  May  28, 1830,  provided  that  if  any 
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package  shall  be  found  to  contain  any  article  not  described  in  the 
invoice,  or  if  such  package  or  invoice  be  made  up  with  intent,  by 
a  false  valuation  or  extension,  or  otherwise,  to  evade  or  defraud  the 
revenue,  the  same  shall  be  forfeited.  3  Stat  at  L  729 ;  4  Stat  at 
L  410.  Begulations  of  a  similar  nature^  but  much  more  minute  in 
their  character  are  contained  in  §  1  of  the  act  of  March  3, 1863, 
and  the  same  section  provides  that  if  the  owner,  consignee,  or  agent 
shall  knowingly  make  or  attempt  to  make  an  entiy  thereof  by 
means  of  any  false  invoice  or  false  certificate  of  a  consul,  vice- 
consul,  or  commercial  agents  or  of  any  invoice  which  shall  not  con- 
tain a  true  statement  of  all  the  particulars  required,  or  by  means  of 
any  other  false  or  fraudulent  document  or  paper,  or  of  any  other 
fiedse  or  fraudulent  practice  or  appliance  whatsoever,  said  goods  or 
their  value  shall  be  forfeited  and  disposed  of  as  other  forfeitures, 
for  violation  of  the  revenue  laws.    12  Stat  at  L.  738. 

Cases  of  fraud  like  the  one  charged  in  the  information  are 
«mong  the  well-recognized  exceptions  to  the  general  rule,  that  other 
wrongful  acts  of  the  respondent  are  not  admissible  in  evidence  on 
the  trial  of  the  particular  charge  immediately  involved  in  the  issue* 
Legal  evidence  of  other  fraudulent  acts  of  a  similar  nature,  if  com- 
mitted at  or  about  the  same  time,  and  when  the  same  motive  may 
reasonably  be  supposed  to  exist,  are  admissible  in  cases  of  this 
description,  with  a  view  to  establish  the  intent  of  the  actor  in  re- 
spect to  the  matter  charged  against  him  in  the  information.  Decided 
cases  may  be  found -which  go  further,  and  hold  that  such  evidence 
is  admissible  as  affording  a  ground  of  presumption  to  prove  the 
agency  of  the  respondent  in  the  matter  charged ;  but  whether  so  or 
not,  it  is  clearly  competent  to  show  the  intent  or  guilty  knowledge 
of  the  actor  in  respect  to  the  matters  immediately  involved  in  the 
issue  on  triaL  Gary  v.  ffatailmg,  1  Hill,  311 ;  Irving  v.  MoUey,  7 
Bing.  543 ;  BawUy  v.  Bigdow,  12  Pick.  307 ;  Castle  et  aL  v.  BtUlard, 
23  How.  186.  Intent  and  knowledge  were  distinctly  put  in  issue 
by  the  pleadings,  and  in  such  cases  it  is  allowable,  as  well  in  dvil 
as  in  criminal  cases,  to  introduce  evidence  of  other  acts  and  doings 
of  the  respondent,  of  a  kindred  character,  in  order  to  illustrate  or 
establish  his  intent,  knowledge,  or  motive  in  the  particular  act 
directly  in  judgment  All  experience  shows  that  such  must  be  the 
rule,  as  in  no  other  way  would  it  be  practicable^  ^  many  cases,  to 
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establish  the  leal  intent  or  motive  of  the  actor,  especially  in  trans- 
actions where  the  single  act^  if  taken  by  itself,  would  not  be  de- 
dsive  either  way. 

Guilty  knowledge  is  in  many  cases  an  essential  ingredient  of 
crime,  and  in  the  trial  of  such  cases,  evidence  of  the  commission  of 
other  kindred  o£fences  about  the  same  time  is  always  admitted  as 
tending  to  prove  that  ingredient  of  the  charge.  Many  cases  of 
fraud  also  require  the  application  of  the  same  principle,  as  the 
chaige  of  fraud  usually  involves  the  motive  and  intent  of  the  party 
charged,  which  can  only  be  deduced  from  a  great  variety  of  circum- 
stances, no  one  of  which  is  absolutely  decisive  Positive  proof  of 
fraudulent  acts  is  not  generally  to  be  expected,  and  for  that  reason, 
among  others,  the  law  allows  a  resort  to  circumstances  as  the  means 
of  ascertaining  the  trutL  Whenever  the  necessity  arises  for  a 
resort  to  circumstantial  evidence,  either  from  the  nature  of  the  in- 
quiiy  or  the  failure  of  direct  proof,  objections  to  testimony  on  the 
ground  of  irrelevancy  are  not  favored,  as  the  force  and  effect  of  cir- 
cumstantial facts,  usually  and  almost  necessarily,  depend  upon  their 
cpnnection  with  ecu^h  other.  Circumstances  altogether  inconclusive 
if  separately  considered,  may,  by  their  number  and  joint  opera* 
tion,  especially  if  corroborated  by  moral  coincidences,  be  suffi- 
cient to  constitute  conclusive  proof.  Wood  v.  United  StateSy  16 
Pet  360.  Hence,  it  is  held,  that  whenever  the  intent  or  guilty 
knowledge  of  a  party  is  material  to  the  issue,  collateral  facts, 
tending  to  establish  such  intent  or  knowledge  are  properly  admis- 
sible in  evidence.  United  States  v.  Harvey,  2  Paine,  200 ;  Bottornley 
V.  United  States,  1  Story,  143 ;  Alfonso  v.  United  States,  2  Story,  428 ; 
Tayl&r  v.  United  States,  3  How.  207;  BucUey  v.  United  States,  4  How. 
259.  Concede  all  that»  and  still  it  is  contended  that  the  evidence 
offered  was  properly  rejected  because  the  entry  of  the  merchandise 
described  in  the  invoice  offered  in  evidence  was  not  made  about  the 
time  of  the  supposed  fraudulent  act  charged  in  the  information,  and 
the  argument  is,  that  the  evidence  of  other  fraudulent  acts  is  never 
properly  admissible,  even  to  show  a  criminal  or  fraudulent  intent  or 
guilty  knowledge  of  the  respondent,  unless  the  acts  were  of  a  kin- 
dred nature,  and  were  done  and  committed  about  the  time  of  the 
alleged  criminal  or  fraudulent  act,  for  which  the  accused  or  respond- 
ent is  on  trial    But  the  evidence  rejected  in  this  case  was  not 
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offered  to  prove  a  prior  criminal  or  fraudulent  act,  nor  does  the  offer 
of  proof,  as  disclosed  in  the  bill  of  exceptions,  assume  that  the  prior 
entry  was  made  to  defraud  the  revenue,  or  to  evade  the  payment  of 
the  lawful  duties.  On  the  contrary,  the  offer  of  proof  assumes  that 
the  prior  entry  was  made  in  good  faith,  and  that  the  merchandise 
described  in  the  invoice  was  correctly  valued.  Plainly  the  evidence 
was  not  offered  for  any  such  purpose,  but  to  show  that  the  importer 
well  knew  that  the  merchandise  imported  was  of  much  greater  value 
in  the  markets  of  the  coimtry  where  it  was  produced  than  the  price 
given  in  the  invoice  presented  to  the  collector.  Beyond  all  doubt, 
it  was  proper  to  show  that  the  value  as  given  in  the  invoice  was  less 
than  the  actual  market  value  of  the  merchandise,  and  that  the  party 
making  the  entry  knew  that  fact 

Direct  proof  of  those  allegations  could  hardly  be  expected,  and 
it  follows  that  the  prosecutor  might  properly  resort  to  circumstances 
to  support  the  charga  Great  latitude  is  justly  allowed  by  the  law 
to  the  reception  of  circumstantial  evidence,  whenever  a  resort  to  it 
becomes  necessary,  either  from  the  nature  of  the  inquiry  or  the  failure 
of  direct  proof.  Collateral  facts  may  be  proved  in  such  a  case, 
though,  when  considered  separately,  they  are  quite  insufficient  to 
establish  the  given  hypothesis,  if  it  appears  that  by  their  joint 
operation  they  tend  to  support  the  theory  they  are  offered  to  sus- 
tain. Tested  by  that  rule,  it  is  clear  that  the  evidence  offered  and 
rejected  had  some  tendency  to  prove  that  the  invoice  value  of  the 
merchandise  was  less  than  the  market  value  of  the  same,  and  that 
the  importer  knew  that  fact  at  the  time  he  made  the  entry,  and  it 
is  equally  clear  that  if  the  importer  knew  what  the  market  value 
of  the  merchandise  was,  it  is  wholly  immaterial  when  or  by  what 
means  he  acquired  such  knowledge.  It  was  assumed  by  the  United 
States,  that  the  price  of  such  merchandise  was  substantially  the 
same  at  the  two  periods,  and  if  such  was  the  fact,  it  is  difficult  to 
see  why  the  evidence  was  not  admissible.  They  offered  to  prove 
that  fact,  and  the  ruling  having  been  made  with  the  understanding 
that,  if  the  evidence  was  admitted,  it  would  be  followed  up  by 
proof  to  that  effect,  I  am  of  the  opinion  that  the  ruling  was  erro- 
neous and  that  the  objection  to  its  admissibility  should  have  been 
overruled.  2.  Graham  &  W.  New  TrL  665 ;  Hilliard,  New  Tri 
310.    Suppose  it  were  otherwise,  still  I  am  of  the  opiuion  that 
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the  judgment  must  be  leversed,  for  the  reason  given  in  the  second 
error  assigned.  Much  discussion  of  that  proposition  is  unneces- 
saiy,  as  the  instruction  given  to  the  jury  is  directly  opposed  to 
the  rule  adopted  by  the  unanimotis  decision  of  the  Supreme  Court 
Barlow  v.  United  States,  7  Pet.  410 ;  Oawiniaso  v.  Maffet,  2  Wash. 
C.  C.  104;  United  States  v.  Barlow,  2  Paine,  64  Mistake  of 
law  in  such  a  cas^  is  no  defence  to  an  information  for  a  forfeit- 
ure, nor  is  there  any  thing  in  the  act  of  Congress  under  which  the 
information  in  this  case  was  drawn,  to  take  the  case  out  of  the 
general  rule  established  by  the  authorities  cited  by  the  United 
States. 
Judgment  reversed,  and  the  case  remanded  for  a  new  trial 
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Under  a  bill  for  an  injunction,  and  an  account  for  the  infringement  of  a  oopTright,  sobetan- 
tial  damages  gannot  be  allowed,  where  it  appears  that  the  matters  diaiged  haye  not 
worked  any  pr^udice  to  the  complaining  party. 

No  suit  can  be  maintained  against  a  party  for  infringement  in  a  case  where  no  evidence  of 
copyright  is  introduced  by  the  complainant. 

The  complainant  must  show,  onder  the  old  copyright  law,  that  a  printed  copy  of  the  title- 
page  of  the  book  was  deposited  in  the  clerk^s  office  of  the  district  wherein  the  author 
resided,  and  also  that  this  was  done  before  publication,  as  required  by  §  4  of  that  act 

He  must  also  prove  that  within  three  months  from  the  publication  of  the  book,  a  copy 
thereof  was  delivered  to  the  clerk  of  the  said  District  Court. 

The  burden  is  on  the  complainant  to  prove  his  title  to  the  copyright  as  well  as  the  infringe- 
ment 

Authors,  as  well  as  inventors,  must  comply  with  the  conditions  Congress  has  seen  fit  to 
annex  to  their  acquiring  the  exclusive  privileges  allowed  them  by  la^. 

In  New  Hampshire  the  judges  of  the  Superior  Court  prepare  the  head-notes  to  the  opinions 
which  they  respectively  deliver.  The  reporter,  therefore,  has  no  copyright  in  the 
volomes  he  edits,  and  can  Convey  no  exclusive  right  to  any  one  else. 
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Bill  in  equity,  praying  for  an  account  and  an  injunction  for  the 
infringement  of  an  alleged  copyright  on  certain  volumes  of  New 
Hampshire  Beports  and  a  Digest  of  Decisions  in  the  same  State. 

The  claim  of  the  complainant  was  that  Gardner  F.  Lyon»  de- 
ceased, became,  by  purchase  of  the  authors,  the  proprietor  of  the 
copyright  of  the  judicial  reports  mentioned,  and  also  of  the  copy- 
right of  the  Digest ;  and  that  by  means  of  the  said  purchases  he  be- 
came the  true  and  lawful  owner  of  the  exclusive  right  and  liberty 
of  printing,  reprinting,  publishing,  and  vending  the  same ;  and  that 
the  complainant  subsequently,  and  by  the  means  alleged,  became  and 
was  the  true  and  lawful  owner  of  the  said  several  copyrights ;  and 
he  charged  that  the  respondents  had  infringed  the  same,  which,  as 
he  claimed,  was  contrary  to  equity  and  good  conscienca  He  there- 
fore prayed  for  process,  and  for  an  account,  and  for  an  injunction. 
Process  was  issued  and  served,  and  the  respondents  appeared  and 
filed  an  answer.  They  admitted  that  the  original  purchaser  of  the 
copyrights  of  the  judicial  reports  published  the  Digest  mentioned 
in  the  bill  of  complaint ;  that  he  caused  what  purports  to  be  the 
proper  entry  to  be  inserted  in  the  title-page  thereof,  but  they  did 
not  admit  that  the  required  formula  was  ever  entered  in  the  clerk's 
ofBce  of  the  District  Court,  as  required  by  the  act  of  Congress.  Cer- 
tain other  defences  were  ako  set  up  as  follows :  — 

1.  That  the  Digest  in  question  was  made  up  almost  exclusively 
of  the  language  of  the  head-notes  of  the  cases  included  in  it.  And 
that  it  followed  the  language  of  the  head-notes.  That  the  State  law 
made  it  the  duty  of  each  justice  of  the  Superior  Court  of  that  State 
to  prepare  for  the  press  correct  reports  of  the  decisions  of  the  court 
thereafter  pronounced  by  him,  and  that  the  State  statute  also  created 
the  office  of  a  State  reporter  and  made  it  his  duty  to  edit  the  reports 
so  furnished,  and  to  provide  for  their  sale  by  selling  the  copyright  or 
by  such  other  means  as  he  might  d6em  expedient,  and  directed  that 
he  should  pay  into  the  treasury  of  the  State  the  net  proceeds  of  such 
sala  Bev.  Stats.  K.  H.  405.  All  of  the  reports  mentioned,  the  an- 
swer alleged,  were  published  at  the  several  times  stated  in  the  bill 
of  complaint,  but  the  respondents  alleged  that  they  had  no  knowl- 
edge of  what  the  arrangement  was  between  the  publishers  and  the 
reporters,  though  they  believed  that  the  former  acquired  all  the  rights 
of  the  State  and  of  the  reporters,  and  that  the  complainant  purchased 
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from  them,  or  their  executors,  whatever  rights  he  acquired  under 
that  arrangement. 

2.  That  the  title-page  of  the  Digest  contained  a  statement  that 
the  required  entry  was  made  in  the  clerk's  office  of  the  District 
Court,  but  they  did  not  admit  that  such  an  entry  was  ever  made  in 
the  clerk's  offica 

3.  That  the  respondents  published  the  Digest  as  charged  in  the 
bill  of  complaint,  but  they  denied  that  it  was  any  infringement  of 
any  copyright  secured  by  the  complainant  for  several  reasons :  — 

Because  the  Digest  in  question  was  made  by  the  author  upon 
an  examination  by  him  of  each  case  in  relation  to  which  the  responds 
ents  are  charged  with  infringement,  and  that  it  was  a  new,  separate, 
independent,  and  much-needed  work. 

Because  the  head-notes,  in  the  Digest  published  by  them,  if  in 
any  instances  they  were  the  same  as  in  the  Digest  of  the  complain- 
ants, were  taken  from  the  opinions  of  the  courts  from  the  head-notes 
of  the  opinions  prepared  by  the  judge  who  delivered  it,  as  the  author 
had  a  right  to  do,  even  if  the  proprietor  of  the  older  Digest  had  a 
copyright  of  the  same,  which  was  denied ;  and  they  denied  that  the 
Digest  published  by  them  had  incorporated  any  part  of  the  former 
Digest,  except  as  herein  stated. 

Evidence  was  taken  on  both  sides,  when  the  complainants  moved 
the  court  to  send  the  cause  to  a  master ;  but  the  respondents  resisted 
that  motion,  insisting  that  the  complainants  showed  no  equity  in 
their  bill  of  complaint ;  and  that  the  same  should  be  dismissed. 
Hearing  was  had;  but  inasmuch  as  the  usual  course  in  such  cases  is 
to  send  the  case  to  a  master  before  determining  the  merits,  the  court 
came  to  the  conclusion  that  it  was  not  proper,  in  this  case,  to  depart 
ftom  the  ordinary  practice. 

Accordingly  the  cause  was  sent  to  a  master,  with  directions  to  re- 
port, as  set  forth  in  the  decretal  order.  The  master  made  his  report 
and  the  parties  were  again  fully  heard  upon  all  the  questions  in  the 
casa  Among  other  things  the  master  was  directed  to  report  whether 
the  use,  in  the  respondent's  book,  of  the  parts  or  features  was  taken 
from  the  complainant's  books,  and  original  therein,  tended  to  preju- 
dice, and  if  so,  to  what  extent,  the  sale  of  the  complainant's  books. 
Opportunity  for  a  fuU  hearing  was  granted  to  the  complainants^  but 
the  master  reported  that  no  evidence  was  introduced  by  him  tend- 
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ing  to  show  any  such  prejudice,  and  the  coxirt  was  of  the  opinion 
that  the  report  of  the  master  was  correct,  and  it  was  confirmed. 

Samuel  C.  Eoatnum,  and  Asa  Fender^  for  the  complainant 

CharUa  IL  Morrison,  for  the  respondents. 

Clifford,  J.  Authors  of  any  book  or  books,  map,  chart,  or  mu- 
sical composition,  if  citizens  of  the  United  States,  shall  have  the  sole 
right  and  Uberty  of  printing,  reprinting,  publishing,  and  vending  the 
same  for  the  term  of  twenty-eight  year^&om  the  time  of  recording 
the  title  thereof,  as  directed  by  law.  4  Stat  at  L.  436.  Besides 
that  it  was  required  at  that  date  that  a  printed  copy  of  the  title  of 
firuch  book  or  books,  &c.,  should  be  deposited  in  the  clerk's  office  of 
the  District  Court  of  the  district  wherein  the  author  or  proprietor 
resided,  and  it  was  made  the  duty  of  such  clerk  to  record  the  same 
in  a  book  to  be  kept  for  that  purpose,  in  the  form  prescribed  in  §  4 
of  that  act  Such  author  or  proprietor  was  also  required,  within 
three  months  from  the  publication  of  the  book  or  books,  &c.,  to  de- 
liver a  copy  of  the  same  to  the  derk  of  said  district  He  was  also 
required  to  give  information  that  copyright  was  secured  of  the  book, 
by  inserting  in  the  several  copies  of  each  edition  published  the  for- 
mula prescribed  in  §  5  of  that  act,  and  the  provision  was  that  no 
person  not  complying  with  such  requirement  should  be  entitled  to 
the  benefit  of  the  act  Instead  of  delivering  a  copy  of  the  book, 
&a,  to  the  derk  of  the  district,  the  requirement  now  is  that  the  au- 
thor or  proprietor  shall  transmit  such  copy  free  of  postage  within 
one  month  of  the  date  of  publication  to  the  library  of  Congress  for 
the  use  of  said  library.     16  Stat  at  L.  540. 

[After  a  reference  to  the  master^s  report  the  court  proceeds  to 
Bay:—] 

Viewed  in  the  light  of  that  report,  it  is  clear  that  the  complain^- 
ant  is  not  entitled  to  an  account  nor  to  an  injunction.  Nothing  re- 
mains for  consideration  except  the  question  whether  the  complainant 
is  entitled  to  nominal  damages,  as  it  is  very  clear  that  substantial 
damages  cannot  be  allowed  in  a  case  where  it  appears  that  the  mat- 
ters changed  have  not  worked  any  prejudice  to  the  complaining 
party.  Nominal  damages  may  perhaps  be  allowed,  unless  some  one 
or  more  of  the  defences  are  sustained,  which  remains  to  be  con- 
flidered. 

Evidence  to  show  that  the  vendor  of  the  complainant  ever  had 
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a  valid  copy  of  the  Digest  which  it  is  charged  the  respondents 
have  infringed  is  entirely  wanting,  which  is  all  that  need  be  said 
upon  the  subject  Damages  cannot  be  recovered  of  a  party  for 
having  used  the  matters  published  in  a  book  which  was  never 
copyrighted,  nor  can  a  suit  be  maintained  against  a  party  for  in- 
fringement in  a  case  where  there  is  no  evidence  of  copyright  intro- 
duced by  the  complainant 

Sufficient  evidence  was  introduced  by  the  complainant  to  show 
that  a  printed  copy  of  the  title-page  was  deposited  in  the  clerk's 
office  of  the  District  Court  of  the  district  wherein  the  author 
or  proprietor  of  the  sev^eral  volumes  of  reports  mentioned  in  the 
bill  of  complaint  resided ;  but  th^re  is  no  evidence  in  the  case  that 
such  deposit  was  made  before  publication,  as  required  by  §  4  of  the 
Copyright  Act  4  Stat,  at  L.  437.  Proof  was  also  introduced  suf- 
cient  to  show  that  the  author  or  proprietor  did  deliver  or  cause  to 
be  delivered  a  copy  of  the  said  several  volimies  to  the  clerk  of  the 
said  District  Court ;  but  there  is  no  evidence  that  the  same  were,  in 
any  case,  so  delivered  within  three  months  from  the  publication  of 
the  book,  nor  are  there  any  facts  or  circumstances  from  which  the 
court  can  supply,  by  inference,  the  want  of  direct  evidence  upon 
the  subject,  as  there  is  no  evidence  whatever  when  publication  was 
made.  Persons  claiming  that  they  own  the  copyright  of  a  book,  in 
a  suit  for  infringement,  must  prove  their  ownership  by  competent 
evidence,  else  their  suit  cannot  be  maintained,  as  the  burden  is 
upon  the  complainant  to  prove  his  title  to  copyright,  as  well  as  to 
prove  infringement  Power  is  vested  in  Congress  to  secure  to  au- 
thors and  inventors,  for  limited  times,  the  exclusive  right  to  their 
respective  writings  and  discoveries ;  and  Congress  having  exercised 
that  power,  authors,  as  well  as  inventors,  must  comply  with  the  con- 
ditions which  Congress  has  seen.fit  to  annex  to  the  enjoyment  of  such 
exclusive  right  Deposit  of  a  printed  copy  of  the  title  of  the  book 
must  be  made,  before  publication,  in  the  clerk's  office  of  the  Dis- 
trict Court  of  the  district  wherein  the  author  or  proprietor  shall 
reside,  and  he,  the  author  or  proprietor,  must  deliver  a  copy  of  the 
book  to  the  clerk  of  said  District  Court  within  three  months  from 
the  publication  of  the  same,  eke  he  is  not  entitled  to  the  benefit 
of  the  act  Such  are  the  abstract  requirements  of  the  act  of  Con- 
gress ;  nor  is  it  competent  for  the  Circuit  Court  to  disregard  the 
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lequirementb     Wheatan  et  ai.  y,  Peters  et  cU.,  8  Pet.  653 ;  JReade  v. 
Conquest,  9  C.  B.  (n.  s.)  755. 

3.  Suppose  it  were  otherwise,  still  tb'e  court  is  of  the  opinion 
that  the  complainant  is  not  entitled  to  recover  even  nominal  dam- 
ages, as,  by  the  statute  law  of  the  State,  the  judges  of  the  court 
respectively  were  the  authors  of  their  opinions.  Beporters  of  the 
decisions  of  the  Superior  Court  were  appointed  by  the  Governor 
with  the  advice  of  the  council ;  but  the  second  section  of  the  same 
statute  provides  that  each  justice  of  said  court  shall  prepare  for  the 
press,  and^  furnish  to  the  reporter,  concise  reports  of  the  cases  in 
which  the  judgment  or  opinion  of  the  court,  in  matters  of  law  pend* 
ing  at  the  law  terms,  was  pronounced  by  him,  within  six  months 
after  the  same  is  pronounced.  Sev..  Stats.  405.  §  5  of  the  same 
statute  enacts  that  said  reporter  shall  edit  said  reports  as  early  as 
practicable,  provide  for  the  sale  thereof  by  disposing  of  the  copy- 
right, or  otherwise,  as  he  may  deem  expedient,  and  the  direction  is 
that  he  shall  pay  into  the  State  treasury  the  net  proceeds,  after 
deducting  the  leasonable  and  necessaiy  expenses  of  publishing  and 
selling.  Of  course,  the  judges  respectively  prepare  the  opinions, 
and  the  proof  is  equally  full  and  decisive  that  they  also  prepared 
the  head-notes  to  each  of  the  cases  reported  in  the  several  volumes 
of  reports  in  question.  Even  grant  that  the  copyright  is  not  de- 
fective, still  it  cannot  secure  to  the  complainant  what  he  does  not 
own,  nor  could  their  vendors  convey  to  them  what  they  never 
owned.  Nemo  dot  quod  nan  kabet  Persons,  therefore,  who  buy 
from  one  not  the  owner,  acquire  no  property  whatever  in  the  thing 
purchased,  as  no  one,  in  such  a  case,,  can  convey  any  better  title  than 
he  owns ;  unless  the  sale  is  made  in  market  overt  or  under  circum- 
stances which  show  that  the  seller  lawfully  represented  the  owner. 
Foxlei/s  Case,  5  Coke,  109  a,  2  Black.  Com.  449 ;  2  Kent,  Com. 
(11th  ed.)  224 ;  MarA  v.  Keating,  2  Clark  &  F.  260 ;  Benjamin  on 
Sales,  4 ;  1  Pars.  Com.  (5th  ed.)  520 ;  MitcMl  v.  ffawley,  16  WalL 
550.  None  of  the  reporters  were  the  authors  of  the  opinions  nor 
of  the  head-notes,  and  of  course  they  had  no  copyright  in  the 
same,  and  it  follows  that,  inasmuch  as  they  had  no  such  copyright 
in  the  opinions  or  head-notes,  they  could  not  convey  any  title  to 
the  grantor  of  the  complainant^  and  that  the  latter  acquired  nothing 
in  that  r^ard  by  virtue  of  the  several  conveyances  under  which  he 
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claims.  Having  come  to  this  conclusion,  it  is  not  necessary  to  de- 
cide whether  the  pioofs  introduced  by  the  complainant  show  an 
infringement  or  not,  as  it  is  quite  plain  that  the  bill  of  complaint 
must  be  dismissed. 

Bill  of  ^complaint  dismissed,  with  costs. 
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James  McGlinchy,  in  Error,  v.  The  United  Stated 

BEFORE  CLIFFORD  AND  TSOX,  JJ. 

Where  goods  were  withdrawn  from  a  United  States  bonded  warehouse,  to  avoid  the  fMj- 
ment  of  the  internal  revenue  tax  thereon,  exported  from  a  domestic  port,  carried  beyond 
the  jnrisdiction  of  the  United  States,  and  then  brought  back  into  a  domestic  port,  they 
are  imported  goods,  although  not  actually  landed  in  any  foreign  port  or  place. 

Applications  for  leave  to  amend  are  generally  addressed  to  the  discretion  of  the  court,  and 
the  ruling  thereon  is  not  generally  the  subject  of  exception  or  a  writ  of  error. 

Documents  from  the  custom-house  to  prove  the  withdrawal  of  goods  from  a  bonded  ware- 
house, and  their  exportation  in  a  certain  vessel,  are  primA  fade  sufficient  to  sustain  an 
allegation  in  the  declaration  that  such  things  were  done  with  the  goods. 

Some  of  the  goods  removed  fhMn  the  bonded  warehouse,  and  then  brought  back,  were 
seized  by  the  United  States  as  goods  unlawfully  imported  in  a  certain  ship  or  vessel 
without  having  a  manifest  on  board.  B^ld^  the  record  of  that  proceeding,  when  offered 
in  evidence,  was  not  an  estoppel  to  the-rigfat  of  the  plaintiffs  to  recover  in  this  caae. 

A  State  statute  of  limitations  cannot  have  the  effect  to  bar  a  right  of  action  on  the  part  of 
the  United  States  secured  to  it  by  act  of  Congress. 

After  suit  brought,  the  time  fixed  by  the  Statute  of  Limitetions  for  an  action  to  be  brought 
in,  expired,  and  certain  amendments  were  made  to  the  writ  after  the  time  limited  in  the 
statute.  Beldf  that  this  did  not  bar  the  right  of  action  by  the  plaihtiffs,  where  no  new 
cause  of  action  was  introduced  by  the  amendments. 

This  was  an  action  of  debt  by  the  United  States,  to  lecover  pen- 
alties and  duties  for  certain  goods  unlawfully  imported  into  the 
United  States,  and  bought  by  the  defendant,  knowing  that  the  same 
were  so  imported.  The  case  was  tried  in  the  District  Court,  and  a 
verdict  rendered  for  the  plaintiffs.    Exceptions  were  taken,  and  a 
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Tmt  of  error  was  sued  out,  and  the  cause  removed  to  this  court. 
The  court  has  stated  all  other  necessary  facts  in  the  opinion. 

Natlum  WMy  United  States  District  Attorney,  for  the  United 
States. 

W,  L,  Pntnam,  for  the  defendant 

Clifford,  J.  Persons  who  receive,  conceal,  or  buy  goods,  wares, 
or  merchandise,  knowing  the  same  to  have  been  illegally  imported, 
if  the  goods  are  liable  to  seizure  by  virtue  of  any  act  in  relation  to  the 
revenue,  shall,  on  conviction  thereof,  forfeit  and  pay  a  sum  double 
the  amount  or  value  of  the  goods  so  received,  concealed,  or  purchased. 
3  Stat  at  L.  781.  Distilled  spirits  were,  by  §  14  of  the  act  March 
2, 1867,  made  subject  to  a  tax  of  $2  upon  every  proof  gallon,  to  be 
paid  by  the  distiller,  owner,  or  any  person  having  possession  thereof, 
and  the  same  section  makes  the  tax  a  lien  upon  the  spirits  distilled, 
and  upon  the  stills,  &c.,  and  on  the  lot  or  tract  of  land  whereon  the 
distillery  ia  situated.  14  Id  480.  Goods  once  exported;  of  the 
growth,  product,  or  manufacture  of  the  United  States,  upon  which 
no  internal  revenue  tax  has  been  assessed  or  paid,  are  made  sub- 
ject to  a  duty  equal  to  the  tax  imposed  by  the  internal  revenue 
laws  upon  such  articles,  whenever  the  same  are  reimported 
into  the  United  States.  14  Id.  330,  §  12.  Warehouses  are  pro- 
vided by  law  for  the  safe-keeping  of  distilled  spirits,  and  the 
provision  is  that  such  distilled  spirits  may  be  stored  in  such  ware- 
houses, without  the  payment  of  the  internal  revenue  tax,  upon  the 
terms  and  conditions  specified  in  the  act  of  Congress.  14  Id.  155. 
Provision  is  also  made  that  such  goods  so  stored  may,  in  certain 
cases,  be  withdrawn  for  exportation  without  the  payment  of  any 
such  internal  revenue  tax ;  but  it  is  expressly  enacted  that  if  the 
goods  are  subsequently  reimported,  they  shall  pay  a  duty  equal  to 
the  tax  imposed  by  the  internal  revenue  laws.  14  Id.  330.  Pur- 
suant to  the  provision  authorizing  distilled  liquors  to  be  ware- 
housed, ninety-eight  barrels  of  such  spirits,  of  the  product  and 
nmnufacture  of  the  United  States,  and  subject  to  the  said  internal 
revenue  tax,  were  deposited  in  a  bonded  warehouse  vidthout  having 
paid  the  internal  revenue  tax ;  and  the  charge  is,  that  the  spirits  so 
deposited  were  subsequently  withdrawn  for  exportation  without  the 
payment  of  the  internal  revenue  tax,  and  that  the  barrels  containing 
the  spirits  were  laden  on  board  the  schooner  Adele,  at  Boston,  in 
the  district  of  Massachusetts^  and  that  the  same  were  duly  exported 
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from  that  port  for  St.  Pierre,  Aliquelon,  which  is  a  foreign  port  or 
place,  and  that  the  schooner,  with  the  spirits  on  board,  regulailj 
cleared  from  the  port  of  Boston,  and  sailed  from  said  port,  with  the 
spirits  on  board,  for  the  said  foreign  port  or  place.  Nothing  irreg- 
idar  is  imputed  in  those  proceedings ;  but  the  complaint  is  that  the 
said  spirits  were  afterwards  clandestinely  imported  into  the  port 
of  Portland,  without  having  paid  or  secured  the  payment  of  the 
internal  revenue  tax  to  which  the  same  were  subject,  with  intent 
to  defraud  the  revenue  of  the  United  States,  inasmuch  as  thej 
were  secretly  and  clandestinely  landed  in  the  night-time,  without 
the  permission  of  any  authorized  officer  of  the  customs,  whereby 
the  said  spirits  became  liable  to  seizure  by  virtue  of  the  laws  in 
relation  to  the  revenue ;  and  the  charge  against  the  defendant  is, 
that  he  did  receive,  conceal,  and  buy  the  said  spirits,  then  and 
there  well  knowing  that  the  same  had  then  and  there  been  dan* 
destinely  and  illegally  imported  as  aforesaid,  with  the  design  to 
defraud  the  revenue,  without  paying  or  securing  the  payment  of  the 
internal  revenue  tax  to  which  the  spirits  were  subject  Service 
was  made,  and  the  defendant  appeared  and  pleaded  that  he  did  not 
owe  the  plaintiffs  in  manner  and  form  as  they  had  alleged  in  their 
writ  and  declaration.  Issue  was  joined  upon  that  plea,  and  the  de- 
fendant also  filed  three  special  defences:  1.  That  the  action  is 
barred  by  the  Statute  of  Limitations  of  the  United  States.  2. 
That  the  action  is  barred  by  the  Statute  of  Limitations  of  the 
State.  3.  That  the  plaintiffs  are  estopped  from  maintaining  the 
action  by  the  record  and  judgment  in  the  case  of  the  United  States 
V.  ^1  Barrels  of  Whiskey,  previously  tried  in  the  District  Court, 
which  goods  were  part  of  those  seized  in  this  case  as  hereinafter 
referred  to. 

Subsequently  the  parties  went  to  trial,  and  the  verdict  and 
judgment  were  for  the  plaintifis.  Exceptions  were  taken  by  the 
defendant,  and  he  sued  out  a  writ  of  error  and  removed  the 
cause  into  this  court  for  revision.  Testimony  was  introduced  by 
the  plaintiffs,  showing  that  one  Stanwood  and  De  Long,  who 
pretended  to  own  one  hundred  barrels  of  whiskey  of  domestic 
manufacture,  and  which  were  then  in  a  bonded  warehouse,  agreed 
together  to  withdraw  the  same  from  the  warehouse  for  exportation, 
and  to  reland  the  same  within  the  United  States,  without  pajdng 
the  internal  revenue  tax ;  and  that  they,  in  pursuance  of  that 
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agreement,  withdrew  from  the  bonded  warehouse  ninety-eight  bar- 
rels of  the  whiskej  so  deposited  there,  without  the  payment  of  the 
said  tax  or  duty,  and  that  those  identical  barrels^  with  their  con- 
tents, were  laden  on  board  the  schooner  Adele,  bound  from  Boston 
to  St.  Pierre,  Miquelon,  being  a  foreign  port  or  place  near  the  island 
of  Newfoundland,  and  that  the  said  schooner  cleared  from  that 
port,  and  actually  sailed  from  the  port  of  Boston  on  that  voyage, 
with  the  said  barrels  of  whiskey  on  board.  None  of  these  allega- 
tions are  much  controverted,  and  the  further  chaxge  is,  that  the 
schooner,  instead  of  going  to  the  port  of  St.  Pierre,  came  to  Long 
Island,  in  Casco  Bay,  and  that  she  there  discharged  the  barrels  con- 
taining the  whiskey,  in  the  night-time,  without  any  permit,  leaving 
part  of  the  barrels  there,  and  the  residue  on  Portland  Pier. 

Evidence  was  also  introduced  by  theplaintifiPs  that  Stanwood  sold 
and  delivered  twenty-three  barrels  of  the  whiskey  to  the  defendant^ 
and  that  the  defendant  paid  the  seller  for  the  same,  weU  knowing  the 
whole  transaction,  as  more  fully  set  forth  in  the  declaration  and 
the  bill  of  exceptions.  Satisfactory  proof  was  also  introduced  by 
the  plaintiffs,  that  the  defendant  subsequently  purchased  of  the 
same  party  twenty-seven  barrels  more  of  the  said  whiskey,  and 
that  when  he  purchased  and  received  the  same  he  well  knew  that 
the  barrels  of  whiskey  so  purchased  were  part  and  parcel  of  the 
said  quantity  illegally  landed  as  aforesaid  in  the  night-time,  without 
permit  Seasonable  objection  was  taken  by  the  defendant  to  the 
introduction  of  the  evidence  of  the  landing  of  the  barrels  of  whis- 
key, on  the  ground  that  the  whiskey  was  not  shown  to  have  been 
in  any  foreign  port  or  place,  and  that  such  landing  was  not  an  im- 
portation within  the  meaning  of  the  acts  of  Congress;  but  the 
6ourt  overruled  the  objection,  and  the  defendant  excepted,  which  is 
the  first  error  assigned  by  the  present  plaintiff. 

Objection  was  also  taken  by  the  defendant  to  the  admissibility  of 
the  evidence,  because  the  declaration,  at  that  stage  of  the  trial,  con- 
tained only  one  count ;  but  leave  was  asked  by  the  plaintiffs,  and  was 
granted  by  the  court,  to  add  the  two  additional  counts  shown  in  the 
bill  of  exceptions,  and  the  defendant  excepted  to  the  ruling  of  the 
court  allowing  those  amendments,  which  is  the  second  error  assigned 
by  the  defendant  Certified  copies  of  the  withdrawal  and  exportation 
entry,  with  all  the  certificates  on  the  same,  were  also  offered  in  ev- 
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idence  by  the  plaintiffs,  to  the  admission  of  which  the  defendant 
also  objected,  because  no  roles  nor  legalations  relative  to  the  with* 
diawal  of  merchandise  for  exportation  from  bonded  warehouses 
had  been  proved  or  read  in  evidence,  and  because  it  had  not  been 
proved  that  the  whiskey  had  been  lawfully  deposited  in  a  bonded 
warehouse,  or  even  been  in  a  condition  to  be  withdrawn  for  expor- 
tation; but  the  court  overruled  the  exception  and  admitted  the 
evidence,  and  the  defendant  excepted,  which  is  the  third  error  he, 
as  plaintiff  in  error,  assigned  in  this  case.  Duly  authenticated 
copies  of  the  manifest  of  the  owner,  and  of  the  outward  foreign 
manifest,  were  also  offered  in  evidence  by  the  plaintiffs,  to  the  ad- 
mission of  which  the  defendant  objected ;  but  the  court  overruled 
the  objection  and  admitted  the  evidence,  and  the  defendant  ex- 
cepted, which  is  the  fourth  error  assigned. 

Part  of  the  whiskey  delivered  in  Portland  was  afterwards  seized 
on  due  process  under  the  laws  of  the  United  States;  and  was  con- 
demned and  forfeited ;  and  the  defendant  offered  the  record  of  that 
proceeding  in  evidence,  and  contended  that  the  record  estopped  the 
plaintiffs  from  maintaining  the  action  as  set  out  in  his  brief  state- 
ment, but  the  court  ruled  otherwise,  and  instructed  the  jury  that  the 
said  record  is  of  no  effect  as  an  estoppel  in  the  suit,  to  which  in- 
struction the  defendant  then  and  there  excepted,  which  is  the  fifth 
error  assigned.  Widely  different  views  were  entertained  by  the  de- 
fendant from  those  assumed  by  the  plaintiffs,  and  he  insisted  that, 
inasmuch  as  the  evidence  did  not  show  that  the  barrels  of  whiskey 
had  ever  been  transported  to,  nor  unladen  in,  a  foreign  port  or 
place,  the  facts  proved  did  not  show  that  the  same  had  been  il- 
legally imported  into  the  United  States,  even  admitting  that  the 
whole  theory  of  fact  assumed  by  the  plaintifib  is  otherwise  correct^ 
and  he  accordingly  requested  the  court  to  instruct  the  jury  that 
there  is  no  evidence  that  the  whiskey  was  illegally  imported  into 
the  United  States,  within  the  meaning  of  the  act  of  Congress  upon 
that  subject  3  Id.  782.  He  also  requested  the  court  to  instruct 
the  jury  that  it  is  incumbent  upon  the  plaintiffs  to  show  that  a 
proper  exportation  bond  was  given,  and  that  a  regular  permit  was 
obtained,  before  it  can  be  held  that  merchandise  is  exported ;  and 
that^  the  plaintiffs  not  having  proved  that  any  such  bond  or  permit 
was  given  or  obtained,  the  action,  in  this  case,  cannot  be  maintained ; 
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but  the  court  denied  both  requests,  and  instructed  the  juiy  that  the 
documents  from  the  custom-house,  and  the  parol  evidence  intro- 
duced, if  believed,  made  out  a  primd  facie  case  that  the  whiskey  had 
been  in  a  bonded  warehouse,  and  that  it  was  withdrawn  for  exporta- 
tion without  further  proof  that  an  exportation  bond  and  a  permit 
were  given  or  obtained;  and  that,  if  so  withdrawn  and  transported 
from  the  port  of  Boston  in  the  District  of  Massachusetts,  under  a 
regular  clearance  for  St  Pierre,  and  the  same  was  conveyed  in  the 
schooner  directly  to  Portland,  upon  the  high  seas,  out  of  the  jurisdic- 
tion of  the  United  States,  such  distilled  spirits,  on  being  brought  back 
into  Portland,  and  there  landed,  became  liable  to  a  duty  equal  to  the 
internal  revenue  tax  unpaid  upon  the  spirits,  and,  being  so  liable  to 
duty  were  illegally  imported,  if  the  duty  was  unpaid ;  and  that  the  de- 
fendant is  liable  for  the  double  value  of  the  whiskey,  if  he  received, 
concealed,  or  bought  the  same,  knowing  it  to  have  been  illegally 
imported  and  liable  to  seizure,  as  charged  in  the  declaration.  Due 
exception  was  taken  by  the  defendant  both  to  the  refusal  of  the 
court  to  instruct  the  jury  as  requested,  and  to  the  instructions  given, 
and  those  exceptions  constitute  the  sixth  error  assigned  in  the  rec- 
ord. Evidently  the  first  and  sixth  errors  assigned  present  substan- 
tially the  same  question,  which  is,  whether  such  goods  exported  from 
a  domestic  port,  even  if  subsequently  brought  back  and  landed  in 
the  United  States  can  be  regarded  for  any  purpose  as  imported 
goods,  unless  it  appears  that,  subsequently  to  their  exportation,  they 
were  actually  landed  in  some  foreign  port  or  place. 

Cases  may  arise  in  which  the  theory  assumed  by  the  defend- 
ant would  perhaps  be  correct,  as  where  the  vessel  containing  the 
exported  goods  was  obliged  to  put  back  for  repairs  in  consequence 
of  the  unseaworthiness  of  the  vessel,  or  where  she  was  compelled  to 
return  by  the  death  or  dangerous  sickness  of  the  officers  or  seamen, 
or  by  war  or  blockade;  but  where  the  goods,  as  in  this  case,  were 
withdrawn  from  the  bonded  warehouse  to  avoid  the  payment  of  the 
revenue  tax  to  which  the  same  were  subject,  and  were  exported  with 
the  intent  to  transport  the  same  back  to  a  domestic  port  as  the 
means  of  defrauding  the  revenue,  such  a  theory  cannot  be  adopt- 
ed, especially  if  it  appears,  as  assumed  in  the  instruction  given  to 
the  jury,  that  the  goods  were  actually  exported,  under  documents 
regular  in  form,  out  of  the  jurisdiction  of  the  United  States,  before 
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the  vessel  put  about,  and  before  the  goods  were  brought  back  and 
landed  in  the  domestic  port  Such  a  rule  cannot  be  sanctioned,  as  it 
would  afford  absolute  protection  to  the  worst  sort  of  smuggling,  and 
would  open  the  door  to  innumerable  frauds.  Fraud  is  directly  im- 
puted in  the  declaration  and  the  evidence  introduced  by  the  plain- 
tiffs warranted  the  jury  in  finding  that  the  charge  of  fraud  was  fully 
proved ;  and  in  that  view  of  the  facts  the  court  is  of  the  opinion 
that  the  first  and  sixth  errors  assigned  must  be  overruled.  5  Stat, 
at  L  752,  §  9.  Application  for  leave  to  amend  is  in  general  ad- 
dressed to  the  discretion  of  the  court,  and  consequently  the  ruling 
of  the  court  is  not  subject  to  exceptions  or  to  a  writ  of  error,  and  the 
court  is  of  the  opinion  that  the  ruling  in  that  respect,  in  this  case, 
falls  within  the  general  rule,  which  disposes  of  the  second  error  as- 
signed. Exception  was  also  taken  to  the  admissibility  of  the  docu- 
ments from  the  custom-house  to  prove  the  withdrawal  of  the  goods 
from  the  bonded  warehouse,  and  their  exportation  in  the  "  Adele," 
as  alleged  in  the  declaration ;  but  it  is  so  manifest  that  the  evidence 
offered  was  primd  facie  sufficient  to  support  the  allegations  of  the 
declaration,  that  it  does  not  seem  necessary  to  enter  into  much  dis- 
cussion upon  the  subject  Transportation  bonds  are  required  for 
the  benefit  of  the  government,  nor  can  the  defendant  be  heard  to 
deny  that  the  goods  were  regularly  exported,  even  in  a  case  where 
none  such  was  given,  if  no  other  error  is  shown  in  the  proceeding. 
BdcJierral  v.  Linn,  24  How.  517.  Such  a  bond  ought  to  be  required 
in  such  a  case ;  but  if  it  was  omitted,  it  would  not  justify  the  shipper 
in  violating  other  provisions  of  the  revenue  laws.  Authenticated 
copies  of  the  manifest  of  the  owner,  and  of  the  outward  foreign 
manifest,  were  also  admitted  in  evidence ;  and  the  court  is  of  the 
opinion  that  those  documents  were  properly  admitted,  which  is  all 
that  need  be  said  in  respect  to  the  fourth  error  assigned. 

Part  of  the  whiskey  was  seized  and  condemned,  under  the  laws  of 
the  United  States,  as  goods  unlawfully  imported  on  a  certain  ship  or 
vessel,  without  having  a  manifest  on  board,  and  the  bill  of  excep- 
tions shows  that  the  defendant  offered  the  record  of  that  proceeding  in 
evidence,  as  an  estoppel  to  the  right  of  the  plaintiff  to  recover  in 
this  case;  but  the  District  Court  instructed  the  jury  that  the  record 
was  of  no  effect  as  an  estoppel  Attempt  is  scarcely  made  to 
question  the  correctness  of  that  ruling,  and  it  is  so  obviously  free 
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from  error  that  it  will  be  sufficient  to  say  that  the  fifth  error 
assigned  must  also  be  overruled.  Much  discussion  of  the  ques- 
tion of  limitation  is  unnecessary,  as  it  does  not  appear  to  be  con- 
troverted that  the  original  action  was  commenced  in  season  to 
avoid  the  bar,  even  if  the  court  should  sustain  the  construction 
of  the  Acts  of  Congress  in  that  regard,  which  is  assumed  by  the 
defendant.  Nothing  need  be  said  in  reply  to  the  defence  that  the 
action  is  barred  by  the  State  statute,  as  it  is  too  clear  .for  argument 
that  a  State  statute  cannot  have  the  effect  to  bar  a  right  of  action 
secured  to  the  United  States  by  an  Act  of  Congress.  Suppose  the 
original  action  was  commenced  in  season  to  avoid  the  bar,  still  it 
is  insisted  by  the  defendant  that  the  bar  took  effect  before  the  new 
counts  were  filed,  and  he  insists  that  those  new  counts  introduce 
new  causes  of  action,  which,  having  been  barred  at  the  time  the 
counts  were  filed,  cannot  be  regarded  as  any  part  of  the  record. 
Even  if  that  rule  be  conceded,  it  would  not  benefit  the  defendant, 
as  the  court  is  clearly  of  the  opinion  that  the  counts  filed  under 
the  leave  to  amend  do  not  introduce  new  causes  of  action,  and 
consequently  that  the  rule  assumed  by  the  defendant,  even  if  it  be 
correct,  which  is  not  admitted,  will  not  entitle  the  defendant  to  a 
new  trial.  Both  of  the  new  counts  were  such  as  the  court,  in  its 
discretion,  might  allow  to  be  filed  as  amendments,  and,  being  such, 
the  ruling  of  the  court,  in  allowing  the  same,  is  not  the  subject  of 
error.  Three  years  next  after  the  penalty  or  forfeiture  was  incurred 
is  the  limitation  originally  prescribed  by  the  Act  of  Congress, 
1  Stat  at  L.  696,  §  89.  By  the  act  of  March  26, 1804,  it  is  pro- 
vided  that  any  person  or  persons  guilty  of  any  crime  arising  under 
the  revenue  laws  of  the  United  States,  or  incurring  any  fine  or 
forfeiture  by  breaches  of  said  laws,  may  be  prosecuted,  tried,  and 
punished,  provided  the  indictment  or  information  be  found  at  any 
time  within  five  years  after  committing  the  offence,  or  incurring 
the  fine  or  forfeiture,  any  law  or  provision  to  the  contrary  notwith- 
standing. 2  Stat,  at  L.  200,  §  3.  Beyond  all  doubt  the  effect  of 
that  provision  was  to  repeal  the  prior  limitation,  and  to  extend  the 
right  of  prosecuting  the  offender  to  five  years.  Exactly  the  same 
limitation  is  fixed  by  the  act  of  Feb.  28, 1839,  provided  that  the 
person  of  the  offender,  or  the  property  liable  for  the  penalty  or 
forfeiture,  shall,  within  the  same  period,  be  found  within  the  United 
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States,  80  that  process  may  be  instituted  and  served.  5  Stat  at  L. 
322,  §  4  All  these  several  limitations,  except  that  prescribed  by 
the  act  of  Feb.  28, 1839,  are  expressly  repealed  by  §  14  of  the  act 
of  March  3, 1863 ;  and  it  is  clear  that  the  repealing  act  does  not 
enact  any  substitute  provision  in  their  place.  12  Stat  at  L.  741, 
§  13.  No  such  proviso  as  that  found  in  the  act  of  1839  is  con- 
tained in  either  of  the  prior  acts,  and  it  may  well  be  that  Congress 
intended  to  repeal  the  prior  limitations  and  leave  the  one  con- 
tained in  the  act  of  1839  in  full  force,  as  the  latter  limitations 
would  afford  a  remedy  if  the  accused  or  the  guilty  property  was 
out  of  the  jurisdiction  of  the  court  during  the  whole  period  of  the 
limitation.  Express  repeal  of  the  act  of  1839  is  not  pretended, 
nor  is  the  implication  in  that  regard  so  strong  as  to  justify  that 
conclusioa  Wood  v.  United  States,  16  Pet.  342 ;  Umted  States  v. 
Walker,  22  How.  311.  Viewed  in  any  light  it  is  clear  that  the 
defence  set  up  in  the  brief  statement  that  the  cause  of  action  is 
barred  by  the  Statute  of  Limitations  of  the  United  States  is  not 
sustained.  United  States  v.  Surreyy  9  Int.  Bev.  Bee.  202.  Success- 
ful denial  of  the  follovnng  propositions  cannot  be  made :  1.  That 
the  spirits  in  question  were  subject  to  an  internal  revenue  tax  2. 
That  the  spirits  were  deposited  in  a  bonded  warehouse  without  the 
payment  of  the  internal  revenue  tax  to  which  they  were  subject 
3.  That  the  spirits  were  withdrawn  from  the  bonded  warehouse  for 
exportation,  and  without  the  payment  of  such  tax.  4  That  the 
spirits  were  exported  from  the  port  of  Boston  for  the  purpose  of 
fraudulently  relanding  the  same  in  the  United  States,  as  the  means 
of  defrauding  the  public  revenue.  5.  That  the  spirits  were  not 
only  exported  &om  the  port  of  Boston,  but  were  actually  trans- 
ported out  of  the  United  States  before  the  schooner,  in  which  the 
casks  containing  the  spirits  were,  actually  put  back  for  the  purpose 
of  relanding  the  same,  as  charged  in  the  declaratioa  Evidence 
tending  to  prove  these  facts  was  certainly  introduced  by  the  United 
States,  and  it  must  be  assumed,  in  considering  the  errors  assigned, 
that  all  these  facts  have  been  found  by  the  jury,  and  if  so,  it  fol- 
lows, in  the  judgment  of  the  court,  that  there  is  no  error  in  the 
record. 
Judgment  afi&rmed.  , 
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The  ftcts  an  the  same,  snd  the  ressons  ghren  in  the  oonclusion,  in  this  case,  are  eqnally 
applicable,  as  in  the  case  immediately  preceding;  and  the  assigned  errois  were  oyenruled 
on  the  same  grounds. 

This  was  an  action  like  the  one  reported  and  described  in  the 
preceding  case.  The  case  was  removed  to  this  court  by  the  same 
processes,  and  the  same  reasons  assigned  for  setting  aside  the  ver- 
dict in  t]^e  District  Court 

Strove  &  Holmes  for  the  plaintiffs  in  error. 

Nathan  Webb,  United  States  District  Attorney,  for  the  United 
States. 

Clifford,  J.  like  the  preceding  case,  the  charge  is  that  the 
spirits  deposited  in  the  bonded  warehouse,  as  alleged  in  the  declara- 
tion, were  subsequently  withdrawn  for  exportation  without  the  pay- 
ment of  the  internal  revenue  tax  to  which  the  same  were  subject ; 
and  that  the  spirits  were  exported  from  the  port  of  Boston  on  board 
the  schooner  Mary  Eliza,  bound  for  St.  Peters,  a  foreign  port  or 
place ;  that  the  said  schooner  actually  sailed  from  that  port,  bound 
on  that  voyage,  with  the  spirits  on  board.  When  she  sailed,  the 
schooner  Henry  also  sailed  from  that  port  and  when  at  sea,  the 
Henry,  in  pursuance  of  the  previous  arrangement  with  the  shipper, 
took  the  spirits  from  on  board  the  schooner  Mary  Eliza  and  they 
were  by  the  Henry  transported  to  the  port  of  Gloucester,  where  the 
spirits  were  transferred  from  tin  cans  to  liquor-barrels,  and  were 
subsequently  forwarded,  partly  to  Portland  and  partly  to  Boston, 
without  the  payment  of  the  internal  revenue  tax  to  which  the 
spirits  were  subject.  Such  tax  remcdning  unpaid,  the  United  States, 
under  the  act  of  March  3,  1823,  instituted  in  the  District  Court 
an  action  of  debt,  to  recover  the  penalty  inflicted  upon  any  per- 
son who  shall  receive,  conceal,  or  buy  any  goods,  wares,  or  mer- 
chandise, knowing  the  same  to  have  been  illegally  imported  into 
the  United  States.    3  Stat  at  Ll  781.    Service  was  made,  and  the 
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defendant  appeared  and  pleaded  the  general  issue,  which  was  joined, 
and  he  also  set  np  two  special  defences. 

1.  That  the  action  is  barred  by  the  statute  of  limitations  of  the 
United  States. 

2.  That'it  is  barred  by  the  statute  of  limitations  of  the  State. 

Evidence  was  introduced  for  both  sides,  and  the  verdict  and  judg- 
ment were  for  the  plaintiffs.  Exceptions  were  taken  by  the  de- 
fendant and  he  sued  out  a  writ  of  error  and  removed  the  cause  into 
this  court  All  of  the  material  questions  involved  in  the  assignment 
of  errors  are  the  same  as  those  presented  in  the  case  just  decided, 
and  they  must  all  be  decided  in  the  same  way.  Suffice  it  to  refer 
to  the  several  acts  of  Congress,  which  support  the  claims  of  the 
plaintiffs,  without  repeating  the  reasons  given  by  the  court  in  the 
other  case  for  the  respective  conclusions.  Provision  is  made  for  tax- 
ing distilled  spirits  by  the  act  of  July  13, 1866,  §.  32,  and  by  the 
act  of  March  2, 1867,  §  14    14  Stat  at  L.  157 ;  14  Id.  480. 

Bonded  warehouses  are  provided  for  by  the  act  of  July  13, 
1866,  §  28 ;  14  Id.  155,  and  the  same  act  provides  for  the  ex- 
portation of  property  deposited  in  such  warehouses.  Sections  40, 41, 
authorizing  distilled  spirits  to  be  deposited  in  warehouses.  Articles 
exported  without  the  payment  of  the  internal  revenue  tax  are,  by 
the  act  of  March  3, 1823,  subjected  to  the  penalty  charged  in  this 
case.    3  Id.  781. 

It  will  be  sufficient  to  say  that  the  reasons  given  for  the  conclu- 
sion in  the  case  just  described  are  equally  applicable  in  this  case, 
and  that  all  the  errors  assigned  are  overruled. 

Judgment  affirmed. 
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Boston. 

In  the  United  States  drcnit  courts,  judges  are  not  now  bound  to  submit  a  case  to  the  juiy, 
merely  because  some  evidence  has  been  introduced  by  the  party  having  the  burden  of 
proof,  unless  the  evidence  be  of  snoh  a  character  that  it  would  warrant  a  jury  in  finding 
a  verdict  in  favor  of  that  party. 

A  preliminary  question  is  left  for  the  judge,  not  whether  there  is  literally  no  evidence  to 
support  the  issue ;  but  whether  there  is  any  upon  which  a  jury  can  properly  proceed  to 
find  a  verdict  for  the  party  introducing  it,  upon  whom  the  burden  of  proof  is  imposed. 

Prima  facie,  a  municipal  corporation  is  not  liable  for  the  trespass  or  wrongful  acts  of  its 
officers ;  but  it  may  become  liable,  under  special  circumstances ;  as  where  the  act,  if  not 
wholly  vltra  virei,  was  expressly  authorized  by  the  governing  body  of  the  corporation, 
or  where  it  was  done  by  the  officers  of  a  corporation  within  the  scope  of  their  duties,  and 
subsequently  ratified  by  the  corporation. 

The  liability  of  a  city  corporation  for  buildings  destroyed  or  pulled  down  to  stay  the  pro- 
gress of  a  fire  is  purely  statutory,  and  never  existed  at  oommon  law. 

Where  property  is  injured  or  destroyed  by  firewards,  to  prevent  the  progress  of  a  fire,  the 
liability  of  the  city  for  such  destroyed  property  being  a  statutory  one,  the  plaintilTs  case 
most  be  brought  strictly  within  the  statute  creating  the  liability,  or  the  corporation  is 
not  responsible. 

Property  destroyed  by  officers  of  a  city  to  stay  the  progress  of  a  conflagration  is  not  private 
property  taken  for  public  use,  under  the  constitution  of  Massachusetts. 

Ik  this  State,  firewards,  or  any  three  of  them,  present  at  any 
place  in  immediate  danger  from  a  fire,  and  where  no  firewards  are 
appointed,  the  selectmen  or  mayor  and  aldermen  present,  or  in 
their  absence  two  or  more  of  the  civil  officers  present,  or  in  their 
absence,  two  or  more  of  the  chief  military  officers  of  the  place  pres* 
ent,  may  direct  any  house  or  building  to  be  pulled  down  or  demol- 
ished, when  they  judge  the  same  to  be  necessary  in  order  to  prevent 
the  spreading  of  the  fira  Mass.  Gen.  Stat  c.  24,  §  4,  p.  177. 
Whenever  it  is  adjudged  at  any  fire  by  any  three  or  more  of  the 
engineers  present,  of  whom  the  chief  engineer,  if  present,  shall  be 
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one,  to  be  necessary,  in  order  to  prevent  the  further  spreading  of 
the  fire,  to  pull  down,  or  otherwise  demolish  any  building,  the  same 
may  be  done  by  their  joint  order.  Ords^  of  City,  §  11,  p.  237. 
Damages  were  claimed  by  the  plaintiff  as  assignee  in  bankruptcy 
of  the  estate  of  Armstrong  &  Co.,  for  the  destruction  of  the  stock 
of  merchandise,  fixtures,  machinery,  and  tools  of  the  bankrupt,  sit- 
uated in  a  certain  described  building  in  said  city,  by  the  authorities 
of  the  city  during  the  time  of  what  is  known  as  the  great  fire  of 
November,  1872.  Compensation  for  the  alleged  injury  having  been 
refused,  the  plaintiff,  as  such  assignee,  instituted  this  action  of  tort, 
to  recover  for  the  value  of  the  property  destroyed,  the  writ  contain- 
ing six  counts.  Four  of  the  counts  were  founded  upon  the  statute 
of  the  State,  which  provided  that  certain  public  officers  may,  under 
certain  conditions,  direct  any  house  or  building  to  be  pulled  down 
or  demolished,  when  they  judge  the  same  to  be  necessary  in  order 
to  prevent  the  spreading  of  the  fire. 

The  first  count  alleged  that  the  order  to  demolish  the  property 
was  given  by  the  mayor  and  aldermen. 

The  second  count  alleged  that  the  order  was  given  by  three  fiie- 
wards  of  the  city. 

The  third  count,  that  it  was  given  by  two  of  the  civil  officers  of 
the  city. 

The  fourth  count,  that  it  was  given  by  two  of  the  chief  military 
officers  of  the  place. 

Unlike  those  which  preceded  it,  the  fifth  count  claimed  to  recover 
upon  the  ground  that  the  property  was  taken  for  public  use  without 
just  compensation. 

Cities  and  towns  are  by  the  statute  of  the  State  made  liable, 
in  certain  cases  and  under  certain  conditions,  to  persons  whose 
property  is  injured  or  destroyed  by  persons  engaged  in  a  riot,  and 
the  sixth  count  of  the  writ  was  founded  upon  §  8  of  that  statute. 
Gen.  Static.  164,  p.  816. 

Service  was  made,  and  the  corporation  defendant  appeared  in  the 
District  Court,  where  the  suit  was  brought,  and  pleaded  the  general 
issue,  denying  every  allegation  of  the  several  counts  of  the  declara- 
tion. Subsequently  the  case  came  to  trial,  and  the  court,  at  the 
close  of  the  plaintiff's  case,  instructed  the  jury  that  the  evidence 
introduced  by  the  plaintiff  was  not  sufficient  to  warrant  the  jury  in 
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finding  a  verdict  in  his  favor,  and  directed  a  verdict  for  the  defend- 
ant, to  which  instruction  the  plaintiff  excepted.  Judgment  was 
accordingly  rendered  for  the  defendant,  and  the  plaintiff  sued  out  a 
writ  of  error,  and  removed  the  cause  into  this  court 

S,  £.  Allen  and  G,  W,  Morse,  for  the  plaintiff. 

The  plaintiff  claims  that  there  was  evidence  for  the  jury  upon  aU 
the  counts  in  his  declaration,  which  embrace  three  grounds  of 
action  for  the  same  cause  of  action. 

First   Under  Mass.  Gen.  Stat  c.  24,  §§  4,  5,  6. 

Second.  Under  the  constitutional  provision  providing  for  the 
taking  of  private  property  for  public  purposes.  See  Const  of 
Mass.  part  1,  art.  X. ;  Const  of  U.  S.  art.  V.,  amendments. 

Third.   Under  Mass.  Gen.  Stat  a  164,  §  8. 

It  appears  by  Mass.  Gen.  Stat  c.  24,  §§  1-8,  that  the  election  of 
firewards  seems  to  be  left  to  the  discretion  of  each  city  or  town. 
The  firewards  seem  intended  to  be  a  tribunal  entirely  distinct  from 
the  engineers,  but  having  jurisdiction  over  them.  A  body  of  men 
of  the  very  highest  qualifications  and  best  judgment  is  contem- 
plated, as  they  can  assume  entire  control  at  a  fire. 

The  highest  power  is  conferred  upon  them  by  §  4,  viz. :  to  pull 
down  or  demolish  any  house  or  building  when  they  judge  the  same 
to  be  necessary  to  prevent  the  spread  of  fire. 

But  the  same  section  provides  that  where  no  firewards  are  ap- 
pointed, certain  other  officers  shall  have  the  same  power. 

By  §§  26  and  41  the  like  power  is  conferred  upon  the  engin- 
eers. 

There  seems  to  be  no  provision  in  the  statutes  as  to  how  many 
of  the  engineers  shall  act  It  is  left  to  the  whole  board,  and  there 
are  thirteen  besides  the  chief    See  City  Ord.  on  Fire,  §  1. 

If  the  legislature  has  left  the  power  in  the  hands  of  the  whole 
board,  it  is  questionable  whether  the  city  government  can  pass  a 
valid  ordinance,  placing  the  power  in  the  hands  of  a  small  portion 
of  the  members^  as  has  been  attempted  by  §  11,  City  Ord.  on 
Fire. 

But  however  that  may  be,  the  engineers  are  not  firewards,  al- 
though their  powers,  to  a  certain  degree,  are  co-extensive. 

When  we  examine  the  whole  of  Mass.  Gen.  Stat  a  24,  together 
with  its  history,  it  is  perfectly  evident  that  the  legislature  meant 
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just  what  its  language  imports  in  §  4 ;  that  ''  where  no  firewaids 
are  appointed,  the  major  and  aldermen  present,  or  in  their  abeence, 
two  or  more  of  the  civil  ofGlcers  present,"  &c.,  shall  have  jarisdio- 
tion. 

Sections  4,  5, 24,  26,  and  41,  c  24,  were  passed  at  different  times. 
See  Bev.  Stats,  c  18,  §  6 ;  Acts  of  1839,  c.  138,  §  4 ;  Acts  of 
1844,  c.  152,  §  9.  The  statutes  conferring  power  upon  the  engi- 
neers were  passed  subsequently  to  that  constituting  the  firewaids, 
and  the  several  acts  were  re-enacted  and  collected  into  this  one 
chapter  in  1860.       • 

If  the  legislature  had  intended  to  confer  the  power  to  demolish 
buildings  upon  the  mayor  and  aldermen  only,  in  the  event  of  there 
being  no  firewards  or  engineers,  such  would  have  been  the  language ; 
for  the  subject  has  three  times  been  before  the  legislature,  as  will 
be  seen. 

If  such  was  the  intention  of  the  legislature,  it  would  seem  that 
the  alternate  provision  was  idle,  as  it  appears  plainly  enough  under 
the  law  that  a  city  without  firewards  or  engineers  is  an  impossi- 
bility, and  if  it  is  not  a  city,  there  are  no  mayor  and  aldermen. 

And  furthermore,  if  such  had  been  the  intent  of  the  legislature, 
it  would  have  expressly  provided  how  many  engineers  should  have 
jurisdiction.  If  any  number  less  than  the  whole  board  can  make 
such  an  order,  why  may  not  one  of  them  do  so  ?  The  word  three, 
qualifying  the  power  of  the  firewards,  does  not  refer  to  engineers. 

It  will  be  observed  that  the  presiding  judge  ruled,  at  the  begin- 
ning of  the  trial,  that,  to  render  the  city  liable,  the  order  to  demol- 
ish must  have  been  given  by  three  engineers,  to  which  ruling  the 
plaintiff  excepted. 

That  ruling,  of  course,  ended  the  trial  upon  the  first,  third,  and 
fourth  counts  of  the  declaration,  but  all  question  of  pleadings  being 
waived,  the  plaintiff  proceeded  as  if  the  second  count  were  amended, 
alleging  the  order  to  have  been  given  by  three  engineers,  as  well  as 
upon  the  fifth  and  sixth  counts. 

This  ruling,  at  the  outset  of  the  trial,  and  the  exception  to  it, 
saves  every  question  raised  by  the  first,  third,  and  fourth  counts. 

There  is  no  doubt,  however,  from  the  evidence  which  strayed 
into  the  case  (incompetent,  of  course,  under  the  above  ruling),  that 
two  civil  officers  gave  the  orders,  and  as  policemen  of  the  city  are 
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Buch  officers,  the  order  was  carried  out  under  the  supervision  of  two 
civil  officers.  FiAefr  v.  Boston,  104  Mass.  87 ;  Buttrick  v.  Lowdly  1 
AUen,  172. 

But  the  plaintiff  claims  that  there  was  sufficient  evidence  to  go 
to  the  jury,  that  the  order  was  given  by  three  engineers,  or  by  their 
authority,  sufficient,  under  the  circumstances,  to  render  the  city 
liable  under  the  statute. 

It  has  been  held  that  the  three  firewards  must  all  be  present  at 
the  particular  building  to  be  dest^yed,  and  by  unanimous  consent 
condemn  it  to  destruction ;  but  a  law  which  is  so  inflexible  that  it 
cannot  be  adapted  to  particular  circumstances,  is  only  an  instru- 
ment of  oppression. 

Where  there  is  a  small  fire,  so  that  three  of  the  engineers  can 
deliberate  upon  the  expediency  of  demolishing  a  particular  build- 
ing, and  leave  others  to  see  to  the  general  safety,  then  a  stricter 
construction  of  the  statute  is  called  for ;  but  when  a  whole  city  is 
on  fire,  and  nearly  all  the  fire  apparatus  of  the  principal  cities  of  the 
Commonwealth  is  on  hand,  requiring  superintendence  from  the 
engineers,  and  human  life  is  in  danger  at  a  himdred  points,  to  be 
relieved  only  by  their  efforts,  with  the  murderers  and  pilferers  who 
hang  about  such  scenes  to  subdue,  and  whole  streets  upon  different 
sides  of  the  fire  require  demolition  to  save  the  remainder  of  the 
city,  it  would  be  almost  criminal  for  the  engineers  to  divide  up  into 
triumvirates,  and,  as  a  judicial  tribunal,  grimly  consider  the  evi- 
dence, and  doom  each  particular  building  to  destruction,  with  the 
scene  of  death  and  desolation  going  on  about  them.  It  would  be 
impossible  that  such  a  course  could  be  carried  out ;  for,  first,  if  the 
number  of  engineers  had  been  multiplied  tenfold,  there  would  not 
have  been  enough  to  have  done  this  and  superintended  at  the  dif- 
ferent points  of  the  fire ;  second,  it  would  be  impossible  to  keep  a 
record  of  the  buildings  so  passed  upon  at  such  a  time ;  third,  when 
the  circle  of  the  fire  is  so  large,  all  prominent  points  requiring  the 
constant  presence  of  an  engineer,  three  engineers  could  rarely  be 
got  together  to  decide  what  to  demolish  in  every  emeigency,  and 
it  is  only  in  case  of  the  strictest  emergency  that  they  should 
demolish  any  building. 

The  best  that  could  reasonably  be  done  was  to  designate  a  gen- 
eral or  particular  line  of  buildings  to  be  destroyed,  and  put  the 
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execution  of  it  into  the  best  hands  possible,  which  the  officers 
passing  the  orders  have  power  to  do.  See  Gen.  Stats,  c.  24,  §  6  ; 
City  Ord.  on  Fire,  §  6. 

The  court  will  always  bear  in  mind  in  this  case,  that  this  is  only 
a  question  of  whether  there  was  any  evidence  to  go  to  the  juiy. 
The  sufficiency  of  the  evidence  is  for  the  jury,  and  not  for  the  court 
The  plaintiff  is  entitled  to  every  reasonable  inference  to  be  derived 
from  the  testimony. 

The  plaintiff,  having  a  leasehold  interest  in  the  premises,  is  the 
owner  within  the  meaning  of  the  statute,  and  may  recover  for  such 
interest  in  the  building,  as  well  as  for  his  personal  property  de- 
stroyed there.  Mayor  of  New  York  v.  Lord,  17  Wend.  285 ;  SarM 
Case  with  very  exhaustive  opinion,  18  Wend  126 ;  jRatcliffe  v.  £dm, 
1  Cowp.  485  ;  ITyde  v.  Cogan,  2  Doug.  699 ;  WUmot  v.  fforton,  2 
Doug.  702. 

By  reference  to  Masa  Bev.  Stat,  c  18,  §  7,  the  statute  pro- 
vided that  "  eveiy  owner  of  such  house  or  building  shall  be  en- 
titled to  recover  reasonable  compensation  therefor,"  and  so  the 
statute  stood  until  the  commissioners  who  revised  the  statutes  in 
1860,  changed  the  phraseology  to  its  present  form,  viz. :  "  if  the 
ptQling  down  or  demolishing  such  house  or  building,  is  the  means 
of  stopping  the  fire,  .  .  .  the  owner  shall  be  entitled  to  recover  a 
reasonable  compensation." 

This  change  of  phraseology,  and  the  dropping  the  word  "  there- 
for," and  the  words  "such  house  or  building"  after  the  word 
"  owner,"  certainly  makes  the  statute  much  broader,  and  must  have 
been  intended  to  extend  the  remedy  to  all  parties  whose  property 
should  be  destroyed,  and  especially  to  all  owners  of  the  house  or 
building. 

If  the  plaintiff's  property  was  demolished  by  the  order  of  the  city 
government  of  Boston,  to  stay  a  great  public  calamity  which  was 
hanging  over  the  city,  there  can  be  little  doubt  that  it  amounts  to  a 
taking  of  private  property  for  public  use  within  the  meaning  of  the 
constitutional  provisioa  Const  of  Mass.  part  1,  art  X;  Const 
of  U.  S.  art.  v.,  amendments;  Mayor,  &c.  v.  I^n^d,  17  and  18 
Wend,  supra;  American  PrirU  Works  V.  Lawrmce,  1  Zab.  (N.  J.) 
248 ;  Sams  Case,  3  Zab.  605. 

By  7  &  8  Geo.  IV.  c.  31,  A.  D.  1827,  all  the  statutes  in  Eng- 
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land  relative  to  remedy  against  the  hundred  for  injuries  by  parties 
riotously  and  tumultuously  assembled  were  consolidated. 

This  statute  provides  that  if  certain  buildings,  &c  (enumerating 
nearly  all  classes),  shall  be  feloniously  demolished,  pulled  down, 
or  destroyed,  wholly  or  in  part,  by  any  persons  riotously  and  tu- 
multuously assembled  together,  the  inhabitants  of  the  hundred,  or 
any  district  in  the  nature  of  a  hundred,  wherever  it  is  situate,  shall 
be  liable  to  yield  full  compensation  to  any  person  damnified  by  the 
offence,  provided  that  the  persons  damnified,  or  such  of  them  as  had 
knowledge  of  the  circumstance,  shall  go  before  some  justice  of  the 
peace  residing  near  and  having  jurisdiction  over  the  offence  com- 
mitted, and  shall  state  upon  oath  the  names  of  the  offenders,  if 
known,  and  become  bound  to  prosecute  the  offenders,  when  they  be- 
come known. 

K  they  disperse  voluntarily,  it  is  for  the  jury  to  consider  whether 
ihey  did  what  they  did  with  intent  to  demolish. 

Clarke  v.  Bwrditt,  2  Stark.  504,  is  a  case  where  a  house  was 
destroyed, — the  house  of  plaintiff.  The  mob  was  returning  firom 
an  election.  The  counsel  representing  the  hundreds  contended  that 
the  injuries  contemplated  by  the  statutes  were  such  as  were  to  be 
effected  by  a  mob  assembled  for  seditious  purposes  only. 

lord  Chief  Justice  Abbott  said :  "  The  statute  extended  to  all 
cases  where  the  injury  was  effected  by  a  mob,  whatever  was  its  ob- 
ject It  was  by  no  means  uncommon,  where  the  legislature  had  a 
pcuticular  object  in  view,  in  making  a  particular  statute,  to  extend 
the  particular  enactments  beyond  the  particular  and  immediate  ob- 
jects and  apply  it  to  other  matter  suggested  by  it  In  the  present 
case,  the  section  which  related  to  seditious  practices  was  quite  dis- 
tinct from  the  clause  which  gives  the  present  remedy.'' 

In  Sampson  v.  Chambers,  4  Camp.  221,  a  mob  aroused  by  the  Com 
Bill  assembled  around  the  plaintiff's  house,  supposing  it  to  be  the 
house  of  one  who  had  supported  the  measure,  and  threw  stones  and 
brickbats  against  it  for  a  considerable  time.  The  mob  cried  out, 
"  No  Com  Bill ;"  and  while  the  cry  was  going  on,  the  cry  that  "  The 
Piccadilly  butchers  are  coming,"  was  raised.  The  life  Guards  rode 
up,  and  the  mob  dispersed. 

Lord  EUenborough  held  that  there  was  a  sufficient  "  beginning  to 
demolish "  within  the  meaning  of  the  statute,  and  plaintiff  had  a 
verdict 
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1  Geo.  I,  St  2,  c.  6,  provides  that  if  twelve  or  more  persons  un- 
lawfully^ riotously,  and  tumultuously  assemble,  &c.,  the  balance  o^ 
the  act  being  substantially  the  same  as  7  &  8  Gea  lY,  c.  31. 

The  l^islature^in  passing  this  statute,  having  given  no  definitian 
of  the  term  riot,  within  the  meaning  of  the  enactment,  the  conmion- 
law  definition  must  prevail ;  and  if  there  was  such  riotous  demon- 
stration as  to  terrify  any  subject,  it  is  sufficient  to  sustain  that  part 
of  the  charge  of  riot.  Eegina  v.  Philips,  2  M.  G.  C.  252 ;  Beatson 
V.  Rushforth,  7  Taunt  45. 

Where  insurers  paid  the  amount  of  the  loss  occasioned  by  the 
demolition  of  a  house  by  rioters,  they  might  maintain  an  action  in 
the  name  of  the  assured  against  the  hundred,  under  the  statuta 
Masoih  V.  Sainsbury,  3  Doug.  61. 

But  they  cannot  in  their  own  name.  Zondan  Assurance  Co.  y, 
Samsbury,  3  Doug.  245. 

Reed  v.  InhaiitarUs  of  the  Swndred  of  Oaindmry,  4  DowL  and 
By.  250,  was  imder  the  statute  of  9  Geo.  I,  c.  22,  §  8.  The  only 
evidence  was  that  some  of  the  inhabitants  saw  two  strange  men,  at 
two  o'clock  in  the  morning,  standing  near  the  property.  Soon  after, 
the  property  was  in  flames.  The  court  ruled  there  was  sufficient 
evidence  from  which  the  jury  might  infer  that  the  property  was 
wilfully  set  on  fira  See  also  Lord  King  v.  Chambers,  1  Stark.  195, 
and  4  Camp.  377. 

An  act  of  New  York  (1855),  provides :  —  *'  Whenever  any  build- 
ing or  other  real  or  personal  property  shall  be  destroyed  or  injured, 
in  consequence  of  any  mob  or  riot,  the  city  or  county  in  which  such 
property  Was  situated  shall  be  liable  to  an  action."  A  fire  broke 
out  at  the  time  of  the  draft  riots  in  New  York,  July,  1863.  In  an 
action  under  this  act  it  is  held,  in  JRoss  v.  Mayor  of  New  York,  4 
Bob.  50,  that  circumstantial  evidence  is  admissible  to  show  that  the 
fire  might  have  been  occasioned  by  a  riot  or  mob.  And  evidence 
that  a  group  of  men  were  standing  by  the  hose,  and  some  of  them 
expressed  a  desire  to  cut  the  hose,  should  be  submitted  to  the  jury 
as  tending  to  connect  the  fire  with  a  mob  or  riot  actually  existing, 
in  connection  with  threats  previously  made  by  the  rioters  to  bum 
these  veiy  premises. 

In  Darlington  v.  New  York,  31  K  Y.  164,  and  Davidson  v.  Mayor, 
f&c.  of  New  York,  2  Bob.  230^  the  above  act  was  held  constitutionaL 
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In  Sarka  v.  New  York,  47  Barb.  447,  it  is  held  the  above  act  cov- 
en property  carried  off  by  the  mob,  as  well  as  that  destroyed. 

A  riot  is  defined  to  be,  by  elementary  writers,  **  an  unlawful  act 
of  violence/* 

Since  the  legislature  has  placed  the  execution  of  what  was  once 
a  common-law  right,  belonging  to  any  citizen,  into  the  hands  of  a 
special  tribunal,  that  tribunal  alone  can  lawfuUy  execute  that 
power.  The  act,  if  performed  by  others,  is  an  unlawful  act  of  vio* 
lence. 

For  other  leading  cases  upon  the  subject  of  riots,  see  SUlU  v. 
Benton,  15  N.  H.  172;  State  v.  Sruyw,  18  Me.  346;  State  v.  Straw, 
33  lb.  564 ;  State  v.  Cmally,  3  SicL  (S.  C.)  338,  2  Chit.  Crim. 
L.  274 ;  Brown  v.  Perkins,  1  Allen,  89 ;  Miller  v.  Shaw,  4  Allen, 
500 ;  Oommamoeaith  v.  Campbell,  7  Allen,  542 ;  Tyson  v.  JSooth,  100 
Mass.  261 ;  Lord  Oeorge  Gordon's  Case,  21  How.  St  Tr.  539 ;  Comr- 
monwealth  v.  OHmey,  2  Allen,  152 ;  Seott  v.  State,  1  Morr.  (Iowa) 
142;  WiUiams  y.  State,  9  Uo.  26^. 

There  is  certainly  evidence  to  go  to  the  jury  that  Hall,  the  owner, 
made  proper  efforts  to  discover  the  perpetrators  and  to  bring  them 
to  justice.    See  report^  pp.  78,  79,  85-88. 

It  is  quite  probable  that  the  evidence  might  have  operated  veiy 
differently  upon  the  minds  of  the  juiy  than  upon  that  of  the  presid- 
ing judge.  It  will  be  observed  that  he  remarks  in  his  ruling  that 
he  doubts  ''whether  there  is  any  evidence  that  Hall  ever  undertook 
or  made  any  inquiries  to  speak  of  until  this  case  was  brought."  It 
was  a  question  pi  fact,  and  should  have  been  submitted  to  the  jury 
upon  the  evidence. 

J,  P.  Healy  and  H.  W.  Putnam  for  the  defendant. 

The  defendant  is  not  liable  at  common  law  for  the  destruction  of 
the  plaintiff's  property,  whether  real  or  personal,  in  the  manner  al- 
leged in  any  of  the  counts  or  disclosed  by  any  of  the  evidence. 

A  municipal  corporation  is  not  liable  for  the  tortious  acts  of  its 
agents  or  officers  acting  entirely  outside  of  the  scope  of  their  cor- 
porate duties  and  employments,  and  without  any  special  authority 
from  the  governing  body.  DiU  Mun.  Corp.  §  770,  and  cases  cited ; 
Thayer  v.  Boston,  19  Pick.  511,  516. 

1.  Neither  the  mayor  and  aldermen,  nor  any  of  the  civil  officers 
of  the  city,  have  any  authority,  either  at  common  law  or  under  the 
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charter  of  the  corporation,  to  destroy  either  buildings  or  personal 
property  of  the  citizens,  as  the  agents  of  the  city. 

2.  The  military  officers  of  the  place,  whether  those  be  United 
States  army  or  State  militia  officers,  are  not  the  agents  of  the  city, 
and  cannot  bind  it  by  their  act&  The  former  derive  all  their  powers 
and  duties  from  the  acts  of  Congress,  which  in  no  way  connect  them 
with  the  States  or  cities  in  or  near  which  they  happen  to  be  quar- 
tered. 

'  The  latter  derive  all  their  powers  and  duties  &om  the  State,  and 
their  powers  and  duties  and  the  manner  of  their  appointment  and 
removal  are  all  provided  for  by  State  statutes,  which  do  not  connect 
them  in  any  way  with  the  municipal  corporations  situated  within 
the  limits  of  the  State.    Mass.  Gren.  St  c.  13. 

3.  Firewards,  engineers,  firemen  and  policemen  are  not  agents  of 
the  city  in  its  corporate  capacity,  and  do  not  derive  their  authority 
from  the  city.  They  are  public  officers  forming  part  of  the  govern- 
ing power  of  the  Commonwealth,  and  vested  by  statute  with  certain 
powers  and  duties  which  they  exerciBe  independently  of  the  city. 
The  defendant  ia  not  responsible  for  any  of  their  tortious  acts. 
ffafard  v.  New  Bedford,  16  Gray,  297 ;  Buttrick  v.  LcyiveU,  1  Allen, 
172 ;  Fisher  v.  Boston,  104  Mass.  87, 94 ;  Wheeler  v.  Cincinnati,  19 
Ohio  St.  19 ;  DilL  Mun.  Corp.  §§  758,  773. 

Moreover,  no  individual  or  municipal  officer  who  demolishes 
houses  in  good  faith  to  prevent  the  spread  of  a  fire  commits  a  tor- 
tious  act  in  so  doing ;  and  therefore,  Ms  acts  not  being  such  as  to 
render  himself  personally  liable  for  a  tort,  they  cannot  subject  his 
principal  (assuming  the  city  to  be  such)  to  any  liability.  2  DilL 
Mun.  Corp.  (2d  ed.),  §  756,  and  cases  cited. 

As  all  the  testimony  shows  the  acts  of  the  above-named  individ- 
uals and  officers  to  have  been  done  in  good  faith,  there  was  no  tort 
conmiitted  by  them. 

4  Municipal  corporations  are  not  liable  in  damages  at  common 
law  for  property  of  individuals  destroyed  by  riotous,  or  tumultu- 
ous assemblies.  Dill.  Mun.  Corp.  §  760,  and  cases  cited ;  Bawd- 
son  V.  Mayor,  &c.  of  New  York,  2  Rob.  230 ;  Burlington  v.  SaTne, 
31' K  Y.  164;  Western  College  v.  Cleveland,  12  Ohio  St.  375; 
Prather  v.  Lexington,  13  B.  Mon.  559 ;  Ward  v.  Louisville,  16  lb. 
184 
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There  is  no  evidence  to  support  a  verdict  for  the  plaintiff  under 
the  statutes  of  the  Commonwealth,  the  liability  of  the  defendant  in 
any  event  being  purely  the  creature  of  statute. 

Under  the  first  five  counts  of  the  declaration  the  plaintiff  relies 
upon  Gen.'  Stat&  c.  24,  §§  4,  5,  which  are  as  follows :  — 

*'  Sect  4  The  firewards,  or  any  three  of  them  present  at  a  place 
in  immediate  danger  from  a  fire,  and  where  no  firewards  are  ap- 
pointed, the  selectmen  or  mayor  and  aldermen  present,  or  in  their 
absence  two  or  more  of  the  civil  officers  present,  or  in  their  absence 
two  or  more  of  the  chief  military  officers  of  the  place  present,  may 
direct  any  house  or  building  to  be  puUed  down  or  demolished,  when 
^ey  judge  the  same  to  be  necessary  in  order  to  prevent  the  spread- 
ing of  the  fire. 

*'  Sect  5.  If  such  pulling  down  or  demolishing  of  a  house  or 
building  is  the  means  of  stopping  the  fire,  or  if  the  fire  stops  before 
it  comes  to  the  same,  the  owner  shall  be  entitled  to  recover  a  reas- 
onable compensation  from  the  city  or  town ;  but  when  such  build- 
ing is  that  in  which  the  fire  first  broke-out,  the  owner  shall  receive 
no  compensation." 

Acts  of  1850,  c.  262,  §  3  (under  which  act  the  fire  department  of 
the  city  of  Boston,  as  it  existed  in  November,  1872,  was  established 
by  city  ordinance),  is  as  follows :  — 

"  Sect  3.  The  engineers  or  other  officers  of  the  department,  so 
appointed  as  aforesaid,  shall  have  the  same  authority  in  regard  to 
the  prevention  and  extinguishment  of  fires,  and  the  performance  of 
the  other  offices  and  duties  now  incumbent  upon  firewards,  as  are 
now  conferred  upon  firewards  by  the  Revised  Statutes  or  the  special 
acts  relating  to  the  city  of  Boston  now  in  force." 

The  Bev.  Stats,  c.  18,  §§  4,  7,  are  substantially  the  same  as 
Oen.  Stat  c.  24,  §§  4,  5 ;  and  it  appears  by  the  Commissioners'  Re- 
port that  no  change  was  intended,  although  the  phraseology  is 
slightly  different  (Beport  of  the  Commissioners  on  the  Revision 
of  the  Statutes  (1858),  pp.  208,  209.) 

And  there  are  no  special  acts  relating  to  the  city  of  Boston  which 
touch  this  point 

It  is,  therefore,  immaterial  whether  the  powers  of  the  engineers 
are  determined  by  Rev.  Stat  c.  18,  §  4,  or  Gten.  Stat  c.  24,  §  4. 

The  city  ordinance  establishing  the  fire  department  as  it  existed 
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in  Norember,  1872  (Laws  and  Oidinances  of  City  of  Boston,  ed. 
1869,  p.  237),  is  as  follows :  — 

"  Sect.  11.  Whenever  it  is  adjudged  at  any  fire,  by  any  three  or 
moie  of  the  engineers  present,  of  whom  the  chief  engineer,  if  pres- 
ent, shall  be  one,  to  be  necessary  in  order  to  prevent  the  further 
spreading  of  the  fire,  to  pull  down  or  otherwise  demolish  any  build- 
ing, the  same  may  be  done  by  their  joint  order." 

The  New  York  cases,  arising  after  the  fire  of  1837,  turned  upon 
the  wording  of  j;he  New  York  statute,  which  gave  a  remedy  against 
the  city  to  ''  the  owners  of  such  building  and  all  persons  having 
any  estate  or  interest  therein,  for  the  damages  they  have  sustained 
by  the  pulling  down  or  destroying  thereo£"  Mayor  of  New  York 
V.  Lord,  17  Wend.  285 ;  Same  Case,  18  Wend.  126.^ 

3.  The  court  rightly  ruled  (pp.  9,  10),  that  the  orders  for  the 
destruction  of  buildings  must  be  given  by  three  of  the  engineers, 
in  order  to  render  the  city  liable. 

The  statute  above  cited  (Acts  of  1850,  c  262,  §  3)  expressly 
confers  upon  the  engineers  the  powers  of  firewards  in  respect  to 
the  demolition  of  buildings.  The  Gen.  Stat  c.  24,  §§  4,  5,  confer 
certain  judicial  discretion,  and  the  power  to  carry  out  that  discre- 
tion, upon  officers  (firewards)  vested  by  law  with  certain  duties  in 
relation  to  the  extinguishment  of  fires ;  and  the  identity  of  the 
duties  and  functions,  not  of  the  names,  determines  who  shall  exer- 
cise the  powers. 

Similar  cases  are  common  in  the  legislation  of  Massachusetts. 
Thus,  engineers  of  fire  departments  established  by  selectmen  of 
towns  (Gen.  Stat.  c.  24,  §  26),  and  in  fire  districts  (Gen.  Stat  c.  24, 
§  41),  have  all  the  powers  of  firewards ;  the  board  of  aldermen  of 
the  city  of  Boston  have  the  powers  of  highway  surveyors  (City 
Charter,  §  41 ;  Acts  of  1854,  c.  488,  §  41),  and  of  county  commis- 
sioners for  Suffolk  county  (Gen.  Stat  c.  17,  §  33). 

Powers  so  given  are  upheld  by  the  decisions  of  the  Supreme  Ju- 
dicial Court  of  Massachusetts.    Benjamin  v.  Wheeler,  15  Gray,  486, 

^  But  Bee  Bronson  J/g  very  able  disseBting  opinion,  and  the  cases  of  StoM  r. 
Mayor,  j-c.  of  New  York,  20  Wend.  139 ;  26  Vfend.  160 ;  Ru$$eU  y.  New  York,  2  Den. 
461,  approving  of  Bronson,  J.'s,  opinion,  and  holding  that  the  city  is  not  responsible 
for  destruction  of  personal  property  owned  by  a  person  who  is  not  himself  an 
occupant 
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490 ;  Meald  v.  Zang,  98  Mass.  581 ;  Zong  v.  Sargent,  101  Mass. 
117 ;  Fiduyr  v.  Boston,  104  Mass.  94 

The  statute  on  which  the  plaintiff  relies  (Gen.  Stat.  c.  24,  §  4) 
has  been  construed  by  the  Supreme  Judicial  Court  of  Massachu- 
setts to  mean  that  three  firewards  must  determine  upon  the  partic- 
ular building  which  they  shall  adjudge  necessary  to  be  destroyed. 
It  is  the  united  judgment  of  the  oflScers  to  whom  the  power  is  given, 
acting  upon  the  immediate  exigency  which  is  contemplated  by  the 
statute.  It  is  not  sufficient  that  a  general  conclusion  or  judgment 
be  arrived  at,  that  it  is  necessaiy  to  destroy  some  buildings  in  order 
to  put  a  stop  to  the  further  extension  of  a  fire.  Coffin  v.  Nan^ 
tucket,  5  Gush.  269 ;  Buggies  v.  Nantucket,  11  Cush.  433,  436,  437  ; 
Parsons  v.  PettingUl,  11  Allen,  507,  511 ;  Dill.  Mtin.  Corp.  §  757, 
and  cases  cited. 

III.  Under  the  sixth  count,  the  plaintiff  relies  upon  Gen.  Stat. 
a  164,  §  8  (p.  816),  which  is  as  follows:  — 

"Sect.  8.  When  property  of  the  value  of  $50  or  more  is  de- 
stroyed, or  property  is  injured  to  that  amount,  by  any  persons  to 
the  number  of  twelve  or  more,  riotously,  routously,  or  tumultu- 
ously  assembled,  the  city  or  town  within  which  the  property  was 
situated  shall  be  liable  to  indemnify  the  owner  thereof,  to  the 
amount  of  three-fourths  of  the  value  of  the  property  destroyed,  or 
of  the  amount  of  such  injury  thereto,  to  be  recovered  in  an  action 
of  tort :  Provided,  that  the  owner  of  such  property  uses  all  reason- 
able diligence  to  prevent  its  destruction  or  injury,  and  to  procure 
the  conviction  of  the  offenders." 

This  section  is  contained  in  a  chapter  prescribing  penalties  for 
criminal  offences  against  the  public  peace.  The  preceding  section 
(Gen.  Stat  c.  164,  §  7)  makes  it  a  State-prison  offence  (i  «.  a  felony) 
for  "persons  unlawfully  assembled  to  demolish  .  .  .  any  building  " 
.  .  .  Aud  it  is  evidently  intended  that,  for  the  same  crime,  cities 
and  towns  shall  be  liable  in  damages  to  property  holders. 

There  is  no  statutory  definition  of  "  riot,"  "  rout,"  and  "  tumult," 
in  Massachusetts,  and  the  common-law  definitions  of  those  words 
must  be  followed.  The  terms  "  riotous,"  "  rontons,"  and  "  tumultu- 
ous," as  applied  to  an  assembly,  are  in  law  synonymous.  Such  an 
assembly  as  either  of  these  adjectives  would  indicate  becomes  a 
"  riot "  when  its  members  commit  any  overt  acts  of  violence,  such 
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as  the  destruction  of  property.  "  Tumultuous  "  or  "  unlawful  **  as- 
sembly, and  a  "  rout,"  are  the  preliminary  steps  to  a  "  riot,"  and 
contain  all  the  ingredients  of  the  latter  offence,  except  the  actual 
execution  of  the  criminal  enterprise,  Hawk  PL  Gr.  bk.  1,  c  65, 
§§  3, 4,  5 ;  Eosc.  Cr.  Ev.  (8th  ed.),  902 ;  1  Russ.  Cr.  &  M.  266, 
272 ;  2  Whart.  Cr.  Law,  §  2473  et  seq. ;  Begina  v.  Soley,  11  Mod. 
116 ;  S.  C.  2  Salk.  594 

The  gist  of  the  present  case  is  the  overt  act,  i.  e,  criminal  de- 
struction of  property,  for  which  the  city  is  held  liable  to  give  in- 
demnity, and  the  plaintiff  must,  therefore,  prove  a  "riot"  He 
must  show  that  twelve  or  more  persons  took  such  part  in  the  de- 
struction of  his  property  as  to  render  them  each  and  all  guilty  of 
the  crime  of  "  riot." 

The  common-law  definition  of  a  "  riot "  is  as  follows :  — 

"A  tumultuous  disturbance  of  the  peace  by  three  persons  or 
more  assembling  together  of  their  own  authority,  with  an  intent 
mutually  to  assist  one  another  against  any  who  shall  oppose  them 
in  the  execution  of  some  enterprise  of  a  private  nature,  and  after- 
wards actually  executing  the^same  in  a  violent  and  turbulent  man- 
ner, to  the  terror  of  the  people,  whether  the  act  intended  were  of 
itself  lawful  or  unlawful."  Hawk.  PI.  Cr.  bk.  1,  c.  65,  §  1 ;  Sosc. 
Cr.  Ev.  (8th  ed.),  901 ;  1  Euss.  Cr.  &  K  266 ;  2  Whart  Cr.  Law,  §§ 
2473  etseq.;  2  Bish.  Cr.  Law,  §§  1183  et  seq. 

In  the  case  at  bar  the  number  of  persons  must  be  twelve,  in- 
stead of  three,  that  number  being  fixed  by  the  statute  above  cited. 

(The  constitutionaUty  of  a  similar  act  has  been  passed  upon  in 
New  York,  and  sustained,  though  with  a  strong  dissenting  opinion 
by  Ingraham,  J.  Davidson  v.  Mayor  of  New  York,  2  Eob.  230; 
JDarlingUm  v.  Same,  31  K  Y.  164.) 

To  constitute  a  riot,  then,  several  things  must  be  proved :  — 

1.  An  "  unlawful  assembly "  of  twelve  or  more  persons,  i  «.  a 
meeting  imder  circumstances  which  the  law  does  not  allow,  and 
with  a  common  criminal  intent  Eosc.  Cr.  Ev.  906  (8th  ed.) ; 
Hawk.  PL  Cr.  bk.  1  c.  65,  §§  3,  4,  5 ;  Eosc.  Cr.  Ev,  (8th  ed.)  902 ; 
Dotigherty  v.  People,  4t  Scam.  180 ;  Begina  v.  Soley,  11  Mod.  116  > 
S.  C.  2  Salk.  594. 

2.  A  confederation  of  twelve  or  more,  with  promises  of  mutual 
assistance  in  carrying  out  the  common  purpose  with  violence  if 
necessary. 
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3.  Tumult  and  disturbance  of  the  peace  by  twelve  or  more  in 
forming  and  moving  towards  a  performance  of  the  common  purpose. 

4.  The  actual  commission  of  the  act  by  twelve  or  more,  with 
circumstances  inspiring  terror. 

5.>  Some  private  quarrel  or  malice  actuating  the  twelve  or  more 
persons  claimed  to  be  rioters. 

In  this  case  none  of  these  propositions  are  proved. 

There  is  no  evidence  whatever  of  any  unlawful  assembly  with 
a  common  purpose,  either  when  they  first  assembled  or  afterwards, 
to  destroy  this  building.  CammontveaUh  v.  Oibney,  2  Allen^  150  ; 
State  V.  Stcdcup,  1  Ired,  30 ;  State  v.  Kemp,  26  Mo.  429  j  Neivby  v. 
Territory,  1  Oreg.  163 ;  Prince  v.  Tfie  StaU,  30  Ga.  27.         » 

There  were  crowds  in  the  streets,  as  there  always  are  at  fires, 
watching,  as  spectators,  the  fire  that  was  raging.  They  did  not 
have  any  other  common  purpose  either  in  assembling  or  after  they 
assembled.  Only  three  or  four  persons  are  shown  to  have  had  any 
common  purpose  to  demolish  this  building.  Others  were  outside, 
looking  on ;  but  there  is  no  evidence  that  they  knew  of  the  in- 
tended demolition  at  all,  or,  if  they  did  know  of  it,  that  they  had 
any  other  thought  than  to  see  the  explosion,  which  they  supposed 
was  being  executed  under  lawful  authority  and  for  the  purpose  of 
stopping  the  spread  of  the  fire. 

There  is  no  evidence  of  a  criminal  intent  or  desire  to  wantonly 
destroy  property. 

Acts  done  band  fide  with  the  intent  to  save  property  by  destroy- 
ing buildings  with  gunpowder,  which  would  in  any  event  be  inev- 
itably destroyed  by  fire,  are  legal  and  justifiable,  and  are  not 
evidence  of  a  criminal  intent.  Mouses  Case^  12  Co.  63 ;  2 
Dill.  Mun.  Corp.  §  766,  and  cases  cited ;  Patterson,  J.,  in  Begina  v. 
Zangford,  Car.  &  M.  602 ;  MaUverer  v.  SpinJce,  1  Dyer,  35  a ;  Chv^ 
emor  v.  Meredith,  4  T.  R  794. 

No  other  motive  than  the  above-mentioned  one  is  shown  in  any 
persons  having  any  thing  whatever  to  do  with  the  blowing  up  of 
this  building.  • 

Persons  standing  around  lookii^  on  do  not  become  aiders  and 
abettors,  or  confederates,  from  the  mere  fact  of  not  resisting  the  acts 
of  others.  Commonwealth  v.  Oriffin,  3  Cush.  623 ;  Common/wealth 
V.  Berry,  6  Gray,  93 ;  Broum  v.  Perkins,  1  AUen,  89,  98 ;  Pmnsylva- 
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nia  V.  Craig,  Adi  190 ;   State  v.  McBride,  19  Mo.  239 ;  StaU  v. 
Calder,  2  McCord,  463 ;  Fauvia  v.  New  Orleans,  20  La.  An.  410. 

There  is  no  evidence  whatever  that  the  building  was  blown  up 
in  a  violent  manner,  and  under  circumstances  of  terror  to  the 
owners  or  occupants. 

Actual  force  must  be  proved.  Bex  v.  Bathurst,  Say.  225 ;  The 
King  v.  Wilson,  8  T.  R  357. 

Also  circumstances  calcidated  to  excite  terror,  in  order  to  prove 
the  necessary  allegation  in  an  indictment  that  the  act  was  done  in 
terrorem  populi.  Bex  v.  Hughes,  4  Car.  &  P.  373 ;  Bex  v.  Cox,  lb. 
538 ;  Commonwealth  v.  Btmnels,  10  Mass.  518 ;  1  Bish.  Cr.  Law, 
§  979,  and  cases  cited. 

More  than  a  mere  civil  trespass  must  be  proved. 

The  court  will  not  submit  a  case  to  the  jury  upon  the  ap- 
pearance of  a  mere  scintilla  of  evidence  in  support  of  plaintiff's 
case.  There  must  be  a  kind  and  amount  of  evidence  which  would 
reasonably  warrant  a  verdict  for  plaintifit  Clifford,  J.,  in  Jfer- 
ehants*  Bank  v.  State  Bank,  10  Wall.  664, 665 ;  Byder  v.  WoTnbwell, 
L.  R.  4  Exch.  39  ;  CHhlin  v.  McMullin,  L.  R  2  P.  C.  335 ;  Jemli  v. 
Parr,  13  C.  B.  916 ;  King  v.  Ass,  Co.,  3  C.  B.  N.  s.  150 ;  Wheelton  v 
Brydges,  8  £1.  &  B.  262,  266. 

Clifford,  J.  Since  the  case  was  entered  here,  the  same  has  been 
fully  argued,  the  error  assigned  being  that  the  District  Court  erred 
in  directing  a  verdict  for  the  defendant.  Instead  of  that,  the 
proposition  is,  that,  inasmuch  as  the  evidence  was  in  its  nature 
legally  admissible,  its  sufficiency  to  prove  the  issue  was  for  the 
jury,  and  it  was  error  in  the  presiding  justice  to  withdraw  it  from 
their  consideration.  Authorities  undoubtedly  may  be  found,  in 
which  it  is  held  that  it  is  necessary  in  all  cases  to  leave  the  ques- 
tion to  the  jury,  if  there  is  any  evidence,  even  a  scintilla,  in  support 
of  the  issue ;  but  it  is  now  well-settled  law  that  the  question  for  the 
judge  in  such  a  case  is  not  whether  there  is  literally  no  evidence 
to  support  the  issue,  but  whether  there  is  none  that  ought  reason* 
ably  to  satisfy  the  jury  that  the  fact  sought  to  be  proved  is  estab- 
lished. Byder  v.  Wonibwell,  Law  Hep.  4  Exch.  39.  Judges  are  no 
longer  required  to  submit  a  case  to  the  juiy  merely  because  some  evi- 
dence has  been  introduced  by  the  party  having  the  burden  of  proof, 
unless  the  evidence  be  of  such  a  character  that  it  would  warrant  a 
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jury  in  finding  a  verdict  in  favor  of  that  party.     Oiblin  v.  McMvllin^ 
L.  R  2  P.  C.  App.  3S5. 

Most  of  the  modem  decisions  are  in  accord  with  the  views  ex- 
pressed in  that  case^  and  they  show  the  rule  to  be  that  there  is,  or 
may  be,  in  every  case,  before  the  question  is  left  to  the  jury,  a 
preliminary  question  for  the  judge,  not  whether  theie  is  literally 
no  evidence  to  support  the  issue,  but  whether  there  is  any  upon 
which  the  jury  can  properly  proceed  to  find  a  verdict  for  the  party 
producing  it,  upon  whom  the  burden  of  proof  is  imposed.  Jewell 
V.  Farr,  13  C.  B.  916 ;  Toome^  v.  Bailroad,  3  C.  B.  N.  S.  150 ; 
Wheaion  v.  Hardisty,  8  EL  &  B.  266;  Schuchardi  v.  AUen,  1 
Wall  369 ;  Merchants  Bank  v.  J^ate  Bank,  10  Wall.  637 ;  /m- 
provemmt  Co.  v.  Mimson,  14  Id.  448 ;  Pleasants  v.  Fant,  22  Id. 
120. 

Under  that  rule  it  is  clear  that  the  ruling  of  the  District 
Court  was  correct,  unless  the  views  of  the  plaintifiT  can  be  sus- 
tained in  regard  to  the  causes  of  action  set  forth  in  the  fifth 
and  sixth  counts  of  the  declaration.  Frimd  facie,  a  municipal 
corporation  is  not  liable  for  the  trespass  or  wrongful  acts  of 
their  officers;  but  it  may  become  liable  under  special  circum- 
stances, as  where  the  act,  if  not  wholly  ultra  vires,  was  expressly 
authorized  by  the  governing  body  of  tihe  corporation,  or  where, 
without  special  authority,  it  was  done  by  its  officers  in  the  scope  of 
their  duties  or  employment,  and  ha§  been  ratified  by  the  corpora- 
tion. Municipal  corporations,  or  certain  officers  thereof,  are  some- 
times appointed,  by  charter  or  statute,  agents  to  judge  of  an 
emergency  and  to  perform  or  direct  the  performance  of  acts  which  a 
private  individual  would  do  at  his  peril  Acts  authorized  to  be  . 
done  to  prevent  the  spreading  of  fire  may  be  put  as  an  example  of 
the  kind.  Officers  of  such  corporations  are  accordingly  sometimes 
authorized  to  pull  down  or  destioy  buildings  to  stay  the  progress  of 
fire,  and  such  corporations  are  in  certain  cases  and  under  certain 
conditions  made  liable  by  statute  for  the  value  of  the  property 
injured  or  destroyed  for  the  purpose ;  but  the  liability  of  the  mu- 
nicipal corporation  in  such  a  case  is  purely  statutory,  and  never 
existed  at  common  law.  Hence,  in  order  to  recover  for  such  a 
claim,  the  case  must  be  clearly  proved,  and  be  fairly  brought  within 
the  statutory  provision.    Consequently  it  is  decided  that,  where 
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the  statute  allows  such  a  recoveiy  only  when  a  building  is  demol- 
ished by  the  order  of  three  fiiewaids,  a  destruction  of  it  by  the 
order  of  one  of  those  ofBicers  will  create  no  liability  against  the 
corporation.  Engineers  in  this  State  have  the  same  authority  in 
regard  to  the  prevention  and  extinguishment  of  fires,  and  the 
performance  of  other  offices  and  duties  in  respect  thereto,  as  fire- 
wards,  and  the  same  rule  applies  in  determining  whether  or  not 
the  corporation  is  liable  for  their  acts.  Gren.  Acts,  1850,  c.  262, 
§  3 ;  Gen.  Stat.  c.  24,  §  41,  p.  181. 

Claims  of  the  kind,  whether  the  property  was  injured  or  destroyed 
by  the  act  of  the  firewards  or  engineers,  must  be  brought  strictly 
within  the  statute  creating  the  liability,  or  the  corporation  will  not 
be  held  responsible.  Statutes  of  the  kind  cannot  be  modified  by  a 
by-law,  as,  for  example,  where  the  statute  allowed  such  an  order  to 
be  given  by  three  firewards,  and  the  by-law  authorized  one  to 
exercise  it  in  urgent  cases,  the  Supreme  Court  of  Massachusetts 
held  that  the  by-law  was  void ;  that  the  injured  party  could  not 
recover. .  Coffin  v.  Na/ntuchet^  5  Cush.  271.  In  order  to  chaige 
the  corporation  in  such  a  case,  the  remedy  being  given  only  by 
statute,  the  case  must  be  brought  clearly  within  the  true  intent  and 
meaning  of  the  provision  creating  the  liability.  Taylor  y.  Plymouth, 
8  Met  465  ;  Hafford  v.  New  Bedford,  16  Gray,  302. 

Houses  or  buildings  situate  at  a  place  in  immediate  danger  from 
a  fire  may,  by  the  order  of  three  firewards,  be  pulled  down  or 
demolished,  when  they  judge  the  same  to  be  necessary  in  order  to 
prevent  the  spreading  of  the  fire.  Property  within  such  a  house 
or  building,  it  may  be  admitted,  is  within  the  scope  and  meaning 
of  the  provision,  and  the  succeeding  section  provides  that  the 
owner  shall  be  entitled  to  recover  a  reasonable,  compensation  from 
the  city  or  town,  if  such  pulling  down  or  demolishing  of  the  house 
or  building  was  the  means  of  stopping  the  fire,  or  if  the  fire  stopped 
before  it  came  to  the  same,  unless  the  house  or  building  pulled 
down  or  demolished  was  the  one  in  which  the  fire  first  broke  out, 
in  which  event  the  provision  is  that  the  owner  shall  receive  no 
compensation.  Gen.  Stat.  c.  24,  §  5,  p.  176.  Cities  and  towns 
are  liable  to  that  extent,  and  under  those  conditions,  and  not  other- 
wise. Unless,  therefore,  the  evidence  offered  by  the  plaintiff  at 
the  trial  brings  his  case  within  those  provisions,  he  cannot  recover 
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in  this  action.  Such  an  action  cannot  be  maintained  unless  it 
appears  that  the  house  or  building  was  pulled  down  or  demolished 
by  the  order  of  three  firewards  or  three  engineers,  or  by  the  joint 
order  of  some  one  of  the  other  classes  of  officers  named  in  §  4 
of  that  act 

Much  discussion  of  that  question  is  unnecessary,  as  it  has  already 
been  decided  by  the  Supreme  Court  of  the  Stata  ''The  plain 
intent  of  the  statute  is  that  no  house  or  building  shall  be  demol- 
ished unless  it  shall  be  judged  necessary  by  three  firewards,  or  by 
the  other  officers  authorized  to  act  in  their  absence,  or  where  no 
firewards  have  been  appoiuted."  Buggies  v.  Nantuckety  11  Cush. 
436.  Nothing  is  left  for  construction,  since  that  decision,  in  dis- 
posing' of  the  cause  of  action  set  forth  in  the  first  four  counts  in 
this  case,  as  the  court  there  say,  ^  It  is  the  united  judgment  of  the 
officers  to  whom  the  power  is  given,  acting  upon  the  immediate 
exigency,  and  determining  the  necessity  which  is  contemplated  by 
the  statuta  Its  language  is  capable  of  no  other  reasonable  inter- 
pretation. It  i3  a  joint  authority  expressly  given  to  the  officers 
designated,  acting  together,  and  cannot  be  exercised  by  a  minority 
or  by  any  one  of  them,"  and  the  court  add,  what  it  is  important  to 
observe,  that  it  is  not  sufficient  that  a  general  conclusion  or  judg* 
ment  was  arrived  at  by  three  firewards,  or  the  other  officers  men* 
tioned,  that  it  was  necessary  to  destroy  some  buildings  in  order  to 
put  a  stop  to  the  further  extension  of  a  fire.  They  must  go  further. 
They  must  determine  upon  the  particular  house  or  building  which 
they  shall  adjudge  necessaiy  to  be  destroyed  for  the  purpose,  as 
this  cannot  be  left  to  the  individual  judgment  of  any  one  of  the 
firewards.  Federal  courts,  in  construing  State  statutes,  follow  the 
decisions  of  the  State,  and  in  general  regard  the  construction  given 
to  the  statute  by  the  State  court  as  binding  asihe  text  LeJfmgioM  , 
V.  Warrm,  2  Black,  603 ;  Loring  v.  Mwrdi,  2  Cliff.  319 ;  McKem 
V.  Dekmey,  5  Cran.  22. 

From  these  rules,  it  is  very  dear  that  the  plaintiff  fiEuled  to 
prove  any  right  to  recover  under  the  first  four  counts  of  the  writ 
Evidence  was  given  upon  the  subject,  as,  for  example,  the  chief 
engineer,  Damrell,  testified  that  at  a  meeting  of  three  or  four  en- 
gineers with  him,  it  was  voted,  if,  in  the  judgment  of  the  chief 
engmeer,  gunpowder  could  be  used  in  any  way  to  stay  the  confla- 
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gratioD,  the  board  were  ready  to  co-operate,  but  he  states  that  it 
was  contrary  to  their  judgment  that  gunpowder  was  used  Two 
engineers,  Green  and  Smith,  were  designated  to  act  with  the  chiet 
engineer,  but  he  testifies  that  he  and  his  associates  did  not  desig- 
nate any  building  to  be  destroyed,  and  that  they  had  not  decided 
at  that  time  to  blow  up  any  building.  Persons  subsequently  met 
in  consultation  at  the  maypr's  office,  but  three  engineers  were  not 
present.  DamreU  was  there,  and  perhaps  Green,  but  no  others  of 
that  class  of  officers.  According  to  the  testimony  of  William  L. 
Burt,  he,  said  Burt,  was  assigned  to  the  district  where  this  building 
was  situated,  by  the  mayor  and  chief  engineer,  with  authority  to 
use  gunpowder  at  his  discretion,  and  it  appears  that  Burt  blew  up 
the  building  with  the  concurrence  of  Green,  but  no  other  engineer 
ever  assented  to  the  act.  All  that  is  proved  is  that  one  engineer 
gave  the  order,  which  is  clearly  insufficient  to  support  the  action, 
the  rule  being  that  "three  engineers  must  determine  upon  the 
particular  house  or  building  which  they  shall  adjudge  necessary  to 
be  destroyed  for  the  purpose."  In  the  case  at  bar,  the  evidence 
fails  to  show  any  joint  judgment  of  three  firewards  or  engineers  as 
to  the  necessity  of  destroying  the  building  which  contained  the 
property,  the  value  of  which  the  plaintiff  seeks  to  recover  in  this 
action. 

Private  property,  under  the  constitution  of  the  State,  cannot  be 
taken  from  the  owner,  or  be  applied  to  public  uses,  without  his  own 
consent,  or  that  of  the  representative  body  of  the  people,  and  the 
provision  is,  that,  whenever  the  public  exigencies  require  that  the 
property  of  any  individual  should  be  appropriated  to  public  uses, 
he  shaU  receive  a  reasonable  compensation  therefor.  Gen.  Stat 
p.  17.  Viewed  in  any  light,  the  evidence  had  no  tendency  to  show 
that  the  property  destroyed  was  taken  by  the  corporation  for  any 
use,  public  or  private.  Enough  appears  to  show  that  the  property 
was  destroyed,  but  there  is  no  evidence  whatever  that  the  order  for 
its  destruction  was  given  by  any  one  who  had  any  authority  to 
represent  the  corporation  in  that  regard,  which  is  all  that  need  be 
said  upon  the  subject. 

Nor  can  the  suction  be  sustained  under  the  sixth  count,  for  the 
reason  that  the  evidence  introduced  has  no  tendency  whatever  to 
show  that  the  persons  who  destroyed  it  were  engaged  in  a  riot    In- 
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Stead  of  that,  the  tendency  of  the  evidence  is  to  show  that  the  order 
for  the  destruction  of  the  building  was  given  by  William  L  Burt, 
with  the  concurrence  of  one  engineer,  and  it  is  not  charged,  even 
in  aigument,  that  they  were  engaged  in  any  riotous  proceedings. 
Suffice  it  to  say  that  the  charge  of  riot  is  wholly  unsupported  by  the 
evidence,  and  that  there  is  no  evidence  in  the  case,  to  support  the 
sixth  count  of  the  writ,  which  deserves  any  consideration. 
Judgment  of  the  District  Court  affirmed,  with  costs. 


South  Boston  Iron  Company,  Petitioners  for  Eevision,  In  the 
matter  of  Edward  0.  Holmes,  and  John  W.  Blanchard, 
Copartners,  adjudged  Bankrupts.  ^ 

A  resolntion  adopted  by  the  creditors  of  a  bankmpt,  accepting  a  certain  per  cent  for  his 
indebtedoesa  to  them,  is  a  qaestion  which  is  subject  to  review  under  the  revisory  power 
of  the  Circuit  Court,  of  cases  in  bankruptcy. 

Law  and  fact  may  be  reviewed,  in  this  case,  under  a  petition  m  due  form,  if  seasonably  filed, 
according  to  the  requirements  of  the  Bankrupt  Act;  but  the  petition  must  state  specifi- 
cally the  errors  complained  of  in  the  ruling  or  order  of  the  District  Court. 

Nothing  is  open  for  review  but  the  assignmento  of  error  set  forth  in  the  petition. 

Although  separate  creditors  of  each  partner,  as  well  as  the  creditors  of  the  company,  may 
prove  their  respective  debts  when  the  partnership  is  adjudged  bankrupt,  yet  the  net  pro- 
ceeds of  the  joint  estete  is  to  be  appropriated  to  pay  the  copartnership  creditors,  and  tiio 
proceeds  of  the  separate  estate  of  each  partner  is  to  pay  the  separate  creditors. 

Balances  of  the  separate  estetes  are  to  be  added  to  the  joint  estate,  for  the  payment  of  the 
joint  creditors,  and,  after  the  pa3rment  of  the  partnership  debts,  the  balance,  if  any,  is  to 
be  divided  among  the  several  partners. 

Creditors  of  the  separate  partners  have  no  right  to  participate  in  a  meeting  of  creditors  of 
the  partnership,  notified  and  held  to  determine  whether  an  offer  of  compromise  proposed 
by  the  bankrupt  partnership  shall  or  not  be  accepted. 

Claims  against  the  bankrupt  estate  may  be  proved  by  attorney. 

Each  of  several  bankrupto  received  a  sum  out  of  the  partnership  ftmd;  but  the  (acts  were 
known  to  the  creditors  at  their  meeting,  when  they  accepted  the  debtors*  proposition,  and 
the  resolution  to  accept  the  proposition  ought  not  to  be  set  aside  on  that  state  of  facto. 

Assignmento  of  errors  must  be  explicit 

Procsedings  in  conformity  to  the  conditions  prescribed  in  the 
Bankrupt  Act,  relative  to  a  composition  proposed  by  a  debtor,  and 
accepted  by  the  creditors  as  satisfaction  of  the  debts  due  from  the 
debtor  to  them,  took  place  in  the  court.  Due  notice  was  given, 
and  the  creditors  met  and  voted  to  accept  the  offer  of  composition. 
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forty  per  cent,  as  proposed  by  the  debtors  in  satisfaction  of  the 
debts  due  to  them  from  the  debtors.  They  not  only  agreed  to  ac- 
cept the  offer  proposed  by  the  debtors,  but  they  adopted  a  resolutioii 
accepting  the  same,  and  reported  the  resolution  to  the  court. 

Objections  to  the  resolution  were  filed  by  the  petitioners  as 
one  of  the  creditors,  whereupon  the  court  referred  the  case  to  one 
of  the  registers  of  the  court  for  hearing  and  report.  Hearing  was 
accordingly  had,  and  the  register  reported  that  the  resolution 
adopted  by  the  creditors  ought  to  be  recorded.  Both  parties  were 
again  heard,  and  the  court,  on  the  27th  of  March,  1876,  directed 
that  the  resolution  should  be  recorded.  Dissatisfied  with  that  adju- 
dication, the  opposing  creditor,  on  the  11th  of  April  following,  filed 
this  petition  in  this  court,  under  the  first  clause  of  §  2  of  the  Bank- 
rupt Act,  asking  this  court  to  review  and  reverse  those  proceedings. 
Proper  notice,  it  was  suggested,  was  not  given  of  the  intention  to 
seek  such  a  retiew;  but  the  court  was  of  the  opinion  that  the 
objection  was  not  well  founded,  and  the  motion  to  dismiss  the 
petition  upon  that  ground  was  overruled. 

Objection  was  also  made  that  the  question  involved  was  not  one 
which  was  subject  to  review  in  this  court,  under  the  section  of  the 
Bankrupt  Act  giving  the  Circuit  Court  a  general  superintendence 
and  jurisdiction  of  all  cases  and  questions  arising  in  the  district 
court  when  sitting  as  a  court  of  bankruptcy,  but  the  court  here  was 
of  a  different  opinion,  and  that  objection  was  overruled. 

H,  Avery  and  L,  M,  Child,  for  the  petitioner^. 

Elias  Merwin,  for  the  bankrupts. 

Clifford,  J.  Creditors  of  a  bankrupt  may,  under  the  conditions 
prescribed  in  the  bankrupt  act,  resolve  that  a  composition  proposed 
by  the  debtor  shall  be  accepted  as  satisfaction  of  the  debts  due  to 
them  from  the  debtor.  Such  resolution,  however,  in  order  that  it 
may  be  operative,  must  be  passed  by  a  majority  in  number  and 
three  fourths  in  value  of  the  creditors  of  the  debtor,  assembled  at 
the  meeting  notified  for  the  purpose,  either  in  person  or  by  proxy, 
and  must  be  confirmed  by  the  signatures  thereto  of  the  debtor  and 
two  thirds  in  number  and  one  half  in  value  of  all  the  creditors  of 
the  debtor.  For  the  purpose  of  such  a  composition,  creditors  whose 
debts  amount  to  sums  not  exceeding  $50  shall  be  reckoned  in  the 
majority  in  value,  but  not  in  the  majority  in  number.    Debts  of 
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secured  creditors,  above  the  amount  of  such  security,  are  to  be  es- 
timated in  the  same  way ;  but  the  provision  is  that  creditors  whose 
debts  are  fully  secured  shall  not  participate  in  the  proceediogs 
without  first  relinquishing  such  security  for  the  benefit  of  the  es- 
tata  Unless  prevented  by  sickness,  the  requirement  is  that  the 
debtor  shall  be  present  at  the  meeting,  and  that  he  shall  produce  a 
statement  showing  the  whole  of  his  assets  and  debts,  and  the  names 
and  addresses  of  the  creditors  to  whom  such  debts,  respectively, 
are  due. 

Law  and  fact  may  both  be  reviewed  here  under  a  petition  in  due 
form,  if  seasonably  filed  in  this  court  in  compliance  with  the  require- 
ments of  the  Bankrupt  Act ;  but  such  petition  must  state  specifi- 
cally the  errors  complained  of  in  the  ruling,  order,  or  decree  of  the 
District  Court. 

Errors  specifically  pointed  out  are  open  to  review,  and  no  others. 
Authority  for  that  proposition  is  found  in  the  twenty-fourth  rule 
of  tiie  court,  and,  in  the  opinion  of  the  court,  delivered  long  before 
the  rule  was  adopted.  LUtlefidd  v.  Delaware  &  Hvdson  Canal  Co, 
4  Bank.  Seg.  77.  Apply  that  rule  of  decision  to  the  case  before 
the  court,  and  it  is  clear  that  nothing  is  open  for  review  except  the 
several  assignments  of  error  set  forth  in  the  petition.  Errors  are 
assigned  in  the  petition  as  follows  :  — 

That  each  of  the  bankrupt  partners  has  individual  property 
and  individual  creditors,  and  that  the  resolution  of  compromise 
refers  only  to  the  partnership  property ;  but  the  assignment  fails 
to  point  out  any  error  of  law  or  fact  committed  by  the  creditors  or 
by  the  register  or  by  the  district  court  Separate  creditors  of  each 
partner,  as  well  as  the  creditors  of  the  company,  may  prove  their 
respective  debts,  where  the  partnership  is  adjudged  bankrupt ;  and 
the  act  provides  that  the  net  proceeds  of  the  joint  estate  shall  be 
appropriated  to  pay  the  creditors  of  the  copartnership,  and  that  the 
net  proceeds  of  the  separate  estate  of  each  partner  shall  be  appro- 
priated to  pay  its  separate  creditors.  Balances,  if  any,  of  the  sep- 
arate estates  of  the  respective  partners,  it  is  provided,  shall  be  added 
to  the  joint  stock  for  the  payment  of  the  joint  creditors ;  and  the 
balance  of  the  joint  stock,  if  any,  after  the  payment  of  the  joint 
debts,  shall  be  appropriated  to  and  be  divided  among  the  separate 
estates  of  the  seversl  partners  according  to  their  respective  right 
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and  interest  therein,  as  it  would  have  been  if  the  partnership  had 
been  dissolved  without  any  bankruptcy.  Grant  all  that^  and  stiU 
it  by  no  means  follows  that  the  creditors  of  the  separate  partners 
have  any  right  to  participate  in  the  meeting  of  creditors  notified 
and  held  to  determine  whether  the  offer  of  compromise  proposed 
by  the  bankrupt  partnership  shall  or  shall  not  be  accepted  In- 
stead of  that,  the  act  of  Congress  justifies  the  conclusion  that  the 
creditors  of  the  individual  debtors  have  nothing  to  do  with  that 
consultation.  Suppose  it  were  otherwise,  still  the  better  opinion  is 
that  the  petitioners  in  this  case  would  have  no  right  to  complain, 
as  they  are  partnership  creditors,  and  not  creditors  of  the  individ- 
ual partners.  Nor  is  it  contended  that  the  creditors  of  the  indi- 
vidual partners  have  any  right  to  participate  in  that  meeting ;  but 
the  argument  ia,  that  the  estate  of  one  of  the  individual  debtors  is 
greater  than  what  is  required  to  pay  his  individual  debts,  and  that 
the  balance  of  the  same,  beyond  what  is  required  for  that  purpose, 
should  have  been  added  to  the  joint  assets.  If  that  were  the  fact,  it 
does  not  follow  that  there  was  any  irr^ularity  in  the  meeting  of 
the  creditors  to  consider  the  question  of  compromise,  as  it  did  not 
appear  that  any  such  balance  would  ultimately  be  found,  nor  that 
any  creditor  was  excluded  from  the  meeting  who  had  any  right  to 
be  present. 

That  all  the  claims  proved  at  the  first  meeting,  except  one, 
were  proved  by  an  attorney,  only  three  of  the  creditors  besides  the 
petitioners  being  present  Claims  in  such  cases  may  certainly  be 
proved  by  an  attorney ;  and  if  so,  it  follows  that  the  matters  al- 
leged in  that  assignment  do  not  afford  any  ground  to  reverse  the 
decision  of  the  district  judge. 

That  each  of  the  bankrupts  received  a  large  sum  out  of  the 
partnership  fund,  and  that  the  same  was  concealed  by  them,  and  was 
not  exhibited  by  them  as  a  part  of  the  partnership  assets.  Evidence 
was  introduced  upon  that  subject  which,  it  appears,  was  fully  con- 
sidered by  the  register  and  by  the  district  judge.  Su£Gicient  appears 
to  satisfy  the  court  that  the  facts  were  known  to  the  creditors  at 
their  meeting,  and  that  the  resolution  accepting  the  offer  of  compro- 
mise was  understandingly  passed  with  a  full  knowledge  of  what 
had  been  done  in  that  regard  by  the  partners.  Certain  sums  had 
undoubtedly  been  withdrawn  by  each  partner  from  the  partnership 
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funds ;  but  the  explanations  given  as  to  the  circumstances  repel 
every  presumption  of  fraud^  and  fully  justify  the  action  of  the 
creditors  and  the  ultimate  decision  of  the  District  Court. 

That  the  assets  of  the  partnership  are  much  greater  than 
shown  by  the  bankrupts.  Support  to  that  view  is  attempted  to  be 
derived  by  showing  that  a  balance  would  be  left  from  the  separate 
estate  of  one  of  the  partners  after  the  payment  of  his  individual 
debts ;  but,  in  the  judgment  of  the  court,  the  assignment  of  error  is 
not  sufficiently  explicit  and  comprehensive  to  open  that  question 
to  review  in  this  case. 

Conclusive  proof  of  that  proposition  is  found  in  what  fol- 
lows in  the  same  assignment,  which  shows  that  the  real  complaint 
is  that  the  assets  of  the  partnership  exhibited  are  valued  too  low ; 
that  '^  if  the  same  were  sold  by  an  assignee,  there  would  be  realized 
a  sum  sufficient  to  pay  much  more  than  forty  per  cent  of  the  debts." 
Beyond  all  doubt,  the  petitioners  must  be  confined  to  errors  speci- 
fically pointed  out  in  the  petition.  Properly  construed,  the  com- 
plaint in  the  fourth  assignment  amounts  to  nothing  more  than  that 
the  assets  of  the  partnership,  as  exhibited,  would  sell  for  a  greater 
sum  than  the  estimated  value;  and  the  court  is  clearly  of  the 
opinion  that  the  complaint,  when  so  construed,  is  not  supported  by 
the  evidence. 

Attempt  is  made  in  argument  to  show  that  the  pcu'tnership  debts 
are  not  as  great  as  the  estimate ;  but  no  such  error  is  assigned  in 
the  petition,  which  is  all  that  need  be  said  upon  the  subject 

Fraudulent  concealment  of  assets  is  the  next  charge ;  but  the 
court  is  of  the  opinion  that  the  decision  of  the  district  judge,  to  the 
effect  that  the  charge  is  not  proved,  is  correct. 

That  it  is  not  for  the  best  interests  of  all  concerned  that  the 
riesolution  should  be  recorded.  Enough  appears  to  show  that  the 
majority  of  the  creditors,  and  the  register  and  the  District  Court,  were 
of  a  different  opinion ;  and  the  court  here,  after  a  pretty  full  con- 
sideration of  the  subject,  concurs  without  hesitation  in  the  conclu- 
sion of  the  District  Court. 

Three  other  errors  are  assigned,  but,  inasmuch  as  they  were  not 
pressed  in  argument  and  are  believed  to  be  without  merit,  they 
will  not  be  separately  considered.  Finding  no  error  in  the  record, 
the  petition  for  review  is  denied. 
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Daniel  B.  Stevens  v.  John  S.  Eldridge,  Henbt  N.  Fakwell, 
and  Mask  Healet,  Trustees  of  the  New  York  &  Boston  Rail- 
road Company ;  and  WiLLUM  T.  Hart,  and  Charles  P.  Clark, 
Trustees  of  the  Boston,  Hartford,  &  Erie  Bailroad  Company. 

The  New  York  &  Boston  Railroad  iasaed  bonds,  and  mortgaged  its  franchise  and  equip- 
ment for  the  payment  of  certain  bonds  issued,  to  raise  fUnds  to  complete  the  road,  to 
certain  biistees.  Afterwards  the  New  York  &  Boston  Road  united  with  the  Boston, 
Hartford,  &  Erie  Railroad,  and  the  two  were  known  by  that  title.  New  trustees  were 
appointed  for  the  new  road.  Bill  in  equity  by  certain  of  the  first  bondholders  of  the  New 
York  &  Boston  Road  against  both  sets  of  trustees,  to  recover  the  amount,  with  interest,  of 
the  .first  bonds;  to  depose  the  second  board  of  trustees ;  for  the  appointment  of  a  reeeiyer ; 
and  the  naming,  by  the  court,  of  new  trustees.  Heldf  that  the  relief  claimed  should  have 
been  sought  by  the  trustees  of  the  New  York  &  Boston  Railroad  Company ;  that  the 
complainant  and  others  holding  like  interests,  were  the  proper  parties  to  bring  suit  for 
the  removal  of  the  trustees  of  the  New  York  &  Boston  Road,  for  misoondnct,  and  for  the 
appointment  of  others  in  their  places. 

Bill  in  equity  to  compel  certain  alleged  trustees  of  the  New 
York  &  Boston  Bailroad  to  account  for  and  pay  over  to  the  com- 
plainant certain  money  they  might  have  received  from  said  road ; 
that  they  might  be  removed,  and  others  appointed  in  their  places ; 
and  that  a  receiver  might  be  appointed  to  receive  and  hold  the  al- 
leged trust  property ;  and  that  the  alleged  trustees  of  the  Boston, 
Hartford,  and  Erie  Bailroad  might  be  restrained  from  exercising 
any  further  control  over  the  said  road. 

The  bill  alleged,  in  substance,  that  the  New  York  and  Boston 
Bailroad  was  established  Dec.  30,  1862,  and  made  a  deed  of  trust 
of  all  its  property  and  franchise  from  Brookline,  Massachusetts,  to 
Daysville,  Connecticut,  where  it  crossed  the  Norwich  and  Worces- 
ter Bailroad,  to  Daniel  S.  Whipple,  Hiram  Allen,  and  John  M. 
Wood,  for  the  payment  of  a  series  of  bonds  and  interest  not  ex- 
ceeding 8500,000,  in  order  to  build  the  road,  and  for  paying  pre-, 
existing  debts,  entitling  the  bondholders  to  the  security  derived 
from  the  mortgage. 

That  on  Dec.  30,  1862,  the  trustees  issued  a  large  amount  of 
bonds  as  authorized,  some  of  which  were  issued  to  the  complain- 
ant ;  that  by  the  proceeds  thereof  the  road  was  built,  and  that  the 
same  were  a  lien  on  the  road ;  that  in  1864  the  Boston,  Hartford, 
and  Erie  Bailroad  took  possession  of  the  Boston  and  New  York 


MAT  TERM,  1876.  349 


SteYens  r.  Eldridge  ei  ai. 


road,  and  ran  and  managed  the  two  roads,  which  were  then  united ; 
that  thereupon  Hart,  Oliphant,  and  Clark  were  appointed  trustees 
of  the  Boston,  Hartford,  and  Erie  road,  and  at  the  date  of  the  case 
continued  to  run  and  manage  the  same,  and  received  the  income 
and  earnings,  but  refused  to  pay  the  Boston  and  New  York  bonds, 
although  they  were  a  prior  lien  on  that  road.  That  Eldridge,  Far- 
well,  and  Healey  succeeded  Wood,  Whipple,  and  Allen  as  trustees 
of  the  New  York  and  Boston  road,  but  that  they  had  for  a  long 
time  abandoned  their  trust,  and  suf|jpred  Hart,  Oliphant,  and  Clark 
to  usurp  and  manage  the  united  roads,  and  that  no  interest  was 
paid  and  no  payments  made  on  the  bonds  pf  the  complainant 

The  bill  charged  that  Eldridge,  Farwell,  and  Healey  should  be 
removed  and  a  receiver  appointed. 

The  bill  was  filed  Nov.  6, 1873.  Healey  appeared  Dec.  1,  1873, 
and  filed  an  answer.  Hart  and  Clark  demurred  to  the  bill  Jan.  5, 
1874.  On  Sept.  17,  1874,  an  order  was  passed  that  the  bill  be 
taken  pro  confesso  as  to  FarwelL  Service  was  made  on  Eldridge, 
and  the  cause  was  set  down  for  hearing  on  den^urrer.  Amend- 
ments were  made  to  the  bill,  and  the  decease  of  Oliphant  was 
suggested  Nov.  3, 1875,  and  the  order  that  the  bOl  be  no  further 
prosecuted  as  to  him  was  entered,  and  that  it  be  taken  as  confessed 
as  to  Eldridge  and  FarwelL 

The  hearing  was  upon  the  demurrer  of  Hart  and  Clark. 

B,  F.  Butler  for  the  complainant 

F.  F.  and  F.  H,  Oravea  for  respondent  Healey. 

C.  Allen  and  Zoihrop  Bishop  and  Lincoln  for  respondents  Hart 
and  Clark. 

B,  Olney  for  respondent  Eldridge. 

Upon  the  state  of  facts  above  given  the  court  rendered  the  fol- 
lowing decision  and  made  the  following  orders :  — 

Clifford,  J.    The  determination  of  the  court  is,  — 

That  the  complainant,  under  the  allegations  of  the  bill  of  com- 
plaint, is  not  the  proper  party  to  claim  the  relief  therein  prayed 
for. 

That  the  relief  for  the  matters  charged  should  be  claimed  by  the 
tnistees  of  the  New  York  and  Boston  Sailroad  Company. 

That  if  the  trustees  have  abandoned  their  trust,  the  first  step  of 
the  complainants  and  others  holding  like  interests  is  to  take  proper 
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measures  to  cause  new  trustees  to  be  appointed ;  ov,  if  thej  have 
not  abandoned  their  trust,  but  have  been  guilty  of  the  neglect  and 
misconduct  alleged,  the  proper  remedy  of  the  complainant  and  oth- 
ers having  Uke  interests  is,  to  take  appropriate  measures  to  cause 
them  to  be  removed,  and  their  places  to  be  filled  by  others  who  will 
perform  their  duty  to  the  complaining  bondholders. 

That  the  trustees  of  the  New  York  and  Boston  Bailroad  Com- 
pany, and  not  the  holders  of  the  bonds  issued  by  that  company, 
are  the  proper  parties  complaiQant  to  seek  redress  from  the  Boston, 
Hartford,  and  Erie  Railroad  Company  for  the  grievances  alleged  in 
the  bill  of  complaint. 

That  the  complainant,  suing  for  himself  and  others  having  like 
interests,  is  the  proper  party  to  maintain  the  suit  as  against  the 
trustees  of  the  New  York  and  Boston  Bailroad  Company,  for  the 
removal  of  those  trustees  for  misconduct,  and  for  the  appointment 
of  others,  or  for  the  appointment  of  new  trustees  in  case  it  shall 
appear  that  the  supposed  trustees  shall  have  abandoned  their  trust. 

It  is  accordingly  ordered, — 

That  the  demurrer  to  the  bill  of  complaint  as  to  William  T.  Hart 
and  C.  P.  Clark,  trustees  of  the  Boston,  Hartford,  and  Erie  Railroad 
Company,  is  sustained,  and  that  the  biQ  of  complaint  as  to  those 
respondents  be  and  the  same  hereby  is  dismissed  with  costs  but 
without  prejudice. 

That  the  complainant  has  leave,  if  so  advised,  to  amend  the  bill 
of  complaint  as  to  one  or  all  of  the  other  respondents. 

That  the  time  of  filing  exceptions  to  the  answer  of  Mark  Healey 
is,  in  view  of  the  circumstances,  extended  to  the  first  Monday  in 
July  next,  pursuant  to  equity  rules  Nos.  61  and  63. 
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George  M.  Babnard,  Charles  S.  Bradley,  and  Charles  R 
Chapman,  Assignees  in  Bankruptcy  of  the  Boston,  Hartford, 
&  Erie  Railroad  Company,  v.  The  Norwich  &  Worcester 
Railroad  Company.  W.  T.  Hart,  G.  T.  Oliphant,  and  C.  P. 
Clark,  Trustees. 

The  Boston,  Hartford,  &  Erie  Railroad  ezecated  a  mortgage,  called  the  Berdell  mortgage, 
and  issaed  bonds  for  certain  specific  purposes,  under  which  the  individual  deleudants 
were  trustees,  and  in  possession  of  the  leasehold  interest.  Afterwards  the  Norwich  As 
Worcester  Railroad  Co.  was  leased  to  the  Boston,  Hartford,  &  Erie  Co.  After- 
wards the  Boston,  Hartford,  &  Erie  was  declared  bankrupt  during  the  existence  of 
the  Norwich  &  Worcester  lease.  Bill  in  equity  was  brought  by  the  assignees  in  bank- 
ruptcy of  the  Boston,  Hartford,  &  Erie  Road,  praying  that  the  trustees  under  the  mort- 
gage might  be  decreed  to  pay  to  the  assignees  all  the  profits  and  moneys  received  by 
them,  and  to  deliver  the  leasehold  interest  of  the  said  road;  and  that  the  Norwich  & 
Worcester  Road  should  pay  over  all  moneys  by  it  received  under  the  lease.  ZTeZtf,  the 
prayer  of  the  bill  must  be  denied,  because  the  leasehold  interest  acquired  by  the  lease 
paMed  to  the  trustees  as  after-acquired  property. 

In  equity  the  rule  is,  that  when  parties  intend  to  create  a  lien  upon  property,  not  then  in 
actual  existence,  it  attaches  as  soon  as  the  person  who  grants  the  lien  acquires  the  pos- 
session and  title  of  the  same. 

• 

The  complainants  were  the  assignees  in  bankruptcy  of  the 
Boston,  Hartford,  &  Erie  Railroad  Co.,  and  the  respondents  were 
the  Norwich  &  Worcester  Railroad  Co.,  and  William  T.  Hart  and 
Charles  P.  Clark,  surviving  trustees,  under  the  indenture  known  as 
the  Berdell  mortgage.  The  first-named  railroad  company  was  incor- 
porated on  the  25th  of  June,  1863,  under  a  law  of  the  State  of  Con- 
necticut, and  by  divers  other  laws  of  said  State,  and  of  the  States 
of  Massachusetts,  Rhode  Island,  and  New  York.  The  said  railroad 
company,  on  the  19th  of  March,  1866,  executed  the  indenture 
known  as  the  Berdell  mortgage,  under  which  the  respondents.  Hart 
and  Clark,  as  the  surviving  trustees  created  by  that  indenture, 
were  in  actual  possession  of  the  leasehold  interest  which  was  the 
subject-matter  of  the  controversy.  Twenty  thousand  bonds,  of 
$1,000  each,  were  issued  by  the  said  railroad  company  **  for  the 
purpose  of  paying  the  existing  debts  of  the  company  and  of  com- 
pleting and  equipping  their  road.'*  Interest  at  the  rate  of  seven 
per  cent  per  annum  was  payable  eemi-annuaUy  on  the  first  days  of 
January  and  July  in  each  year,  on  the  presentation  and  delivery 
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of  the  proper  annexed  interest-warrants.  Payment  of  the  principal 
was  deferred  until  Jan.  1,  1900.  To  secure  the  payment  of  princi- 
pal and  interest,  the  railroad  company  executed  an  indenture 
known  as  the  Berdell  mortgage,  under  which  the  two  individual 
respondents  were  the  surviving  trustees.  By  the  terms  of  the  in- 
strument, the  grantors  conveyed  all  the  railways  of  the  corporation, 
commencing  at  the  foot  of  Summer  Street,  Boston,  and  running  to 
Willimantic,  in  the  State  of  Connecticut,  through  Thompson  in  that 
State,  and  commencing  at  Providence  and  running  to  Willimantic. 
and  also  commencing  on  the  northerly  side  of  the  city  of  Boston, 
and  running  through  Woonsocket,  in  the  State  of  Rhode  Island,  to 
Willimantic,  and  thence  through  the  State  of  Connecticut  and  a 
portion  of  the  State  of  New  York,  to  the  western  terminus  of  the 
location  of  the  railway  of  the  company  on  the  east  bank  of  the 
Hudson  Biver,  at  Fishkill ;  also,  running  from  Willimantic  to  New 
Haven ;  "  also,  from  a  point  on  said  railway,  in  said  Thompson,  to 
Southbridge,  in  the  State  of  Massachusetts.  As  said  railways  are 
now,  or  shall  be  located,  constructed,  or  improved  under  or  by  vir- 
tue of  any  powers  now  granted,  or  that  may  hereafter  be  granted  or 
obtained  to  locate,  construct,  or  use  a  railroad  on  any  of  said  indi- 
cated lines,  with  all  the  lands  that  are  included,  or  may  be  included 
in  the  location  of  said  railway,  or  acquired  for  the  uses  of  said  com- 
pany within  the  terminal  points  aforesaid,  but  not  including  the 
lands  at  the  termini  at  Boston  and  at  Fishkill,  which  are  outside 
of  the  location  of  said  railroad,  together  with  all  their  lands,  tracks, 
lines,  rails,  bridges,  ways,  depots,  stations,  water-tanks,  shops,  build- 
ings, piers  and  wharves,  erections,  fences,  walls,  fixtures,  privileges, 
franchises,  rights,  leases,  and  charters ;  also,  all  the  like  estate,  roads, 
railroads,  and  structures,  and  matters  and  things  pertaining  or  be- 
longing thereto,  that  may  be  hereafter  acquired  or  constructed,  or 
belong  to  or  be  controlled  by  the  party  of  the  first  part 

"  Together  with  all  the  toUs,  income,  issues,  and  profits  to  be  had 
from  the  same,  and  all  rights  to  receive  and  recover  the  same,  and 
every  thing  necessary  for  the  complete  use  of  the  road ;  also  all  the 
locomotives,  engines,  tenders,  cars,  carriages,  tools,  shops,  fixtures, 
and  machinery,  and  all  the  coal,  wood,  and  other  fuel  belonging  or 
appertaining  to  said  railroad,  or  that  may  at  any  time  hereafter 
belong  or  appertain  to  the  same,  as  it  may  be  changed  by  use  and 
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new  acquisitions ;  also  all  the  estate,  real,  personal,  and  mixed,  of  any 
of  the  foregoing  descriptions,  or  of  any  other  kind  which  may  be  here- 
after acquired  by  the  party  of  the  first  part,  and  used  or  intended 
to  be  used  in  the  construction  and  operation  of  the  said  railroad" 

An  agreed  statement  of  facts  was  filed,  of  which  tliC  following 
are  the  essential  facts,  so  far  as  the  same  is  related  to  the  opinion 
of  the  court  and  the  view  of  the  case  taken  therein. 

At  all  times  since  the  execution  of  said  lease,  the  railroad  of  the 
Norwich  &  Worcester  Bailroad  Co.  has  been  used,  among  other 
purposes,  for  the  transportation  of  passengers  and  freight  between 
Boston  and  New  York,  by  the  line  of  the  Boston,  Hartford,  &  Erie 
Bailroad  from  Boston  to  Putnam ;  thence  by  the  Norwich  &  Wor- 
cester Bailroad  to  Norwich ;  thencQ  by  that  portion  of  the  New 
London  Northern  Bailroad,  used  imder  said  lease  (or  by  some  other 
track  used  under  said  lease)  to  Long  Island  Sound ;  and  thence  by 
the  line  of  steamboats  referred  to  in  said  lease ;  and  said  line  has 
been  used  as  a  continuous  through  line  from  Boston  to  New  York, 
operated  by  and  under  the  control  of  the  Boston,  Hartford,  &  Erie 
Bailroad  Co.,  or  the  receivers  or  the  trustees  who  have  been  in  pos- 
session of  the  property  of  the  Boston,  Hartford,  &  Erie  Bailroad 
Co. ;  and  the  said  leased  property  also  forms  a  continuous  through 
line  from  New  York  to  Worcester,  and  connecting  points  noTth. 
It  is  also  agreed  that  each  of  the  roads  herein  referred  to  forms  the 
usual  railroad  connections  with  the  roads  of  corporatious  not  owned 
by  the  Boston,  Hartford,  &  Erie  Bailroad  Co.,  or  its  successors  or 
assigns,  which  intersect  or  touch  its  line,  and  among  others  with 
the  Shore  Line  Bailroad,  so  called,  at  New  London,  leading  to  New 
Haven,  and  there  connecting  with  the  New  York  &  New  Haven 
Bailroad,  forming  a  continuous  line  of  rail  to  New  York. 

It  is  agreed  that  on  the  21st  of  October,  1870,  a  petition  was 
filed  in  the  District  Court  of  the  United  States  for  the  District  of 
Massachusetts  by  Seth  Adams,  a  creditor,  praying  that  the  Boston, 
Hartford,  &  Erie  Bailroad  Co.  might  be  adjudged  bankrupt  This 
petition  was  opposed,  and  the  questions  raised  by  it  were  pending 
in  said  court  until  March  2, 1871,  when  said  company  was  adjudi- 
cated a  bankrupt  in  said  district ;  and  at  the  first  meeting  of  the 
creditors  of  said  bankrupt  corporation,  held  March  18,  1871,  the 
plaintiffs  were  appointed  assignees  of  said  bankrupt's  estate,  and 
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they  derive  powers  and  authority  from  the  proceedings  in  said 
cause  in  said  district.  A  petition  in  review  was  brought  in  the  Cir- 
cuit Court  for  said  district,  March  18, 1871 ;  and  the  same,  after  a 
hearing,  was  dismissed,  Sept  7, 1871. 

On  the  20th  day  of  December,  1870,  a  petition  was  filed,  seek- 
ing to  put  said  Boston,  Hartford,  &  Erie  Baiboad  Co.  into  bank- 
ruptcy, in  the  District  of  Connecticut,  by  James  Alden,  a  creditor 
of  said  company ;  and  on  the  31st  day  of  December,  a  like  petition 
was  filed  in  the  District  Court  for  the  Southern  District  of  New 
York  by  the  said  Alden,  and  said  corporation  was  adjudicated 
a  bankrupt  in  said  District  of  Connecticut,  March,  1871 ;  and  in 
said  District  of  New  York  by  a  decree  filed  March  3,  1871,  and 
made,  as  stated  in  the  opinion  of  Judge  Woodruff,  in  9  Blatch.  409. 
In  the  District  of  Connecticut,  the  complainants  were  also  appointed 
assignees ;  and  in  the  District  of  New  York,  the  complainants  were 
chosen  assignees;  but  the  district  judge  refused  to  confirm  the 
election.  Petitions  in  review  were  filed  in  the  Circuit  Court  in 
each  of  said  districts  of  New  York  and  Connecticut,  asking  for  a 
stay  of  the  proceedings  therein,  on  the  grbund  of  the  priority  of  the 
proceedings  in  the  Massachusetts  District ;  and  in  September,  1871, 
a  decree  was  entered  upon  said  petition  in  the  District  of  Connecti- 
cut ;  and  on  the  22d  of  February,  1872,  upon  said  petition,  in  the 
District  of  New  York,  by  the  circuit  judge,  sustaining  the  same, 
and  staying  the  said  proceedings  in  both  of  said  districts ;  for  a 
further  statement  of  which,  reference  may  be  had  to  the  opinions  of 
Judge  Woodruff,  in  9  BlatcL  102,  409. 

Some  time  after  the  bringing  of  the  bill,  Oliphant  deceased. 

C,  S.  Bradley  and  J,  J.  Storrow,  for  the  complainants. 

The  first  question  is,  whether  this  leasehold  interest  is  included 
within  the  description  of  the  property  conveyed  by  that  mortgage. 

The  complainants  submit  that  it  is  not. 

A  well-known  rule  of  law  is,  that  general  language,  following 
clear  words  of  specific  description,  does  not  extend  beyond  items 
gitiadem  generis  with  those  enumerated ;  it  merely  cures  a  defective 
enumeration  of  details  constituting  the  .class  intended  to  be  in- 
cluded in  the  specific  description.  Booke  v.  Kensington,  2  K  &  J.  753 ; 
Jenner  v.  Jenner,  L  E.  1  Eq.  361 ;  Phil.  v.  Phil,  &  Beading  B,  B,, 
58  Penn.  St.  253 ;  Parish  v.  Wheeler,  22  N.  Y.  494. 
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Another  rule  of  ancient  origin,  but  frequently  applied  to  railroads 
in  recent  cases,  is  founded  upon  the  well-known  distinctions  as  to 
grants  of  after  acquired  property.     2  Kent,  468. 

A  conveyance  by  a  railroad  company,  'primp,  fadt^  at  leasts  and  in 
the  absence  of  clear  and  unequivocal  expressions  of  a  contrary  in- 
tention, wiU  only  embrace  such  after-acquired  property  as  will 
come  to  the  corporation  nnder  the  powers  conferred  by  its  existing 
charter,  or  at  most  under  amendments  made  to  enable  it  to  carry 
out  and  perfect  the  scheme  embodied  in  that  charter.  Seymour  v. 
Can,  it  Niagara  R,  B.,  25  Barb.  283,  and  cases  cited ;  Bath  v. 
MiUer,  53  Me.  308. 

So  a  grant  to  a  railroad  corporation  of  a  right  to  use  a  patent,  or 
of  an  exemption  from  taxation,  relates  only  to  the  line  of  road 
within  its  existing  charter,  and  does  not  cover  extensions  acquired 
by  consolidation  or  otherwise  in  pursuance  of  laws  afterwards 
passed  Emigh  v.  C.  B.  &  Q.  B,  B,,  1  Biss.'  400;  TanUiTison  v. 
Branch,  15  WalL  464 

W.  G.  BtisseU  and  B.  B.  Bishop,  for  the  respondents. 

That  after-acquired  property  will  pass,  when  apt  words  are  nsed 
for  its  conveyance,  under  a  railway  mortgage,  is  now  settled  be- 
yond controversy. 

For  a  statement  of  the  principles  of  law  on  which  this  question 
has  been  settled,  to  which  we  may  have  occasion  to  refer  in  deal- 
ing with  the  construction  and  effect  to  be  given  to  the  Berdell 
mortgage,  we  cite  Pennock  v.  Coe,  23  How.  117 ;  Galveston  B,  B.  v. 
Cowdrey,  11  WalL  459 ;  WillinA:  v.  Canal  Co,,  3  Green,  Ch.  377, 402 ; 
Phillips  V.  Winslow,  18  B.  Mon.  431 ;  Stevens  v.  Watson,  4  Abb. 
N.  Y.  Ct  App.  302 ;  ffowe  v.  Freeman,  14  Gray,  577 ;  Pierce,  Eailr. 
L.  530  ;  Morrill  v.  Noyes,  56  Me.  458  ;  and  especially,  as  the  lead- 
ing case,  in  which  the  true  principle  has  been  most  fully  elaborated 
by  C.  J.  Perley,  Pierce  v.  Bmery,  32  K  H.  484. 

To  the  point  that  subsequent  legislative  sanction  renders  valid 
a  railroad  mortgage  of  after-acquired  property,  BToive  v.  Free- 
man, 14  Gray,  577 ;  Shepley  v.  Atlantic  &  St.  Lawrence  B.  B.,  55 
Me.  407. 

The  lease  in  question  is  included  and  conveyed  in  express  terms 
in  the  description  of  after-acquired  property  set  forth  in  the  Ber- 
deU  mortgage 
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The  description  of  the  property  conveyed  first  includes  "  all  and 
singular  the  railways  of  said  Boston,  Hartford,  and  Erie  Bailway 
Company,"  and  proceeds  to  describe  those  railways  as  then  char^ 
tered  and  located  within  certain  defined  termini  and  on  certain 
indicated  lines ;  but  enlaiges  the  grant  beyond  their  then  existing 
location  by  adding  the  words,  "  as  said  railways  are  now  or  shall  be 
located,  constructed,  or  improved,  under  or  by  virtue  of  any  powers 
now  granted,  or  that  may  hereafter  be  granted  or  obtained,  to  lo- 
cate, construct,  or  use  a  railroad  on  any  of  said  indicated  lines ; " 
it  then  conveys  all  the  lands  included  or  which  may  be  included 
in  said  locations  made  or  to  be  made,  and  all  lands  which  may  be 
acquired  within  the  same  terminal  points,  with  one  specific  excep- 
tion, the  purpose  of  which  is  obvious. 

Next  follows  what  was  evidently  intended  to  be  a  specific  enu- 
meration of  all  the  classes  and  descriptions  of  property  which  the 
railroad  corporation  might  be  supposed  to  own  at  the  time,  includ- 
ing and  ending  with  its  "  privileges^  franchises,  rights,  leases,  and 
charters." 

Any  existing  lease  held  by  the  corporation  then  clearly  passed 
under  the  mortgage. 

Then  follows  a  less  specific,  but  not  less  broad  and  comprehen- 
sive, series  of  terms,  evidently  intended  to  take  the  place  of  the 
above  enumeration,  and  to  include  and  apply  it  to  after-acquired 
property  of  the  corporation ;  viz.  "  all  the  like  estate,  roads,  rail- 
roads, and  structures,  and  matters  and  things  pertaining  or  belong- 
ing  thereto,  that  may  be  hereafter  acquired,  or  constructed,  or  belong 
to,  or  be  controlled  by  the  party  of  the  first  part." 

The  word  "  estate  "ds  in  itself,  perhaps,  the  most  broad  and  com- 
prehensive word  which  can  be  used  descriptive  of  property,  the 
subject-matter  of  a  conveyance,  and  beyond  question  includes  a 
lessee's  title.  Boston  v.  Dedham,  4  Met.  178;  Bouv.  Diet  tit. 
Estate. 

In  fact,  the  true  rule  of  construction  of  the  terms  of  grant  of 
the  after-acquired  property  is  to  treat  them  as  a  new  and  repeated 
enumeration  of  the  terms  in  which  the  existing  property  was  de- 
scribed, and  therefore  as  if  the  word  "  leases  "  were  again  specified 

Nor  can  the  word  "  like  "  be  held  to  limit  and  restrict  the  words 
which  follow  it  so  as  to  confine  their  application  to  property  which 
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may  be  acqaired  within  the  terminal  limits  set  forth  in  the  specific 
description  of  the  existing  property. 

This  is  apparent  when  we  consider  its  force  as  applied  to  the  word 
"railroads." 

The  specific  description  already  included  all  roads  which  were  or 
could  be  located  within  those  termini  The  phrase  "  like  railroads  " 
can  therefore  only  have  effect  at  all  by  construing  it  to  mean  other 
railroads^  which  may  be  acquired  or  constructed  outside  the  indi- 
cated lines  and  outside  the  specified  termini 

An  after-acquired  lease  is  also  within  the  plain  and  ordinary 
meaning  of  the  subsequent  terms  of  the  giant,  viz.  **  also  all  the 
estate,  real,  personal,  and  mixed,  of  any  of  the  foregoing  descrip- 
tions, or  of  any  other  kind  which  may  be  hereafter  acquired  by  the 
party  of  the  first  part,  and  used  or  intended  to  be  used  in  the  con- 
atniction  and  operation  of  the  said  railroad." 

Even  if  the  after-acquired  lease  of  the  Norwich  and  Worcester 
Bailroad  was  not  designated  in  advance  by  specific  and  express 
terms  of  description  in  the  mortgage  grant,  it  padsed  under  the 
general  and  broad  signification  which  a  proper  construction  will 
give  to  the  terms  used. 

It  caimot  be  questioned  that  the  words  of  the  grant  were 
intended  (with  the  exception  of  terminal  lands)  to  pass  all  the  ex- 
isting property,  and,  without  exception,  all  the  existing  franchises 
of  the  corporation.  It  is  equally  clear  that  they  were  intended  to 
include  after-acquired  franchises. 

They  conveyed,  in  express  terms,  railways  to  be  "  located,  con- 
structed, or  improved  under  or  by  virtue  of  any  powers  now  granted, 
or  that  may  hereafter  be  granted;"  they  conveyed  "franchises, 
rights,  and  charters  "  and  the  like  "estate, . . .  matters,  and  things  " 
hereafter  acquired.;  and  in  the  later  clause  of  the  grant,  the  right 
to  receive  and  recover  toUs,  which  is  one  of  the  main  franchises  of 
a  railroad,  followed  by  apt  words  to  extend  the  grant  to  like  after^ 
acquired  franchisea 

The  better  considered  opinions  of  the  judicial  tribunals  sustain 
the  title  to  after-acquired  property  under  railway  mortgages  upon 
the  principle  that  an  authorized  conveyance  of  the  franchise  and 
corporate  rights  of  such  a  corporation,  with  its  road  and  other 
property,  vests  in  the  grantee  a  title  to  the  after-acquired  property 
as  an  incident  and  accession  to  the  thing  originally  granted. 
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**  The  right  to  take  and  hold  property  being  one  of  the  franchises 
mortgaged,  the  corporation  would  have  no  power  to  take  or  hold 
property,  except  by  virtue  of  that  franchise,  and  under  the  mort* 
gage  by  which  the  franchise  was  covered/' 

"  If  the  directors  made  such  a  mortgage,  as  incident  to  the  fran- 
chise and  corporate  rights  mortgaged,  subsequently  acquired  prop<» 
erty,  immediately  upon  its  vesting  in  the  corporation,  would,  as  an 
incident  and  by  accession,  become  part  of  the  thing  originally 
mortgaged,  and  of  the  mortgage  security/'  Pieree  v.  Emery,  32 
N.  tt  484,  517. 

^  But  where  the  corporation,  under  competent  authority,  conveys 
by  mortgage  its  road  and  all  its  property,  with  all  its  corporate 
franchises  and  rights,  as  one  entire  thing,  including,  among  its  other 
franchises,  the  right  to  acquire  future  property ;  and,  in  efiTect,  C(m* 
veys  the  corporation  itself,  subsequently  acquired  property  will  pass 
to  the  mortgagee  as  an  incident  and  accession  to  the  subject  of  the 
mortgage.  The  right  to  acquire  the  property  being  one  of  the  fran- 
chises conveyed,  it  is  included  within  the  mortgage ;  and  property 
acquired  afterwards,  by  virtue  of  its  exercise,  is  acquired  and  held 
subject  to  the  conditions  of  the  mortgage."  Pierce,  Am.  R  R  Law, 
530. 

This  principle  has  also  received  the  sanction  of  the  Supreme 
Court  of  Massachusetts  in  Howe  v.  FreemaUy  cited  above,  where  it  is 
said  of  a  vote  authorizing  the  directors  "  to  execute  a  mortgage  of  a 
road  with  all  its  franchises : "  "  The  terms  were  very  sweeping,  and 
indicated  a  purpose  to  execute  a  mortgage  of  the  broadest  char- 
acter." See,  also,  Phillips  v.  Winslow,  ubi  sup. ;  Sevens  v.  Watson, 
ubi  sup. 

It  is,  then,  no  objection  to  the  title  of  the  trustees  under  the 
mortgage,  that,  at  the  date  when  the  mortgage  was  made,  the  fran- 
chise which  would  empower  the  Boston,  Hartford,  and  Erie  Bailroad 
to  hold  or  acquire  the  lease  in  question,  did  not  exist. 

The  corporation  had  the  power  and  capacity  to  acquire  future- 
added  franchises  as  well  as  the  power  to  acquire  non-existing  prop- 
erty which  might  come  into  existence. 

Neither  subject  of  acquisition  can  be  said  to  have  been  definitely 
and  in  specie  a  subject  of  intention  or  contemplation  at  the  time  of 
the  grants  for  neither  existed. 
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But  when  by  legislative  grant  a  new  and  added  franchise  came 
into  existence,  and  was  annexed  to  the  corporation,  the  property 
acquired  and  held  under  it  became,  by  accession,  an  incident  to  the 
franchise,  annexed  to  it  and  to  the  original  franchise  as  an  acces- 
sion, and  became  part  of  the  thing  conveyed  by  the  original  grant, 
which  included,  in  its  express  terms,  future-acquired  franchises,  and 
by  its  general  tenor  the  capacity  and  power  to  acquire  them. 

Under  the  broad  rule  of  construction  adopted  in  the  cases  cited^ 
the  mortgage  was  a  mortgage  of  the  corporation  itself :  it  conveyed 
the  road  and  all  its  franchises  existing,  or  to  be  acquired,  as  one 
entire  thing,  and,  as  an  incident  and  accession,  all  after-acquired 
property  of  ihe  corporation. 

The  legislative  sanction  given  to  the  lease  either  presumed  or 
created  the  franchise  to  hold  it  in  the  corporation ;  and  by  that  act 
it  passed  under  the  mortgage,  if  it  had  not  already  passed  under  it 
at  its  inception.  Act  of  Mass.  1869,  c.  406,  Becord,  p.  167 ;  Act  of 
Conn.  1869,  Becord,  p.  398 ;  ITcnoe  v.  Freeman,  ubi  sup. ;  SJupley  v. 
Atlantic  &  St,  L,  B.  £.,  and  ubi  sup. 

The  Boston,  Hartford,  and  Erie  Bailroad  Co.,  like  all  railroad 
corporations  of  modem  date,  held  its  charter  subject  to  amendment^ 
alteration,  or  repeal  by  legislative  enactment 

The  legislature  saw  fit  to  enlai^e  its  charter  and  its  franchise, 
giving  it  an  added  power,  and  imposing  upon  it  an  added  duty. 

Can  it  be  contended  that  under  a  mortgage  of  its  charter  and  its 
franchise,  which  mortgage  has  itself  become  part  of  the  statute  law, 
the  enlargement  of  the  charter  and  the  franchise  does  not  pass,  but 
becomes  severed  from  the  original  grant  ? 

If  we  adopt  the  theory  as  to  the  passing  of  after-acquired 
property  imder  railway  mortgages,  suggested  by  Mr.  Justice  Brad- 
ley  in  Galveston  B,  B,  v.  Cowdrey,  11  Wall.  459,  481,  viz.,  that  the 
title  passes  by  estoppel,  the  rule  of  construction  to  be  adopted  is 
none  the  less  liberal 

The  plaintiffii  take,  and  can  enforce  no  better  title  than  the  bank- 
rupt corporation  could  itself  claim.    Ex  parte  Dalby,  1  Low.  431. 

And  all  the  considerations  presented  as  to  the  broad  construction 
of  the  language  used  in  determining  the  general  intent  of  the  par* 
ties  apply  most  strongly  against  the  grantor  in  the  deed. 

Clifford,  J.    Assignees  in  bankruptcy,  except  in  cases  of  fraud. 
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take  only  such  rights  and  interests  in  the  property  of  the  bankrupt 
as  he  himself  had,  and  could  have  himself  claimed  and  asserted  at 
the  time  of  his  bankruptcy,  and  they  are  afiTected  with  all  the  equi- 
ties which  would  affect  the  bankrupt  himself  if  he  were  asserting 
those  rights  and  interests.  No  person  can  sell  a  thing  he  does  not 
\  own,  unless  as  the  duly  authorized  agent  of  the  owner.  Nemo  dot 
good  nan  hoibei.  Nor  can  he  convey  in  prcuenii  property  not  in 
existence,  the  rule  being  that  every  such  deed  or  mortgage  is  in- 
operative and  void  Authorities  to  support  these  propositions  are 
not  wanting,  but  the  law  will  permit  the  grant  or  conveyance  to  take 
effect  upon  property  when  it  is  brought  into  existence,  and  comes 
to  belong  to  the  grantor,  in  fulfilment  of  an  express  agreement, 
if  the  agreement  is  founded  on  good  and  valuable  consideration, 
unless  it  infringes  some  rule  of  law,  or  will  prejudice  the  rights 
of  third  persons.  Pennock  v.  Coe,  23  How.  117.  Whenever  the 
{)artie8  by  their  contract  intend  to  create  a  lien  or  charge,  either 
upon  real  or  personal  property,  whether  then  owned  by  the  assignor 
or  contractor  or  not,  or  if  personal  property,  whether  it  is  in  esse  or 
not,  it  attaches  in  equity  as  a  lien  or  charge  upon  the  particular 
property  as  soon  as  the  assignor  or  contractor  acquires  a  title  thereto 
against  the  latter,  and  against  all  persons  asserting  a  claim  to  the 
same  under  him,  either  voluntarily  or  with  notice,  or  in  bankruptcy. 
Mitchd  V.  Window^  2  Stoiy,  644. 

Tested  solely  by  the  words  of  the  instrument  above  referred  to, 
it  might  well  be  contended  that  the  grant  must  be  limited  to  the 
railways  then  chartered  and  located  on  indicated  lines  within  cer- 
tain described  termini,  but  the  terms  of  the  indenture  go  on  imme- 
diately to  enlarge  the  grant  beyond  the  locations  then  existing  by 
adding  the  words  "  as  said  railroads  are  now  or  shall  be  located,  con- 
structed, or  improved  under  or  by  virtue  of  any  powers  now  granted, 
or  that  may  hereafter  be  granted  or  obtained,  to  locate,  construct,  or 
use  a  railroad  on  any  of  said  indicated  lines."  Subsequent  loca- 
tions, if  within  the  indicated  lines,  are  clearly  within  the  express 
words  of  the  grant.  Beasonable  doubt  upon  that  subject  cannot  be 
entertained,  and  the  indenture  proceeds  to  convey  all  the  lands  that 
are  included,  or  which  may  be  included  in  those  locations,  made  or 
to  be  made,  and  all  lands  which  may  be  acquired  within  the  same 
terminal  points,  with  one  exception,  to  wit,  the  terminal  lands  at 
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Boston  and  Fishkill  which  are  outside  the  location^  which  it 
seems  were  reserved  for  a  separate  mortgage  to  secure  an  additional 
loan.  Support  to  the  view  that  the  conyeyance  was  intended  to  in- 
clude railways  to  be  located  and  constructed  within  the  terminal 
points,  of  the  most  conclusive  character,  is  derived  from  what  fol- 
lows in  the  same  indenture,  by  which  the  grantors  first  enumerate 
as  objects  of  present  conveyance  **  all  their  lands,  tracks,  lines,  rails, 
bridges,  wajrs,  depots,  stations,  water-tanks,  shops,  buildings,  piers, 
and  wharves,  erections,  fences,  walls,  fixtures,  privileges,  franchises, 
rights,  leases,  and  charters,"  and  then  superadd,  under  the  same  words 
of  grant,  "  all  the  like  estate,  roads,  railroads,  and  structures,  matters 
and  things  pertaining  or  belonging  thereto,  that  may  be  hereafter 
acquired  or  con'dtructed,  or  belong  to,  or  be  controlled  by  the" 
granting  corporation.  Search  is  made  in  vain  for  any  thing  to  limit 
or  qualify  that  language.  Instead  of  that,  the  succeeding  paragraph 
of  the  grant  confirms  the  theory  that  the  grantors  intended  that  the 
mortgage  should  include  after-acquired  property  of  the  same  kiad 
as  that  they  possessed,  as  well  as  every  thing  owned  by  them,  then 
in  possession,  belonging  to  the  great  enterprise  in  which  they  were 
engaged. 

Evidence  of  that  intent  is  also  found  in  the  sweeping  para- 
graph which  follows  in  the  same  instrument,  in  which  the  gran- 
tors, after  having  conveyed  all  the  like  estate  hereafter  acquired, 
proceed  to  add,  '*  Together  with  all  the  toUs,  income,  issues,  and 
profits  to  be  had  from  the  same,  and  all  rights  to  receive  and 
recover  the  same,  and  every  thing  necessary  for  the  complete  use 
of  the  Tpad,  Also,  all  the  locomotives,  engines,  tenders,  cars,  car- 
riages, tools,  shops,  fixtures  and  machinery,  and  all  the  coal,  wood, 
and  other  fuel  belonging  or  appertaining  to  said  railroad,  or  that  may 
at  any  time  hereafter  belong  or  appertain  to  the  same,  as  it  may  be 
changed  by  use  and  new  acquisitions ;  also,  all  the  estate,  real,  per- 
sonal, and  mixed,  of  any  of  the  foregoing  descriptions,  or  of  any 
other  kind  which  may  be  hereafter  acquired  by  the  party  of  the  first 
part,  and  be  used,  or  intended  to  be  used,  in  the  construction  and 
operation  of  the  said  railroad^' 

Arrangements  of  various  kinds  were  made  by  the  said  railroad 
company,  and  on  the  9th  of  February,  1869,  they  leased  for  the  term 
of  one  hundred  years  the  railway  of  the  Norwich  and  Worcestei 


362  MASSACHUSETTS  DISTRICT. 

Barnard  tt  al.  v.  Norwich  ft  Worcenter  Railroad  Company. 

Eailroad  Company,  together  with  all  lands  on  which  said  railway  is 
or  shall  be  located  within  the  described  terminal  points,  and  which 
are  connected  with  the  uses  of  said  railway,  and  all  the  rights,  ease- 
ments, franchises,  and  privileges,  in  connection  therewith,  or  which 
are  appurtenant  thereto,  and  all  the  turnouts,  branch  tracks,  depot 
grounds,  stations,  depots,  superstructures,  erections,  and  fixtures  used 
therewith  and  belonging  thereto,  and  the  lands  and  premises  on 
which  the  same  are  situate  and  standing,  now  used  and  belonging, 
and  to  be  used  or  belonging,  or  in  any  wise  appertaining  to  said  rail- 
road, together  with  all  and  singular  the  real  estate,  tenements,  heredit* 
aments,  and  appurtenances  of  the  said  railway  company,  together 
with  and  also  the  right  to  ask,  demand,  and  receive,  for  their  own  use 
and  benefit,  all  the  tolls,  profits,  income,  and  rent,  cthd  charges  which 
may  or  can  be  legally  demanded  or  received,  for  the  transportation  of 
persons  or  property  upon  or  over  the  said  railroad,  or  any  part 
thereof,  or  resulting  in  any  wise  from  the  operations  and  working  of 
said  railroad,  or  the  use  and  occupation  of  the  demised  property,  or 
any  part  thereof,  together  with  the  use  of  all  the  personal  property 
of  the  said  company,  used  or  to  be  used  upon  or  in  connection  with 
said  leased  railroad,  with  the  dividends  and  profits  of  the  steamboat 
stock  owned  by  the  said  railroad  company,  and  "  the  shares  in  the 
stock  of  said  company." 

Much  discussion  of  the  question  whether  the  Boston,  Hartford, 
and  Erie  Eailroad  Company  had  authority  at  the  time  to  enter  into 
that  indenture  is  wholly  unnecessary,  as  it  is  admitted  that  their 
act  in  so  doing  was  fully  ratified  and  confirmed  by  the  laws  of  the 
States  of  Massachusetts  and  Connecticut  See  Laws  of  Mass.  1866, 
p.  142 ;  Laws  of  Conn.  1869,  p.  264  Even  the  complainants  concede 
that  it  was  competent  for  the  State  legislatures  to  ratify  and  confirm 
the  lease,  and,  the  Court  being  of  the  same  opinion,  the  point  may 
be  dismissed  without  further  consideration.  Tested  alone  by  the 
terms  of  the  lease,  wholly  independent  of  the  indenture  of  mort- 
gage aforesaid,  it  is  clear  that  the  conclusion  must  be  that  the  right 
of  possession  and  use  of  the  leasehold  estate,  real,  personal,  and 
mixed,  passed  to  the  respondent  lessees  named  in  the  lease,  which 
is  a  proposition  virtually  admitted  by  both  the  parties  in  this  con- 
troversy. Intervening  facts,  however,  are  necessary  to  be  con- 
sidered in  order  to  a  complete  understanding  of  the  matters  in 
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dispute.  Both  parties  concede  that  the  Boston,  Hartford,  and  Erie 
Bailioad  Company  was  adjudged  bankrupt,  and  that  the  complain- 
ants, on  the  21st  of  October,  1870,  were  duly  appointed  assignees 
of  the  estate  of  the  bankrupt  corporation,  and  the  record  shows  that 
the  complainants,  as  such  assignees,  claim  that  the  estate  of  eveiy 
kind  acquired  by  the  said  lease  passed  to  the  corporation  whose 
estate  they  represent  under  the  bankrupt  act  Opposed  to  that,  the 
individual  respondents  claim  that  the  leasehold  estate,  demised  and 
leased  to  the  bankrupt  corporation,  passed  to  them  as  the  legal 
trustees  of  the  bondholders  imder  the  indenture  known  as  the  Ber- 
dell  mortgage.  Pursuant  to  the  theory  of  the  bill  of  complaint,  the 
complainants  pray  that  the  individual  respondents  and  the  respond- 
ent corporation  may  account  to  the  complainants  for  all  moneys, 
rents,  issues,  and  profits  received  by  them,  and  that  they  respectively 
may  pay  to  the  complainants  all  such  sums  as  shall  be  found  due 
on  such  accounting,  and  that  they  may  be  ordered  to  deliver  to  the 
complainants  the  said  leasehold  interests,  and  to  release  and  convey 
to  the  complainants  whatever  apparent  or  nominal  title  they  may 
have  to  such  leasehold  interests. 

Service  was  made,  and  the  respondents  Hart  and  Clark  appeared 
and  filed  an  answer.  They  admit  that  the  Boston,  Hartford,  and  Erie 
Bailroad  Company  was  duly  incorporated;  that  the  corporation 
executed  the  indenture  known  as  the  Berdell  mortgage ;  that  the 
individual  respondents  are  the  sole  surviving  trustees  under  the  same, 
and  that  the  mortgage  is  a  valid  mortgage,  duly  authorized  and  rati- 
fied by  the  said  several  States ;  that  the  said  corporation  and  the  Nor- 
wich and  Worcester  Baiboad  Company  entered  into  the  agreement 
of  lease  as  alleged  in  the  bill  of  complaint ;  that  the  corporation 
lessee  under  that  lease  was  subsequently  adjudged  bankrupt,  and  that 
the  complainants  were  appointed  assignees  of  the  estate  of  the  bank- 
rupt corporation.  Moneys,  it  may  be  assumed,  were  received  by 
the  lessors  of  that  railroad,  from  the  traffic,  rents,  and  profits  of  the 
same,  but  the  individual  respondents  deny  that  it  was  the  duty  of 
the  said  lessors  to  account  for  or  pay  over  the  same  to  the  com- 
plainants, and  they  assert  that  they  claim  that  the  said  lease  and 
the  benefit  thereof  passed  to  the  trustees  under  the  said  indenture 
of  mortgage,  and  that  they,  as  such  trustees,  are  entitled  to  require 
said  lessors  to  account  and  pay  all  such  moneys  to  them,  as  after- 
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acquired  property,  under  the  indenture  known  as  the  Berdell  mort- 
gage. Other  grounds  of  claim  and  of  defence  are  set  up  in  the 
pleadings  growing  out  of  the  decree  of  the  State  court,  but,  in  the 
view  taken  of  the  case,  the  whole  merits  of  the  controversy  must 
turn  upon  the  question  whether  the  leasehold  interest  acquired 
by  the  lease  passed  to  the  trustees  under  the  mortgage  as  after- 
acquired  property.  Plainly,  if  those  interests  did  pass  to  the  trus- 
tees as  after-acquired  property,  the  bill  of  complaint  must  be 
dismissed,  and,  if  they  did  not,  it  is  equally  clear  that  the  com- 
plainants are  entitled  to  a  decree,  and  in  that  view  it  follows 
that  the  other  issues  of  law  may  be  dismissed  without  further 
consideration.  Argument  to  show  that  the  parties  intended  to 
create  a  lien  or  charge  upon  property  of  the  kind  enumerated 
subsequently  acquired,  as  well  as  upon  property  in  existence  and 
in  actual  possession,  is  hardly  necessary,  as  the  af&rmative  of  the 
proposition  is  supported  by  the  express  words  of  the  indenture 
of  mortgage,  the  rule  being  that  when  parties  intend  to  create 
a  lien  upon  property  not  then  in  actual  existence,  it  attaches  in 
equity  as  soon  as  the  person  who  grants  the  lien  acquires  the  pos- 
session and  title  of  the  same.  Mitchd  v.  Window,  2  Story,  644 ; 
Pennoek  v.  Coe,  23  How.  117. 

Privileges,  franchises,  rights,  leases,  and  charters  are  included  in 
the  mortgage,  as  well  as  lands,  tracks,  lines,  rails,  bridges,  ways, 
depots,  stations,  water-tanks,  shops,  buildings,  piers,  wharves,  erec- 
tions, fences,  walls,  and  fixtures ;  and  the  instrument  following  that 
specific  enumeration  proceeds  to  provide  **  also  aU  the  like  estate, 
roads,  railroads,  and  structures,  and  matters  and  things  pertainii^  or 
belonging  thereto,  that  may  be  acquired  or  constructed,  or  be  con- 
trolled by  the  granting  party,  together  with  all  the  toUs,  income, 
issues,  and  profits  to  be  had  from  the  same,  and  every  thing  neces- 
sary for  the  complete  use  of  the  railroad.'*  Language  more  explicit 
and  comprehensive  could  not  well  be  chosen,  and  the  instrument 
proceeds  to  another  enumeration,  and  specifies  all  the  locomotives, 
engines,  tenders,  cars,  carriages,  tools,  shops,  fixtures,  and  machinery, 
and  all  the  coal,  wood,  and  other  fuel  belonging  or  appertaining  to 
the  said  railroad,  or  that  may  at  any  time  hereafter  belong  or  apper- 
tain to  the  same  as  it  may  be  changed  by  use  and  new  acquisitions. 
More  specific  terms  of  inclusion,  it  would  seem,  could  not  be 
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employed,  and  yet  the  grantors,  as  if  to  make  certainty  doubly  sure, 
add  as  follows :  '*  also,  all  the  estate,  real,  personal,  and  mixed,  of 
any  of  the  foregoing  descriptions,  or  of  any  other  kind  which  may 
be  hereafter  acquired  by  the  granting  party  and  be  used,  or  intended 
to  be  tised,  in?he  constmctiorand  o^L  of  the  said  railroad." 
Leases  are  specifically  named  as  matters  conveyed  by  the  mortgage, 
and  the  express  words  of  the  instrument  are,  that  all  the  estate, 
real,  personal,  and  mixed,  of  any  of  the  descriptions  mentioned,  or 
of  any  other  Jcind  which  may  hereafter  be  acquired  by  the  grantors, 
or  be  used  or  intended  for  use,  in  the  construction  or  operation  of 
the  said  railroad,  shall  also  pass  to  the  mortgagees  under  the  mort- 
gage. Suppose  that  is  so,  the  rule  established  by  the  two  leading 
cases  already  cited  shows  that  the  complainants  cannot  recover.  It 
must  be  so,  unless  the  rule  promulgated  in  those  cases  is  overruled, 
which  cannot  be  flone  for  at  least  two  reasons,  (1)  because  the  rule 
is  a  sound  one ;  (2)  because  it  is  supported  by  many  other  decisions, 
to  a  few  of  which  only  reference  will  be  made.  Ihmham  v.  RaU- 
VKLy  Company^  1  Wall.  267 ;  Railway  v.  Ccywdrey,  11  Id.  481 ;  United 
States  V.  Railroad,  12  Id.  364 ;  Butt  v.  Ellett,  19  Id.  547 ;  Willink 
V.  Canal  and  Banking  Company,  3  H.  W.  Green  (K  J.),  Ch.  395  ; 
Smithurst  v.  Edmtmds,  1  McCarter  (N.  J.),  Ch.  411 ;  PieTce  v.  Emery ^ 
32  N.  H.  503. 

Many  other  authorities  support  the  proposition  that,  whenever 
parties  by  their  contract  intend  to  create  a  positive  lien  or  charge^ 
either  upon  real  or  personal  property,  whether  owned  by  the  assignor 
or  contractor  or  not,  or,  if  personal  property,  whether  it  is  then  in  being 
or  not,  the  contract  attaches  in  equity,  as  a  lien  or  charge  upon  the 
particular  property,  as  soon  as  the  assignor  or  contractor  acquires  a 
title  thereto.  Seym^our  v.  Railroad  Co.,  25  Barb.  284;  Curtis  v. 
Avher,  1  Jac.  &  W.  531 ;  Langt&ti  v.  Horton,  1  Hare,  556 ;  Field  v. 
Mayor,  2  Seld.  185.  Apply  the  established  rule  to  the  case,  and  it 
is  clear  that  the  complainants  cannot  recover,  and  in  that  view  the 
court  is  of  the  opinion  that  it  is  not  necessary  to  examine  the  other 
questions  discussed  at  the  bar. 

Decree  that  the  bill  of  complaint  is  dismissed,  with  costs. 
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Charles  S.  Bradlet,  Charles  S.  Chapman,  and  George  M. 
Barnard,  Assignees  of  the  Boston,  Hartford,  and  Erie  Railroad 
Company,  v,  James  W.  Converse,  and  Henry  N.  Farwell. 

The  allegations  and  proofs,  in  suits  in  equity,  must  set  forth  and  support  the  same  cause  of 
action. 

A  party  cannot  state  one  case  in  his  bill  of  complaint,  and  make  a  different  one  by  his  prods. 

Facts  necessary  to  maintain  the  suit,  and  obtain  relief,  must  be  stated  in  the  bill. 

Relief  cannot  be  granted  for  matters  not  charged. 

The  bill  in  this  case  charged,  in  effect,  that  the  respondents,  being  officers  of  a  corporation, 
undertook,  in  its  behalf,  to  take  up  certain  of  its  bonds  called  Norfolk  county  bonds,  the 
corporation  having  deposited  with  the  respondents  certain  other  bonds,  called  Berdell 
bonds,  upon  which  to  raise  money  wherewith  to  buy  the  Norfolk  bonds,  and  that  the 
respondents  charged  extortionate  commissions  on  settlement,  in  violation  of  their  trust 
and  duty.  The  proofs  tended  to  show  the  facts  to  be  that  the  respondents  bought  up  the 
Norfolk  county  bonds,  and  sold  them  to  the  corporation  at  an  extortionate  rate ;  that  one 
of  the  respondents  received  cash  for  his  interest^  and  the  other  part  cash  and  part  notes 
of  the  corporation,  with  Berdell  bonds  at  fifty  per  cent  as  collateral ;  that  the  collateral 
had  been  sold,  and  not  enough  realized  to  pay  the  notes  of  the  corporation.  Hdd^  the 
allegations  in  the  bill,  and  the  facts  as  exhibited  by  the  proofs  on  the  record,  did  not 
agree. 

No  decree  can  be  founded  upon  matters  not  in  issue  between  the  parties. 

If  the  bill  sets  up  a  case  of  fraud,  the  complainant  is  not  entitled  to  relief  by  establishing 
some  one  or  more  of  the  facts  independent  of  fraud,  although  the  facts  might  create  a 
case  under  a  wholly  distinct  head  of  equity. 

A  party  may  frame  his  bill  in  the  alternative,  if  the  title  to  relief  will  be  the  same  in 
either  alternative,  although  the  case  be  presented  upon  allegations  resting  on  wholly  dis- 
tinct and  independent  grounds. 

This  was  a  bill  in  equity,  charging  that  the  respondents,  as  agents 

and  trustees  of  a  certain  railroad  corporation  to  buy  up  certain 

mortgage-bonds  of  the  same,  had  bought  many  of  the  bonds  at  less 

than  their  par  value  and  had  charged  the  corporation,  on  settlement, 

the  full  par  value  of  the  bonds,  and  that  they  had  made  extortion-  * 

ate  charges  in  the  said  settlement    The  prayer  of  the  bill  was  that 

the  respondents  might  be  decreed  to  render  an  account  of  all  money 

paid  for  the  bonds ;  to  produce  vouchers ;  that  they  might  be  decreed 

to  pay  over  all  money  found  due  the  complainants  as  assignees  in 

bankruptcy  of  the  corporation.    Farther  details  of  fact  will  be  found 

in  the  opinion,  as  they  become  requisite  to  an  understanding  of  the 
case. 

After  the  first  argument,  the  court  made  the  following  order,  — 

Clifford,  J.    Ordered,  that  the  case  be  reargued,  in  writing,  on 

the  following  questions  :  — 
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SufficiBnt  appears  to  show  that  the  bill  of  complaint  proceeds 
upon  the  ground  that  the  respondents  undertook,  in  behalf  and  for 
the  benefit  of  the  railroad  company,  to  take  up  and  pay  the  outstand- 
ing Norfolk  County  Bailroad  bonds,  and  that  the  railroad  company 
to  supply  them  with  funds  for  the  purpose,  placed  bonds,  secured 
by  its  own  property,  in  their  hands. 

Instead  of  that,  the  proofs  show,  or  tend  to  show,  that  the  re- 
spondents proceeded  without  authority  throughout,  and  that  the 
bonds  used  to  procure  the  funds  were  never  placed  in  their  hands 
by  the  railroad  company. 

Suppose  the  theory  of  the  proofs  is  correct,  can  the  court  grant 
relief  under  the  present  bill  of  complaint  ? 

The  following  opinion  was  delivered  after  the  reargument  made 
in  compliance  with  the  above  order.    . 

C.  &  Bradley  and  James  J,  Storrow,  for  the  complainants. 

B,  F,  Brooks  and  M.  Storey,  for  respondent  James  W.  Con- 
verse. 

B.  F.  BiUler  and  K  L.  Barney,  for  respondent  Henry  N. 
Farwell. 

Clifford,  J.  Equity  undoubtedly  has  jurisdiction,  in  cases  of 
trust  and  fraud,  to  compel  an  account  and  a£ford  relief ;  but  the  rule 
is  well  settled,  by  repeated  decisions,  that  the  allegations  and  proofs 
in  such  a  suit,  whether  it  be  to  enforce  a  trust  or  to  annul  a  fraud, 
must  set  forth  and  support  the  same  cause  of  action,  or,  in  other 
words,  a  party  in  such  a  suit  is  not  allowed  to  state  one  case  in  lus 
bill  of  complaint  or  answer,  and  make  another  and  a  different  one 
by  his  proof,  —  the  rule  being  that  the  allegata  and  the  probata  must 
concur  in  supporting  the  samo.  charge  or  ground  of  relief.  Forster 
V.  Ghddard,  1  Black,  518 ;  Boone  v.  Chiles,  10  Pet.  208. 

Authorities  to  that  effect  are  quite  numerous,  and  the  Supreme 
Court  has  expressly  decided  that  the  proofs  must  be  according  to 
the  allegations  of  the  parties ;  and  that,  if  the  proofs  go  to  matters 
not  within  the  allegations,  the  court  cannot  judicially  act  upon 
them  as  a  ground  of  decision,  it  being  well  settled  that  the  plead- 
ings in  that  state  of  the  evidence  do  not  put  such  matters  in  con- 
testation.   Harrison  v.  Nixon,  9  Pet  502. 

Facts  essential  to  maintain  the  suit  and  obtain  relief  must  be 
stated  in  the  bill,  otherwise  the  defect  will  be  fatal,  for  no  facts  are 
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properly  in  issue  unless  charged  in  the  bill ;  and  of  course  proofs  are 
not  admissible  to  establish  what  is  not  alleged,  nor  can  relief  be 
granted  for  matters  not  charged,  even  though  they  may  be  apparent 
&om  other  parts  of  the  pleadings  and  evidence,  the  rule  being  that 
the  court  pronounces  the  decree  seeundvm  allegata  et  probata. 
Story's  Eq.  PL  (7th  ed.)  §  257,  p.  245. 

Throughout  the  examination  of  the  questions  presented  for  de- 
cision in  this  case,  it  should  be  borne  in  mind  that  the  complain- 
ants are  the  assignees  in  bankruptcy  of  the  Boston,  Hartford,  and  Erie 
Bailroad  Company,  and  that  that  company  was  duly  formed  by  the 
union  and  mei^ger  of  several  other  railroad  companies  previously  in- 
corporated and  organized,  including  in  the  number  the  Norfolk 
County  Bailroad;  that  the  franchises  and  property  of  the  latter 
railroad  company,  before  the  said  union  and  merger  took  place,  had 
been  mortgaged  to  certain  trustees  to  secure  the  payment  of  bonds 
issued  by  the  company  to  the  amount  of  9416,000.  Converse,  the 
first-named  respondent,  was  one  of  the  trustees  under  that  mort- 
gage, and  it  also  appears  that  he  and  the  other  respondent,  Farwell, 
were  both  directors  of  the  bankrupt  corporation  in  which  the  former 
company  was  merged,  and  that,  by  the  terms  of  the  union  and 
merger,  the  bankrupt  corporation  became  the  owner  of  the  franchises 
and  property  of  that  company,  subject  to  the  prior  mortgage,  and 
acquired  the  right,  and  was  bound  by  law,  to  redeem  the  said  mort- 
gage, and  to  take  up  and  pay  the  said  bonds  and  interest,  according 
to  their  tenor  and  effect.  Explanations  to  the  same  effect  are  given 
in  the  bill  of  complaint,  to  show  the  character  of  the  parties  and  to 
describe  the  subject-matter  out  of  which  the  controversy  has  arisen. 
Nothing  can  be  plainer,  in  the  judgment  of  the  court,  than  that  these 
explanations  were  intended  by  the  pleader  as  the  proper  descrip- 
tion of  the  parties,  and  as  preliminary  to  the  statement  of  the  cause 
of  action  for  which  relief  is  sought. 

Having  stated  that  the  bankrupt  corporation  "  was  bound  by  law 
to  redeem  the  said  mortgage,  and  to  take  up  and  pay  for  the  said 
bonds  and  interest,"  the  complainants  proceed  to  charge  "  that  the 
said  respondents,  Converse  and  Farwell,  undertook  to  do  this  on  be- 
hedf  of,  and  for  the  benefit  of,  the  "  bankrupt  corporation.  That  the 
bankrupt  corporation,  ''to  supply  the  said  respondents,  Converse 
and  Farwell^  with  funds  for  this  purpose,  placed  in  their  hands 
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bonds  of  the  said  "  corporation,  "  secured  by  a  mortgage  of  all  its 
railroad  property  and  franchises,  upon  the  security  and  pledge  of 
'which  the  said  Converse  and  Farwell  borrowed  all  the  money  need- 
ed or  employed  by  them  in  taking  up,  buying,  and  redeeming  the 
said  bonds."  Specific  accusations  are  then  alleged  against  the  re- 
spondents, which  in  brief  may  be  stated  as  follows :  — 

1.  That  many  of  the  bonds  were  purchased  by  the  respondents 
at  much  less  than  their  par  value  and  interest 

2.  That  the  respondents  did  not  purchase  all  of  the  outstanding 
bonds. 

3.  That  they  wrongfully,  and  in  violation  of  their  trust  and  duty, 
charged  the  corporation  the  full  par  value  and  interest  upon  all  of 
the  bonds  and  interest,  also  upon  aU  overdue  i>ayments  of  interest 

4.  That  they  wrongfully  and  falsely,  and  in  violation  of  their 
trust  and  duty  to  the  corporation,  and  as  officers  and  directors 
thereof,  rendered  an  account  to  the  company,  as  if  they  had  ad- 
vanced and  paid  the  amount,  and  purchased  and  paid  for  the  bonds, 
in  the  manner  and  the  amount  stated  in  the  account. 

5.  That  they  should  only  have  charged  the  amounts  paid  for 
bonds  actually  purchased. 

6.  That  they  should  not  be  allowed  any  sums  in  excess  of  what 
they  paid,  nor  any  amount  for  bonds  not  actually  purchased. 

7.  They,  the  complainants,  repeat  that  all  the  money  the  respon- 
dents expended  was  raised  by  a  pledge  of  the  bonds  of  the  bankrupt 
corporation. 

8.  That  the  charge  of  twenty  per  cent  for  the  money  so  raised  is 
extortionate,  and  a  violation  of  the  ^trust  and  duty  of  the  respon- 
dents, and  that  they  hold  the  same  subject  to  said  trust 

9.  That  they  have  never  truly  accounted  for  the  money  so  re- 
ceived and  retained,  and  that,  if  they  have  rendered  any  such  ac- 
counts, the  same  are  false  and  untrue,  and,  if  allowed,  the  accounts 
are  wroDgful  and  fraudulent 

Annexed  to  the  charging  part  of  the  bill  of  complaint  is  the 
prayer  for  relief,  which  is  as  explicit  and  unambiguous  as  could  well 
be  framed,  as  follows :  — 

1.  That  the  respondents  be  decreed  to  render  an  account  of  all 
money  paid  for  the  purchase  of  said  bonds. 

2.  Th^t  theybe  required  to  produce  proper  vouchers  and  receipts. 

YOL.  nr.    ■  24 
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3.  That  they  be  not  allowed  and  credited  any  sums  except  those 
actually  and  properly  paid  for  that  purpose. 

4  That  they  pay  over  all  sums  found  due  to  the  complainants  as 
assignees,  and  for  general  relief. 

Service  was  made,  and  the  respondent,  FarweU,  appeared  and  de- 
murred to  the  bill  of  complaint  Hearing  was  had  upon  that  issue, 
and  the  court  overruled  the  demurrer  and  gave  the  respondents 
leave  to  answer. 

Pursuant  to  that  leave,  the  respondent.  Converse,  on  July  29, 
1875,  filed  an  answer.  He  admits  that  the  complainants  are  the 
assignees  in  bankruptcy  of  the  bankrupt  corporation,  and  that  the 
said  corporation  was  the  owner  of  the  equity  in  the  railroad  and 
property  of  the  Norfolk  County  Bailroad  Company,  and  that  they 
had  the  r^ht,  and  were  bound  by  law,  to  redeem  the  said  mortgage, 
and  to  take  up  and  pay  the  said  bonds  and  the  interest  thereon. 
Superadded  to  that,  he  also  admits  that  he  was  one  of  the  trustees 
under  that  mortgage,  and  that  he  was  chosen  one  of  the  directors 
of  the  bankrupt  corporation  at  the  time  therein  specified.  Elabor- 
ate explanations  are  given  in  the  answer  as  to  the  acts  and  doings 
of  the  respondent  in  taking  up  a  certain  portion  of  the  bonds  of  the 
Norfolk  County  Eaiboad,  and  of  the  alleged  means  employed  to  ac- 
complish that  end.  Suffice  it  to  say  that  those  explanations  are  too 
extended  to  be  reproduced  in  this  opinion ;  nor  is  it  necessary,  as 
they  affirm  in  substance  and  effect  the  following  propositions : — 

1.  That  the  arrangement  between  the  respondents,  to  take  up  the 
outstanding  bonds,  did  not  embrace  any  undertaking  whatever  with 
the  bankrupt  corporation. 

2.  That  the  money  used  to  accomplish  the  end  was  mostly  ob- 
tained by  the  present  respondent  upon  promissory  notes  of  his  firm, 
which  he  indorsed  and  procured  to  be  discounted. 

3.  That  all  the  bonds,  including  interest,  were  taken  up,  except 
$6,753.37,  which  were  outstanding  in  the  hands  of  holders  who 
could  not  be  found. 

4.  That  the  fuU  amount  of  the  bonds  was  paid,  except  in  a  few 
cases,  in  which  concessions  were  made,  to  small  amounts,  for  ready 
money. 

5.  That  the  accounts  were  all  duly  settled,  adjusted,  and  ap- 
proved as  therein  fully  set  forth  and  explained. 
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6.  That  he  never,  in  any  other  manner,  undertook  to  take  np 
and  pay  said  bonds  or  interest,  and  that  no  mortgage  bonds  of  the 
bankrupt  corporation  were  ever  received  by  him  for  the  purpose  of 
raising  money  to  be  used  or  expended  in  making  any  such  pur- 
chases, either  as  security,  pledge,  or  otherwise. 

7.  That  he  did  not  charge  interest  except  as  therein  explained ; 
and  he  explicitly  denies  that  he  ever  charged  the  twenty  per  cent^ 
as  alleged  in  the  bill  of  complaint. 

Separate  answer  was  subsequently  filed  by  the  other  respondent, 
in  which  he  denies  that  the  said  Converse  and  himself  jointly  un- 
dertook to  redeem  and  take  up  and  pay  for  said  bonds  and  interest, 
in  behalf  and  for  the  benefit  of  the  bankrupt  corporation. 

These  denials  are  explicit  and  unconditional,  but  he  admits  that 
he  himself  made  a  contract  with  the  corporation  to  buy  up  said 
bonds  for  the  purpose  of  having  them  cancelled,  so  far  as  the  same 
could  be  found  and  purchased ;  and  he  also  admits  that  he,  in  pur- 
suance of  that  contract,  did  purchase  at  par,  and  in  trust,  and  pay 
for  all  the  said  bonds  that  were  offered  to  him,  and  that  he  received 
payment  therefor  in  part  from  the  said  bankrupt  corporation  in 
Berdell  mortgage  bonds,  or  in  money  derived  from  said  corpora- 
tion. Beyond  doubt  these  admissions  are  as  explicit  as  the  pre- 
ceding denials,  but  he  also  denies  that  he  purchased  any  of  said 
bonds  for  less  than  their  par  value  and  interest,  or  that  he  failed 
in  any  degree  to  perform  his  contract,  or  that  he  charged  any  more 
than  a  proper  commission,  or  that  he  owes  the  corporation  any  sum 
whatever  on  account  of  the  matters  charged. 

Due  settlement  of  the  accounts  is  also  set  up,  and  the  respondent 
avers  that  his  accounts  and  doings  in  the  premises  were  fully  ap- 
proved by  the  directors.  Proofs  were  taken,  and  by  the  proofs  it 
appears  that  the  directors,  at  a  meeting  held  September  17,  1867, 
elected  an  executive  committee  of  their  board,  consisting  of  John 
S.  Eldridge,  Mark  Healey,  Henry  K  Farwell,  Henry  Thompson, 
and  Thomas  E.  Graves,  with  power  to  do  and  perform  all  things 
this  board  might  do,  subject  to  its  approval  Evidence  was  also 
introduced  by  the  complainants,  that  at  a  meeting  of  the  directors 
held  Oct.  10,  1867,  Henry  N.  Farwell  was  unanimously  elected 
vice-president  of  the  company,  and  that  the  directors  voted  that 
the  vice-president,  with  the  advice  and  consent  of  the  executive 
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committee,  is  authorized  and  empowered  to  enter  into  any  contract, 
and  to  do  all  acts  and  things  necessary  to  take  up  the  mortgage 
known  as  the  ''  Norfolk  County  Bailroad  Mortgage/'  and  any  other 
mortgage  liens  on  the  property  of  this  company,  and  to  do  all  acts 
and  things  necessary  to  obtain  the  benefits  of  the  loan  from  the 
State  of  Massachusetts,  contemplated  by  its  act  of  April  27, 1867. 
Nothing  appears  in  the  record  to  show  that  the  executive  com- 
mittee ever  advised  or  gave  their  consent  to  the  undertaking  of  the 
respondents,  set  forth  in  the  bill  of  complainant,  or  that  the  prop- 
osition involved  in  the  allegation,  if  any  such  was  entertained  by 
the  respondents,  ever  came  to  the  notice  of  the  executive  com- 
mittee. Instead  of  that,  the  clear  inference  from  the  whole  proofs 
is  that  the  acts  and  doings  of  the  respondents,  in  taking  up  and 
paying  the  said  bonds  and  interest,  if  they  ever  jointly  made  any 
such  purchases,  were  without  any  legal  authority  from  the  corpora- 
tion. Frequent  reference  is  made,  in  the  second  argument,  to  the 
fact  that  the  demurrer  of  Farwell  to  the  bill  of  complaint  was  over- 
ruled. Grant  it;  but  the  confession  does  not  advance  the  argument 
in  the  question  before  the  court.  Such  an  issue  involves  the 
sufficiency  of  the  allegations  setting  forth  the  cause  of  action ;  but 
the  present  question  is  whether  the  alleged  cause  of  action  is 
proved,  or  whether,  if  it  is  not  proved,  the  complainants  may  re- 
cover for  what  they  have  proved  beyond  what  is  alleged  in  the 
bill  of  complaint 

Viewed  in  the  Ught  of  what  is  alleged,  the  gravamen  of  the 
bill  of  complaint  is  that  the  respondents,  being  officers  of  the  cor- 
poration, undertook,  in  behalf  of  the  corporation,  to  take  up  the 
Norfolk  county  bonds,  the  corporation  having  deposited  with  the 
respondents  BerdeU  bonds,  upon  which  they  raised  the  money 
to  accomplish  that  end,  and  that  the  respondents,  on  settlement, 
made  extortionate  charges  for  commissions,  and  other  matters  in 
violation  of  their  trust  and  duty  as  such  officers.  Taken  as  a 
whole,  it  is  plain  that  such  a  bill  of  complaint  was  not  demurrable, 
but  the  facts  are,  as  the  proofs  tend  to  show,  that  the  respondents 
bought  up  the  bonds  and  sold  the  same  to  the  corporation  at  an 
extortionate  rate ;  that  Farwell  received  cash  for  his  interest ;  and 
that  Converse  was  paid  partly  in  cash  and  partly  in  notes  of  the 
corporation,  with  BerdeU  bonds  at  fifty  per  cent  as  collateral ;  that 
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the  collateral  has  been  sold,  and  not  enough  realized  from  it  to  pay 
the  notes  of  the  corporation,  the  balance  of  which  still  remains  due. 

Careftd  examination  of  the  case  prior  to  the  reargument  con- 
vinced the  court  that  the  allegations  in  the  bill  of  complaint,  and 
the  proofs  exhibited  in  the  record,  did  not  agree  in  regard  to  the 
cause  of  action,  and  it  was  for  that  reason  that  the  order  was 
passed,  directing  that  the  question,  whether  relief  can  be  granted 
tinder  the  present  bill  of  complaint,  should  be  reargued  in  writing 
as  specified  in  the  order.  Faithful  compliance  with  that  order  is 
acknowledged  by  the  court  Aided  by  the  arguments,  the  court 
will  now  proceed  to  determine  that  question. 

Decided  cases,  almost  without  number,  support  the  proposition 
laid  down  by  Chancellor  Walworth,  that  no  decree  can  be  founded 
upon  evidence  in  relation  to  matters  not  in  issue  between  the 
parties.  Tripp  v.  VincerU,  3  Barb.  CL  614  Courts  of  equity 
everywhere  recognize  and  acknowledge  the  soundness  and  justice 
of  that  rule  and  none  more  decisively  than  the  Supreme  Court, 
as  clearly  evinced  by  the  language  of  Marshall,  C.  J.,  in  a  leading 
case,  in  which  he  decided,  more  than  half  a  century  ago,  that  no 
rule  is  better  settled  than  that  the  decree  must  conform  to  the 
allegations  as  well  as  the  proofs  in  the  cause.  Crocket  v.  Zee,  7 
Wheat  525. 

Enough  is  already  remarked  to  show  that  the  allegations  em- 
bodying the  alleged  undertaking  of  the  respondents  constitute  the 
essential  cause  of  action  set  up  in  the  bill  of  complaint,  and  that,  if 
those  allegations  are  disproved,  the  complainants  have  no  substan- 
tial ground  to  claim  any  relief.  Beject  those  allegations,  and  it 
follows  that  the  bill  of  complaint  states  no  case  for  relief  on  either 
of  the  principles  of  law  which  the  complainants  have  invoked  in 
the  second  argument  Clearly  not  on  their  first  ground,  because 
they  have  not  alleged  any  alternative  claim  for  compensation. 
Nor  can  the  bill  of  complaint  be  maintained  upon  the  second 
gronnd  su^ested,  because  the  defence  is  not  that  they  have  not 
prayed  for  appropriate  relief,  but  that  the  facts  alleged  as  the 
ground  of  relief  are  not  proved.  Suppose  the  proofs  would  be 
competent  if  the  allegations  were  sufficient,  still  it  is  contended^ 
and  well  contended,  that  the  facts  which  the  proofs  tend  to 
establish  cannot  be  made  the  ground  of  relief,  because  the  facts  are 
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not  pleaded  in  the  bill  of  complaint,  and  because  the  respondents 
have  never  been  called  upon  to  make  answer  to  them,  or  to  con- 
trovert them  by  evidence ;  or,  in  other  words,  that  relief  cannot  be 
claimed  on  any  ground  not  set  forth  in  the  bill  of  complaint 
When  the  bill  sets  up  a  case  of  actual  fraud,  and  the  complainant 
makes  that  the  ground  of  his  prayer  for  relief.  Chancellor  Truro 
held  that  he  was  not  entitled  to  a  decree  by  establishing  some  one 
or  more  of  the  facts  quite  independent  of  fraud,  although  the  facts 
proved  might  themselves  create  a  case  under  a  totally  distinct  head 
of  equity  from  that  which  would  be  applicable  to  the  case  of  fraud, 
originally  stated.     Price  v.  BerringUm,  7  Eng.  L  and  Eq.  254 

Equitable  relief  cannot  be  granted  unless  the  ground  of  relief  is 
both  alleged  and  proved.  Consequently,  Chancellor  Cottenham 
held,  in  a  case  where  the  facts  alleged  were  not  proved,  and  the 
facts  proved  were  not  alleged,  that  the  bill  of  complaint  must 
be  dismissed.  Lord  Brougham  concurred,  and  remarked  that 
"  fraud  must  be  clearly  and  distinctly  alleged,  and  if  so  alleged, 
must  also  be  clearly  and  distinctly  proved,  if  it  is  the  ground  on 
which  parties  seek  the  assistance  of  the  court  for  equitable  relief." 
WUde  V.  Gibson,  1  H.  L.  Cas.  627,  628.  Actual  fraud  being 
alleged,  and  mere  neglect  of  duty  being  proved,  the  chancellor  held 
that  relief  could  not  be  granted,  because  if  the  charge  proved  had 
been  properly  alleged,  the  line  of  defence  might,  and  probably 
would  have  been  different,  which  is  quite  analogous  in  principle  to 
the  case  before  the  court.    Ferraby  v.  Hclbson,  2  Phillips,  Ch.  258, 259. 

Exactly  the  same  views  are  expressed  by  the  same  learned  chan- 
cellor in  another  case,  where  he  held  if  a  bill  is  filed  making  a  case 
of  alleged  fraud,  and  the  fraud  is  disproved  or  not  established,  the 
court  will  not  allow  the  bill  to  be  used  for  any  secondary  purpose. 
Glascott  V.  Lang,  2  Id.  310. 

Amendments  may  indubitably  be  granted,  in  certain  cases,  to 
obviate  such  defects,  but  until  the  defect  is  remedied^  the  rule  is 
established,  that  if  the  proofs  go  to  matters  not  within  the  allega- 
tions, the  court  cannot  judicially  act  upon  them  as  a  ground  for  its 
decision,  for  the  well-assigned  reason  that  the  pleadings  do  not  put 
them  in  contestation.  Harrison  v.  Nixon,  9  Pet.  502 ;  Gordon  v. 
Gordon,  3  Swanst  472. 

Matters  other  than  those  alleged  may  well  be  dismissed  in  such  a 
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case,  for  the  reason  that  no  such  issue  is  tendered  by  the  complain- 
ant, and  it  is  well-settled  law  that  afi&rmative  relief  will  not  be  granted 
in  equity  upon  any  ground  not  made  a  distinct  allegation  in  the  bill, 
so  that  it  may  be  put  in  issue  by  the  pleadings.  Voorhees  v.  Bone- 
sUd,  16  Wall  29 ;  Warrm  v.   Van  Brunt,  19  Id.  654. 

Becovery  must  be  had,  if  at  all,  upon  the  case  made  in  the 
pleadings,  and  cannot  be  had  upon  any  other  ground.  Grosholz  v. 
Newman,  21  Id.  488. 

None  of  these  views  are  intended  to  controvert  the  proposition 
that  a  party  may  frame  his  bill  in  an  alternative  form,  or  that  such 
a  bill  may  be  maintained,  if  the  title  to  relief  will  be  the  same  in 
either  alternative,  although  the  case  is  presented  upon  allegations 
resting  on  entirely  distinct  and  independent  grounds.  Oerrish  v. 
T<ywne,  3  Gray,  86. 

Attempt  is  made  in  argument  to  bring  the  case  within  that  rule, 
but  the  court  is  unhesitatingly  of  the  opinion  that  the  true  con- 
struction of  the  allegations  contained  in  the  bill  utterly  forbids  the 
adoption  of  that  theory. 

Notice  is  given  by  the  complainants  that  they  will  ask  leave  to 
amend  in  case  the  decision  is  adverse  to  their  views,  and,  in  order  to 
give  them  an  opportunity  to  submit  such  a  motion,  the  entjy  of 
the  decree  will  be  deferred.  Unless  such  a  motion  is  seasonably 
made,  the  respondents  will  be  entitled  to  a  decree  that  the  bill  of 
complaint  be  dismissed  with  costs,  but  without  prejudice. 


Chables  S.  Bradley,  Chables  R  Chapman,  and  George  M. 
Barnard,  Assignees  of  the  Boston,  Hartford,  and  Erie  Hail- 
road  Company,  v.  James  W.  Converse,  and  Henry  K  Far-^ 

WELL. 

Assets  of  an  incorporated  company  are  regarded  in  eqnitj  as  held  in  trust  for  the  payment 

of  the  debts  of  the  corporation. 
Courts  of  equity  vrill  enforce  the  execution  of  such  trusts  in  favor  of  the  creditors,  even  when 

the  matters  in  controversy  may  not  be  cognizable  in  a  court  of  law. 
Directors  will  not  be  permitted  by  a  court  of  equity  to  obtain  any  undue  advantage  for 

themselves,  to  the  injuxy  of  those  for  whom  they  are  acting  in  a  fiduciary  relation. 
A  railroad  corporation  was  insolvent,  and  unable  to  pay  its  commercial  and  business  paper, 
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Farwell  was  one,  held  a  meeting  on  the  17th  of  the  same  month, 
and  that  said  H.  K  Farwell  was  present  at  that  meeting  as  a 
director.  Two  votes  were  passed  at  that  meeting,  which  it  is  im- 
portant to  consider :  —  1.  Voted,  To  approve  aU  the  doings  of  the 
executive  committee  shown  on  their  records.  Before  the  second 
vote  was  passed,  the  resignation  of  H.  N.  Farwell  was  presented  by 
the  clerk,  but  the  resignation  was  not  accepted,  and  it  was  voted  to 
lay  the  same  on  the  table.  Subsequently  the  second  vote  referred 
to,  was  passed  as  follows :  2.  Voted,  That  the  treasurer  be  instructed 
to  draw  an  order  on  Baring  Brothers  &  Co.,  in  favor  of  A.  Qr.  Far^ 
well  &  Co.,  for  any  amount  due  to,  or  that  may  be  in  their  hands  to 
the  credit  of  this  company,  growing  out  of  any  sale  made,  or  that 
may  be  made,  of  the  scrip  delivered  to  this  company  by  the  State, 
under  the  act  of  May  27,  1867,  over  and  above  eighty  per  cent 
sterling  on  said  bonds,  such  amount,  when  received,  to  be  collateral 
to,  or  as  payment  on,  the  claims  of  said  Farwell  &  Co.  against  this 
company.  Positive  instructions  are  therein  given  to  the  treasurer 
to  draw  the  described  order,  and  the  record  shows  that  the  said  Hall, 
on  the  17th  of  the  same  December,  pretending  to  act  as  treasurer  of 
the  corporation,  in  pursuance  of  the  preceding  votes,  executed  and 
delivered  to  the  respondents,  composing  the  firm  of  A,  6.  Farwell 
&  Co.,  the  negotiable  promissory  notes  of  the  corporation,  payable 
to  the  order  of  the  said  firm,  as  specified  in  the  said  vote  of  the 
8th  of  December,  and  also  delivered  to  the  said  respondents  the 
$700,000  of  bonds  described  in  said  vote. 

A  correct  description  of  the  said  four  notes  is  given  in  the  before- 
mentioned  vote ;  and  the  records  also  show  that  the  said  Hall,  pre- 
tending to  act  as  treasurer  of  the  corporation,  on  the  same  day 
delivered  to  the  respondents  an  order  in  writing,  directing  Baring 
Brothers  &  Co.  to  pay  to  A.  G.  Farwell  &  Co.  any  amount  due  or 
that  may  hereafter  become  due  to,  or  that  may  be  in  their  hands  to 
the  credit  of,  this  company,  growing  out  of  any  sale  made,  or  that 
may  be  made,  of  the  scrip  delivered  to  this  company  by  the  State, 
under  the  act  of  May  27, 1869,  over  and  above  eighty  per  cent 
sterling  on  said  bonds,  and  charge  our  (the  said  company's)  account, 
to  which  he  affixed  the  signature  of  the  railroad  company  by  hiin- 
self,  as  treasurer  of  the  same. 

C.  S,  Bradley  and  J.  J.  Storrow,  for  the  complainants. 


r 
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B,  F.  Brooks  and  Jf.  Storey,  for  respondent  J.  W.  Conversa 

B,  F,  BtUler  and  B.  L,  Barney^  for  respondent  H.  K  Far- 
welL 

Cliffobd,  J.  Assets  of  an  incorporated  company  are  regarded  in 
equity  as  held  in  trust  for  the  payment  of  the  debts  of  the  corpora- 
tion, and  courts  of  equity  will  enforce  the  execution  of  such  trusts 
in  favor  of  creditors,  even  when  the  matter  in  controversy  may  not 
be  cognizable  in  a  court  of  law.  Such  assets  are  usually  controlled 
and  managed  by  directors  or  trustees,  but  courts  of  equity  wiU  not 
permit  such  managers,  in  dealing  with  the  trust  esjAte,  in  the  exer- 
cise of  the  powers  of  their  trust,  to  obtain  any  undue  advantage  for 
thei^selves,  to  the  injury  or  prejudice  of  those  for  whom  they  are 
acting  in  a  fiduciary  relation.  £xact  equality  of  benefit  may  be  en- 
joyed,  but  the  trustees  are  forbidden  to  protect,  indemnify,  or  pay 
themselves  at  the  expense  of  those  who  are  similarly  in  relation  to 
the  same  fund.  Authorities  to  show  that  the  relation  between  the 
directors  of  a  corporation  and  its  stockholders  is  that  of  trustee  and 
cestui  que  trtist,  are  very  numerous,  as  sufficiently  appears  from  a 
recent  opinion  of  this  court,  delivered  by  the  circuit  judge,  to 
which  it  may  be  added  that  creditors,  in  certain  cases,  are  preferred 
even  to  stockholders,  for  the  reason  that  the  latter,  as  constituent 
members  of  the  corporate  body,  are  regarded  in  certain  respects  as 
sustaining  the  same  relation  to  the  former  as  that  sustained  by  the 
corporation.  Barnard  v.  Farwell,  Mass.  Dist,  Oct  T.,  1874 ;  Bail- 
road  V.  Howard,  7  WalL  411. 

Proof  of  the  most  satisfactory  character  is  exhibited  in  the  record, 
that  H.  N.  Farwell  was,  after  date  of  the  several  votes,  and  prior 
and  subsequent  thereto,  one  of  the  directors  of  the  corporation  and 
a  member  of  the  executive  committee,  and  the  proof  is  equally 
satisfactory  that  the  corporation,  for  a  long  time  before,  was  and  is 
utterly  insolvent  and  bankrupt,  that  it  had  failed,  refused,  and  been 
unable  to  pay  its  commercial  and  business  paper,  and  was,  as  charged 
in  the  bill  of  complaint,  insolvent  in  fact,  and  bankrupt,  within  the 
meaning  of  the  Bankrupt  Act  Charges  of  this  kind  are  very  dis- 
tinctly made  in  the  biU  of  complaint,  and  the  complainants  also 
charge  that  the  corporation,  at  the  date  of  those  votes,  did  not  have 
in  their  possession  any  personal  property  other  than  those  bonds  and 
that  fund,  except  what  was  embraced  in  and  covered  by  the  Berdell 


380  MASSACHUSETTS  DISTRICT. 

Bradlej  et  al.  v.  Conrene  ei  al, 

mortgage,  which  was  and  is  for  an  amount  much  greater  than  the 
value  of  the  property  therein  mortgaged^  and  that  the  corporation 
was  otherwise  largely  indebted,  —  all  of  which,  as  the  complainants 
allege,  was  at  all  times  well  known  to  the  respondents.  Based  upcm 
these  several  considerations  the  complainants  allege  and  charge  that 
the  said  bonds  were  so  transferred,  and  that  the  said  fund  was  so 
assigned,  and  that  both  were  by  the  respondents  received,  in  fraud 
of  the  creditors  of  the  bankrupt  corporation,  and  that  the  bonds  and 
the  fund,  by  force  of  §  14  of  the  Bankrupt  Act,  and  otherwise, 
and  by  force  of  the  principles  upon  which  courts  of  equity  act, 
became  and  are  vested  in  the  complainants  as  the  assignees  of 
their  estate  in  bankruptcy,  as  alleged  in  the  bill  of  complfdnt 
Due  demand  of  the  bonds  and  fund  is  alleged,  and  the  same 
having  been  refused,  the  complainants  pray  for  a  decree  that  the 
bonds  may  be  returned,  and  that  the  assignment  of  the  fimd  may 
be  set  aside,  cancelled,  and  declared  void,  and  made  over  to  the 
complainants  as  such  assignees,  and  that  the  respondents  may  be 
enjoined  from  making  any  sale  or  transfer  of  any  of  said  bonds,  or 
of  any  part  of  said  fund,  or  from  demanding,  collecting,  or  receiv- 
ing any  moneys  thereon,  and  for  general  relief 

Service  was  made,  and  the  respondents  appeared  and  filed  an 
answer.  Attempt  is  made  by  the  respondents,  in  the  answer,  to 
avoid  aU  responsibility  for  what  is  charged,  upon  the  ground  that 
Henry  K.  FarweU  did  not  vote  to  approve  the  claim  of  the  respon- 
dents at  the  meetings  of  the  executive  committee,  or  to  direct  the 
four  notes  to  be  given,  or  to  place  the  S700,000  of  Berdell  bonds  as 
collateral  security  to  the  notes,  or  to  direct  the  treasurer  to  draw  the 
order  in  favor  of  A  G.  FarweU  &  Co.  on  Bajing  Brothers  &  Co.  for 
the  fund  in  their  hands,  and  that  he  did  not  vote  at  the  meeting  of 
the  directors  to  approve  the  doings  of  the  executive  committee,  or 
to  instruct  the  treasurer  to  draw  that  order  on  Baring  Brothers  & 
Co.  for  the  balance  of  the  fund  in  their  hands. 

Enough  has  already  been  remarked  to  show  that  H.  N.  FarweU 
was  {)resent  at  aU  those  meetings  in  his  official  character,  both  as  a 
member  of  the  executive  committee  and  as  one  of  the  directors, 
which  is  foUy  admitted  by  the  answer ;  as  for  example,  the  answer 
admits  that  said  account  was  presented  at  a  meeting  of  the  execu- 
tive committee  of  said  corporation  held  on  the  8th  of  December, 
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1869,  at  which  said  Heniy  If.  Farwell  was  present  and  a  member 
of  said  committee  .  .  .  that  after  due  consideration  and  examina- 
tion of  said  account  the  said  executive  committee  passed  the  two 
several  votes  set  forth  in  said  bill  of  complaint  .  .  .  and  the  re- 
spondents admit  that  at  another  meeting  of  the  executive  com- 
mittee, held  on  the  9th  of  said  December,  the  respondent  Henry 
N.  Farwell  being  present,  and  a  member  thereof,  the  third  vote 
of  said  committee  set  out  in  said  bill  of  complaint  was  passed. 
Admission  is  also  made  in  the  answer,  that  Henry  N.  Farwell  was 
present,  as  a  director,  at  the  meeting  of  the  directors  held  De- 
cember 17, 1869,  and  that  at  said  meeting  it  was  first  voted  to  ap- 
prove all  the  doings  of  said  executive  committee  shown  on  their 
records,  and  that  the  resignation  of  said  Farwell  as  director  was  at 
that  meeting  presented  by  the  clerk,  not  accepted  and  laid  on  the 
table,  as  alleged  in  the  bill  of  complaint,  and  that  thereafterwards 
the  fourth  vote  of  the  board  of  directors,  as  set  forth  in  said  bill 
of  complaint,  was  passed.  Appended  to  each  of  those  admissions  is 
the  allegation  that  the  said  Henry  N.  Farwell  did  not  vote  or  act  in 
relation  to  the  particular  matter  constituting  the  charge  made  by 
the  complainants. 

His  presence,  therefore,  in  the  one  case  as  a  member  of  the 
executive  committee,  and  in  the  other  as  one  of  the  directors 
of  the  corporation,  is  proved  beyond  all  doubt,  and  it  is  equally 
certain  that  he  did  not  do  or  say  any  thing  in  .opposition  to  those 
votes,  and  in  view  of  the  whole  case  the  court  is  of  the  opinion 
that  it  must  be  held  that  he  approved  or  fully  acquiesced  in  each 
of  those  several  votes.  Unless  those  votes  can  be  upheld  as 
valid,  it  is  clear  that  the  defence  to  the  bill  of  complaint,  so  far  as 
respects  the  Berdell  bonds,  must  fail,  as  the  answer  presents  no 
other  sufficient  basis  to  support  the  transfer.  Suppose  that  is  so, 
still  the  respondents  claim  to  hold  the  Baring  fund,  upon  the  ground 
that,  at  the  same  time  and  as  a  part  of  the  same  transaction  with 
their  receiving  the  notes  of  the  corporation  and  the  assignment  of 
the  Berdell  bonds,  it  was  agreed  that  they  should  procure  and  place 
in  the  hands  of  the  treeisurer  of  the  State  100,000  Berdell  bonds 
other  than  those  placed  in  their  hands  as  collateral,  which  they  pre- 
tend in  their  answer  to  have  subsequently  done.  Such  a  statement 
in  the  answer  requires  proof  to  sustain  it,  but  the  proofs  exhibited 
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in  the  record  show  that  it  is  not  true.  Instead  of  that,  the  agree- 
ment, which  is  signed  by  Farwell,  and  not  by  the  firpi,  bears  date 
December  2,  fifteen,  days  before  the  treasurer  executed  and  de- 
livered the  four  notes  as  directed  by  the  executive  committee,  and 
it  appears  that  he  never  procured  and  placed  the  bonds  as  stipulated 
in  the  agreement.  Converse  and  Maynard  signed  the  same  paper, 
each  agreeing  to  procure  and  so  place  $50,000  of  said  bonds  for  the 
same  purpose,  and  it  appears  that  they  afterwards  refused  to  per- 
form the  agreement  unless  H.  N.  Farwell  would  give  them  his  guar- 
antee, but  the  record  shows  that  their  refusal  to  do  as  they  had 
agreed  was  made  to  the  new  treasurer,  and  that  he  was  not  ap- 
pointed until  four  days  after  the  vote  directing  the  execution  and 
delivery  of  the  said  four  notes,  and  consequently  that  their  refusal 
to  give  up  their  bonds  could  not  have  been  known  at  the  date  of 
that  vote. 

Much  reference,  however,  to  the  details  of  the  evidence  is  un- 
necessary, as  the  testimony  of  H.  N.  Farwell  shows  conclusively 
that  the  matter  of  the  required  guarantee  was  not  suggested  until 
long  after  the  votes  of  Dec.  17,  and  proves  to  the  entire  satis- 
faction of  the  court  that  the  allegation  of  the  answer  under  con- 
sideration is  not  true.  Other  suggestions  were  made  in  argument 
by  the  respondents  as  grounds  for  retaining  the  said  assigned  fund, 
but  inasmuch  as  they  are  not  set  up  in  the  answer,  nor  supported 
by  the  proofs,  they  may  be  overruled  without  furthier  remark. 
Equitable  claims  of  a  general  character  are  also  set  up  in  the  an- 
swer, to  the  said  bonds  and  the  said  assigned  fund,  but  the  allega- 
tions are  too  indefinite  and  vague  to  be  the  proper  subjects  of  legal 
adjudication.  SuflSce  it  to  say,  that  none  of  the  defences  set  up  in 
the  answer  can  be  sustained,  and  that  the  same,  one  and  all,  are 
overruled.  Complainants  are  entitled  to  a  decree  that  the  votes  of 
the  executive  committee  and  of  the  directors,  set  forth  in  the  bill 
of  complaint,  were  in  fraud  of  the  complainants  as  assignees  of  the 
bankrupt  corporation,  and  that  the  respondents  acquired  no  valid 
rights  under  the  same  to  said  bonds  or  said  assigned  fund  in  the 
hands  of  Baring  Brothers  &  Co.,  and  that  said  respondents  be  per- 
petually enjoined  from  setting  up  any  right,  title,  claim,  or  interest^ 
in  or  to  said  bonds  and  fund,  by  virtue  of  said  votes  or  either  of 
them. 
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Akthue  a.  Pickering,  Charles  R  Vickery,  Charles  R  Atwood, 
and  The  Phoenix  Manufacturing  Company  v,  William  H. 
Phillips,  Artemas  Briggs,  and  Daniel  A,  Trefethen. 

The  complainants  brought  suit  against  the  defendants,  nnder  their  original  patent,  and  the 
suit  was  dismissed,  the  respondents  recovering  costs.  The  parties  entered  into  a  stipu- 
lation to  the  effect  that  the  defendants,  by  the  use  of  a  certain  machine,  had  infringed 
one  of  the  patents  named  in  the  bill,  but  had  settled  therefor;  that  in  order  to  estop  the 
complainants  from  reasserting  claims  of  infringement  set  forth  in  the  bill,  as  far  as  plas- 
ter moulds,  French  machine,  or  old  pot-stuff  were  concerned,  the  bill  was  dismissed  with 
costSf  and  that  judgment  was  satisfied. 

The  patent  was  subsequently  reissued  by  complainants.  It  was  insisted  by  respondents 
that  the  complainants  were  estopped  from  maintaining  their  second  suit,  by  the  agree- 
ment. Held^  that  agreement  extended  no  further  than  to  estop  the  owners  of  the  ori- 
ginal patent  from  prosecuting  the  respondents  for  infringing  the  right  set  up  in  that  first 
bill  of  complaint,  no  mention  being  made  of  any  right  except  the  one  set  up  in  the  bill 
of  complaint. 

The  agreement  did  not  operate  as  a  license  to  the  respondents  to  make  and  use  the  invention 
secured  by  the  reissued  patent,  nor  did  it  estop  the  complainants  from  prosecuting  the 
respondents  under  that  patent. 

The  agreement  made  at  the  termination  of  a  prior  suit  referred 
to  in  the  answer  quoted  below,  was  as  follows :  — 

Charlks  R.  Atwood  and  Others,  in  Equity, 

V. 

Taunton  Cruciblb  Co. 

STIPULATION. 

In  this  case  the  parties  having  agreed,— 

1.  That  the  defendants,  by  the  use  of  the  Bramer  machine,  have 
infringed  upon  one  of  the  patents  mentioned  in  the  bill,  and  fully 
satisfied  the  plaintiffs  therefor ; 

2.  That  the  plaintiffs  are  in  error  in  supposing  that  they  have 
any  claim  upon  the  defendants  by  reetson  of  their  use  of  the  plaster 
moulds,  French  machine,  or  old  pot-stuff. 

3.  And  with  the  intent  to  estop  the  plaintiffs  fronr  reasserting 
the  claims  of  infringement  set  forth  in  the  bill,  so  far  as  the  plaster 
moulds,  French  machine,  or  old  pot-stuff,  either  or  both,  are  con- 
cerned,—  It  is  hereby  agreed  that  the  bill  in  this  case  may  be  dis- 
missed, with  costs,  and  that  the  judgment  for  costs  is  fully  satisfied. 

(Signed)    J.  E.  Maynadier,  for  Plaintiffs, 

(Signed)    Bennett  &  Fuller,  for  Defendants, 
Aua.  16,  1872. 
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This  suit  referred  to  in  the  above  stipulation  was  brought  on  the 
original  patent  of  complainants.  The  patent  was  reissued  before 
the  institution  of  the  present  bill. 

Bill  in  equity,  founded  upon  certain  letters-patent  for  a  new  and 
useful  improvement  in  moulding  crucibles.  The  defendants  were 
the  officers  and  agents  of  the  Taunton  Crucible  Company.  In  their 
answer  they  alleged  that  they  were  the  assignees  of  Thomas  O. 
French,  of  his  patent  for  an  improved  crucible  moulder,  and  denied 
infringement.  An  amended  answer  was  subsequently  filed  as  fol- 
lows :  — 

"  And  the  defendants,  for  further  answer,  say  the  complainants 
ought  not  to  have  and  maintain  their  biU  of  complaint,  because 
they  say  that  these  same  complainants  heretofore  commenced  a 
prior  suit  in  equity  against  the  Taunton  Crucible  Company  for  an 
aUeged  infringement  of  their  said  patent,  by  the  use  of  the  same 
French  machine  before  mentioned  in  this  answer,  and  in  said  suit 
it  was  expressly  agreed  by  the  parties  thereto,  as  by  the  files  of  said 
case  in  this  court  will  fully  appear,  that  the  plaintiffs  had  not  any 
claim  upon  the  defendants  therein  by  reason  of  their  use  of  said 
French  machine ;  and  with  intent  to  estop  the  plaintiffs  from  reas- 
serting any  claim  for  infringement,  by  the  use  of  said  machine,  it 
was  agreed  that  said  bill  might  be  dismissed  with  costs  (incurred 
by  reason  of  the  use,  by  the  defendants,  of  a  certain  other  machine 
called  the  Bramer  machine),  and  that  upon  the  payment  of  the  costs 
of  the  former  suit  said  complainants  should  be  for  ever  barred  and 
estopped  from  any  claiiA  arising  from  the  use  of  said  French  ma- 
chine by  the  defendants ;  and  the  defendants  say  that,  relying  upon 
said  agreement  and  estoppel,  they  paid  the  complainants  the  costs 
of  said  former  suit,  and  that  since  that  time  the  only  use  they  have 
made  of  said  French  machine  was  as  officers  and  agents  of  said 
Taunton  Crucible  Company,  and  for  their  interest  and  benefit ;  and 
in  fulfilment  of  said  stipulation  they  ceased  to  use  the  aforesaid 
Bramer  machine,  and  have  in  all  respects  fulfilled  their  said  stipula- 
tion with  the  plaintiffs,  and  therefore  the  same  ought  to  be  enforced 
against  the  plaintiffs  and  in  favor  of  these  defendants." 

J.  K  MayaadieTy  for  the  complainants. 

Bennett  &  Fuller,  for  the  respondents. 

Clifford,  J.    Defective  patents,  if  invalid,  may  be  surrendered 
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and  reissued,  and  the  lawful  grantee  of  the  new  patent  may  main- 
tain a  suit  in  equity  against  an  infringer,  to  recover  the  gains  and 
profits  which  such  infringer  made  by  his  unlawful  acts,  if  the  cause 
of  action  is  properly  set  forth  in  the  bill  of  complaint. 

Sufficient  appears  to  show  that  letters-patent  were,  on  August 
1, 1865,  granted  to  George  Nimmo  for  a  new  and  useful  improve- 
ment in  moulding  crucibles  and  pots,  as  more  fully  set  forth  in  the 
record,  and  that  the  complainants,  during  the  lifetime  of  the  patentee, 
became  the  assignees  of  the  same.  Infringers  were  prosecuted,  but 
the  grantees  of  the  original  patent,  finding  that  the  specification  was 
defective,  settled  the  suit  against  the  Taunton  Crucible  Company, 
and  surrendered  the  patent,  and  the  record  shows  that  the  same  was 
reissued  to  them  as  such  assignees.  Since  that  time  they  have 
commenced  the  present  suit,  and  the  charge  is  that  the  respondents 
unlawfully  and  wrongfully  use  an  apparatus  which,  in  construction 
and  mode  of  operation,  embraces  the  invention  described  and  claimed 
in  the  reissued  letters-patent.  Service  was  made,  and  respondents 
appeared  and  set  up  three  defences:  1.  They  deny  that  George 
Nimmo  is  the  original  and  first  inventor  of  the  alleged  invention ; 
2.  That  the  complainants  are  estopped  from,  maintaining  the  pres- 
ent suit  against  the  respondents,  for  the  reasons  set  forth  by  the 
respondents  in  their  special  plea ;  3.  That  none  of  the  acts  done  by 
the  respondents  amount  to  an  infringement,  for  the  reason  that 
they  were  all  done  by  the  respondents,  as  officers  and  agents  of  the 
Taunton  Crucible  Company,  under  a  license  from  Thomas  G.  French, 
and  because  they  are  not  in  violation  of  any  rights  of  the  complain- 
ants. 

Unless  the  invention  is  new  and  useful,  the  letters-patent  are 
not  the  proper  foundation  of  a  suit  for  infringement,  but  the  letters- 
patent,  when  introduced  in  evidence,  if  regular  in  form,  afford  a 
primd  facie  presumption  that  the  alleged  inventor  is  the  original 
and  first  inventor  of  what  is  therein  described  as  his  improvement. 
Persons  chaiged  with  infringement  may  disprove  that  presump- 
tion by  showing  that  the  invention  had  previously  been  patented  or 
described  in  some  printed  publication,  or  that  the  alleged  inventor 
was  not  the  original  and  first  inventor  of  the  improvement,  but 
they  cannot  be  allowed  to  give  such  evidence  in  a  suit  at  law  un- 
less they  give  notice  in  writing  of  their  intention  to  do  so  thirty 
VOL.  IV.  26 
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days  before  the  trial  Notices  of  the  kind  are  required  to  state  the 
names  of  the  patentees  and  the  dates  of  their  patents,  and  when 
granted,  and  the  names  and  residences  of  the  persons  alleged  to  have 
invented  the  same,  and  where  and  by  whom  the  invention  had  been 
used.  Proofs  of  the  kind  may  be  given  in  equity  suits  for  infringe- 
ment, upon  proper  notice  being  given  in  the  answer  to  the  respon- 
dent, and  with  the  like  effect  16  Stat,  at  L.  208 ;  Sev.  Stat.  §  4920, 
p.  960.  Such  notice  was  never  given  in  this  case,  and  of  course  the 
first  defence  must  be  overruled. 

Prior  to  the  surrender  of  the  original  patent,  a  suit  was  com- 
menced by  the  then  grantees  of  the  same  against  the  Taunton 
Crucible  Company,  charging  the  respondents  with  the  infringement 
of  the  exclusive  right  secured  by  the  letters-patent,  and  it  ap- 
pears that  the  bill  of  complaint  was  dismissed  upon  the  terms  and 
conditions  specified  in  the  agreements  exhibited  in  the  present 
I'ecord.  It  appears  by  the  entry  that  the  respondents  recovered 
•costs,  but  the  proofs  show  that  the  respondents  paid  the  costs  of 
the  suit  to  the  complainants.  Support  to  the  second  defence  is  at- 
tempted to  be  drawn  from  that  agreement,  but  the  complainants 
insist  that  the  terms  of  the  agreement  extend  no  further  than 
to  estop  the  grantees  of  the  original  patent  from  prosecuting  the 
respondents  for  infringing  the  title  set  up  in  that  bill  of  complaint, 
and  the  court,  after  a  careful  consideration  of  the  question,  is  com- 
pelled to  adopt  that  conclusion.  No  mention  whatever  is  made  of 
any  right,  except  what  is  secured  by  the  patent  set  forth  in  the  bill 
of  complaint.  Beasonably  construed,  the  court  is  of  the  opinion 
that  the  agreement  set  up  in  the  second  defence  does  not  operate  as 
a  license  to  the  respondents  to  make  and  use  the  invention  secured 
by  the  reissued  patent,  nor  does  it  estop  the  present  complainants 
from  prosecuting  the  respondents  for  an  infringement  of  the  exclu- 
sive right  secured  by  the  reissued  patent. 

Suppose  that  is  so,  still  it  is  insisted  by  the  respondents  that 
they  do  not  infringe  the  exclusive  rights  secured  to  the  complain- 
ants, which  is  the  only  question  that  remains  to  be  considered. 
Issues  of  the  kind  make  it  necessary  to  construe  the  claim  of  the 
patent,  and  to  ascertain  what  is  the  real  nature  and  character  of  the 
invention  secured  by  the  patent.  Crucibles  made  of  clay,  or  other 
articles  made  of  plastic  material,  require  to  be  moulded  before  they 
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are  exposed  to  heat,  and  what  the  complainants  claim  as  the  inven- 
tion of  Greorge  Nimmo  is  the  apparatus  described  in  the  specifica- 
tion, which  consists  of  a  revolving  vessel  and  the  device  called  a 
rib,  and  the  mechanism  for  connecting  the  rib  and  the  vessel,  and 
for  so  guiding  the  rib  that  it  will  approach  the  axis  of  revolution 
as  it  is  withdrawn  from  the  revolving  vessel  Clay  suitable  for 
moulding  is  placed  in  the  vessel,  which  is  then  rapidly  revolved, 
when  the  rib  is  brought  down  upon  the  clay  in  the  vessel  and  is 
pressed  down  upon  it  until  the  clay  is  reduced  to  the  desired  form,, 
the  profile  of  the  rib  forming  the  inside  of  the  crucible,  and  the  re- 
volving vessel  giving  form  to  the  outside  of  the  sama  Due  form 
having  been  given  to  the  crucible,  the  rib  is  then  withdrawn,  which 
is  a  matter  of  difficulty  in  case  the  crucible  is  of  less  diameter  at 
the  mouth  than  below,  unless  the  mechanism  for  guiding  the  rib  is 
so  constructed  that  it  will  cause  the  rib  to  approach  the  axis  of 
revolution  as  it  is  withdrawn  from  the  revolving  vessel.  Unless 
the  rib  can  be  so  guided,  it  is  impossible  to  manufacture  vessek 
having  a  bilge  without  injury  to  the  manufactured  article,  and  it  is 
for  that  reason  that  the  patented  apparatus  of  the  complainants  is 
greatly  superior  to  any  thing  which  has  preceded  it  in  the  art 

Taken  as  a  whole  it  is  both  new  and  useful,  and  when  taken  as 
a  whole  the  court  is  of  the  opinion  that  the  articles  manufactured 
by  the  respondents  do  infringe  the  exclusive  rights  secured  to  the 
complainants  by  the  reissued  letters-patent  Doubts  were  enter- 
tained upon  that  subject  at  the  argument,  but  a  more  complete 
examination  of  the  record  has  had  the  efiTect  to  remove  those  doubts, 
and  to  convince  the  court  that  the  apparatus  used  by  the  respon- 
dents is  substantially  the  same  as  that  described  in  the  specification 
of  the  reissued  patent  They  use  the  vessel  and  the  rib,  and  mech- 
anism for  connecting  the  two,  and  for  causing  the  rib  to  approach 
the  axis  of  revolution  as  it  is  withdrawn  from  the  revolving  vessel 
Viewed  in  the  light  of  these  suggestions,  it  is  clear  that  the  com- 
plainants are  entitled  to  a  decree  for  an  account  and  for  an  injunc- 
tion. 
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Levi  B.  Stoers  v,  Patrick  Howe,  and  0.  S.  Bullock. 

Equiraleiits  may  oonstitate  inhingvmeiits  of  mAchines  composed  of  combinitions  of  old 
elements,  provided  such  elements  or  ingredients  in  the  machine  alleged  to  be  an  infringe- 
ment perform  the  same  functions  as  the  ones  described  in  the  complainant's  patent,  and 
were  well  known  at  the  date  of  the  patent  as  proper  snbstitates  for  the  parts  in  the 
patented  machine  instead  of  which  they  are  used. 

Infringement  is  an  affirmative  allegation,  and  must  be  proved  by  the  complainant. 

Where  the  machine  described  and  claimed  in  complainant's  patent,  and  respondents' 
machines,  each  contained  four  elements  operating  together  to  produce  the  same  result, 
although  formal  differences  existed  between  certain  of  the  elements  of  the  two,  yet,  tha 
same  not  being  substantially  different  in  object  or  operation,  it  was  held  that  the  re- 
spondents' machine  was  an  infringement  of  complainant's  patent. 

This  was  a  bill  in  equity  for  the  infringement  of  certain  extended 
letters-patent  granted  the  complainant  for  a  pressing  machine  for 
tailors'  use.  On  the  8th  of  June,  1858,  a  patent  in  due  form  was 
granted  to  the  complainant,  for  a  new  and  improved  pressing  ma- 
chine for  tailors'  use,  of  which  he  alleged  that  he  was  the  original 
and  first  inventor,  and  the  record  showed  that  the  patent  was  sub- 
sequently extended  to  him  for  the  term  of  seven  years  from  and 
after  the  expiration  of  the  first  temt  By  virtue  of  the  patent  there 
was  secured  to  the  complainant,  as  he  alleged,  the  exclusive  right  to 
make,  use,  and  vend  to  others  to  be  used,  the  patented  machine,  and 
he  alleged  that  the  respondents  had,  in  violation  of  his  exclusive 
rights,  wrongfully  made,  used,  and  vended  to  others  to  be  used,  the 
said  invention,  and  he  prayed  for  an  account  and  for  an  injunction. 
Service  was  made,  and  the  respondent,  Patrick  Howe,  appeared  and 
filed  an  answer,  in  which  he  alleged  that  two  valid  patents  were 
granted  to  him,  which  he  still  held,  and  which,  as  he  alleged,  were 
granted  to  him  for  inventions  of  which  he  was  the  original  and  first 
inventor,  as  follows :  one  dated  Oct.  10,  1871,  for  an  improvement 
in  clothes-pressing  machines,  the  other  dated  Dec.  12, 1871,  for  an 
improvement  in  machines  for  pressing  cloth.  Having  described 
these  patents,  he  admitted  that  he  had  caused  machines  for  pressing 
cloth  to  be  made  and  sold  for  use  in  accordance  with  those  patents, 
but  he  denied  that  in  such  acts  he  had  infringed  the  patent  of  the 
complainant  He  further  denied  infringement  in  any  and  every 
form  in  which  it  was  changed  in  the  bill  of  complaint. 


MAY   TERM,  1876.  389 


Stom  p.  Howe  et  cd. 


C.  H,  DreWf  for  the  complainant 

J,  S,  and  J,  JS.  Abbott,  for  the  respondents. 

Clifford,  J.  Equivalents  are  allowed  in  an  invention  consiBting 
of  a  combination  of  old  elements,  as  well  as  in  every  other  class  or 
description  of  inventions.  Such  an  invention  consists  entirely  in 
the  combination,  and  the  rule  is,  that  the  rights  of  the  parties  imder 
it  differ  in  one  respect  from  those  of  a  patentee  of  an  invention  that 
consists  of  an  entire  machine,  or  of  a  new  and  useful  device,  be- 
cause the  rights  of  a  patentee  for  a  mere  combination  of  old  ingre- 
dients are  not  infringed  unless  it  appears  that  the  alleged  infringer 
made  or  used  the  entire  combination.    Prouty  v.  Buggies,  16  Pet  341. 

Combinations  of  the  kind  include  not  only  the  ingredients  de- 
scribed in  the  patent,  but  equivalents  also,  by  which  is  meant  any 
other  ingredients  which  will  perform  the  same  function  as  the  one 
described,  and  which  were  well  known  at  the  date  of  the  patent  as 
proper  substitutes  for  the  ones  actually  described  in  the  patent 
GUI  V.  WelU,  22  Wall  28. 

Persons  seeking  redress  for  the  unlawful  use  of  letters-patent  are 
obliged  to  allege  and  prove  that  they,  or  those  under  whom  they 
claim,  are  the  original  and  first  inventors  of  the  improvement^  and 
that  the  patent  has  been  infringed  by  the  party  against  whom  the 
suit  is  brought  Both  of  these  allegations  must  be  established  by 
the  party  instituting  the  suit :  but  the  law  is  well  settled  that  the 
patent  in  question,  if  it  is  introduced  in  evidence  and  is  in  due 
form,  affords  a  primd  facie  presumption  that  the  first  named  alle- 
gation is  true,  and  it  is  equally  well  settled  that  that  presumption, 
in  the  absence  of  satisfactory  proof  to  the  contrary,  is  sufficient  to 
entitle  the  party  instituting  the  suit  to  recover  for  the  alleged  vio- 
lation of  his  exclusive  rights.    Seymour  v.  OAorrie,  11  Wall.  538. 

Tested  by  that  rule,  it  is  as  dear  as  any  thing  in  legaA  decision 
can  be,  that  the  .only  question  in  this  case  is,  whether  the  allegation 
of  infringement  is  proved.  Such  a  charge  being  an  affirmative 
allegation  made  by  the  complainant,  the  burden  of  proof  is  upon 
him  to  establish  it,  unless  it  is  admitted  in  the  answer.  Agawam 
Co.  V.  Jordan,  7  Wall  609.  Sufficient  appears  in  the  specification 
and  drawings  to  show  that  the  invention  consists  in  attaching,  by  a 
universal  joint,  a  goose  or  tailor's  iron  to  a  jointed  arm,  the  arm 
and  other  parts  being  constructed  as  therein  shown,  and  connected- 
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to  the  treadle,  the  same  being  attached  to  a  proper  frame  and  used 
in  connection  with  a  press-board,  the  whole  being  so  arranged  that 
the  manipulation  of  the  goose  or  iron  is  greatly  facilitated,  whereby 
the  work  to  be  ironed  may  be  subjected  to  a  heavy  or  light  press* 
ure,  as  may  be  desired,  with  a  slight  exertion  or  expenditure  of 
power  by  the  operator.  Of  course  it  must  have  a  platform,  which 
must  be  supported  at  the  proper  height  by  a  suitable  frame  which 
may  be  constructed  of  -  wood  or  iron.  Particular  description  is 
given  of  each  part  of  the  machinery,  from  which  it  appears  that 
the  lever  is  a  very  essential  ingredient,  being  of  cast  iron,  its  lower 
end  being  connected  by  a  link  to  the  lower  end  of  a  bent  lever 
which  is  attached  to  a  treadle.  From  the  same,  it  also  appears,  that 
the  bent  lever  is  attached  to  the  lower  part  of  the  frame  by  a  ful- 
crum pin,  and  that  a  vertical  rod  is  attached  to  the  treadle,  and  that 
a  cross-plate  is  attached  to  the  upper  end  of  the  rod,  and  that  the 
cross-plate  rests  on  the  upper  ends  of  two  spiral  springs  which  are 
fitted  on  guide  rods,  the  lower  ends  of  the  springs  resting  on  a  cross- 
piece  to  which  the  guide  rods  are  attached,  the  cross-piece  being  at- 
tached to  the  frame.  One  of  the  functions  of  the  spiral  springs  is 
to  keep  the  treadle  elevated,  and  consequently  the  upper  end  of  the 
bent  lever  is  thrown  backward  from  the  platform  as  far  as  it  is 
allowed' to  mova  Two  horizontal  lips  are  formed  in  the  upper  end 
of  the  bent  lever,  between  which  a  jointed  arm  is  attached  by  a 
screw  which  passes  through  those  lips  and  through  the  jointed  arm, 
the  screw  fitting  in  a  thread  in  the  jointed  arm,  and  the  screw  has 
a  crank  on  its  upper  end. 

All  these  particulars  are  given  in  the  specification,  and  the 
patentee  states  that  the  goose  or  iron  is  attached  by  a  universal 
joint  to  the  outer  end  of  the  jointed  arm,  the  joint  being  formed 
by  pivothxg  a  sphere  or  ball  in  a  fork,  the  shank  of  which  is 
fitted  and  allowed  to  turn  freely  in  the  jointed  arm,  to  which  the 
patentee  adds  that  the  goose  is  provided  at  the  centre  of  its  upper 
part  with  a  vertical  spindle,  which  passes  through  the  sphere 
or  ball  in  which  it  is  allowed  freely  to  turn,  and  that  the  goose 
is  hollow  and  is  heated  by  means  of  hot  irons  placed  within  it. 
Connected  with  the  machinery  is  a  press-board,  6ne  end  of  which 
is  secured  in  proper  position  on  the  platform  by  means  of  a  clamp, 
which  is  formed  of  a  jaw  actuated  by  a  cam  being  pivoted  at  the 
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upper  end  of  a  described  standard,  and  directly  over  a  stationary 
jaw  attached  to  a  standard.  Description  is  also  given  of  the 
means  of  supporting  the  other  end  of  the  press-board,  but  it  is 
suf&cient  to  say  that  the  means  described  show  that  the  platform 
may  be  adjusted  under  any  part  of  the  press-board.  Very  satis- 
factory description  also  is  given  of  the  mode  of  operating  the  ma- 
chine, in  substance  and  effect  as  follows :  that  the  cloth  or  garment 
to  be  pressed  is  placed  on  the  press-board ;  that  the  goose,  being 
properly  heated,  is  pressed  down  on  the  work  to  be  operated  by  de- 
pressing the  treadle  with  the  foot,  it  appearing  that  the  goose  may 
be  moved  over  the  cloth  in  any  direction  in  consequence  of  its 
described  connection  with  the  jointed  arm.  Freedom  of  motion  is 
imparted  to  the  goose,  and  as  the  foot  of  the  operator  is  employed 
for  giving  pressure  to  the  iron,  and  the  hands  are  only  employed  for 
moving  it,  the  desired  work  may  be  performed  very  efifectually,  a 
greater  pressure  being  obtained,  and  the  goose  manipulated  with 
much  greater  facility,  than  when  the  hands  alone  are  employed  for 
performing  the  work.  By  turning  the  screw  the  jointed  arm  may  be 
raised  or  lowered,  and  the  standard  or  support,  by  being  movable, 
allows  work  that  is  sewed  at  the  edge  to  be  slipped  over  on  the  press- 
board,  as  shown  in  drawings,  which  is  a  great  convenience. 

What  he  claims  as  new  is,  1.  The  lever,  the  jointed  arm,  the 
goose  and  the  treadle,  when  connected  together  and  arranged  rela- 
tively with  each  other  and  the  press-board  so  as  to  operate  as  and 
for  the  purpose  set  fortL  2.  He  also  claims  the  particular  manner 
of  connecting  the  goose  and  spindle  which  passes  loosely  through 
the  sphere  or  ball  of  the  universal  joint  whereby  the  goose  is  allowed 
an  independent  rotary  movement ;  but  he  does  not  claim  the  sphere 
or  ball,  nor  the  fork  with  its  shank  fitting  in  the  jointed  arm ;  in- 
stead of  that,  it  is  only  the  peculiarity  attending  the  connection  of 
the  goose  to  the  sphere  which  he  claims,  as  set  forth  in  the  specifi- 
cations. Briefly  stated,  the  mode  of  operation  is  as  follows :  press- 
ure being  applied  to  the  treadle  by  the  foot  of  the  operator,  the 
same  is  transmitted  through  the  lever  to  the  jointed  arm,  so  that 
the  goose,  which  is  attached  to  the  forward  end  of  that  arm,  may  be 
brought  down  upon  the  work  to  be  pressed  with  such  degree  of 
force  as,  in  the  judgment  of  the  operator,  will  be  sufBicient  to  ac- 
complish the  desired  result,  which  shows  that  it  is  pressure  upon 
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the  treadle  which  depresses  the  extreme  end  of  the  jointed  arm  to 
which  the  goose  is  attached,  and  which  causes  the  goose  to  accom- 
plish the  work  described  in  the  specification.  All  these  features,  it 
is  claimed  by  the  complainant,  are  contained  in  the  respondents' 
machine,  and  the  complainant  insists  that  they  operate  together  as 
and  for  the  same  purpose.  Beyond  all  question  the  respondents 
have  the  press-board,  and  it  is  conceded  that  they  have  the  treadle, 
the  jointed  arm,  and  the  goose,  but  the  respondent  who  filed  the 
answer  denies  in  argument  that  he  uses  the  lever  which  constitutes 
the  fourth  element  in  the  combination  of  the  complainant 

Differences  of  a  formal  character  certainly  exist  in  the  fourth  in- 
gredient or  element  of  the  two  machines,  but  it  is  clear  that  the 
lever  employed  in  the  machine  of  the  respondents  performs  the 
same  functions  as  that  performed  by  the  lever  shown  in  the  com- 
plainant's machine,  and  the  better  opinion  is,  that  the  two  are  sub- 
stantially alike,  differing  only  as  to  mere  mechanical  arrangements. 
Pressure  is  transmitted  to  the  jointed  arm  in  both,  by  the  foot  of 
the  operator  applied  to  the  treadle.  In  the  complainant's  machine 
the  pressure  brings  down  the  link  attached  at  one  end  of  the  treadle, 
and  at  the  other  end  to  the  lower  end  of  the  lever,  and  thus  brings 
down  the  upper  end  of  the  lever  to  which  is  attached  the  jointed 
arm,  the  forward  extremity  of  the  same  to  which  the  goose  is  at- 
tached being  depressed,  and  thus  the  necessary  pressure  is  exerted 
upon  the  doth  or  garment  Just  the  same  function  is  performed 
by  the  same  element  or  ingredient  in  the  respondents'  machine,  but 
the  treadle  pushes  up  the  forked  connecting  link  which  takes  the 
place  of  the  link  in  the  complainant's  machine,  by  which  action 
the  forward  end  of  the  lever  to  which  the  upper  end  of  the  lever  is 
attached  is  depressed,  and  the  jointed  arm,  with  the  goose  attached, 
is  thus  brought  down  upon  the  work  exactly  in  the  same  manner  as 
in  the  other  machine.  Examined  in  the  light  of  these  suggestions, 
as  the  case  should  be,  it  is  clear  that  there  are  in  each  machine  sub- 
stantially the  same  four  elements  or  ingredients,  operating  together 
to  produce  the  same  result  Whatever  differences  exist  are  to  be 
found  in  the  mode  of  transmitting  motion  from  the  treadle  to  the 
lever,  to  which  the  jointed  arm  is  connected.  In  the  complainant's 
patent  the  lever  is  described  in  a  perpendicular  position,  while  in 
the  latter  it  is  shown  in  a  horizontal  position,  which  is  the  control- 
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ling  difference  between  the  two  machines.^  Enough  appears  to 
show  that  these  are  mere  formal  matters,  as  it  is  not  claimed  in 
either  patent  that  the  position  of  the  lever  is  any  part  of  the  inven- 
tion. These  differences  in  the  mechanical  arrangements  are  mere 
formal  variations,  producing  nto  new  result,  and  come  clearly  within 
the  proper  range  of  mechanical  equivalents. 

Properly  construed,  it  is  clear  from  what  has  already  been  re- 
marked, that  the  respondents  also  infringe  the  second  claim  of  the 
complainant's  patent.  Bemarks  already  made  show  that  it  is  the 
particular  manner  of  connecting  the  goose  to  the  arm  which  is  em- 
bodied in  that  claim,  by  which  is  meant  that  the  goose  or  iron  is 
provided  with  a  spindle  which  passes  loosely  through  the  sphere  or 
ball  of  the  universal  joint  whereby  the  goose  is  allowed  an  inde- 
pendent rotary  movement  subject  to  the  before-mentioned  dis- 
claimer. Nothing  being  alleged  to  the  contrary  in  the  answer,  it 
must  be  assumed  in  this  case  that  the  complainant  is  the  original 
and  first  inventor  of  that  improvement,  and  if  so,  the  court  is  of 
the  opinion  that  the  charge  of  infringement  is  proved  by  the  evi- 
dence in  the  case. 

Decree  in  favor  of  the  complainant  for  an  account  and  for  an  in- 
junction. 


Hugh  W.  Collendeb  v.  John  E.  Came  ei  al, 

TIm  daim  of  the  complainant's  patent  was  for  "  uniting  the  parts  employed  in  forming 
eombination  billiard  coshions  by  placing  the  harder,  or  more  dense,  and  less  elastic  sub- 
stances in  a  mould,  and  allowing  the  melted  rubber  to  flow  against,  around,  or  into  th« 
harder,  or  more  dense,  and  less  elastic  substances,  or  causing  the  plastic  rubber,  by  press- 
ure, to  unite  with  the  same,  and  then  vulcanizing  the  India-rubber,"  &c.  The  defend- 
ant's patent,  under  which  he  manufactured,  claimed  **an  India-rubber  billiard  cushion, 
constructed  with  an  embedded  spring  band,  having  woven  about  it  a  light  and  close-fit- 
ting casing  or  covering,'*  &c.  The  defendant's  band  was  entirely  surrounded  by  rubber, 
and  its  location  was  secured  by  suitably  fastening  it  in  the  rubber  cushion  before  vulcani- 
sation. Seld,  the  manu&ctuie  of  the  defendant  was  substantially  the  same  as  that  of 
complainant. 

If  mechanical  differences  exist,  but  the  two  products  and  the  general  mode  of  construction 
are  the  same,  as  would  appear  by  a  comparison  of  the  two  manuflictures,  the  court  will 
hold  that  infringement  is  proved. 

A  PATENT,  in  due  form,  was  granted  to  the  complainant  on  the 
12th  of  January,  1858,  for  a  new  and  useful  improvement  in  unit- 
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ing  comparatively  haid  substances  to  elastic  foundations  of  billiard 
cushions,  and  the  same  was  surrendered  on  the  19th  of  March, 
1867,  on  account  of  a  defective  specification,  and  reissued  to  the 
satne  patentee  for  the  same  invention.  Due  application  was  sub* 
seqiientlj  made  for  an  extension,  and  the  reissued  patent  was 
subsequently  extended  for  the  further  term  of  seven  years  from  the 
expiration  of  the  first  term.  Gains  and  profits,  it  was  charged,  had 
been  made  by  the  respondents,  by  infringing  the  exclusive  right 
secured  to  the  complainant  by  the  said  reissued  patent,  and  he 
prayed  for  an  account  and  for  an  injunction.  Process  having  been 
issued  and  service  made,  the  respondents  appeared  and  filed  an 
answer.  They  denied  that  they  had  made,  used,  or  sold  cushions 
for  billiard  tables  in  accordance  with  the  specification  of  the  com- 
plainant's patent,  or  that  they  had  made  any  gains  or  profits  by 
infringing  the  exclusive  right  secured  to  him,  as  chaiged  in  the 
bill  of  complaint,  and,  for  defence  upon  the  merits,  they  alleged 
that  the  patentee  was  not  the  original  and  first  inventor  of  the 
improvement,  but  that  the  same  had  been  previously  described  in 
the  specification  of  a  foreign  patent  referred  to  in  the  answer,  and 
that  it  was  known  to  and  had  been  used  by  the  persons  therein 
named,  and  at  the  places  specified  in  the  answer.  Pursuant  to 
leave  given,  they  filed  an  amended  answer,  in  which  they  alleged 
that  the  complainant  never  reduced  the  alleged  invention  to  prac- 
tice, and  that  it  was  not  capable  of  being  used  or  employed  upon 
a  billiard  table,  or  of  subserving  any  useful  purpose  or  result,  as 
alleged  or  suggested  in  the  specification. 

Satisfactory  description  was  given  of  the  invention  in  the  specifica- 
tion, from  which  it  appeared  that  it  consisted  in  uniting  the  com- 
paratively solid  substances  which  are  employed  at  or  near  the  front 
part  of  billiard  cushions  with  the  elastic  foundations  of  the  cushions, 
by  placing  the  more  solid  substances  in  a  mould,  and  allowing  the 
melted  rubber  to  flow  against  or  around  the  same,  so  that  it  should 
surround  the  back  and  end  of  the  edges,  and  thus  securely  confine  it, 
or  to  allow  plastic  rubber,  or  fluid  rubber,  to  come  in  contact  with 
the  back  of  the  more  solid  substance,  and  to  adhere  to  it  by  reason 
of  said  substance  containing  within  itself  a  similar  adhesive  prop- 
erty to  the  rubber  forming  the  foundation,  so  that  it  would  adhere 
to  the  same  by  reason  of  its  adhesive  nature,  aided,  if  need  be,  by 
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holdfasts,  or  projections,  on  the  back  side  or  ends  of  the  hard 
substances.  By  such  means,  the  patentee  stated  that  he  was  en- 
abled to  dispense  with  cement,  nails,  hinges,  or  any  cloth  covering 
to  retain  the  hard  substances  in  proper  position  on  the  elastic 
foundation.  It  also  enabled  him,  as  he  stated,  to  overcome  the 
disagreeable  noise  heard  when  the  ball  comes  in  contact  with  a 
steel  strip  fastened  at  its  lower  or  upper  edge.  He  also  stated,  that 
it  enabled  him,  without  the  trouble  of  cementing,  to  face  the  front 
of  the  steel  strip  with  a  transparent  facing  of  rubber,  which  would 
deaden  the  sound  of  the  steel  strip,  and  grip  the  ball  sufficiently  to 
give  greater  effect  to  twisting  shots,  and  also  to  prevent  the  ball 
sliding  off  at  an  imperfect  angle,  instead  of  a  proper  angle,  when 
played  at  a  very  obtuse  angle  against  the  cushiom  He  also  added 
that  his  improvement  enabled  the  manufacturer  to  save  time,  labor, 
and  expense  in  adjusting  and  securing  the  hard  substances  to  the 
softer  ones,  and  enabled  him  to  furnish  a  cushion,  which,  by  being 
properly  colored  and  finished,  could  be  used  without  any  woollen  or 
cloth  covering. 

J,  JE.  MaynadieTf  for  the  complainants. 

0.  L,  &  B.  L,  Boherts,  for  the  respondents. 

Clifford,  J.  Patents  may  be  granted  for  any  new  and  useful 
art,  machine,  manufacture,  or  composition  of  matter,  or  for  any  new 
and  useful  improvement  thereof,  subject  to  the  conditions  specified 
in  the  Patent  Act.  16  Stat  at  L.  201.  Inventions,  in  order  that 
they  may  be  patentable,  must  be  new  and  useful,  and  the  improve- 
ment must  be  of  such  a  character  that  it  involved  invention  to 
make  it,  as  the  act  of  Congress  confers  no  right  to  obtain  a  patent 
except  to  a  person  who  has  invented  or  discovered  what  is  declared 
to  be  patentable. 

Patents  in  due  form,  when  introduced  by  a  party  suing  for  an 
infringement,  afford  a  primd  facie  presumption  that  the  patentee  is 
the  original  and  first  inventor  of  what  is  therein  described  as  his 
invention.  Other  defences,  however,  besides  want  of  patentability, 
if  due  notice  of  the  same  is  given,  are  allowed  by  law.  Three  need 
only  be  mentioned :  1.  That  the  improvement  had  been  patented, 
or  described  in  some  printed  publication  prior  to  the  supposed  in- 
vention or  discovery ;  2.  That  the  inventor  was  not  the  inventor 
of  the  improvement ;  3.  That  the  improvement  had  been  in  public 
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use,  or  on  sale,  in  this  country  for  more  than  two  years  before  the 
application  for  a  patent,  or  that  it  had  been  abandoned.  Sev.  Stat 
§  4920,  p.  960. 

Three  modes  of  applying  the  invention  are  stated  in  the  specifi- 
cation, and  they  are  severally  sofficient  to  show  to  the  Court 
that  the  patentee  complied  strictly  with  that  provision  in  the  act 
of  Congress  which  requires  the  applicant  for  a  patent,  before  he 
can  receive  it,  to  file  in  the  Patent  Office  a  written  description  of 
the  manner  of  making,  constructing,  and  using  his  invention,  and 
also  to  show  that  the  invention  is  capable  of  subserving  some  use- 
ful purpose,  as  claimed  by  the  complainant  Construed  in  the 
light  of  these  suggestions,  it  is  quite  clear  that  it  is  for  a  new  and 
useful  mode  of  making  and  constructing  the  described  parte  of  a 
billiard  tabla 

Unquestionably  the  invention  relates  chiefly  to  the  cushion,  but 
the  true  construction  of  the  patent  is  that  the  invention  is  for  a  new 
and  useful  mode  of  constructing  the  described  part  of  the  table 
used  in  playing  billiards.  Much  discussion  of  the  defence  that  the 
invention  was  previously  described  in  the  foreign  patent  named  is 
quite  unnecessary,  as  the  Court  is  clearly  of  the  opinion  that  the 
theory  of  fact  involved  in  the  proposition  cannot  be  sustained,  for 
the  reason  that  the  invention  is  not  described  in  the  specification 
of  that  patent  Justly  compared,  it  is  so  clear  that  the  two  are 
essentially  and  substantially  diffei-ent,  that  it  would  be  waste  of 
words  to  pursue  the  inquiry.  Defences  alleged  in  the  answer  must 
be  proved,  which  is  all  that  need  be  said  in  response  to  the  propo- 
sition that  the  invention  was  previously  known  to,  and  used  by, 
the  persons  named  in  the  answer,  even  if  it  be  assumed  that  the 
defence,  as  pleaded,  is  sufficient  to  defeat  the  complainant's  patent 
which  is  by  no  means  admitted.  Nothing,  therefore,  remains  to  be 
considered  except  the  question  of  infringement  Certain  admissions 
in  the  answer,  and  in  the  proofs,  aid  very  much  in  determining  that 
question ;  as,  for  example,  it  is  admitted  in  the  answer  that  the 
respondents  have  made  and  sold,  and  are  now  making  and  selling, 
cushions  such  as  are  described  in  the  specification  of  the  Came 
patent,  and  the  evidence  proves  that  they  manufacture  cushions 
like  exhibit  19,  which  is  admitted  in  aigument  Carefully,  com** 
pared,  the  court  is  of  the  opinion  that  the  manufacture  of  the 
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respondents  is  substantially  the  same  as  that  of  the  complainant. 
Differences  exist  in  the  description  of  the  primary  elements  of  the 
manufacture,  but  the  patentee  of  the  Came  patent  states,  that  in 
the  manufacture  of  his  cushion  the  compound  band  is  to  be  entirely 
surrounded  by  rubber  along  l^he  whole  length  of  the  cushion,  and 
just  within  it,  in  a  Une  parallel  to  the  face  against  which,  in  the 
use  of'  the  table,  tha  ball  strikes ;  and  he  adds  that  the  location  of 
the  compound  band  is  obtained  by  suitably  securing  it  in  the 
rubber-cushion  mould  before  vulcanization,  and  obviously,  by  vul- 
canizing the  rubber,  a  union  is  made  between  it  and  the  woven 
casing  of  sufficient  strength  to  resist  all  strain  at  that  point,  result- 
ing from  the  impact  of  the  balls  on  the  face  of  the  cushion,  the 
woven  casing,  under  such  strains,  being  held  to  the  band  by  its 
tight  and  close  fit,  as  therein  previously  explained.  Support  to  the 
conclusion  expressed  is  also  derived  from  the  claim  of  the  patent, 
which  is,  "  An  India-rubber  billiard  cushion,  constructed  with  an 
embedded  spring  band,  having  woven  about  it  light  and  close-fitting 
fibrous  casing  or  covering,  as  described,  for  the  purpose  specified.'' 
Mechanical  differences,  undoubtedly,  exist,  but  the  general  mode  of 
constructing  the  two  cushions  is  the  same,  as  more  fully  appears  by 
comparing  the  manufacture  of  the  respondents  with  the  machine  of 
the  complainant,  as  described  in  the  specification  of  his  patent 
Compared  in  that  way,  the  conclusion  must  be,  in  the  opinion  of 
the  court,  that  the  charge  of  infringement  is  satisfactorily  proved. 
Decree  for  an  account  and  for  an  injunction. 


Hiram  Tucker  v.  The  Tucker  Manufacturing  Company. 

An  exact  description  of  an  invention  is  requisite  for  three  purposes.  That  the  goyemment 
may  know  what  thej  have  granted,  and  what  will  'become  public  property  when  the 
patent  expires.  That  licensees  maj  know  how  to  use  and  practise  the  invention  dnring 
the  term  of  the  patent  That  subsequent  inventors  may  know  what  portion  of  the  field 
of  invention  has  been  occupied. 

Persons  seeking  redress  for  the  unlawful  use  of  an  invention  covered  bj  letters-patent 
owned  by  them  are  obliged  to  allege  and  prove  that  they,  or  those  under  whom  they 
claim,  are  U>o  original  and  first  inventors  of  what  is  claimed  in  said  patent ;  but  the  let- 
ters-patent in  due  form,  introduced  in  evidence,  afford  a  primd  fade  presumption  suf- 
ficient to  support  such  allegation  until  rebutted.  ' 
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Where  it  appeart,  on  a  comparison  of  the  two  instmmentt  bj  the  court,  that  the  reietue 
patent  is  for  a  different  indention  from  that  described  in  the  original,  then  the  reissue  is 
invalid,  as  the  state  of  facts  shows  that  the  commissioner  exceeded  his  jurisdiction. 

Errors  and  imperfections  in  the  original  may  be  corrected  in  the  reissue,  and  the  patentee 
be  allowed  to  redescribe  his  invention,  within  the  limit  of  what  was  described,  suggested, 
or  indicated  in  the  original  patent. 

Whether  a  reissue  covers  no  more  than  the  invention  described  in  the  original  patent,  is  a 
question  of  construction  for  the  court,  aided  or  not,  by  expert  evidence,  as  it  may  or 
may  not  appear  that  technical  terms,  or  terms  of  art,  in  the  specifications,  require  ex- 
planation, in  order  to  arrive  at  their  true  meaning. 

Corrections  may  be  made  in  a  reissue  specification,  but  not  of  a  character  to  change  the 
substantial  natare  of  the  invention. 

In  this  case  the  defendants,  while  assi^ees  of  the  complainant,  had  acknowledged  the 
validity  of  his  patent. 

After  reassigning  the  patent  back  to  the  complainant  (the  inventor),  the  respondents  en- 
deavored to  reach  the  same  results  as  were  accomplished  by  the  patented  process,  with- 
out infringing  the  complainant's  patent;  but  the  court  held  that  the  attempt  to  avoid  the 
charge  of  infringement  was  merely  colorable,  and  that  complainant  was  entitled  to  an 
account  and  an  injunction. 

Bill  in  equity  for  the  infringemeBt  of  certain  lettera-patent  for  a 
new  and  useful  method  for  coloring  iron,  in  imitation  of  bronza 

Chauncey  Smith,  Walter  Curtis,  and  Charles  M.  Heed,  for  the  com- 
plainant 

George  L.  Boberts  and  Jteuien  L.  Itoberts,  for  the  respondents. 

Clifford,  J.  Inventors,  if  they  desire  to  secure  letters-patent 
for  their  inventions,  must  apply  to  the  commissioner  therefor,  in 
writing,  and  the  requirement  is  that  they  shall  file  in  the  Patent 
Office  a  written  description  of  the  invention,  and  of  the  manner 
and  process  of  making,  constructing,  and  using  the  same,  in  such 
full,  clear,  concise,  and  exact  terms  as  to  enable  any  person,  skilled 
in  the  art  or  science  to  which  it  appertains,  to  make,  construct,  and 
use  the  inventioa     16  Stat,  at  L  201. 

Pursuant  to  that  provision,  the  complainant  in  this  case  applied, 
in  writing,  to  the  commissioner  for  a  patent,  describing  his  invention* 
as  a  new  and  improved  process  or  method  of  superficially  bronzing 
or  coloring  iron,  as  more  fully  set  forth  in  the  specification  of  the 
patent.  Iron,  he  asserts,  has  heretofore  been  japanned  by  covering 
its  surface  with  oily  solutions  of  asphaltum  and  pigments,  and  by  the 
subsequent  application  of  heat  sufficient  to  produce  hardness ;  and 
he  also  admits  that  metals  have  been  lacquered  or  bronzed  by  the 
application  of  a  solution  of  resin  and  metallic  powders  or  salts,  dried 
by  exposure  to  air  or  heat  Both  of  these  operations,  he*admits,  are 
old  and  well  known.    Instead  of  that,  his  invention,  as  he  alleges, 
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consists  in  a  process  of  covering  iron  with  a  very  thin  coating  of 
oil,  and  then  subjecting  it  to  heat,  the  effect  of  which  is  to  leave 
upon  the  iron  a  firm  film,  which  is  very  durable,  and  yrhich  gives 
the  iron  a  highly  ornamental  appearance,  like  that  of  bronze.  Exact 
and  complete  description  is  given,  in  the  specification,  of  the  steps 
to  be  taken  in  applying  the  process  so  as  to  effect  the  described 
result.     Three  directions  of  the  kind  are  given,  as  follows :  — 

1.  That  the  surface  of  the  iron  to  be  bronzed  shall  be  cleansed 
from  sand,  scales,  or  other  foreign  matter,  and,  where  fine  effects  are 
desired,  the  suggestion  is  that  the  surface  should  be  polished  or 
made  smooth. 

2.  That  the  surface  of  the  iron  so  prepared  should  be  covered 
with  a  very  thin  coating  of  linseed  oil,  or  some  equivalent  oil, 
and  the  suggestion  of  the  patentee,  in  that  regard,  is  that  he  attains 
such  a  coating  by  applying  the  oil  with  a  brush,  and  then  rubbing 
the  oiled  surface  thoroughly  with  a  rag,  sponge,  or  other  suitable 
implement. 

3.  That  the  iron  so  prepared  and  oiled  should  be  placed  in  an 
oven,  and  exposed  to  heat  of  an  intensity  sufficient  to  change  a 
brightened  surface  of  clean  unoiled  iron,  to  a  color  varying  from 
that  of  light  straw  to  deep  blue,  until  the  required  bronze  color  is 
developed  upon  the  iron,  the  statement  of  the  patentee  being  that 
the  resultant  shade  of  color  will  depend  very  much  upon  the  degree 
of  heat  employed,  as  well  as  upon  the  duration  of  its  application, 
which,  in  every  case,  may  depend  upon  the  skill,  care,  and  judgment 
of  the  operator,  both  in  the  application  of  the  oil,  and  in  regulating 
and  determining  the  degree  and  duration  of  the  heat.  Boiled  linseed 
oil  is  preferred  by  the  patentee,  and  he  directs  that  the  iron,  when 
the  desired  shade  of  bronzing  is  obtained,  be  removed  from  the  oven 
or  furnace,  and  he  specifies  that  the  process  of  oiling  and  heating 
may  be  repeated  with  profit  if  it  be  desired  to  deepen  the  shade  of 
the  bronzing,  it  being  understood  that  the  effect  of  each  repetition 
will  be  to  deepen  the  shade  until  the  color  becomes  black.  High 
heat,  the  patentee  states,  when  applied  to  unoiled  iron,  will  have 
the  effect  to  produce  upon  the  surface  of  the  iron  the  series  of  colors 
pointed  out  in  the  specification,  but  he  asserts  that  a  thin  coating 
of  oil,  applied  as  directed  before  heatiug  the  iron,  has  the  effect  to 
modify  the  oxidation,  and  to  produce  a  new  and  improved  surface 
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resembling  bronze,  and  .which  is  highly  ornamental,  and  of  a  char- 
acter to  resist  the  effects  of  moisture  and  handling.  Exhibits 
showing  the  practical  results  of  the  patented  process  were  given  in 
evidence  at  the  final  hearing,  and  they  are  abundantly  sufGlcient  to 
prove  that  the  described  steps  are  respectively  essential  to  attain 
successful  results,  or,  in  other  words,  that  it  is  essential  that  the 
surface  of  the  iron  should  be  cleansed  from  sand,  scales,  or  other 
foreign  matter,  that  the  surface  should  be  covered  with  linseed  oil 
or  its  equivalent,  unmixed  with  pigment,  lacquer,  or  japan,  that  the 
coating  should  be  extremely  thin,  and  that  the  iron  thus  prepared 
and  oiled  should  be  placed  in  an  oven  or  furnace  and  be  subjected 
to  a  high  degree  of  heat. 

Exactitude  in  the  description  of  an  invention  is  required,  for 
three  reasons :  1.  That  the  government  may  know  what  they  have 
granted,  and  what  will  become  public  property  when  the  term  of  the 
monopoly  expires;  2.  That  licensed  persons  desiring  to  practise 
the  invention  may  know,  during  the  term,  how  to  make,  construct, 
and  use  the  invention ;  3.  That  other  and  subsequent  inventors  may 
know  what  part  of  the  field  of  invention  is  unoccupied.  Sufficient 
appears  to  show  that  the  description  of  the  invention  given  in  the 
specification  constitutes  a  full  compliance  with  those  several  require- 
ments. Discussion  of  the  title  of  the  complainant  is  unnecessary, 
as  it  is  admitted  in  the  answer  filed  by  the  respondents,  and  the 
complainant  alleges  that  the  respondents  have,  since  they  reassigned 
the  patent  to  the  complainant,  infringed  his  exclusive  right  and 
privilege  to  make  and  use  the  invention,  and  to  vend  the  same  to 
others  to  be  used,  and  he  prays  for  an  account  of  all  gains  and  prof- 
its realized  by  the  respondents  from  the  unlawful  use  of  the  same, 
together  with  the  damages  suffered  by  the  complainant  by  reason  of 
such  unlawful  use,  and  for  an  injunction. 

Process  was  served,  and  the  respondents  appeared  and  filed  an 
answer,  in  which  they  deny  the  charge  of  infringement,  and  set  up 
four  other  defences :  1.  That  the  reissued  patent  on  which  the  sidt 
is  founded  is  not  for  the  same  invention  as  the  original ;  2.  That 
the  process  described  in  the  specification  was  not  the  subject-matter 
of  invention  at  the  time  the  original  patent  was  granted ;  3.  That 
the  complainant  is  not  the  original  and  first  inventor  of  the  de- 
scribed improvement ;  4.  That  the  alleged  invention  was  known  to, 
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and  was  used  by,  the  persons  named  in  the  answer  before  the  com- 
plainant applied  for  a  patent 

Persons  seeking  redress  for  the  unlawful  use  of  letters-patent 
are  obliged  to  allege  and  prove  that  they,  or  those  under  whom  they 
daim,  are  the  original  and  first  inventors  of  the  improvement,  and 
that  the  same  has  been  infringed  by  the  party  against  whom  the 
suit  is  brought,  and  the  burden  to  establish  those  allegations  is, 
in  the  first  place,  upon  the  party  instituting  the  suit ;  but  the  law 
is  well  settled  that  the  letters-patent  in  question,  where  they  are 
introduced  in  evidence*  in  support  of  the  claim,  if  they  are  in  due 
form,  a£ford  primd  faeie  presumption  that  the  alleged  inventor  is 
the  original  and  first  inventor  of  what  is  therein  described  as  his 
improvement  Seymour  v.  Osborne,  11  Wa]L  538.  Apply  that  rule 
to  the  case  before  the  court,  and  it  is  clear  that  the  decision  must 
turn  chiefly  upon  the  defences  set  up  in  the  answer. 

Due  description  of  the  invention  is  given  in  the  specification,  and, 
the  letters-patent  being  regular  in  form,  the  primd  facie  presumption 
is  that  the  complainant  is  the  original  and  first  inventor  of  the 
alleged  improvement  Defective  patents  may  be  surrendered  and 
reissued,  but  the  act  of  Congress  expressly  requires  that  the  reissue 
must  be  for  the  same  invention  as  the  original,  and,  consequently, 
where  it  appears  on  a  comparison  of  the  two  instruments,  as 
matter  of  legal  construction,  that  the  reissued  patent  is  not 
for  the  same  invention  as  that  embraced  and  secured  in  the 
original  patent,  the  reissued  patent  is  invalid,  as  that  state  of 
facts  shows  that  the  commissioner  exceeded  his  jurisdiction. 
He  may  allow  the  specification  to  be  amended  if  the  patent 
is  inoperative  or  invalid,  and  in  that  event  he  may  reissue  the 
patent  in  proper  form.  Errors  and  imperfections  may  be  corrected, 
and  with  that  view  the  commissioner  may  allow  the  patentee  to  re- 
describe  his  invention,  and  to  include  in  the  description  and  claims 
of  the  patent,  not  only  what  was  well  described  before,  but  whatever 
else  was  suggested  or  substantially  indicated  in  the  specification, 
model,  or  drawings,  which  properly  belonged  to  th^  invention  as 
actually  made  and  perfected.  Interpolations  of  new  features  or 
devices  which  were  neither  described,  suggested,  nor  indicated  in 
the  original  specifications,  drawings,  or  patent-office  model  are  not 
allowed,  for  the  plain  reason  that  the  commissioner  has  no  jurisdic- 

VOL.  IV. 
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tdon  to  grant  a  reissne  unless  it  be  for  the  same  invention  as  that 
embodied  in  the  original  patent.  Sickles  v.  ^vans  et  cU,,  2  Gliflf. 
222. 

Whether  a  reissued  patent  is  for  the  same  invention  as  that  en»- 
bodied  in  the  original  patent,  or  for  a  different  one,  is  a  question  for 
the  court,  to  be  determined  as  a  matter  of  construction  on  a  com- 
parison of  the  two  instruments,  aided  or  not  by  the  testimony  of 
expert  witnesses,  as  it  may  or  may  not  appear  that  one  or  both  may 
contain  technical  terms,  or  terms  of  art  requiring  such  assistance  in 
ascertaining  the  true  meaning  of  the  language  employed. 

Reissued  patents  are  valid  unless  the  differences  between  the  re- 
issued patent  and  the  original  are  such  that  the  court  can  see,  upon 
the  comparison  of  the  two  instruments,  as  matter  of  l^al  construc- 
tion, that  the  reissued  patent  is  not  for  the  same  invention  as  the 
original.  Common  knowledge  shows  that  the  mechanism  of  a  loom 
and  of  a  sewing-machine  are  essentially  different,  and  it  would  fol- 
low that  a  patent  for  one  could  not  be  surrendered  and  reissued  for 
the  other,  as  the  court  could  see,  as  matter  of  construction,  that  the 
commissioner,  in  granting  the  reissue,  had  exceeded  his  jurisdiction. 
Defects  in  the  description  may  be  cured,  but  the  patentee  may  not 
strike  out  the  entire  description  of  one  of  the  ingredients  of  a  com- 
bination, and  insert  in  lieu  thereof  a  description  of  other  devices, 
unless  it  be  allied  that  such  other  devices  are  the  equivalents  of 
the  device  strickeaout    Oill  v.  Wells,  22  WalL  2. 

Corrections  may  be  made  in  the  specification,  but  they  must  not 
be  of  a  character  to  change  the  substantial  nature  of  the  invention, 
either  by  enlarging  or  diminishing  its  legal  effect  or  substantial  mode 
of  operation.  Questions  of  some  nicety  may  arise,  but  the  rule 
being  that  the  reissued  patent  must  be  sustained  unless  it  appears, 
as  matter  of  legal  construction,  that  it  is  not  for  the  same  invention 
as  the  original,  it  will  seldom  happen  that  the  question  will  be  in- 
volved in  much  difficulty.  Differences  undoubtedly  exist  between 
the  expressions  contained  in  the  respective  specifications  in  this 
case,  but  it  is  clear  that  they  are  not  of  a  character  to  warmnt  the 
court  in  deciding  that  the  reissued  patent  differs  in  substance  and 
legal  effect  from  the  original  which  was  surrendered. 

Much  examination  of  the  second  defence  is  unnecessary,  as  the 
issue  presented  is  entirely  one  of  fact     Taken  aa  a  whole,  the 
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proofs  are  conyincing  that  the  oil  coating,  under  the  process  of 
the  complainant,  is  oxidized  with  the  surface  of  the  iron,  and  that 
the  joint  efifect  is  to  produce  a  new  surface  resembling  bronze  in 
color,  better  calculated  to  resist  the  effects  of  moisture  and  handling 
than  iron  smoothed  in  the  ordinary  way. 

Properly  construed,  the  invention  of  the  complainant  is  the 
process  of  ornamenting  iron  in  imitation  of  bronze  by  the  applica- 
tion of  oil  and  heat,  as  specifically  described  in  the  specification, 
by  which  a  new  surface  is  produced  to  the  iron,  which  resembles 
bronze  in  color,  and  is  better  calculated  to  resist  the  effects  of  mois- 
ture than  iron  smoothed  in  the  usual  way.  Construed  in  that 
way,  as  the  patent  should  be,  it  is  clear  that  there  is  no  proof 
in  the  record  to  show  that  the  complainant  is  not  the  original  and 
first  inventor  of  the  improvement  Widely  different  views  are 
entertained  by  the  respondents  as  to  the  construction  of  the  patent, 
and  hence  they  contend  that  the  proofs  sustain  their  defence, 
that  the  invention  is  not  novel ;  but  the  court  is  unable  to  adopt 
their  theory  as  to  the  construction  of  the  patent,  and  consequently 
does  not  think  it  necessary  to  respond  very  fuUy  to  their  course  of 
aigument  under  the  present  head,  the  court  being  decidedly  of  the 
opinion  that  the  complainant  is  the  original  and  first  inventor  of 
the  alleged  improvement 

Most  of  the  remarks  of  the  court  under  the  preceding  head  are 
also  applicable  to  the  fourth  defence  set  up  by  the  respondents. 
Assume  that  the  patent  is  properly  construed  by  the  court,  and  it 
follows  that  the  respondents  utterly  fail  to  show  that  the  process  of 
the  complainant  was  ever  known  or  used  prior  to  the  application  of 
the  complainant  for  his  original  patent 

Nothing  remains  to  be  considered  except  the  question  of  in- 
fringement, which  may  properly  be  disposed  of  by  a  few  observations. 
Enough  appears  to  show  that  on  the  15th  of  December,  1863,  the 
original  patent  was  granted  to  the  complainant ;  that  on  the  3d  of 
March,  1865,  he  assigned  the  same  to  the  respondents ;  that  on  the 
11th  of  September,  1866,  the  original  patent  was  surrendered  and 
was  reissued  to  the  respondents  as  the  assignees  of  the  complainant ; 
that  the  respondents,  on  the  27th  of  August,  1872,  reassigned  the 
invention,  as  secured  by  the  reissued  patent^  to  the  complainant 
Throughout  that  period,  to  wit,  from  the  3d  of  March,  1865,  to  the 
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27th  of  August,  1872,  it  appears  that  the  respondents  held  the  title 
to  the  invention,  as  secured  hj  the  original  and  reissued  patent,  and 
it  appears  that  they,  during  that  time,  manufactured  large  quantities 
of  goods  by  the  process  described  in  those  patents,  and  that  they 
paid  royalties  to  the  complainant  for  the  right  to  use  the  process, 
and  that  throughout  that  whole  period  they  acknowledged  the 
validity  of  the  patented  invention. 

None  of  those  matters  are  in  controversy,  but  the  charge  is  that 
respondents,  since  they  reassigned  the  paten^d  invention  to  the 
complainant,  have  unlawfully  continued  to  use  the  same  without 
license,  and  have  refused  to  pay  any  royalty  to  him  for  such,  or  to 
acknowledge  his  legal  and  just  rights  under  the  reissued  letters- 
patent  Suffice  it  to  say  that  the  proofs  fully  establish  that  charge, 
and  show  that  the  respondents  went  immediately  to  work  to  see  if 
they  could  not  effect  the  same  results  as  those  accomplished  by  the 
patented  process  without  infringing  the  same,  and  they  now  contend 
that  they  have  been  successful  in  their  efforts.  Instead  of  that,  the 
court  is  of  the  opinion  that  they  have  plainly  infringed  the  patented 
process,  that  the  attempt  to  avoid  the  charge  of  infringement  is 
merely  colorable,  and  that  the  complainant  is  clearly  entitled  to  an 
account  and  to  an  injunction. 


Glover  Sanford  d  al,  v.  Merrimac  Hat  Company. 

Patentable  inventions  in  machinerj  may  be  divided  into  foor  classes.  Entire  machines,  as 
a  car,  or  a  sewing-machine.  Parts  or  devices  constituting  a  part  of  a  machine,  as  tha 
coulter  of  a  plough.  New  devices  of  a  machine  in  combination  with  old  elements.  De- 
vices or  elements  of  a  machine  in  combination,  all  being  old. 

New  devices,  in  a  machine  made  up  of  their  combination  with  o'ld  elements,  may  be  claimed 
by  themselves,  and  those  in  combination  with  such  old  elements  as  a  new  combination, 
and,  with  proper  description,  the  patent  be  valid. 

Where  the  invention  consbts  entirely  in  a  new  combination  of  old  elements  or  ingredients, 
infringement  consists  only  in  the  use  of  all  the  ingredients  or  elements  of  the  new  com- 
bination. 

In  the  stating  part  of  the  description,  the  invention  was  described  as  designed  for  stitching 
sweats  to  hats,  and  to  consist  in  a  peculiar  form  for  the  woik-plate  and  guide  for  the 
sweat,  and  a  guide  for  the  hat,  combined  with  a  sewing-machine  or  stitching  apparatus. 
Nothing  appeared  in  the  description  to  support  the  theory  that  invention  was  required  to 
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make  the  goidet  or  the  work-plate.  The  deacription  stated  that  the  upper  snrfaoe  of  the 
woik-plate  was  made  concare,  and  its  front  edge  tamed  down  and  carved,  so  that  the 
rim  of  the  hat  rested  on  the  upper  surface  of  the  plate  while  the  crown  rested  against 
the  side,  but  arranged  relatively  to  the  feed,  needle,  and  looper,  the  same  as  in  an  ordin- 
aiy  flat  work-plate.  The  claim  was  for  the  combination  of  the  work-plates  and  guides, 
constructed  and  arranged  as  described,  with  a  stitching  apparatus.  Held,  a  combination 
of  old  elements. 
MM,  also,  that  respondents  did  not  infringe,  becaose  they  did  not  use  the  guide  for  the 
hat. 

Bill  in  equity,  praying  for  an  account  and  for  an  injunction  for 
the  infringement  of  letters-patent  upon  a  new  and  useful  improve- 
ment in  sewing-machines  for  stitching  the  sweat-cloths  to  hats. 

The  chief  question  was  that  of  infringement 

K  Avery,  0,  Jf.  H(Ms,  and  C7.  0,  Morse,  for  the  complainants. 

W,  W.  Swan  and  Chauricey  Smith,  for  the  respondents. 

Cliffobd,  J.  Patentable  inventions  pertaining  to  machines  may 
be  divided  into  four  classes  :  1.  Entire  machines,  as  a  car  for  a 
railway,  or  a  sewing-machine ;  2.  Separate  devices  of  a  machine,  as 
the  coulter  of  a  plough,  or  the  divider  of  a  reaping  machine ;  3.  New 
devices  of  a  machine  in  combination  with  old  elements,  all  em- 
braced in  one  claim,  or  with  separate  claims  for  what  is  new, 
together  with  a  claim  for  the  new  combination  of  all  the  elements ; 
4.  Devices  or  elements  of  a  machine  in  combination,  where  all  the 
devices  or  elements  are  old. 

What  the  assignor  of  the  complainant  professes  to  have  invented 
is  a  new  and  useful  improvement  in  sewing-machines,  and  he 
states  in  the  specification  that  the  invention  is  designed  for  the 
purpose  of  stitching  the  sweats  or  leather  lining  into  hats,  and  that 
the  invention  consists  in  the  peculiar  form  of  the  work-plate,  with 
a  guide  for  the  sweat  and  a  guide  for  the  hat,  combined  with  a  sew- 
ing-machine or  stitching  apparatus.  It  is  plain  he  refers  to  a  par- 
ticular sewing-machine  which  has  a  needle-bar,  needle,  presser-foot, 
looper,  and  feeding  mechanism,  but  it  is  unnecessary  to  pursue  that 
description,  as  the  patentee  expressly  states  that  the  improvement 
is  alike  applicable  to  other  sewing-machines,  and  that  he  does  not 
intend  to  confine  himself  to  any  particular  stitching  apparatus, 
meaning  only  that  the  one  referred  to  is  preferred.  Special  refer- 
ence is  made  to  the  work-plate  of  the  new  improvement,  in  which 
he  states  that  its  upper  surface  is  made  concave,  and  that  its 
firont  is  turned  down  and  curved,  as  seen  in  figures  one,  two,  and 


406  MASSACHUSETTS  DISTRICT. 

Sanford  A  aJi,  p.  Merrimac  Hat  Compai^. 

three  of  the  drawings,  and  he  adds  that  the  plate  is  airanged 
relatively  to  the  feed,  needle,  and  looper  the  same  as  the  ordinary 
flat  work-plate,  without  stating  whether  it  is  new  or  old.  Passing 
from  that,  he  proceeds  to  refer  to  the  guides,  commencing  with  the 
guide  for  the  sweat,  which  he  says  is  attached  ^  to  the  presser-foot, 
or  other  part  of  the  machine,  and  that  it  is  formed  from  thin  sheet 
metal  of  the  proper  width,  and  so  as  to  permit  the  sweat  leather  to 
pass  freely  down  beneath  the  presser-foot.  Next  he  refers  to  the 
guide  for  the  hat,  and  remarks  that  it  rests  upon  the  angle  of 
the  work-plate  so  as  to  properly  guide  the  hat  up  on  the  work, 
the  angle,  of  the  hat-brim  and  body  resting  upon  the  angle  of  the 
work-plate.  Certain  directions  are  then  given  as  follows :  that  the 
hat  to  which  the  sweat  is  attached  must  be  placed  upon  the  table 
so  that  the  angle  of  the  brim  and  hat  shall  come  beneath  the 
needle,  the  hat-guide  bearing  thereon  with  the  force  of  the  spring 
denoted  by  the  red  color  in  the  drawings.  Nothing  is  stated  in  the 
specification  to  denote  whethei;  the  described  guides  are  new  or  old, 
nor  does  the  specification  contain  any  suggestion  or  intimation  that 
either  of  the  guides  may  be  dispensed  with  in  conducting  the 
operation.  Instead  of  that  the  directions  continue  that  the  sweat 
leather  is  then  passed  through  the  sweat-guide  beneath  the  presser- 
foot,  so  that  the  needle  will  catch  upon  the  edge  of  the  leather 
while  the  machine  is  operated  in  the  usual  manner,  stitching  the 
leather  to  the  hat ;  and  the  patentee  suggests  that  the  peculiar 
form  of  the  table,  combined  with  the  feed,  causes  the  hat  to  be 
turned  gradually  round  uhtil  the  leather  is  neatly  stitched  entirely 
around  the  hat. 

Tested  alone  by  the  description  of  the  improvement,  the  better 
opinion  is  that  the  same  is  a  mere  arrangement  of  old  elements 
in  a  new  combination,  to  work  out  a  new  and  useful  result,  and 
such  are  the  views  of  the  respondents;  but  the  complainants 
insist  that  the  description  of  the  improvement,  when  taken 
in  connection  with  the  claim,  warrants  the  conclusion  that  the 
work-plate  and  the  two  guides  are  new  devices  invented  by  the 
patentees.  Kothing  certainly  appears  in  the  description  to  support 
the  theory  that  it  required  any  invention  to  make  the  work-plate 
or  either  of  the  guides,  and  the  court  is  of  the  opinion  that  the 
mere  fact  that  the  patentees  claim  those  several  devices  in  com- 
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bination  with  a  stitching  apparatus  is  not  sufficient  to  support 
the  conclusion  that  the  commissioner  of  patents  ever  intended 
to  adjudge  that  the  patentees  were  the  original  and  first  inventors 
of  those  several  devices.-  Our  invention,  say  the  patentees,  is 
designed  for  the  purpose  of  stitching  the  sweats  to  hats,  and 
consists  in  the  peculiar  form  of  the  work-plate,  and  a  guide  for 
the  sweat  and  a  guide  for  the  hat,  combined  with  a  sewing- 
machine  or  stitching  apparatus;  but  there  is  nothing  in  the 
description  of  the  work-plate  to  show  that  it  required  any  inven- 
tion to  make  it,  or  that  there  is  any  thing  in  the  form  of  the 
device  to  entitle  the  maker  of  it  to  the  reward  due  to  an  original 
and  first  inventor  of  a  new  and  useful  improvement  All  that  is 
said  about  it  is  that  its  upp^  surface  is  made  concave,  that  its 
front  edge  is  turned  down  and  curved,  so  that  the  rim  of  the  hat 
rests  upon  the  upper  surface  of  the  plate  while  the  crown  rests 
against  the  side,  and  the  patentees  admit  that  it  is  arranged  rel- 
atively to  the  feed,  the  needle,  and  looper,  the  same  as  the  ordinary 
flat  work-plate. 

As  before  explained,  guides  are  required,  but  it  is  not  even 
suggested  that  they  are  peculiar  in  form,  or  tbat  it  involved  any 
invention  to  construct  or  arrange  those  devices.  Enough  is  stated 
to  show  that  the  sweat-guide  is  formed  from  thin  sheet  metal  so  as 
to  permit  the  leather  to  pass  freely  down  beneath  the  presser-foot, 
and  the  statement  is  that  it  must  be  of  proper  width ;  but  the  speci- 
fication gives  no  definite  description  of  the  form  of  the  guide  for  the 
hat^  except  what  may  be  inferred  from  the  function  which  it  is  to 
perform.  Stress  is  laid  upon  the  peculiar  form  of  the  table ;  but  it 
is  not  necessary  to  remark  upon  that  device,  as  it  is  not  claimed 
that  it  is  new.  As  thus  described,  the  court  is  of  the  opinion  that 
the  invention  consists  of  the  work-plate,  the  two  guides  constructed 
and  arranged  as  described,  in  combination  with  ft  sewing-machine 
or  stitching  apparatus.  Construed  in  that  way,  it  is  very  clear  that 
the  respondents  have  not  infringed  the  complainants'  letters-patent^ 
as  they  do  not  use  the  guide  for  the  hat  Where  the  invention 
consists  entirely  in  a  new  combination  of  old  elements  or  ingredients, 
the  law  is  well  settled  that  a  suit  for  infringement  cannot  be  main- 
tained, unless  it  appears  that  the  respondent  has  used  all  of  the  ele- 
ments or  ingredients  of  the  new  combination.    Pr<yiUy  v.  Buggies,  16 
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Pet.  341 ;  Vance  v.  Campbell,  1  Black,  428 ;  Ghndd  v.  JBe«,  15  Wall 
193 ;  Seymour  v.  Osborne,  11  Id  655. 

Patents  may  doubtless  be  granted  for  a  new  device,  and  for  the 
same  in  combination  with  old  elements,  and  if  both  inventions  are 
properly  described  and  claimed,  the  patent  will  be  valid  for  both ; 
but  it  is  not  necessary  to  pursue  that  inquiry  in  this  case,  as  the 
court  is  of  the  opinion  that  neither  the  description  of  the  supposed 
improvement,  nor  the  claim  of  the  patent  in  question,  brings  the 
case  before  the  court  within  that  rule.  Infringement  not  being 
proved,  the  bill  of  complaint  must  be  dismissed. 

Decree,  that  bill  of  complaint  is  dismissed. 


Edwin  L.  Brady  v.  The  Atlantic  Works. 

Inyeiitionfl  secured  by  letters-patent  are  property,  and  are  as  much  entitled  to  protection  as 
any  other  property  consisting  of  a  franchise. 

Priyate  property  cannot  be  taken  for  public  nse  without  just  compensation,  and  the  pro- 
vision is  as  applicable  to  the  government  as  to  individoals,  except  in  cases  of  extreme 
necessity,  in  time  of  war,  and  of  immediate  and  impending  public  danger. 

In  such  cases  of  the  seizure,  or  appropriation  of  private  property  to  public  use,  the  officer  in 
the  public  service  is  not  a  trespasser;  but  the  government  is  bound  to  make  full  compen- 
sation to  the  owner  of  the  property  appropriated. 

Allegations,  in  an  answer,  that  the  plans  and  specifications  of  the  alleged  infringing  machine 
were  furnished  by  a  government  agent,  and  that  he  was  the  real  inventor  of  the  ma- 
chine, and  not  the  patentee,  must  be  proved  before  they  can  constitute  a  valid  defence 
to  a  chaige  of  infringement. 

In  the  United  States,  the  sovereign  power  or  government,  cannot  use  an  invention  patented 
nnder  the  Federal  laws,  or  authorize  third  persons  so  to  do,  without  the  license  and  per- 
mission of  the  patentee  or  owner  of  the  patent. 

The  patent  law  in  this  country  secures  to  inventors,  for  a  limited  period,  the  exclusive  right 
to  their  inventions  in  the  United  States. 

Gontractors  of  the  government  of  the  United  States  derive  no  power  in  a  case  like  the 
present,  by  virtue  of  their  contract,  to  take  the  property  of  private  individuals  without 
their  consent,  or  apply  the  same  to  ftUfil  their  contract  obligations. 

This  was  a  bill  in  equity,  founded  upon  letters-patent  of  the 
United  States  for  certain  improvements  in  dredging-boats.  The 
chief  defence  was  that  the  respondents  had  built  the  alleged  in- 
fringing boat  under  a  contract  with  the  government,  and  that  they 
could  not  therefore  be  restrained  from  so  doing. 

The  question  of  injunction  was  deferred  for  further  consideration. 
Decree  for  an  account 
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J.  S.  Abbott,  for  the  complainant 

This  case  is  reallj  defended  by  the  United  States  government ; 
and  it  is  claimed  in  defence  that  the  right  of  the  government  is 
paramount  to  the  plaintiff's. 

Whatever  may  be  the  law  in  England,  that  is  not  the  law  of  the 
United  States.  Const.  U.  S.  art.  1,  §  8 ;  Act  of  Congress,  July  4, 
1836. 

"  No  right  under  the  constitution  and  laws  having  been  reserved 
to  the  United  States  government  to  use  a  patent  without  license  of 
the  patentee,  when  the  government  uses  a  patent,  the  proper  depart- 
ment should  allow  reasonable  compensation  for  its  use."  9  Op. 
Att'y  Gen,  135. 

At  the  hearing  on  motion  for  a  preliminary  injunction  in  this 
case,  Mr.  Justice  Cli£ford  took  the  same  view,  and  held  that  the 
government  had  not  the  right  to  use  thi»  patent. 

The  defendaYits  are  therefore  liable,  precisely  as  though  they  had 
Gontiacted  to  build  the  ''  Essayons  "  for  a  private  individual 

They  were  the  real  contractors  of  the ''  Essayons."  They  furnished 
all  the  labor  and  materials  required.  The  government  became  lia- 
ble for  nothing,  excepting  to  pay  the  defendants  the  stipulated 
price  for  the  vessel,  on  her  deliveiy  to  and  acceptance  by  the  gov- 
ernment; and  with  the  further  exception  that,  inasmuch  as  the 
government  furnished  the  plans  and  specifications  involving  in- 
fringement of  plaintiff's  patent,  it  incurred  an  equitable,  if  not  a 
legal  liability,  (which  it  has  assumed  by  imdertaking  the  defence  in 
this  case,)  to  protect  the  defendants,  and  to  pay  the  amount  which  the 
plaintiff  may  recover  against  them  because  of  their  infringement. 

The  defence  therefore  rests  on  no  better  ground  than  it  would  in 
a  case  brought  by  plaintiff  against  the  government  to  recover  for 
use  of  his  patent  in  the  Court  of  Claims ;  where  judgments  have 
been  rendered  against  the  government  for  similar  claims  by  other 
patentees 

Lothrap,  Bishop,  &  Idnooln,  for  the  respondents.   * 

This  is  a  proceeding  in  substance  to  restrain  the  United  States 
from  building  a  vessel  designed  and  to  be  used  for  the  purpose  of 
dredging  the  mouth  of  the  Mississippi  Biver. 

The  vessel  was  designed  by  of&cers  in  the  Engineer  Corps  of  the 
United  States  Army,  acting  under  orders  from  the  War  Department 
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The  nominal  defendants  are  the  mere  instruments  employed  hj 
the  government  to  carry  out  its  design  and  construct  the  vessel 
They  have  agreed,  by  their  contract,  to  build  the  vessel  for  the 
United  States,  according  to  specifications  and  plans  famished  by 
the  War  Department,  and  under  the  direction  and  supervision  of  a 
United  States  officer.  The  vessel  is  to  be  built  in  the  same  way 
the  monitors  and  many  other  vessels  were  built  during  the  war. . 

Upon  this,  we  say :  — 

Even  if  the  plainti£f 's  patent  is  a  valid  one,  and  if  the  construc- 
tion of  the  "  Essayons  "  is  such  as  would  otherwise  constitute  an  in- 
fringement of  it,  —  which  we  deny,  —  the  United  States,  by  its 
grant  to  the  plaintiff  of  the  privileges  conferred  by  the  patent,  has 
not  excluded  the  use  of  the  thing  patented  by  itself.  The  nature 
of  the  grant  of  a  patent  right  by  the  sovereign  power  is  not  such  as 
to  exclude  its  own  use  of  the  thing  granted.  Feather  v.  The  Queen, 
6  Best  &  S.  257. 

The  nature  of  a  patent  right  granted  by  the  government  is  that 
of  a  prohibition  to  any  of  its  subjects,  except  the  patentee,  from 
using  the  invention.  It  extends  no  further,  and  is  not  intended  to 
deprive  the  g6vemment  itself  of  its  use. 

Even  if  this  position  be  not  correct,  and  assuming  all  that  the 
plaintiff  claims,  t.  e,  a  valid  patent,  infringement,  and  that  the 
grant  of  a  patent-right  excludes  the  use  of  the  thing  patented 
by  the  sovereign  power,  still  the  present  proceeding  cannot  be 
maintained. 

This  is  a  bill  in  equity  to  prevent  the  use  of  the  thing  patented ; 
the  object  sought  is  restrained  by  injunction ;  if  obtained,  it  will  be 
an  injunction  against  the  United  States  as  completely  as  if  it  were 
so  in  form.  The  operations  of  the  government  in  war  and  in  peace 
cannot  be  stopped  in  this  mode.  The  United  States  cannot  be  pre- 
vented from  building  monitors  for  service  in  the  war,  or  from  build- 
ing dredge-boats  to  be  used  at  the  mouth  of  the  Mississippi  Biver, 
by  an  injunction  issued  against  the  Atlantic  Works,  the  agents  and 
means  employed  to  build  them. 

If  the  operations  of  the  government  could  thus  be  interfered  with 
in  these  instances,  they  are  liable  to  be  stopped  at  all  times,  in  any 
matter,  by  the  claim  of  a  patentea 

We  submit  that  a  bill  in  equity  seeking  for  an  injunction,  whose 
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object  and  result  must  be  to  prevent  the  use  of  the  article  claimed 
as  patented,  and  thus  to  thwart  the  operations  of  the  government, 
cannot  in  such  a  case  be  maintained ;  but  that  a  patentee  (assuming 
that  his  claims  in  all  other  respects  are  made  out)  is  confined  for 
relief  either  to,  — 

Petition  to  the  Court  of  Claims,  or. 

Action  at  law  against  the  officer  or  agent  committing  the  tort. 

The  difTerence  between  proceedings  in  equity  to  restrain  the  use 
of  the  thing  patented  and  an  action  at  law  seeking  damages,  in  such 
a  case,  is  that  the  former  puts  its  power  upon  the  designs  of  the 
government  to  prevent  their  accomplishment,  and  interferes  to  pre- 
vent the  government  from  carrying  out  its  plans,  while  the  latter 
affords  compensation  without  such  interference. 

While  the  justification  of  a  superior  officer  will  constitute  no  de- 
fence to  an  action  at  law  for  an  act  committed  by  him,  for  which 
he  would  otherwise  be  liable.  Little  v.  Barreme,  2  Cran.  170; 
MUchdl  V.  Hamnony,  13  How.  115.  The  fact  that  the  superior  au« 
thority,  under  whose  command  an  act  is  to  be  done,  is  the  govern- 
ment ;  and  that  the  act  itself  is  an  exercise  of  the  proper  powers 
of  government  will  prevent  the  court  firom  attempting  to  interfere 
with  the  act  itself,  or  to  restrain  it  by  judicial  proces& 

The  building  of  the  vessel  in  question  was  an  exercise  by  the 
United  States  of  its  governmental  authority  and  power ;  and  while 
it  may  be  admitted  that  such  an  act  will  not  prevent  the  recovery 
of  whatever  compensation  any  person  should  receive  for  any  dam- 
ages he  may  have  sustained,  it  cannot  be  contended  that  it  author- 
izes the  imposition  of  judicial  authority  to  prevent  it. 

The  judicial  department  of  the  government  will  not  thus  inter- 
fere to  prevent  the  action  of  the  executive  department. 

The  case  of  United  States  v.  Bwrns,  12  WalL  246,  does  not  con- 
flict with  the  principles  above  stated.  That  was  a  petition  in  the 
Court  of  Claims  seeking  compensation  from  the  United  States  for 
the  use  of  a  patented  article,  and  the  decree  was  in  favor  of  the 
petitioner.  The  case  simply  decides  that  the  petitioner  might  have 
reimbursement  in  that  moda  It  is  no  authority  for  the  proposi- 
tion that  the  executive  department  of  the  government  may  be  re- 
strained, in  operations  of  the  necessity  of  which  it  alone  must  be 
the  judge,  by  the  judicial  department 
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We  refer  the  court  to  cases  of  Mississippi  v.  Johrison^  4  WalL 
475 ;  and  especially  as  being  directly  in  point,  and  as  containing  a 
full  discussion  of  the  authorities  and  a  very  clear  statement  of  the 
correct  doctrine,  to  Gaines  v.  Thompson,  7  WalL  347.  The  lan- 
guage of'  the  court  in  the  latter  case,  on  pp.  351,  352,  both  as  to 
mandamus  and  injunction,  is  especially  in  point 

Clifford,  J.  Inventions  secured  by  letters-patent  are  property 
in  the  holder  of  the  patent,  and  as  such  are  as  much  entitled  to  pro- 
tection as  any  other  property,  consisting  of  a  franchise,  during  the 
term  for  which  the  franchise  or  exclusive  right  or  privilege  is  granted. 
Seymour  v.  Osborne,  11  Wall  533. 

Holders  of  letters-patent  enjoy,  by  virtue  of  the  same,  the  ex- 
clusive right  and  liberty  of  making  and  using  the  invention  therein 
secured,  and  of  vending  the  same  to  others  to  be  used,  as  provided 
by  the  act  of  Congress  passed  for  the  purposa    16  Stat  at  L  201. 

Private  property,  the  Constitution  provides,  shall  not  be  taken 
for  public  use  without  just  compensation,  and  it  is  clear  that  that 
provision  is  as  applicable  to  the  government  as  to  individuals, 
except  in  cases  of  extreme  necessity,  in  time  of  war,  and  of  imme- 
diate and  impending  public  danger.  Exigencies  of  the  kind  do 
arise  where  the  prohibition  does  not  apply  to  the  public,  and  in 
such  cases  it  must  be  conceded  that  the  officer  in  the  public  service 
is  not  a  trespasser,  but  it  is  equally  true  that  the  government  is 
bound  to  make  full  compensation  to  the  owner.  MitehM  v.  Hfir- 
mony,  13  How.  134 ;  United  States  v.  Bussell,  13  WalL  627. 

Letters-patent  for  a  new  and  useful  improvement  in  the  construc- 
tion of  boats  for  dredging  under  water  were  granted  to  the  complainant 
on  the  17th  of  December,  1867,  as  appears  by  the  original  patent 
annexed  to  the  bill  of  complaint  Nothing  i^  suggested  to  show 
that  the  patent  is  not  regular  in  form,  and  the  complainant  alleges 
that  the  respondents  lure  making  and  constructing  a  dredge-boat  of 
the  same  construction  as  that  described  in  his  specification,  and 
which  is  an  infringement  of  his  patent,  and  he  prays  for  an  injunc- 
tion and  for  an  account  of  all  such  gains  and  profits  as  they,  the 
respondents,  have  received  by  their  unlawful  and  wrongful  acts  and 
doing& 

Proofs  were  taken  and  hearing  was  had,  when  the  respondents 
requested  leave  to  amend  their  answer.    Leave  to  that  effect  having 
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been  granted,  and  new  proofis  taken,  the  cause  is  now  submitted, 
with  additional  briefs,  to  the  court,  upon  the  pleadings  as  amended, 
with  all  the  proofs  in  the  causa  Bedress  for  the  unlawful  use  of  a 
patent  cannot  be  obtained  unless  the  party  seeking  it  alleges  and 
proves  that  he  is  the  original  and  first  inventor  of  the  improvement, 
and  that  the  patent  has  been  infringed  by  the  party  against  whom 
the  suit  is  brought  Both  of  those  allegations  must  be  proved,  but 
it  is  weU-settled  law  that  the  patent,  if  regular  in  form,  and  intro- 
duced in  evidence,  affords  a  primd  fade  presumption  that  the  alleged 
inventor  is  the  original  and  first  inventor  of  what  is  therein  de- 
scribed as  his  improvement  Under  such  a  rule  nothing  is  here 
open  for  examination  except  the  question  of  infringement  and 
the  defences  set  up  in  the  answer.  Seymour  v.  Osborne,  11  WalL 
538. 

Considered  together,  the  answer  and  the  amendments  thereto  may 
be  regarded  as  setting  up  the  following  defences : — 

1.  That  the  complainant  is  not  the  original  and  first  inventor  of 
the  improvement 

2.  That  M.  D.  McAlester  furnished  the  plans  and  sketches  of  the 
described  dredging-boat,  and  that  he  was  the  real  inventor  of  the 
improvement ;  that  the  said  McAlester  was  the  sole  inventor  of 
the  same,  and  that  the  complainant  fraudulently,  wrongfully,  and 
falsely  represented  himself  as  the  original  inventor,  and  that  the 
patent  was  wrongfully  and  inadvertently  issued  in  ignorance  of  the 
fiacts,  and  is  wholly  inoperative  and  void. 

3.  That  the  dredging-boat  in  question  was  built  and  completed 
under  the  inspection  and  supervision  of  an  officer  of  the  United 
States,  according  to  the  plans  and  specifications  furnished  by  the 
Grovemment  of* the  United  States;  and  that  the  said  plans  and 
specifications  were  the  result  of  the  said  officer's  own  study,  obser- 
vation, and  experience,  and  that  to  the  extent  that  said  plans  and 
specifications  were  original  in  any  particular,  he  was  the  author  and 
inventor  of  the  same. 

Superadded  to  that,  the  respondents  also  all^e  that  in  building 
the  said  dredging-boat,  and  in  following  the  said  plans  and  specifica- 
tions, they  were  the  mere  agents  and  executive  hand  of  the  Federal 
government,  which  was  the  real  constructor  of  the  same,  all  the 
work  thereon  having  been  done  under  the  immediate  supervision, 


414  MASSACHUSETTS  DISTRICT. 

Brady  v,  Atlantic  Works. 

and  in  obedience  to  the  orders,  of  the  said  govanment,  and  in  con- 
formity with  the  plans,  specifications,  and  directions  "which  the 
said  government  famished." 
Two  claims  are  set  up  by  the  patentee :  — 

1.  A  dredging-boat,  constructed  with  a  series  of  water-tight  com- 
partments, so  proportioned  and  arranged  that,  as  they  are  filled  with, 
water,  the  boat  shall  preserve  an  even  keel,  and  the  dredging  mechan* 
ism  be  brought  into  action  without  any  adjusting  devices. 

2.  He  claims  the  combination  of  the  '*  mud  fan "  attached  to  a 
rigid  shaft,  and  a  boat  containing  a  series  of  water-tight  compart- 
ments, so  adjusted  as  to  cause  the  boat  to  settle  on  an  even  keel  as 
the  compartments  are  filled  with  water,  and  also  a  pump  for  ex- 
hausting all  the  water  from  the  compartments. 

Beference  is  made  to  the  drawings  as  making  part  of  the  specifi- 
cations, and  the  patentee  states  that  the  excavator  consists  of  a 
strong  boat,  propelled  by  one  or  two  propellers  placed  in  the  stem. 
Two  propellers  are  preferred,  as  affording  greater  power,  and  render- 
ing the  boat  more  manageable  when  steering  in  crooked  channels. 
Steam  engines  of  ordinary  construction  are  employed  to  drive  the 
propeller  in  the  usual  manner.  Near  the  bow  of  the  boat  is  placed 
another  steam  engine,  to  drive  what  the  patentee  calls  the  '*  mud 
fan,"  which  projects  from  the  bow  of  the  boat  and  in  front  of  the 
same,  and  is  formed  by  a  set  of  revolving  blades,  turned  like  those 
of  the  propellers,  by  a  shaft  passing  through  what  is  called  a  stuf- 
fing box  in  the  specification.  The  blades  for  this  purpose  are  shaped 
somewhat  like  those  of  a  propeller,  but  the  patentee  states  that  they 
are  sharper  on  their  fronts,  and  less  inclined  on  their  face.  These 
blades,  he  says,  should  extend  about  two  feet  below  the  bottom  of 
the  boat,  their  object  being  to  displace  the  sand  a!hd  mud  on  the 
bottom  by  their  rapid  revolution,  and  by  stirring  them  up  to  mix 
the  same  up  with  the  water  so  that  they  may  be  carried  off  by  the 
current,  to  which  he  adds,  that  the  "  mud  fan  "  assists  the  propellers 
to  draw  forward  the  boat  as  well  as  to  stir  up  the  mud  and  sand. 
All  the  engines,  it  is  represented,  may  be  driven  by  one  set  of  boilers, 
placed  midships,  and  in  order  that  the  **  mud  fan  "  may  be  brought 
in  contact  with  the  bottom,  the  patentee  states  that  he  constructs 
the  boat  with  a  series  of  water-tight  compartments,  placed  in  the 
bow  and  stern,  and  on  each  side  of  the  centre,  midships,  into  which 
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the  water  may  be  permitted  to  flow,  through  pipes,  so  as  to  sink  the 
vessel  to  the  required  depth,  the  compartments  being  so  placed  and 
proportioned  that  the  vessel  shall  sink  with  an  even  keel,  by  which 
the  effective  action  of  the  "  mud  fan,"  the  propellers,  and  the  steer- 
ii^  apparatus,  is  preserved,  leaving  the  boat  manageable  at  any 
depth  of  water.  Such  is  the  general  description  of  the  boat,  to  which 
it  is  added,  that  a  laige  pump,  driven  by  the  engine,  is  connected 
by  pipes  with  all  the  compartments,  so  that  the  water  may  be 
pumped  out  when  necessary  to  raise  the  boat  Argument  to  show 
that  the  invention  was  designed  as  an  improvement  in  constructing 
a  dredging-boat,  and  the  apparatus  to  render  such  a  boat  an  effective 
machince  for  that  purpose,  is  unnecessary,  as  the  proposition  is  sup- 
ported by  every  line  of  the  descriptive  part  of  the  specification. 

Two  suggestions  are  made,  as  tending  to  show  that  the  complain- 
ant was  not  the  original  and  first  inventor  of  the  improvement. 

1.  That  its  construction  and  mode  of  operation  are  the  same  as 
the  dredge-boat  Enoch  Train,  previously  constructed,  and  publicly 
used  in  1859,  for  the  purpose  of  deepening  the  channel  at  the  mouth 
of  the  river  Mississippi. 

2.  That  Gen.  M.  D.  McAlester  made  the  original  plans  and  speci- 
fications described  in  the  patent,  and  that  he  is  the  author  and 
inventor  of  whatever  is  new  and  useful  in  the  patented  improve* 
ment 

Much  discussion  of  the  first  suggestion  is  unnecessary,  as  it  is 
quite  clear  that  the  evidence  introduced  by  the  respondents  is  not 
sufficient  to  show  that  the  Enoch  Train  embodied  the  same  con- 
struction and  mode  of  operation  as  the  patented  improvement. 
Instead  of  that,  the  clear  inference  is,  that  it  did  not,  and  of  course 
it  is  not  sufficient  to  overcome  the  primd  facie  presumption  that 
the  patentee  is  the  original  and  first  inventor  of  what  is  secured  to 
him  by  his  patent.  Nor  is  the  proof  introduced  to  support  the 
second  suggestion  sufficient  to  warrant  a  finding,  either  that  the 
person  named  made  the  plans  and  specifications,  or  that  the  com- 
plainant surreptitiously  obtained  the  patent.  AUegations,  like  those 
in  the  answer,  that  the  plans  and  specifications  were  furnished  by 
the  agent  of  the  government,  and  that  the  agent  named  was  the  in- 
ventor of  the  improvement,  require  to  be  proved  before  it  can  be 
admitted  that  they  constitute  a  valid  defence  to  the  chaige  of  in- 
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Mngement  They  are  not  proved  in  the  case  before  the  courts  and 
consequently  the  defence  must  be  overruled.  Both  propositions 
therefore  are  rejected,  and  the  finding  of  the  court  on  both  of  those 
points  is  in  favor  of  the  complainant  Suppose  that  is  so,  still  the 
respondents  insist  that  they  worked  under  the  Federal  government, 
and  that  the  nature  of  a  patent  right  is  such  that  the  sovereign 
power  may  use  it  at  pleasure,  or  authorize  third  persons  to  use  it  for 
the  public  benefit  Support  to  that  view  is  certainly  found  in  the 
authority  cited  by  the  respondents,  and  perhaps  it  may  be  assumed 
that  such  is  the  rule  in  the  parent  country.  Feather  v.  Qy^en^  6 
Best  &  S.  283. 

By  that  case  it  is  decided  that  the  patent  prohibits  all  of  the  sub- 
jects of  the  sovereign,  except  the  patentee,  firom  using  the  invention^ 
but  that  it  extends  no  further,  and  is  not  intended  to  deprive  the 
government  itself  of  the  use  of  the  inventioiL  Patents  in  that 
country  are  monopolies,  granted  by  the  sovereign,  and  may  be 
granted  or  refused  in  the  royal  discretion.  Power  to  legislate  upon 
the  subject  in  this  countiy  is  conferred  upon  Congress  by  the  Con- 
stitution, by  securing  for  limited  periods  to  inventors  the  exclusive 
right  to  their  discoveries.  Congress  has  legislated,  and  the  provi- 
sion is,  that  persons  who  have  made  inventions  of  the  kind  specified 
in  §  24  of  the  Patent  Act,  may  "  obtain  a  patent  therefor."  16 
Stat  at  L  201. 

Every  patent  shall  "  contain  a  grant  to  the  patentee,  his  heirs  or 
assigns,  for  the  term  of  seventeen  years,  of  the  exclusive  right  to 
make,  use,  and  vend  the  said  invention  or  discovery  throughout  the 
United  States."  Sec.  22,  p.  201.  Language  so  explicit  and  unam- 
biguous admits  of  no  exception,  even  if  it  would  be  competent  for 
Congress  to  reserve  such  a  right  to  the  government  Such  an  excep- 
tion is  not  made,  and  cannot  be  implied.  Conclusive  support  to 
that  proposition  is  found  in  a  recent  decision  of  the  Supreme  Court, 
United  States  v.  Bums,  12  Wall  252,  where  the  Court  say,  speaking 
of  an  invention  made  by  an  officer  of  the  United  States,  and  secured 
by  letters-patent,  that  "  the  government  cannot,  after  the  patent  is 
issued,  make  use  of  the  improvement  any  more  than  a  private 
individual,  without  license  of  the  inventor,  or  making  compensar 
tion  to  him."  Nothing  can  be  plainer  than  that  proposition,  for 
two  reasons :  1.  Because  the  invention,  when  thus  secured,  is  prop- 
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eity,  and  as  such,  is  entitled  to  the  same  protection  as  any  other 
property.  2.  Because  private  property  cannot  be  taken  fbr  public 
use  without  just  compensation  except  in  cases  of  extreme  necessity, 
in  time  of  war,  or  of  immecQate  and  impending  public  danger. 
Nothing  of  the  kind  is  shown  in  this  case,  and  of  course  the  case 
falls  directly  within  the  prohibition. 

Sufficient  appears  to  warrant  the  conclusion  that  the  respondents 
were  employed  by  the  government  to  build  a  dredge-boat,  but  con- 
tractors of  the  government  derive  no  power  in  a  case  like  the  pres- 
ent, by  virtue  of  their  contract,  to  take  the  property  of  private 
individuals  without  their  consent,  and  to  use  and  apply  the  same 
in  fulfilling  their  contract  obligations.  Such  a  contractor  may  be 
the  agent  of  the  government  to  build  a  ship  or  dredge-boat,  but  he 
is  not  the  agent  of  the  government  to  seize  and  appropriate  what- 
ever materials  he  may  select  to  fulfil  his  obligations.  Infringement 
ia  impliedly  admitted,  and  the  other  defences  set  up  in  the  answer 
are  overruled.  Were  inftingement  not  admitted,  still  the  proofs  are 
sufficient  to  sustain  the  bill  of  complaint,  which  is  all  that  n^d  be 
said  upon  the  subject 

Decree  for  an  account  The  question  of  an  injunction  is  deferred 
fot  further  consideration. 


Samuel  A,  Stevens,  Trustee,  v,  William  A.  PRrrcHARD. 

If  an  inrentor  has  produced  a  new  and  nsefol  combination,  which  oompoeee  an  organized 
madiine,  and  also  made  new  Inventions  of  a  less  number  of  elements  of  the  same  com- 
bination than  what  compose  the  entire  machine,  he  may,  with  proper  descriptions, 
claim  the  whole  combination,  and  also  the  lesser  ones,  or  ones  composed  of  fewer  ele- 
ments than  what  make  up  the  whole  machine. 

He  may,  if  he  choose,  make  the  seveial  claims  in  one  patent. 

If  hj  inadvertence,  accident,  or  mistake,  he  has  failed  in  his  original  patent  to  claim  any  of 
the  lesser  combinations  not  embracing  the  whole  machine,  he  can  surrender  his  patent, 
and  obtain  a  reissue  for  anjr  additional  claims  so  omitted  in  the  original. 

Reissued  patents  are  presumed  to  be  for  the  same  invention  as  that  covered  by  the  original, 
unless  the  contrary  appears. 

Matters  of  fact  are  not  open  under  such  an  issue  in  a  suit  for  infringement 

The  oonclosion  must  always  be  in  fhvor  of  the  validity  of  the  reissued  patent,  unless  it 
appears,  upon  a  comparison  of  the  two  instruments,  that,  as  matter  of  legal  construction, 
the  reissue  is  not  for  the  same  invention  as  the  original. 

Haw  features  cannot  be  introduced  in  a  reissue. 
VOL.  XY.  27 
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Elton  and  defects  may  be  cored,  under  the  oondition  that  no  new  invention  is  cdaimed  in 
the  reissue. 

What  was  ambigaons  may  be  made  dear  and  certain,  under  the  same  resfriction. 

The  second  claim  of  the  reissued  patent  was  different  from  the  second  daim  of  the  oiiginaL 

Soch  a  comparis<«  is  proper  in  discussing  the  question,  whether  a  reissue  and  original  are 
for  the  same  inyention,  but  is  not  decisive  of  the  issue,  because  surrenders  .are  often 
made  to  correct  errors  of  the  party  or  Patent  Office  in  improperly  limiting  a  claim. 

If  the  new  subject  of  the  reissue  daim  does  not  exceed  what  was  well  described  in  the 
original,  or  what  was  substantially  described,  suggested,  or  indicated  in  the  specifica- 
tiona^  drawings,  or  Patent  Office  model,  a  reissue  daim  cannot  be  hdd  void,  because  it 
secures  a  different  invention  from  what  was  claimed  in  the  originaL 

This  was  a  bill  in  equity,  founded  upon  certain  reissued  letters- 
patent  for  an  improvement  in  making  boots  and  shoes. 
The  claims  of  the  original  patent  were  these :  — 

1.  In  the  manufacture  of  boots  and  shoes,  the  insole  bevelled  from 
the  lower  side  back  towards  the  top,  and  from  the  upper,  or  so  as  to 
form  a  space  between  the  edge  of  the  insole  and  the  upper,  sub- 
stantially as  and  for  the  purpose  specified. 

2.  In  combination  with  the  insole  bevelled  so  as  to  form  a  space 
between  the  edge  and  upper,  as  described,  the  outsole  formed  with 
a  recess  or  upwardly  projecting  edge,  substantially  as  and  for  the 
purpose  described. 

Of  the  reissue,  the  following  were  the  claims :  — 

1.  In  the  manufacture  of  boots  and  shoes,  the  insole  bevelled  from 
the  lower  side  back  towards  the  top  and  from  the  upper,  or  so  as  to 
form  a  space  between  the  edge  of  the  insole  and  the  upper,  sub- 
stantially as  and  for  the  purpose  specified. 

2.  In  the  manufacture  of  boots  and  shoes  from  leather,  the  sole 
constructed  with  a  recess,  into  which  the  insole  and  the  upper  at 
the  edge  of  the  insole  are  embedded,  the  surrounding  edge  of  said 
recess  formed  from  the  sole  itself,  within  and  so  as  to  preserve  the 
outer  edge  of  the  said  sole,  to  show  as  the  whole  or  part  of  the 
principal  or  outer  sole,  substantially  as  described. 

JE.  Menvin,  for  the  complainant 

J.  K  Maynadier,  for  the  respondent.   - 

GUFFOBD,  J.  Cases  arise  where  a  patentee,  having  invented  a 
new  and  useful  combination  consisting  of  several  elements,  which 
in  combination  compose  an  oiganized  machine,  also  claims  to  have 
invented  new  and  useful  inventions,  consisting  of  fewer  members 
of  the  same  elements,  and  in  such  cases  the  law  is  well  settled  that, 
if  the  several  combinations  are  new  and  useful,  and  will  severally 


MAY  TEEM,   1876.  419 


Stevens  v,  Piitchard. 


produce  new  and  useful  results,  the  inventor  is  entitled  to  a  patent 
for  the  several  combinations,  provided  he  complies  with  the  require- 
ments of  the  Patent  Act,  and  files  in  the  Patent  Office,  a  written 
description  of  each  of  the  alleged  new  and  useful  combinations,  and 
of  the  manner  of  making,  constructing,  and  using  the  several  inven- 
tions. He  may,  if  he,  sees  fit,  give  the  description  of  the  several 
combinations  in  one  specification,  and  in  that  event  he  can  secure 
the  full  benefit  of  the  exclusive  right  to  each  of  the  several  inven- 
tions by  separate  claims  referring  to  the  specification  for  the  descrip- 
tion of  the  inventions,  without  the  necessity  of  filing  separate 
applications  for  each  of  the  inventiona  Separate  descriptions  of 
the  respective  inventions  in  one  application  are  as  good  as  if  made 
in  several  applications,  but  the  claims  must  be  separate,  and  it 
would  follow  that  if  the  patentee  by  inadvertence,  accident,  or  mis- 
take, should  fail  to  claim  any  one  of  the  described  combinations,  he 
might  surrender  the  original  patent  and  have  a  reissue  not  only  for 
the  combinations  claimed  in  the  original  specification,  but  for  any 
which  were  so  omitted  in  the  claims  of  the  original  patent.  OiU  v. 
Wdls,  22  WalL  24 

Matters  of  fact  in  this  case  are  for  the  most  part  without  dispute, 
and  they  may  be  stated  in  a  few  propositions,  as  follows :  — 

The  complainant  is  the  assignee  of  the  reissued  patent  of  Joseph 
L  Joyce,  as  the  same  is  exhibited  in  the  record 

By  the  patent,  it  appears  that  the  invention  is  a  new  and  useful 
improvement  in  making  boots  and  shoes,  the  object  of  the  same 
being  to  protect  the  upper  leather  near  where  it  is  joined  to  the 
sola  Superadded  to  that,  the  patentee  states  that  in  the  usual  con- 
struction of  boots  and  shoes,  the  upper  leather,  as  it  is  turned  over 
the  edge  of  the  insole,  is  exposed  upon  the  inside  to  the  angle  of 
the  upper  side  of  the  insole,  and  at  the  toe  of  the  shoe  or  boot,  par- 
ticularly in  children's  wear,  and  he  also  states  that  the  wear  of  the 
shoe  or  boot,  in  consequence  of  that  exposure  soon  cuts  through  the 
upper  leather,  or  rather  forms  a  bearing  against  which  the  wear 
upon  the  outside  soon  destroys  the  upper  leather  at  such  bearing. 
Having  pointed  out  the  defect  to  be  remedied,  he  proceeds  to  state 
that  the  object  of  his  invention  is  to  overcome  that  difficulty ;  and 
that  the  invention  consists  in  bevelling  the  edge  of  the  insole  from 
the  lower  side  back  towards  the  top,  so  that  the  upper  will  not  bear 
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against  the  tipper  angle  of  the  insole ;  also  in  an  upwardly  project- 
ing edge  on  the  sole  around  the  toe,  formed  from  a  part  of  the  sole, 
but  so  as  to  preserve  the  outer  edge  of  the  sole  to  show  as  the  whole 
or  part  of  the  principal  sole. 

Frequent  reference  is  made  by  the  patentee  to  the  drawings,  as 
for  example,  he  states  that  in  his  improved  construction  he  bevels 
the  insole  from  the  lower  surfieu^e  up,  as  denoted  on  the  left  of 
Figure  2  in  the  drawings,  so  that  the  angle  of  the  insole,  around 
which  the  upper  bears,  will  be  down  upon  the  outer  sole,  leaving 
no  exposed  angle  in  the  upper  against  which  the  wear  will  come  as 
in  the  usual  construction,  by  which  means  the  angle,  against  which 
the  wear  of  the  shoe  is  made,  being  removed,  it  follows  that  the 
wear  of  the  shoe  will  be  much  less  than  when  the  angle  is  present, 
as  in  the  usual  construcUon. 

Special  reference  is  then  made  to  Figure  1,  as  illustrating  the 
second  part  of  his  invention,  and  the  patentee  states  that  the  sole 
of  the  shoe  or  boot  is  constructed  with  an  edge  projecting  up  on  to 
the  upper  so  as  to  protect  the  same  from  wear,  and  that  the  edge 
is  formed  by  cutting  down  the  surface  of  the  sole  as  represented  in 
that  figure. 

Two  claims  are  added,  but  it  is  only  necessary  to  refer  to  the 
second,  as  it  is  not  pretended  that  the  first  claim  has  been  infringed 
by  the  respondent  What  the  patentee  claims  in  the  manufacture 
of  boots  and  shoes  from  leather,  in  the  second  claim,  is,  the  sole 
constructed  with  a  recess,  into  which  the  insole  and  the  upper,  at 
the  edge  of  the  insole,  are  imbedded,  the  surrounding  edge  of  the 
recess  being  formed  from  the  sole  itself,  within  and  so  as  to  pre- 
serve the  outer  edge  of  the  sole  to  show  as  the  whole  or  part  of  the 
principal  or  outer  sole. 

Process  was  issued  and  served,  and  the  respondent  appeared  and 
filed  an  answer,  in  which  he  set  up  the  following  defences :  1.  He 
alleges  that  the  patentee  is  not  the  original  and  first  inventor ;  2. 
That  the  second  claim  of  the  reissued  patent  is  not  for  the  same 
invention  as  the  original  patent  3.  He  denies  the  chaige  of  in- 
fringement 

Suffice  it  to  say,  in  respect  to  the  first  defence,  that  it  is  unsus- 
tained  by  any  satisfactory  proof,  and,  having  been  abandoned  in  the 
arguitaent,  it  is  overruled. 
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Beissued  patents  are  presumed  to  be  for  the  same  invention  as 
the  original,  unless  the  contraiy  appears.  Matters  of  fact  are  not 
open  under  such  an  issue,  in  a  suit  for  infringement.  Instead  of 
that,  the  conclusion  in  such  case  must  always  be  in  favor  of  the 
validity  of  the  reissued  patent,  unless  it  appears,  upon  a  comparison 
of  the  two  instruments,  that  the  reissue,  as  matter  of  legal  construc- 
tion, is  not  for  the  same  invention  as  the  original  Surrenders  are 
allowed  in  order  that  what  was  imperfect  before  may  be  made  per- 
fect, and  in  order  that  what  was  before  ambiguous  may  be  made 
clear  and  certain,  and  for  that  purpose  the  patentee  may  add  what- 
ever was  substantially  suggested  or  indicated  in  the  original  speci- 
fications, drawings,  or  Patent  OfBce  model  New  features  may  not 
be  introduced  for  the  reason  that  every  interpolation  of  the  kind  is 
forbidden  by  the  act  of  Congress.  Errors  and  defects  may,  how- 
ever, be  corrected  under  the  conditions  specified,  and  the  prohibition 
that  new  features  shall  not  be  introduced,  must  not  be  understood 
as  taking  away  the  right  to  include  in  the  reissue  whatever  was 
substantially  suggested  or  indicated  in  the  surrendered  specifica- 
tions, drawings,  or  Patent  Office  model 

Unquestioned  authority  is  conferred  upon  the  commissioner  to 
grant  a  new  patent  in  case  the  original  is  surrendered  and  his  action 
in  granting  the  same  is  final  and  conclusive,  unless  the  court  is  of 
the  opinion,  upon  comparing  the  two  instruments,  that  the  reissued 
patent,  as  matter  of  legal  construction,  is  not  for  the  same  invention 
as  the  original  Such  was  the  rule  laid  down  by  this  court  the  first 
time  the  question  was  presented  to  the  present  presiding  justice. 
Sickles  V.  Evans,  2  Cliff.  221.  Attempt  was  made  in  that  case  to 
maintain  the  proposition,  that,  in  the  absence  of  fraud,  the  allega- 
tions in  the  specification  of  a  reissued  patent,  however  different 
they  may  be  from  the  description  in  the  specification  of  the  original 
patent,  are  neverthdess  conclusive  evidence  that  the  invention  was 
made,  and  that  the  means  to  accomplish  the  result  were  invented  as 
therein  described.  Responsive  to  that  proposition,  the  court  re- 
marked that  where  two  specifications  are  consistent,  or  where  there 
is  no  positive  conflict  or  absolute  inconsistency,  the  proposition  may 
be  correct,  but  where  it  appears  on  the  face  of  the  respective  speci- 
fications, as  matter  of  law,  that  the  specification  and  claims  of  the 
reissued  patent  are  for  a  different  invention  from  that  secured  in  the 
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original  letters-patent,  such  a  rule  cannot  be  applied.  Much  con- 
sideration was  given  to  the  whole  subject  in  that  case,  and  the  court 
held  that  where  it  appears  on  a  comparison  of  the  two  instruments, 
as  matter  of  law,  that  the  reissued  patent  is  not  for  the  same  inven- 
tion as  that  embraced  and  secured  in  the  original  patent,  the  re- 
issued patent  is  invalid,  because  that  state  of  the  case  shows  that 
the  commissioner  exceeded  his  jurisdiction,  and  the  court  in  this 
case  adheres  to  that  conclusion  without  qualification  or  abatement 
Beyond  doubt  the  invention  in  controversy  is  of  a  twofold  char- 
acter, both  tending  to  accomplish  the  same  end,  and  for  the  purposes 
of  explanation  it  may  be  divided  into  two  features,  consisting,  in  the 
first  place,  in  bevelling  or  paring  away  the  insole  so  that  the  upper  will 
not  bear  against  the  upper  angle  or  edge  of  the  insole.  All  details 
in  respect  to  that  feature  will  be  omitted,  as  nothing  of  the  kind  is 
in  controversy  in  the  case  before  the  court  Coming  to  the  second 
feature,  it  is  clear  that  it  consists  in  cutting  a  recess  in  the  outer 
sole,  or  sole  next  to  the  inner  sole,  near  the  toe,  into  which  the 
upper  underlying  the  insole,  and  the  insole  itself  can  be  imbedded 
more  or  less,  the  wall  of  the  recess  thus  forming  a  protection  to  the 
upper  at  the  toe.  Properly  applied,  no  doubt  is  entertained  that 
the  invention  is  a  highly  useful  one  in  making  boots  and  shoes  to 
be  worn  by  children.  Both  parties  agree  that  it  is  the  second 
feature  of  the  alleged  invention  that  is  included  in  the  second 
claim  of  the  reissue.  Attention  is  called  to  the  fact  that  the 
second  claim  of  the  reissued  patent  differs  from  the  second  claim  of 
the  original  patent,  as  if  the  difiference  in  the  claims  of  the  two 
patents  is  sufficient  to  show  that  the  former  is  not  for  the  same  in- 
vention as  the  latter.  Such  a  comparison  is  doubtless  proper  in 
considering  the  issue  before  the  court,  but  it  is  by  no  means  decisive 
of  the  issue,  as  the  surrender  is  often  made  to  correct  errors  and 
defects  of  the  Patent  Office,  or  of  the  party  in  improperly  limiting 
the  claim,  or  in  giving  it  a  greater  scope  than  the  description  will 
warrant  Corrections  may  be  made  in  such  cases  by  the  specifica- 
tions, drawings,  or  Patent  Office  model,  and  if  the  alterations  do  not 
exceed  what  was  well  described  before,  and  what  is  substantially 
suggested  or  indicated  in  the  surrendered  specifications,  drawings, 
and  Patent  Office  model,  the  reissued  patent  cannot  be  held  invalid 
upon  the  ground  that  it  embodies  and  secures  a  different  invention 
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from  the  originaL  Apply  those  rules  to  the  case  before  the  court, 
and  the  conclusion  necessarily  follows  that  the  second  defence  must 
be  overruled,  as  it  is  not  possible  to  decide,  as  matter  of  law,  that 
the  reissued  patent  is  for  a  different  invention  from  that  embodied 
and  secured  in  the  original  patent 

Enough  appears  in  the  answer  to  show  that  the  complainant 
must  prevail  over  the  third  defence,  for  the  reason  that  the  answer 
admits  that  the  respondent  has  made  and  sold  shoes  with  tips  formed 
by  turning  up  a  portion  of  the  sole,  said  shoes  being,  so  far  as  con- 
cerns the  tip,  the  same  as  the  invention  described  in  the  patent 
under  which  he  works,  but  of  the  ordinary  construction  so  far  as 
concerns  the  insole.  Propositions  of  various  kinds  are  advanced 
by  the  respondent  in  support  of  his  third  defence,  but  they  are  all 
too  much  tinged  with  his  preceding  theory,  that  the  invention 
secured  by  the  reissued  patent  is  different  from  the  original  to  re- 
quire a  separate  examination.  Suffice  it  to  say  that  it  has  been 
overruled,  and  that  in  view  of  that,  the  invention  described  in  the 
bill  of  complaint  must  be  considered  aa  the  one  embodied  and  se- 
cured in  the  reissued  patent  on  which  this  suit  is  founded. 

Defences  not  sustained  do  not  modify  the  invention  in  question, 
and  if  not,  then  it  follows,  in  a  case  like  the  present,  that  in  the 
question  of  infringement  the  issue  depends  upon  a  comparison  of 
the  alleged  infiinging  exhibits  with  the  invention  described  in  the 
bill  of  complaint  Tested  by  that  rule  the  cdUrt  is  of  the  opinion 
that  the  charge  of  infringement  is  fully  proved.  Expert  testimony 
was  given  upon  the  subject,  and  it  is  entirely  satisfactory  that  the 
manufactures  of  the  respondent  do  infringe  the  second  claim  of  the 
reissued  patent 

Decree  for  an  account  and  an  injunction  in  favor  of  complainant, 
with  costs. 


\ 
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Patbice  Kelleheb  and  J.  C.  Bandlett  v,  Joseph  0.  Dabung. 

The  process  of  smooth-crimping  the  instep  of  a  mocteasin-pac  (Claim  4,  Beissne  Letters- 
Patent,  No.  6098,  granted  Kelleher  and  Bapdlett,  Oct.  27, 1874),  by  manipulating  the 
tip  and  fbont  pieces  of  the  pac  in  the  act  of  sewing  them  together  with  a  flat  seam  in 
such  manner  that  the  dissimilar  edges  of  the  two  pieces  shall  coincide  beneath  the  needle, 
is  an  invention  not  contemplated  .in  the  original  patent  (No.  122,030,  Dec  19, 1871),  and 
the  reissne  is  so  far  invalid. 

That  an  expert,  in  attempting  to  unite  the  parts  of  the  pac  bj  lap-seams,  according  to  the 
Invention  set  forth,  might  discover  the  means  or  manipolation  necessaiy  to  produce  the 
smooth  crimp,  will  not  justify  a  claim  therefor,  the  original  patent  failing  to  disclose  any 
such  invention. 

A  suggestion  in  the  specification,  or  an  indication  in  the  drawing  or  model  of  the  original 
patent,  may  oftentimes  justify  an  enlarged  description  of  the  invention  upon  reissue  ; 
but  if  the  new  description  embody  a  distinct  invention,  enough  should  be  found  in  the 
original  specification  to  apprise  others  that  such  additional  feature  is  included. 

The  process  of  making,  and  the  article  made,  are,  in  legal  contemplation,  distinct  inven- 
tions. Both  may  be  included  in  a  single  patent,  but  none  the  less  is  the  need  of  a  full, 
clear,  and  exact  description,  according  to  the  statute,  indispensable  in  each  case. 

When  properly  pleaded  and  proven,  the  statutory  defence  **that  the  invention  bad  been 
patented  or  described  in  some  printed  publication  prior  to  the  supposed  invention  or 
discovery  "  by  the  patentee  to  the  suit,  is  sustained,  if  the  conflicting  patent,  whether 
foreign  or  d^m^tic,  was  duly  issued,  or  the  complete  description  was  pnblished  prior  to 
the  date  of  the  patent  in  contest. 

Parties'  defending  under  such  statutory  provision  are  not  at  liberty  to  set  up  any  date  of 
invention  other  than  that  of  the  patent  or  publication  relied  upon.  The  effect  of  these 
as  evidence  can  only  be  what  is  given  by  the  act  of  Congress. 

On  the  contrary,  if  the  patent  in  suit  be  accompanied  with  the  application  papers,  or  if 
parol  proof  be  submitted,  a  date  of  invention  much  earlier  than  that  arising  by  pre- 
sumption from  the  patent  itself  may  be  fixed.  i 

Wbere  the  thing  patented  is  an  entirety,  the  statutory  defences  must  be  addressed  to  the 
invention  itself,  not  merely  to  some  one  or  more  of  the  separate  features  which  it  com- 
prises. 

But  this  does  not  prevent  each  patent  in  suit,  or  each  Invention  contained  therein,  as  set 
fbrth  in  the  distinct  claims,  from  being  made  the  subject  of  separate  pleas  in  defence,  if 
the  party  so  elects. 

Experimental  models  or  incomplete  devices,  not  capable  of  use  as  operative  machines,  can- 
not impair  the  rights  of  the  patentee,  but  if  the  Invention  has  been  made  and  prac- 
tised prior  to  himself,  however  restricted  such  knowledge  and  use  may  be,  it  is  fatal  to 
the  patent 
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Mere  delay  in  applying  for  patent  after  Inyention  made,  works  no  forfeiture  of  rigbt 

If,  however,  others  practise  the  invention  in  this  coontxy,  whether  with  or  without  the 
knowledge  or  consent  of  the  patentee,  more  than  two  years  prior  to  the  filing  of  his  appli- 
cation, the  patent  is  invalid  under  the  existing  law. 

A  plea  in  defence,  that  "  the  invention  named  was  in  puhlic  use,  and  on  sale  more  than  two 
years  prior  to  the  supposed  invention  of  the  oompUinante,"  overruled,  as  not  within  any 
one  of  those  allowed  by  statute. 

There  being  two  patents  in  -suit,  reissue,  0008  and  6099,  for  boot  and  shoe  pacs.  both  of 
which  had  been  introduced  by  the  complainants,  thus  affording  jmmd  fade  evidence  of 
first  and  original  inventorship,  and  the  respondento  having  failed  to  set  up  separate  de- 
fences for  the  shoe-pac  patent,  as  distinct  from  those  for  the  boot-paC|  judgment  awarded 
for  complainant,  without  regard  to  any  plea  alleged  other  than  that  of  non-infringement 

This  was  a  bill  in  equity  founded  upon  two  patents  for  impiove- 
ments  in  the  manufacture  of  moccasin  boot  and  shoe  pacs,  and 
charging  infringement  of  the  same  upon  the  respondent.  All  the 
facts  are  to  be  found  in  the  opinion. 

Wm.  Henry  Clifford,  for  the  complainants. 

As  to  the  fourth  claim  of  tl^e  reissue  No.  6098^  it  is  claimed  that 
this  is  for  an  invention  other  than  that  set  out  in  the  original 

The  claim  is  for  the  process  that  combines  the  so  cutting  the 
vamp,  and  so  making  the  slit  in  the  leg-front,  that  the  length  of 
the  outline  of  the  vamp  is  greater  than  that  of  the  slit  in  the  leg, 
and  abo  dissimilar ;  then  of  so  putting  them  together  on  a  machine 
that  the  two  outlines,  of  different  lengths  and  shapes,  shall  coincide 
so  as  to  produce  the  forcing  out  of  leather  and  the  crimp. 

Now,  all  of  that  was  clearly  seen  from  the  original  drawing  and 
model,  and  the  original  patent 

But  the  best  way  of  doing  it  was  not  clearly  showi^  qr  described. 

The  thing  to  be  done,  and  its  results,  were  all  as  apparent  as  eould 
well  be. 

The  inventors  had  omitted  to  clearly  describe  how,  in  one  par- 
ticular only,  the  thing  was  done. 

They  amend  their  specification  to  give  a  full,  dear,  and  exact 
description  of  that  one  omitted  thing. 

As  I  understand  it,  that  is  the  veiy  purpose  of  a  reissue. 

Suc&  an  inadvertence  is  exactly  what  the  law  allows  an  inventor 
to  correct. 

No  new  invention  is  claimed  in  the  reissue  not  seen  clearly  in  the 
original  patent  and  application. 

All  that  the  reissue  describes,  not  most  clearly  shown  in  the  origi- 
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nal  application,  is  the  turning  of  the  parts  under  the  needle  of  the 
machine,  and  on  the  plate  of  the  machine,  in  the  act  of  sewing. 

Now,  the  inventors  show  and  describe  how  that  may  be  done  in 
the  new  patent. 

The  rule  governing  the  decision  of  this  question  is  familiar. 

If  it  appears  from  the  face  of  the  papers  that  the  invention  de- 
scribed in  the  reissue  is  a  different  invention  from  that  described  in 
the  original,  then  the  Commissioner,  in  granting  the  reissue,  has 
exceeded  his  lawful  authority,  and  his  decision  is  not  conclusive ; 
otherwise,  it  is. 

But  an  inventor  can  supply  omissions  as  to  the  manner  of  doing 
a  thing  which  it  is  plain  he  did  do. 

In  conclusion,  on  this  point  we  ask : — 

1.  Is  there  any  repugnance  between  the  specification  of  the 
original  and  the  reissue  ? 

2.  Is  there  any  evidence  that  the  reissue  was  fraudulently  ob- 
tained? 

3.  In  both  the  specifications,  is  not  the  invention  manifestly  for 
joining  the  described  parts  of  a  moccasin-boot ;  and  as  to  the  vamp 
and  leg-front,  is  it  not  for  doing  it  in  a  peculiar  way,  and  under 
certain  conditions  ? 

Is  a  better  description  of  those  conditions  or  methods  importing 
a  new  invention  into  the  reissue  ? 

Or  is  it  a  better,  more  nearly  full,  and  clear  description  of  the 
same  invention  ?  Chraham  v.  Mason,  5  Fish.  10 ;  Carew  v.  Boston 
Elastic  Fabrio  Co.,  lb.  99 ;  Parham  v.  BvMonhole  Co.,  4  Fish.  471. 

The  patent  law  provides  for  the  new  matter  by  saying,  "  When- 
ever any  patent  is  inoperative  or  invalid,  by  reason  of  a  defective  or 
insufficient  specification,"  ..'.''  a  new  patent  may  issue  in  accord- 
ance with  the  corrected  specification." 

The  Patent  Office  model  shows  the  vamp  sewed  on  to  the  leg- 
front  with  flat  lap-seams;  It  shows  the  curvature  or  arch  formed 
by  the  uniting  of  the  two  parts,  and  it  shows  the  forcing  out  of  the 
two  parts  to  form  the  crimp  or  necessary  curvature  at  the  ankle  and 
over  the  instep.  The  two  parts  are  manifestly  of  different  lengths 
and  of  dissimilar  outlines. 

Their  model  and  drawings  showed  that  it  was  done,  and  fully 
exhibited  the  effects  of  its  being  done. 
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Was  theie  fraud  ? 

Is  theie  apparent  on  the  papers  excess  of  authority  on  the  part 

of  the  Commissioner  ?    Tucker  y.  T%tcker  Manuf.  Co.,  10  Off.  Gaz. 

464 

Is  there  a  clear  repugnance  between  the  old  and  the  new  patent  ? 

Souse  V.  Toung,  3  Fish.  338. 

If  neither,  then  the  reisslie  is  a  valid  one. 

If  neither  of  these  is  shown,  then  the  presumption  is  conclusive 
that  the  reissue  covers  only  the  inventions  made  prior  to  and  in- 
tended to  be  patented  under  the  first  applica^n.  Eussey  v.  BradUy, 
2  Fish.  872 ;  Potter  v.  Holland,  1  Fish.  389. 

William  F,  Seavey  &  Charles  P.  Stetson,  for  the  respondent 

One  of  the  defences  upon  which  respondent  relies  being  that  re> 
issue  No.  6098  contains  new  matter,  and  is  for  a  different  invention 
from  the  original,  it  will  be  proper  here  to  compare  the  two  patents. 

The  invention  of  complainants,  as  set  forth  in  the  original  patent, 
is  as  follows :  — 

"  The  nature  of  our^  invention  consists  in  so  cutting  the  leather 
or  material  of  which  the  pacs  are  manufactured,  as  to  be  able  to 
do  all  the  sewing  of  the  upper  parts  by  machineiy  instead  of  by 
hand,  the  latter  being  the  method  necessarily  employed  at  present; 
and  it  also  enables  us  to  improve  the  shape,  and  to  so  change  the 
position  of  some  of  the  seams  as  to  add  very  much  to  the  durability 
of  the  pacs." 

The  figures  of  the  drawing  help  materially  to  explain  the  nature 
of  the  invention. 

''  In  the  accompanying  drawing,  figure  1  is  a  boot-pac  made  after 
our  improved  patterns,  showing  when  the  pieces  are  sewed  together^ 
to  form  the  complete  boot-pac.  Figure  2  h  the  front  of  the  leg. 
Figure  3  is  the  back  of  the  1%.  Figure  4  is  the  vamp  of  the  boot- 
pac.    Figure  5  is  the  sola    Figure  6  is  the  quarter  of  the  boot-pac.'' 

The  vamp  is  particularly  described. 

'^  The  vamp  is  different  from  all  other  vamps,  in  not  having  the 
sides  run  back  to  form  part  of  the  quarter ;  but  the  sides  of  this 
vamp  pass  directly  across  the  foot,  simply  obliquing  a  little  toward 
the  rear  in  passing  down  the  sides  of  the  foot,  thus  simplifying  the 
seams  and  making  it  possible  to  perform  all  the  sewing  by  ma- 
chinery." 
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The  objects  of  the  invention,  and  the  means  hj  which  these  ob- 
jects are  accomplished,  are  fully  set  forth,  as  follows :  — 

''  The  different  parts  of  this  boot  and  shoe  pac  are  designed  and 
arranged  expressly  with  a  view  to  enable  all  the  seams  to  be  closed 
by  machinery,  and  dispense  with  hand- work  altogether  in  the  sew- 
ing, even  to  sewing  on  the  soles ;  and  for  this  purpose  all  the  pat- 
terns have  been  simplified  and  the  lap-seams  adopted ;  and  it  is 
believed  that  there  never  was  a  pac  made  heretofore  in  which  lap- 
seams  were  used  exclusively,  nor  in  which  all  the  seams,  even  to 
sewing  on  the  soles,  could  be  accomplished  by  machinery ;  but  by 
the  use  of  these  patterns  and  the  lap-seams  every  seam  may  be 
closed  on  a  machine,  thereby  reducing  the  cost  of  manufacturing 
very  materially,  and  allbwiivg  the  thick,  heavy,  and  expensive 
leather  to  be  used  for  soles,  and  the  lighter  and  less  expensive 
leather  can  be  used  for  uppers." 

Upon  a  careful  examination  of  the  specification,  it  is  impossible 
to  avoid  the  conclusion  that  the  only  invention  described  therein, 
or  in  any  way  indicated,  consisted  "  in  so  cutting  the  leather  or 
material"  that  the  parts,  when  cut,  could  be  united  by  the  sewing- 
machine.  The  different  parts  were  "designed  and  arranged  ex- 
pressly "  for  this  purpose.  All  the  patterns  were  "  simplified  and 
the  lap-seams  adopted  "  with  this  end  in  view,  and  "  by  the  use  of 
these  patterns  and  the  lap-seams,"  the  result  was  to  be  accom- 
plished. 

The  reissue  contains,  in  addition,  what  respondent  insists  is  new 
matter,  consisting  of  a  long  description  of  a  process  of  stitching  on 
the  vamp  or  tip  of  a  moccasin  or  boot  pac,  and  a  method  of  manip- 
ulating the  tip  while  the  stitching  progresses,  in  such  a  manner  as  to 
form  the  "  crimp." 

"  The  comer  a  of  the  tip  D  (see  dotted  lines  in  Fig.  2)  is  first 
placed  on  the  corner  d  of  the  front  A,  the  tongue  I  of  the  tip,  and 
also  the  tip  itself,  lying  across  the  front  A.  We  then  start  the  sew- 
ing-machine and  stitch,  following  along  close  to  the  edge  a  i  of  the 
tip  D,  at  the  same  time  turning  the  tip  D  on  the  front  A  until 
the  end  of  the  tongue  b  shall  come  around  to  e  on  the  front,  and  the 
stitches  passing  along  the  tonguei  b  of  the  tip  from,  a  to  b  shall  pass 
through  the  front  A,  following  along  from  (2  to  c,  close  to  the  edge, 
and  operating  in  such  a  manner  that  when  the  stitching  is  com- 
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pleted  from  a  to  6  of  the  tip,  it  shall  also  be  completed  from  dtoeot 
the  fronts  and  the  two  parts  shall  be  stitched  and  crimped  together 
from  a  to  6  of  the  tip,  and  from  (2  to  e  of  the  front.  The  stitching 
is  then  continued  along  the  tongue  of  the  tip  from  i  to  c,  and  along 
the  front  from  6  to  /  while  the  tongue  is  turned  in  the  proper  di- 
rection and  the  parts  are  stitched  together  so  that  the  comer  a  of 
the  tip  is  joined  to  the  edge  d  of  the  front.  The  end  b  of  the 
tongue  is  then  in  its  proper  position  at  e  on  the  tip,  and  the  points  a 
and  c  of  the  tip  are  in  their  respective  positions  at  d  and  /  on  the 
front  The.  method  of  turning  the  tip  while  the  process  of  stitching 
it  on  to  the  front  progresses  crimps  the  parts  together  and  causes 
them  to  improve  the  shape  of  the  moccasin.'' 

Although  this  process  was  not  hinted  at  in  the  original  patent,  it 
is  described  as  essential  and  necessary  in  the  reissue. 

.  .  .  "  but  in  order  to  admit  of  application  of  machinery  to  sew 
the  seams  of  our  moccasins  together,  we  were  obliged  first  to  invent 
and  construct  the  new  patterns  herein  shown  and  described,  and 
then,  in  order  to  join  these  new  patterns  together  by  machine  sew- 
ing, we  were  compelled  to  devise  a  new  method  of  sewing  the  tip 
on  to  the  front  of  the  moccasin,  as  described  above." 

Is  it  not  apparent,  by  the  admission  of  complainants  themselves, 
that  the  reissue  contain^  new  matter  ?  In  the  clause  just  quoted, 
they  call  the  method  used  to  join  the  **  new  patterns "  a  "  new 
method,"  and  it  certainly  was  not  described  in  the  original  letters- 
patent 

Upon  this  "  new  method  **  is  founded  a  new  claim,  as  follows :  — 

"  The  described  process  of  smooth-crimping  the  instep  of  a  pac 
or  moccasin,  consisting  in  cutting  the  tip  D  and  front  A  with  edges 
of  different  lengths,  and  of  dissimilar  outlines,  and  bending, 
stretching,  and  compacting  the  edges  in  the  act  of  sewing  with  a 
flat  seam,  so  as  to  cause  them  to  coincide  under  the  needle,  the 
joining  of  the  differential  edges  displacing  and  forcing  out  the 
leather  of  the  two  parts  in  such  manner  as  to  form  the  crimpJ' 

The  drawings  of  No.  6098  also  contain  new  matter,  not  found  in 
the  drawing  of  the  original  patent^  figure  2  of  the  original  having,  in 
the  reissue,  an  additional  figure  in  dotted  lines,  marked  D,  purport- 
ing to  show  complainants'  vamp  or  tip  as  placed  on  the  leg  of  the 
boot^  preparatory  to  beginning  the  process  of  stitching,  as  described 
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in  the  reissue.  But  upon  comparing  this  new  figure  with  the  fig* 
ure  of  the  vamp  described  in  the  original  patent  and  shown  in  figure 
4^  the  difference  between  the  two  is  apparent. 

It  appears,  then,  that  the  new  process  described  and  claimed  in 
the  reissue  6098,  is  a  new  process  for  uniting  the  old  patterns  of 
a  moccasin  boot 

The  first  defence  relates  particularly  to  reissue  No.  6098,  and 
is  founded  on  the  provisions  of  §  4916  of  the  Bevised  Statutes 
of  the  United  States.  This  section  provides  that,  upon  certain  con* 
ditions  therein  set  forth,  the  Commissioner  of  Patents  shall  have  the 
power  to  receive  the  surrender  of  a  defective  patent,  and  cause  a  new 
patent  to  issue  for  the  same  invention.  This  power  is  further  lim- 
ited by  the  provision  that ''  no  new  matter  shall  be  introduced  into 
the  specification,"  "  nor  shall  the  model  or  drawings  be  amended, 
except  each  by  the  other." 

Whether  the  reissue  patent  is  for  the  same  invention  as  the  origi* 
nal,  and  whether  or  not  it  contains  new  matter,  are  questions  to  be 
determined  by  the  Court,  upon  a  comparison  of  the  two  instru- 
ments. 

Bespondent  claims  that,  in  this  case,  the  provisions  of  the  statute 
have  been  disregarded  in  three  particulars,  viz. : — 

I.  That  the  reissue  is  for  a  different  invention  than  that  de- 
scribed in  the  original  patent. 

II.  That  new  matter,  not  suggested  or  substantially  indicated  in 
any  part  of  the  original  patent,  has  been  introduced  into  the  reissue. 

III.  That  the  drawings  of  the  reissue  have  been  amended  by  in- 
troducing a  new  figure,  found  neither  in  the  original  drawing  nor  in 
any  way  entering  into  the  construction  of  the  model  originally  filed. 

The  claims  covered  an  article  of  manufacture,  a  moccasin  boot- 
pac  formed  of  these  patterns. 

The  original  patent  was  for  an  alleged  new  manufacture. 

The  reissue  is  for  a  process  or  method. 

This  invention,  beginning  with  an  improved  moccasin,  changes 
into  a  new  method  of  crimping  a  moccasin.  ^ 

Complainants  say  in  the  reissue,  **  but  in  order  to  admit  of  the 
application  of  machinery  to  sew  the  seams  of  our  moccasins  to- 
gether, we  were  obliged  first  to  invent  and  construct  the  new 
patterns  herein  shown  and  described.** 
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This  they  did,  and  these  new  patterns  were  claimed  in  the  origi- 
nal patent  of  1871. 

But  then,  *'  in  order  to  join  these  new  patterns  together  by  ma- 
chine sewing,  we  were  compelled  to  devise  a  new  method  of  sewing 
the  tip  on  to  the  front  of  the  moccasin,  as  described  above." 

In  view  of  the  peculiarly  suggestive  language  of  these  para- 
graphs^ and  the  C&ct  that  the  first  intimation  of  any  "  new  method  " 
appears  in  the  reissue,  is  it  not  fair  to  infer  that  the  new  pat- 
terns were  invented  at  the  date  of  the  original  application,  while 
the  "  new  method  "  remained  in  embryo  until  the  application  for 
reissue  ? 

Every  thing  indicates  that  this  new  method  was  an  after-thought. 
In  the  original  application,  they  allege  that  they  enable  the  pac  to  be 
made  by  machinery  by  the  use  of  these  new  patterns.  In  the  reissue, 
ihey  admit  that,  in  order  to  sew  these  **  new  patterns  "  together,  they 
were  compelled  to  devise  a  "  new  method,"  and  in  describing  this 
''  new  method "  they  do  not  describe  how  it  is  to  be  applied  to 
their  **  new  patterns ;"  but  by  means  of  a  new  figure  show  how  it 
is  to  be  used  upon  the  old  moccasin  tip. 

The  fact  that  new  matter  has  been  introduced  into  the  reissue, 
and  that  the  drawing  has  been  amended,  contrary  to  the  statute^ 
seems  too  apparent  to  require  argument  Oill  v.  Wdls,  6  O.  Q., 
881 ;  Bussell  v.  Dodge,  11  0.  G.  151. 

Beissue  No.  6098.    Sespondent  submits,  — 

I.  That  reissue  Ko.  6098  is  not  for  the  same  invention  as  the 
original,  and  is  void. 

IL  That,  if  valid,  no  infringement  of  the  first,  second,  and  third 
claims  has  been  proven. 

III.  That  complainants  were  not  the  first  inventors  of  the  sub- 
ject-matter covered  by  the  second  claim,  but  that  the  same  was  pat- 
ented to  Ware  &  Tilton,  Jan.  7,  1868. 

lY.  That  complainants  were  not  the  first  inventors  of  the  process 
covered  by  the  fourtii  claim ;  it  being  the  same  process  used  long 
previous  in  the  manufacture  of  tongue  or  opera  boots,  of  seige  and 
leather,  and  in  the  hand-sewed  moccasin. 

y.  That  the  only  change  made  by  complainants  was  the  substi- 
tution of  one  well-known  seam  for  another,  and  that  such  substitu- 
tion does  not  constitute  a  patentable  invention. 
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Beissue  No.  6099. 

I.  That  no  infringement  of  any  of  the  claims  of  this  reissue  has 
been  proven. 

II.  That  the  evidence  shows  only  that  respondent  manofactnied 
the  old  and  weU-known  ^brogan"  shoe  or  pac,  which  he  had  a 
right  to  do. 

It  is  submitted  that,  for  the  reasons  assigned,  complainants  have 
shown  no  right  under  thdr  bill 

Clifford,  J.  Persons  sued  as  infringers  in  an  action  at  law  may 
plead  the  general  issue,  and,  having  given  the  required  notice  in 
writing  thirty  days  before,  may  prove,  on  trial,  the  special  matters 
set  forth  in  the  act  of  Congress,  of  which  the  following  are  material 
to  be  noticed  in  the  present  case  :  — 

1.  That  the  invention  had  been  patented  or  described  in  some 
printed  publication  prior  to  the  supposed  invention  or  discovery. 

2.  That  the  patentee  was  not  the  original  and  first  inventor  or 
discoverer  of  any  material  or  substantial  part  of  the  thing  patented. 

3.  That  the  invention  had  been  in  public  use  or  on  sale  in  this 
country  for  more  than  two  years  before  his  application  for  a  patent, 
or  that  it  had  been  abandoned  to  the  public.     (Bev.  Stat  §  4920.) 

Notices  of  the  kind  must  be  in  writing,  and  must  be  given  thirty 
days  before  the  trial ;  and,  if  the  defence  is  prior  invention,  knowl- 
edge, or  use  of  the  thing  patented,  the  requirement  is  that  it  shall 
state  the  names  of  the  patentees  and  the  dates  of  their  pttents,  and 
when  granted,  and  the  names  and  residences  of  the  persons  alleged 
to  have  invented,  or  to  have  had  the  prior  knowledge  of  the  thing 
patented,  and  where  and  by  whom  it  had  been  used.  like  defences 
may  be  pleaded  in  equity  for  relief  against  infringement,  and  proofs 
of  the  same  may  be  given  upon  like  notice  in  the  answer.  Proof 
to  sustain  the  first  defence  is  sufficient,  if  the  patent  introduced  for 
the  purpose,  whether  foreign  or  domestic,  was  duly  issued,  or  the 
complete  description  of  the  invention  was  published  in  some  printed 
publication  prior  to  the  supposed  invention  or  discovery,  and  the 
patent  or  printed  publication  will  be  held  to  be  prior  if  it  is  of 
prior  date  to  the  patent  in  suit,  unless  the  patent  in  suit  is  accom- 
panied by  the  application  for  the  same,  or  unless  the  plaintiff  or 
complainant,  as  the  case  may  be,  introduces  parol  proof  to  show 
that  the  invention  was  actually  made  prior  to  the  date  of  the  patent 
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or  prior  to  the  time  the  application  was  filed.  Neither  the  defend- 
ant nor  respondent  can  be  permitted  to  prove  that  the  invention 
described  in  the  alleged  prior  patent,  or  the  invention  described  in 
the  printed  publication,  was  made  prior  to  the  date  of  such  patent 
or  printed  publication,  for  the  reason  that  the  patent  or  publication 
can  only  have  the  effect  as  evidence  that  is  given  to  them  by  the 
act  of  Congress.  Unlike  that,  the  presumption  in  respect  to  the 
invention  described  in  the  patent  in  suit  is,  if  it  is  accompanied  by 
the  application,  that  it  was  made  at  the  time  the  application  was 
filed,  and  the  plaintiff  or  complainant  may,  if  he  can,  introduce 
evidence  to  show  that  it  was  made  and  reduced  to  practice  at  a 
much  earlier  date. 

Two  reissued  patents  are  the  subject  of  the  present  suit»  both  of 
which  are  of  the  same  date,  and  were  obtained  upon  the  surrender 
of  an  original  patent  previously  issued  to  the  same  patentees  for 
certain  alleged  new  and  useful  improvements  in  the  manufacture 
of  moccasin  boots  and  shoes,  or  boot  and  shoe  pacs,  as  particularly 
described  in  the  original  specification.  The  power  of  the  Commis- 
sioner to  cause  a  new  patent  for  the  same  invention  to  issue,  in  case 
the  original  is  surrendered,  is  not  questioned ;  nor  is  it  denied  that  ho, 
in  his  discretion,  may  cause  several  patents  to  be  issued  for  distinct 
and  separate  parts  of  the  thing  patented,  upon  demand  of  the  appli- 
cant, and  upon  payment  of  the  required  fe^  for  each  reissue.  (Sev. 
Stat  §  4916,  p.  959.)  Separate  examination  will  be  given  to  each 
patent,  though  certain  parts  of  the  specification  in  each  are  the 
same,  having  been  borrowed  from  the  original  As  described  in  the 
original  and  in  each  of  the  reissues,  the  invention  consists  in  so 
cutting  the  leather  or  material  of  which  the  pacs  are  manufactured 
as  to  be  able  to  do  all  the  sewing  of  the  upper  parts  by  machinery, 
instead  of  by  hand,  —  the  latter  being  the  method  necessarily  em- 
ployed at  present, —  and  it  also  enables  the  operator  to  improve 
the  shape,  and  to  so  change  the  position  of  some  of  the  seams  as  to 
add  very  much  to  the  durability  of  the  pac&  Detailed  description 
is  then  given,  in  the  specification  of  the  reissued  patent  for  the  moc- 
casin boots  or  boot-pac,  of  the  several  pieces  of  which  the  pac  is 
composed,  by  special  reference  to  certain  figures  in  the  reissued 
drawings,  and  in  the  exact  words  and  figures  contained  in  the 
original  drawings.    Appended  to  that  is  the  description  of  the  man- 
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ner  in  which  the  leg  of  the  boot-pac  and  the  quarter  and  vamp  are 
cut,  the  same  being  given  in  the  same  words  as  in  the  surrendered 
patent,  from  which  it  appears  that  the  leg  of  the  boot-pac  is  made 
in  two  pieces,  that  the  quarter  is  formed  in  one  piece  crossing  and 
passing  forward  of  the  seam  in  the  leg  and  joining  directly  on  to 
the  vamp,  and  that  the  vamp  is  also  stitched  to  the  front  part  of 
the  leg,  all  the  seams  being  flat  seams,  which  may  be  closed  by 
sewing-machines.  Every  step  in  the  process  of  cutting  and  stitch- 
ing the  parts  together  having  been  described,  the  patentee  proceeds 
to  state  that  the  different  parts  are  designed  and  arranged  expressly 
with  a  view  to  enable  all  the  seams  to  be  closed  by  machinery,  and 
to  dispense  with  hand-work  altogether  in  the  sewing,  even  to  sew- 
ing on  the  soles,  and  that  for  that  purpose  all  the  patterns  have 
been  simplified  so  as  to  admit  of  lap-seams ;  and  he  expresses  the 
belief  that  there  never  was  a  pac  made  before  in  which  lap-seams 
were  exclusively  used,  nor  in  which  all  the  seams,  even  to  sewing 
on  the  soles,  could  be  accomplished  by  machinery,  which,  as  he 
states,  reduces  the  cost  of  manufacture  very  materially,  and  allows 
the  use  of  heavy  material  for  soles,  and  lighter  and  less  expensive 
material  for  uppers.  Both  of  the  things  patented  are  called  pacs, 
from  the  manner  in  which  they  are  used.  They  are  made  of  a  pecu- 
liar kind  of  leather  called  "  moccasin ''  leather,  and  are  cut  large,  to 
admit  of  packing  between  the  inside  of  the  upper  leather  and  the  foot 
of  the  wearer.  Boots  and  shoes  are  usually  made  to  fit  the  foot ;  but 
the  moccasin-pac,  whether  boot  or  shoe,  is  made  much  larger  than  the 
foot  of  the  wearer,  in  order  that  it  may  contain  the  desired  amount 
of  packing  for  protection  to  the  foot  in  extreme  cold  weather. 

I.  Coming  first  to  the  reissue  6098,  which  is  the  moccasin-boot, 
and  which  contains  four  claims  to  the  effect  following :  — 

1.  For  a  moccasin  boot  or  shoe  pac  formed  of  five  parts,  cut  as 
'shown  and  described,  and  joined  together  by  fiat  lapped  seams. 

2.  For  a  moccasin  boot  or  pac  with  the  leg  formed  of  two  flat 
pieces,  cut  as  shown  and  described,  and  united  by  two  lapped  seams, 
one  on  each  side  of  the  leg,  as  shown  and  described. 

3.  For  the  quarter  of  a  moccasin-pac  cut  in  the  form  shown,  and 
described,  and  formed  into  one  piece,  for  the  use  as  specified. 

4.  For  the  described  process  of  smooth-crimping  the  instep  of  a 
pac  or  moccasin,  consisting  in  cutting  the  tip  and  front  with  edges 
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of  different  lengths,  and  of  diflsimilar  outlines,  and  bending,  stretch- 
ing, and  compacting  the  edges,  in  the  act  of  sewing  with  a  flat 
seam,  so  as  to  cause  them  to  coincide  imder  the  needle,  the  joining 
of  the  differential  edges  displacing  and  forcing  out  the  leather  of  the 
two  parts  in  such  a  manner  as  to  form  the  crimp. 

Service  was  made,  and  the  respondent  appeared  and  filed  an 
answer,  in  respect  to  the  first  patent,  setting  up,  in  substance  and 
effect^  the  Allowing  defences :  — 

first.  That  the  reissued  patent,  6098,  embraces  and  includes^ 
both  in  the  specification  and  claims,  new  matter,  not  described,  sug- 
gested, or  indicated  in  the  specification  of  the  original  patent,  nor 
shown  in  the  drawings  or  Patent  Office  model 

Second.  That  the  invention  described  in  the  specification  of  the 
patent,  and  claimed  in  the  second  claim,  was  patented  to  the  per* 
sons  named  in  the  answer  prior  to  the  supposed  invention  by  the 
complainants. 

Third.  That  the  patentees  are  not  the  original  and  first  inventors 
of  such  part  of  the  invention  as  is  described  in  the  specification, 
and  claimed  in  the  second  claim  of  the  patent,  or  any  material  or 
substantial  part  of  that  which  is  therein  described. 

Fourth.  That  so  much  of  said  invention  as  is  so  described  and 
claimed  in  the  second  claim  of  the  patent  was  in  public  use  and  on 
sale  more  than  two  years  prior  to  the  supposed  invention  by  the 
complainanta 

Fifth.  That  the  patentees  were  not  the  original  and  first  inventors 
of  any  material  or  Substantial  part  of  the  invention  claimed  in  the 
fourth  claim  of  the  patent,  but  that  the  same  was  known  to  and  in 
public  use  by  the  persons  named  in  the  answer  prior  to  the  sup- 
posed invention  by  the  patentees. 

Sixth.  That  he  has  never  infringed  the  first  three  claims  of  the 
patent 

The  first  defence,  which  is  that  the  feature  of  the  invention 
claimed  in  the  fourth  claim  was  not  described  nor  indicated  or 
suggested  in  the  original  specification,  nor  shown  in  the  draw- 
ings or  Patent  Office  model,  finds  support  both  in  the  specifica- 
tion and  fourth  claim  of  the  reissued  patent  under  consideration. 
Extended  argument  to  sustain  that  defence  is  quite  unnecessary,  as 
it  is  scarcely  possible  to  imagine  what  could  be  added  to  the  de- 
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scription  of  the  process  of  producing  the  criinp  in  the  moccasin- 
boot,  to  render  it  more  specific  and  intelligible  than  it  now  is,  as 
incorporated  into  the  specification  of  the  reissued  patent,  nor  is  any 
argument  necessary  to  show  that  every  word  of  the  description  is 
new  matter,  not  found  in  the  specification  of  the  original  patent,  as 
that  is  apparent  from  a  comparison  of  the  two  instruments.  Cor- 
responding addition  is  also  made  to  the  drawings,  showing  con- 
clusively that  the  solicitor  who  applied  for  the  new  patent  did  not 
deem  the  drawings  of  the  old  patent  sufficient  to  illustrate  the  new 
feature  added  to  the  invention  in  the  descriptive  portion  of  the 
reissued  specification. 

Suggestions  of  an  ingenious  character  are  made  in  behalf  of  the 
complainants  to  show  that  an  expert,  in  attempting  to  unite  the 
described  parts  of  the  patented  product  by  the  lap-seam,  might  dis- 
cover the  means  of  bending,  stretching,  and  compacting  the  edges 
of  the  parts  in  the  act  of  sewing,  so  as  to  cause  them  to  coincide 
under  the  needle,  as  stated  in  the  amended  specification,  and  that 
by  the  joining  of  the  differential  edges  the  leather  of  the  two  parts 
would  be  displaced  and  forced  out  in  such  a  manner  as  to  form  the 
crimp  shown  in  the  new  figure  of  the  drawings;  but  the  patent 
law,  in  terms,  requires  more  than  that  of  the  patentee  before  he  is 
entitled  to  a  patent.  Before  any  inventor  shall  receive  a  patent  for 
his  invention,  he  shall  make  application  therefor  in  writing,  and 
shall  file  in  the  Patent  Office  a  written  description  of  the  same,  and 
of  the  manner  and  process  of  making,^constructing,  compounding, 
and  using  it,  in  such  full,  clear,  concise,-  and  exact  terms  as  to  en- 
able any  person  skilled  in  the  art  or  science  to  which  it  appertains 
to  make,  construct,  compound,  and  use  the  same.  (Eev.  Stat,  p. 
954,  §  4888.)  Apply  that  rule  to  the  original  patent,  and  it  is  clear 
that,  if  the  fourth  claim  of  the  reissued  patent  had  been  inserted  in 
the  original  patent^  it  could  not  have  been  sustained  for  the  want  of 
a  compliance  with  that  important  requirement  of  the  Patent  Act 
Cases  arise,  undoubtedly,  where  a  suggestion  in  the  specification,  or 
an  indication  in  the  drawings  or  Patent  Office  model  of  the  original 
patent,  may  be  sufficient  to  justify  an  alteration  or  enlargement  of 
the  description  of  the  invention  in  the  specification  of  a  reissued 
patent,  as  where  the  change  consists  merely  in  the  substitution  of  a 
different  material  from  that  of  which  a  device  is  composed,  or  in  the 
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modification  in  the  form  of  a  device,  or  in  the  proportions  of  the 
ingredients ;  but  where  the  alteration  consists  of  a  distinct  inven- 
tion, there  ought  to  be  found  in  the  original  specification  enough 
to  fedrly  apprise  other  inventois  and  the  public  that  the  invention 
includes  and  embodies  such  additional  feature.  Seymour  v.  Os- 
borne, 11  Wall.  544  Interpolations  of  new  features,  ingredients, 
or  devices  which  were  neither  described,  suggested^  nor  indicated 
in  the  original  patent  or  Patent  Office  model,  are  not  allowed  in 
the  reissued  patent,  as  it  is  clear  that  the  Commissioner  has  no 
jurisdiction  to  grant  a  reissue  imless  it  be  for  the  same  invention 
as  that  included  and  embodied  in  the  original  patent,  nor  ccoi  any 
new  matter  be  properly  introduced  into  the  specification,  nor  the 
Patent  Office  model  or  drawings,  in  a  machine  patent,  be  amended^ 
except  each  by  the  other.    Bev.  Stat  p.  959,  §  4916. 

Beyond  doubt  the  invention  described  in  the  original  patent^ 
though  composed  of  the  several  parts  therein  described,  is,  in  legal 
contemplation,  a  new  and  useful  manufacture,  and  it  is  equally 
dear  that  the  process  of  making  an  article  of  manufacture  is  a  dif- 
ferent invention  from  that  of  the  product  Both  may  be  included 
in  thS  same  patent,  but  the  required  description  is  as  essential  and 
indispensable  in  the  one  case  as  in  the  other.  Viewed  in  the  light 
of  these  suggestions,  the  court  is  of  the  opinion  that  the  fourth 
claim  of  the  reissued  patent  is  void.  Patents,  in  certain  cases,  may 
be  good  in  part  and  void  in  part,  the  rule  being  that  whenever  a 
patentee,  through  inadvertence,  accident,  or  mistake,  and  without 
any  fraudulent  or  deceptive  inte9tion,  has  claimed  more  than  that 
of  which  he  was  the  original  and  first  inventor  or  discoverer,  his 
patent  shall  be  valid  for  all  that  part  which  is  truly  and  justly  his 
own,  provided  the  same  is  a  material  or  substantial  part  of  the  thing 
patented.     Eev.  Stat.§  4917;  Goodyear  v.  Bvi^r  Co.,  2  Cliflf.  374 

Special  consideration  must  also  be  given  to  the  second  and 
third  defences  set  up  in  the  answer,  as  the  attempt  of  the  respon- 
dent in  those  two  defences  is  to  show  that  the  matter  claimed  in  the 
second  claim  of  the  patent  in  suit  was  patented  to  others  prior  to 
the  supposed  invention  by  the  complainants,  and  i^hat  the  patentees 
are  not  the  original  and  first  inventors  of  any  material  or  substan- 
tial part  of  what  is  claimed  in  that  claim.  Such  defences,  if  well 
pleaded  to  the  invention  described  in  the  patent,  would  be  good  de- 
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fences,  as  the  act  of  Congress  provides  that  the  defendant  in  a  suit 
at  law  may  plead  the  general  issue,  and,  having  complied  with  the 
requirement  as  to  notice,  may  give  such  special  matters  in  evidence, 
and  the  provision  is  that  if  any  one  or  more  of  the  special  matters 
alleged  shall  be  found  for  the  defendant,  judgment  shall  be  rendered 
for  him  with  costs.  like  defences  may  be  pleaded  in  equity  under 
like  conditions,  the  allegation  in  the  answer  denying  infringement 
supplying  the  place  of  the  general  issue  in  an  action  at  law.  Under 
that  pleading  and  notice,  the  respondent  in  an  equity  suit  may  prove 
that  the  invention  described  in  the  patent  in  suit  had  been  pat- 
ented or  described  in  some  printed  publication  prior  to  the  supposed 
invention  by  the  patentea  Documentary  evidence  is  required  to 
sustain  that  defence,  but,  as  before  remarked,  the  evidence  is  suffi- 
cient if  the  patent  introduced  for  the  purpose,  whether  foreign  or  do- 
mestic, was  duly  issued  prior  to  the  alleged  invention  described  in 
the  complainant's  patent,  or  if  the  complete  description  of  the  in- 
vention was  previously  published  in  some  printed  publication.  Evi- 
dence of  the  kind  must  be  held  to  be  prior  in  point  of  time  in  all 
cases  where  the  patent  or  printed  publication  precedes  the  date  of 
the  patent  in  suit,  unless  the  patent  in  suit  is  accompanied  by  the 
application  for  the  same,  or  unless  the  complainant  introduces  parol 
proof  to  show  that  his  invention  was  made  prior  to  the  date  of  the 
patent,  or  prior  to  the  time  the  application  was  filed. 

Proof  of  the  kind  is  not  admissible,  on  the  part  of  the  re- 
spondent, to  show  that  the  invention  described  in  the  sup- 
posed prior  patent  or  printed  publication  was  made  prior  to 
their  respective  dates,  for  the  reason  aljeady  stated.  Under  the 
second  and  third  defences,  as  pleaded,  the  rule  is  that  the 
patent  in  suit  affords  the  complainants  a  primd  facie  presump- 
tion that  the  patentees  are  the  original  and  first  inventors  of  that 
which  is  therein  described  as  their  improvement  Competent 
proof  is  requisite  to  overcome  that  presumption,  as,  for  example, 
that  the  thing  patented  had  been  previously  patented  to  another,  or 
that  it  had  been  previously  described  in  some  printed  publication, 
or  that  the  patentees  are  not  the  original  and  first  inventors  of  the 
patented  improvement,  or  of  any  material  or  substantial  part  of 
the  sama  Where  the  thing  patented  is  an  entirety,  consisting 
of  a  machine  or  product^  the  respondent  cannot  escape  the  charge  of 
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infringemeiit  by  alleging  or  proving  that  a  part  of  the  thing  patented 
is  found  in  one  prior  patent  or  machine,  and  another  part  in  an- 
other prior  patent  or  machine,  and  from  the  two  or  any  greater  num- 
ber  of  such  exhibits  draw  the  conclusion  that  the  patentee  is  not  the 
original  and  first  iidventor  of  the  improvement  in  question.  Instead 
of  that,  his  plea,  which  in  the  action  at  law  is  the  general  issue,  is 
addressed  to  the  entire  ^charge  of  infringement,  which  casts  the  bur- 
den to  prove  that  charge  upon  the  plaintiff  or  upon  the  complain- 
ant in  the  suit  in  equity. 

Infringement  is  the  charge  made  by  the  party  seeking  redress, 
and  it  is  competent  beyond  all  doubt  for  the  defending  party 
to  show  that  he  does  not  infringe  at  all,  or  that  his  machine, 
product,  or  manufacture  infringes  only  a  part  of  the  claims  of 
the  patent  in  suit  Authority  for  that  proposition  is  found  in 
the  veiy  nature  of  the  issue  between  the  parties,  but  the  only  au- 
thority for  attacking  the  originality  and  validity  of  the  patent  is 
that  given  by  the  Patent  Act.  Defences  for  that  purpose  must  be 
addressed  to  the  thing  patented,  and  not  merely  to  one  of  the  sepa- 
rate features  which  it  comprises.  More  than  one  patent  may  be  in- 
cluded in  one  suit,  and  more  than  one  invention  may  be  secured  in 
the  same  patent,  in  which  cases  the  several  defences  authorized  by 
the  F&tent  Act  may  be  pleaded  to  each  patent  in  suit  and  to  each 
invention  included  in  the  chaige  of  infringement.  OiU  v.  Welb,  22 
Wall  24 

Combination  patents  may  be  mentioned  as  examples  where 
more  than  one  invention  may  be  secured  in  a  single  patent,  and 
in  such  a  case  the  patentee  may  give  the  description  of  each 
combination  in  one  specification,  and  in  that  event  he  can  secure 
the  full  benefit  to  each  of  the  inventions  by  separate  claims,  refer- 
ring back  to  the  proper  description  in  the  specification.  Cases  of 
the  kind  often  arise,  and  in  such  a  case  the  party  charged  with 
infringement  may  plead  and  prove,  if  he  can,  the  statute  defences 
to  each  invention,  just  as  if  the  two  inventions  had  been  embodied 
in  separate  patents.  Ample  support  to  that  proposition  is  found  in 
the  language  of  the  Patent  Act  and  in  the  practice  of  the  courts,  but 
where  the  patent  describes  an  entire  invention  as  a  machine,  manu- 
facture, or  product,  the  defences  specially  authorized  by  the  act  of 
Congress  must  be  addressed  to  the  thing  patented,  and  the  evidence 
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introduced  to  sustain  the  plea  or  defence  must  show  that  the  thing 
patented  had  been  previously  patented  to  another,  or  that  it  had 
been  previously  described  in  some  printed  publication,  or  that  the 
patentee  was  not  the  original  and  first  inventor  of  the  improvement^ 
to  entitle  the  defendant  or  respondent  to  a  judgment  or  decree. 
Parol  proof  is  sufiGicient  for  that  purpose,  if  it  shows  that  the  thing 
patented  was  actually  made  and  reduced  to  practice  prior  to  the 
patented  invention.  Models  made  and  used  merely  as  experiments, 
and  which  were  not  capable  of  use  as  operative  machines,  cannot 
affect  the  right  of  a  patentee  holding  a  patent  issued  in  due  form. 
Seymour  v.  Osbomey  11  WalL  639.  Incomplete  attempts  to  con- 
struct a  machine  amount  to  nothing  as  evidence  to  support  such  a 
defence,  but  if  the  evidence  shows  that  it  was  complete  and  opera- 
tive, even  for  a  temporary  use,  and  that  its  existence  and  use  were 
within  the  knowledge  of  a  few  persons,  it  may  be  sufficient  to  es- 
tablish the  proposition  that  the  thing  patented  was  made  and  used  by 
another  prior  to  the  patented  invention.  Coffin  v.  OgdeUy  1 8  Wall.  120. 
Inventors  may,  if  they  can,  keep  their  inventions  secret^  and  if 
they  do  for  any  length  of  time  they  do  not  forfeit  their  right  to 
apply  for  a  patent  unless  another  in  the  mean  time  has  made  the  in- 
vention, and  secured  by  patent  the  exclusive  right  to  make,  use,  and 
vend  the  patented  product.  Within  that  rule,  and  subject  to  that 
condition,  inventors  may  delay  to  apply  for  a  patent^  but  the  Patent 
Act  provides  that  the  defendant  or  respondent  in  a  suit  for  infringe- 
ment may  plead  the  general  issue,  and,  having  given  the  required 
notice,  may  prove  in  defence  that  the  patented  invention  had  been 
in  public  use  or  on  sale  more  than  two  years  before  the  alleged  in^ 
ventor  filed  his  application  for  a  patent,  and  the  provision  in  that 
event  also  is  that  if  the  issue  be  found  for  the  party  setting  up  that 
defence,  the  judgment  or  decree  shall  be  in  bis  favor.  Different 
phraseology  was  employed  in  the  prior  Patent  Act,  which  made  it 
necessary  for  the  party  setting  up  such  a  defence  to  prove  that  the 
invention  had  been  in  public  use^  or  on  sale  with  the  consent  and 
allowance  of  the  patentee  before  his  application  for  a  patent.  De- 
cided cases  adjudicated  under  that  act  and  certain  earlier  acts,  show 
that  a  very  limited  public  use  or  sale  of  the  invention  with  the  con- 
sent and  allowance  of  the  patentee,  if  prior  to  his  application  for  a 
patent,  was  sufficient  to  defeat  the  right  of  the  inventor  to  the  pro- 
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tpctiou  of  the  Patent  Act  Fennock  v.  Bealogue,  2  Pet.  19 ;  Whitney 
V.  JBmmet,  Baldw.  310 ;  Byan  v.  Goodvnn,  3  Sum.  518 ;  Wyeth  v. 
^one,  1  Story,  281.  Congress,  however,  interfered,  and  provided 
that  no  patent  shall  be  held  to  be  invalid  by  means  of  such  pur- 
chase, sale,  or  use  prior  to  the  application  for  a  patent  as  aforesaid, 
except  on  proof  of  abandonment  of  such  invention  to  the  public,  or 
that  such  purchase,  sale,  or  prior  use  has  been  for  more  than  two 
years  prior  to  such  application.  5  Stat  at  L.  354.  Public  use  or 
sale,  even  under  that  provision,  which  was  in  the  nature  of  an 
amendment  to  the  earlier  Patent  Act,  in  order  to  defeat  the  right  of 
the  inventor  to  a  patent,  must  have  been  for  the  period  mentioned 
with  his  consent  and  allowance.  Pierson  v.  Ha^k  Screw  Co,,  3  Story, 
305. 

Unlike  that,  the  present  Patent  Act  provides  that  the  defending 
party,  having  given  the  requisite  notice,  may  prove  that  the  in- 
vention had  been  in  public  use  or  on  sale,  in  this  country,  for  more 
than  two  years  before  the  inventor  applied  for  a  patent,  and  that  if 
that  special  matter  is  found  in  his  favor  he  is  entitled  to  the  judg- 
ment or  decree  with  costs.  Construed  in  view  of  these  suggestions, 
the  better  opinion  is  that  the  provision  in  the  present  Patent  Act  is 
in  the  nature  of  a  statute  of  limitations,  and  that  it  is  sufficient  to 
defeat  the  right  of  the  applicant  to  a  patent  if  it  be  shown  that  his 
invention  had  been  in  public  use  or  on  sale  more  than  two  years 
prior  to  his  application,  without  proving  that  it  was  with  his  con- 
sent and  allowance. 

Due  proof  of  prior  invention  and  practical  use  by  apother  is 
sufficient  to  defeat  the  right  of  the  applicant  for  a  patent,  be- 
cause it  shows  that  he  is  not  the  original  and  first  inventor  of  the 
alleged  improvement,  even  if  the  prior  invention  was  only  made 
and  used  for  a  day,  if  it  clearly  appears  that  it  was  operative, 
and  that  it  was  actually  reduced  to  practice,  the  rule  being  one  of 
actual  priority  as  defined  by  the  rules  of  law  and  evidence.  None 
of  these  principles  are  controverted  by  the  parties  in  this  case,  but 
the  defence  of  prior  public  use  or  sale  stands  upon  a  different  foot- 
ing, and  depends  upon  widely  different  proofs.  As  before  remarked, 
the  inventor  may,  if  he  can,  keep  his  invention  secret,  and,  if  he 
does,  no  length  of  delay  will  debar  his  right  to  apply  for  a  patent ; 
but  if  he  fails  to  keep  it  secret,  and  it  goes  into  public  use  or  is  on 
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sale  for  more  than  two  years  before  he  applies  for  a  patent,  he  for- 
feits all  right  to  the  same,  and  the  person  sued  as  an  infringer  maj^ 
if  he  gives  the  proper  notice,  plead  that  special  matter  in  defence, 
and,  if  he  proves  it,  the  judgment  or  decree  must  be  in  his  favor. 
In  the  former  case  the  gist  of  the  defence  is  that  the  invention  was 
first  made  and  reduced  to  practice  by  another,  but  in  the  latter  the 
gist  of  the  defence  is  that  thb  invention,  though  made  by  the  appli- 
cant for  the  patent,  went  into  public  use  or  was  on  sale  more  than 
two  years  before  the  inventor  filed  his  application  for  a  patent 
Nothing  of  the  kind  is  pleaded  in  the  answer,  nor  is  there  any  proof 
in  the  record  to  support  the  proposition,  if  it  had  been  well  pleaded. 
Beliance  for  that  purpose  in  pleading  is  placed  upon  that  feature  of 
the  answer  in  which  it  is  alleged  that  so  much  of  the  invention  as 
is  claimed  in  the  second  claim  of  the  patent  was  in  public  use  or  on 
sale  more  than  two  years  prior  to  the  supposed  invention  by  the 
complainants.  Sufficient  has  already  been  remarked  to  show  that 
such  a  defence  is  unwarranted  by  the  act  of  Congress,  which  author- 
izes the  defendant  or  respondent  to  plead  the  general  issue  to  the 
declaration  or  bill  of  complaint,  and,  having  complied  with  the  con- 
dition as  to  notice,  to  give  in  evidence  the  special  matters  enumer- 
ated in  the  same  section  of  the  Patent  Act 

Patentees  seeking  redress  for  the  infringement  of  their  patent 
must,  undoubtedly,  all^  and  prove  that  they  are  the  original  and 
first  inventors  of  the  improvement,  and  that  the  same  has  been 
infiringed  by  the  party  against  whom  the  suit  is  brought  In  the 
first  place,  the  burden  to  establish  both  of  those  allegations  is  upon 
the  party  instituting  the  suit ;  but  the  law  is  well  settled  that  the 
patent  in  suit,  if  introduced  in  evidence,  affords  the  moving  party 
a  primd  facie  presumption  that  the  first  allegation  ia  true,  and  has 
the  effect  to  shift  the  burden  of  proving  the  defence  upon  the 
defending  party.  JBlanchard  v.  Putnam,  8  Wall.  42 ;  Seymour  v. 
Osbamey  11  Id.  538. 

Where  the  requisite  statute  defences  are  well  pleaded,  the  de- 
fending party  may  give  evidence  to  overcome  that  presumption ; 
but  if  he  does  not  plead  and  prove  those  defences,  or  some  one 
of  them,  the  primd  facie  presumption  is  sufficient  to  entitle 
the  moving  party  to  a  judgment  or  decrea  Suppose  the  rule 
were  otherwise,  and  that  evidence  maybe  admitted,  though  the 
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defence  is  not  pleaded  to  show  that  the  invention  had  been  in 
public  use  or  on  sale  more  than  two  years  before  the  complainants 
filed  their  application  for  a  patent,  still  the  concession  would  not 
benefit  the  respondent  in  the  case  before  the  court,  as  the  record 
contains  no  evidence  whatever  that  the  invention  made  by  the  com- 
plainants was  ever  in  public  use  or  on  sale,  even  for  a  day  prior  to 
their  application  for  a  patent ;  nor  does  the  respondent  set  up  any 
such  theory,  even  in  argument  His  proposition,  in  contemplation 
of  law,  is  altogether  different  What  he  contends  is  that  the  inven- 
tion was  made  by  others  prior  to  the  supposed  invention  by  the  com- 
plainants, and  that  the  prior  invention  made  by  others  was  in  public 
use  or  on  sale  more  than  two  years  before  the  complainants  applied 
for  their  patent  Knowledge  of  the  complainants'  invention  was  never 
acquired  by  the  public  before  they  filed  their  application ;  nor  is 
there  the  slightest  proof  in  the  record  that  the  invention  which 
they  made  ever  went  into  public  use,  or  was  ever  on  sale,  even  in 
a  single  instance,  before  their  application  for  a  patent  was  filed. 
Even  meritorious  inventors  must  keep  their  inventions  secret  unless 
they  apply  for  a  patent  within  two  years ;  and  if  they  do  not,  and 
their  invention  goes  into  public  use,  or  is  on  sale  in  this  country 
for  more  than  that  period  before  they  file  their  application,  the 
invention  is  forfeited  to  the  public,  whether  it  was  in  such  public 
use  or  on  sale  with  or  without  their  consent  and  allowance ;  and 
plea  and  proof  of  such  special  matter  is  a  good  defence  for  one 
charged  with  infringement  Infringers  may  also  plei^  and  prove 
that  the  patentee  of  the  patent  in  suit  was  not  the  original  and  first 
inventor  of  the  improvement  in  question ;  and  they  may  prove  the 
issue  by  showing  that  the  invention  had  been  previously  patented 
by  another,  or  that  it  had  been  previously  described  in  some  printed 
publication,  or  that  it  had  been  previously  made  and  actually  re- 
duced to  practice  before  the  invention  was  made  by  the  patentee. 
Such  proofs  may  be  introduced,  and,  if  they  sustain  the  defence 
pleaded,  the  judgment  or  decree  must  be  for  the  defending  party. 
These  issues,  however,  are  very  different  from  the  one  raised  by  the 
defence,  that  the  invention  had  been  in  public  use  or  on  sale  in 
this  country  more  than  two  years  before  the  patentee  filed  his 
application  for  a  patent,  as  the  latter  defence  stiU  involves  an  ele- 
ment of  laches  on  the  part  of  the  patentee,  in  that  he  did  not  file 
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his  appliimtion  for  a  patent  at  an  earlier  date,  or  keep  his  invention 
a  secret  from  the  public. 

All  the  remarks  made  in  respect  to  the  fourth  defence,  as 
herein  arranged,  apply  with  equal  force  to  the  fifth  defence,  which 
is  also  overruled  for  the  same  reasons.  Where  none  of  the  defences 
pleaded  are  sustained,  the  primd  facie  presumption  that  the  patentee 
18  the  original  and  first  inventor  of  the  improvement  must  prevail ; 
and  the  patent  in  this  case  must  accordingly  be  adjudged  valid. 

Infringement  being  denied,  the  burden  of  proof  is  upon  the 
complainants  to  establish  the  charge.  Where  the  invention  is  em- 
bodied in  a  machine,  manufacture,  or  product,  the  question  of 
infringement — which  is  a  question  of  fact — is  ordinarily  best 
determined  by  a  comparison  of  the  exhibit  made  by  the  respondent 
with  the  mechanism  described  in  the  complainants'  patent.  Com- 
parisons of  the  kind  have  been  carefully  made  by  the  court  in  this 
case,  and  the  court  is  of  the  opinion  that  the  respondent  has  in- 
fringed the  first,  second,  and  third  claims  of  the  complainants'  pat- 
ent for  the  boot-pac.  Both  parties  gave  evidence  upon  the  subject ; 
but  the  great  weight  of  the  proofs  supports  the  affirmative  of  the 
charge.  Strong  support  to  that  view  is  also  derived  from  the 
answer,  in  which  the  respondent  admits  that  he  has  made 
4,491  pairs  of  boot-moccasins,  in  which  the  lips  and  fronts 
were  cut  with  edges  of  different  lengths  and  dissimilar  outlines^ 
and  were  united  by  sewing  with  a  flat  seam,  substantially  as  set 
forth  in  the  fourth  claim  of  the  patent,  the  difficulty  being  to  see 
how  that  could  well  be  done  without  infringing  the  other  three  claims 
of  the  patent.  Without  entering  further  into  the  details  of  the 
evidence,  suffice  it  to  say  that  the  court  has  carefully  examined  and 
compared  the  several  exhibits  in  view  of  all  evidence  introduced, 
and  is  of  the  opinion,  without  hesitation,  tibat  the  respondent  has 
inMnged  the  first  three  claims  of  the  patent. 

Reissued  letters-patent  of  the  same  date  were  also  issued  to 
the  complainants  for  new  and  useful  improvements  in  the  manu- 
facture of  moccasin-shoes,  or  shoe-pacs,  including  some  of  the  ele- 
ments' embodied  in  the  patent  previously  described ;  and  the  speci- 
fication states  that  the  nature  of  the  invention  consists  in  the  same 
peculiarities  as  those  described  in  the  specification  of  the  prior- 
named  patent    Special  reference  is  also  made  to  the  drawings 
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annexed  to  the  specification  for  a  description  of  the  various  parts 
of  which  the  invention  is  composed,  to  illustrate  the  relative  posi- 
tions of  the  several  parts  of  the  invention ;  and  the  patentees  state 
that  there  is  a  free  selection  of  stock  in  respect  to  the  service  each 
part  is  designed  to  sustain  when  they  are  put  together ;  and  he  adds- 
that  the  principal  benefit  is  found  in  the  fact  that  the  seams  can  be 
made  flat  and  be  stitched  by  machinery,  thus  avoiding  all  hand- 
work. By  the  specification  it  also  appears  that  the  quarter  is  formed 
in  one  piece,  and  that  it  joins  directly  on  to  the  vamp,  and  forms  a 
flat  seam,  both  at  its  junction  with  the  top  and  with  the  vamp, 
allowing  both  of  those  seams  to  be  stitched  by  machinery ;  and  the 
specification  also  shows  that  the  vamp  is  stitched  to  the  other  three 
parts  of  the  thing  patented  by  similar  flat  lap-seams,  thus  allowing 
them  all  to  be  closed  by  the  sewing-machine,  and  without  hand- 
work, in  sewing  the  parts  together ;  and  the  patentees  further  state 
that  the  difierent  parts  of  the  shoe-pac,  as  patented,  are  designed 
and  arranged  eicpressly  with  a  view  to  enable  all  the  seams  to  be 
closed  by  machinery,  and  to  dispense  with  hand-work  altogether  in 
sewing,  even  to  the  sewing  on  of  the  soles,  thereby  reducing  the 
cost  of  manufacturing  the  article  very  materially,  and  enabling  the 
shoe-pacs  to  be  made  more  rapidly,  economically,  and  with  loss 
expense  of  material    Three  claims  are  appended :  — 

1.  For  a  moccasin  shoe-pac,  formed  of  four  parts,  cut  as  shown 
and  described. 

2.  For  a  shoe-pac  with  a  quarter  cut  in  the  form  shown  in  the 
third  figure  of  the  drawings,  made  in  one  piece,  to  surround  the 
heel  and  extend  forward  to  the  vamp,  as  specified. 

3.  For  the  combination  in  a  shoe-pac  of  the  four  parts  shown  and 
described  when  united  together  by  flat  lap-seams. 

Plenary  authority  is  given  to  the  defending  party,  by  the  Patent 
Act,  to  plead  the  general  issue  in  a  suit  for  infringemeiit ;  and,  if  he 
complies  with  the  requirement  as  to  notice,  he  may  introduce  evi- 
dence, and  prove  any  one  or  more  of  the  special  matters  specified  in 
that  act ;  and,  if  he  proves  one  or  more  of  them,  he  is  entitled  to 
prevail  in  the  suit ;  but,  if  he  does  not  give  the  required  notice,  he 
has  no  right  to  introduce  such  evidence ;  and  the  moving  party, 
in  that  event,  if  he  introduced  his  patent  in  evidence,  is  entitled 
to  the  benefit  of  the  primd  facie  presumption  that  he  is  the  original 
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and  first  inventor  of  the  patented  improvement  Agavxim  Co.  v. 
Jordan,  7  WalL  596 ;  Blanchard  v.  PtUnam,  8  WalL  427.  Sepa- 
rate answers  in  respect  to  each  patent  might  have  been  filed  by  the 
respondent,  or  he  might  elect  to  state  all  his  defences  in  each  case 
in  one  answer,  without  waiving  any  of  his  legal  right ;  but^  in  the 
latter  case,  the  defences  addressed  solely  to  the  patent  for  the  boot- 
pac  have  no  application  to  the  patent  for  the  shoe-pac.  Argument 
to  support  that  proposition  is  unnecessary/as  the  statement  of  the 
same  is  sufiicient  to  secure  universal  assent.  Tested  by  that  rule, 
it  is  clear  that  the  only  defence  set  up  in  the  second  case  is  the 
denial  of  infnngement 

Suffice  it*  to  say  that  the  complainants,  having  introduced  their 
patent  in  evidence,  must,  under  the  circumstances,  be  presumed  to 
be  the  original  and  first  inventors  of  the  patented  improvement, 
inasmuch  as  there  is  neither  plea  nor  proof  to  the  contrary.  Neither 
plea  nor  proof  appearing  in  the  record  to  overcome  the  primd  facie 
presumption  in  favor  of  the  complainants,  the  decree  must  be  that 
the  patent  is  valid,  if  the  proofs  are  sufficient  to  establish  the 
charge  of  infringement  Questions  of  infringement  are  questions 
of  fact,  in  respect  to  which  the  parties  are  chiefly  interested  in  the 
court's  conclusions;  and,  in  that  view,  it  is  not  usually  deemed 
necessary  to  enter  much  into  the  details  of  the  evidence,  as  that 
would  extend  the  opinion  of  the  court  to  an  unreasonable  length. 
Due  comparison  of  the  exhibits  has  been  made  in  this  case,  and  the 
court  is  clearly  of  the  opinion  that  the  charge  of  infringement  is 
fully  proved. 

Decree  for  complainants  upon  both  patents  for  an  account  of 
gains  and  profits  to  the  extent  of  the  infringement,  and  for  an 
injunction  to  the  same  extent 


APRIL  TERM,  1878.  447 

Gilman  v.  libbey. 


Anna  K  Oilman  v.  Artemas  Libbet. 
before  ouffohd  and  fox,  jj. 

Goaits  of  record  have  power  at  anj  time,  as  well  after  as  daring  the  term  at  which  anj 
entry  is  made,  of  their  own  motion,  or  at  the  suggestion  of  any  party  interested,  and  with- 
out notice  to  any  one,  to  correct  the  mistalces  and  supply  the  omissions  of  their  clerks 
or  recording  officers,  so  as  to  make  the  record  conform  to  the  truth  of  the  case. 

They  are  the  exclusive  judges  of  the  necessity  and  propriety  of  so  amending  and  correcting 
their  records,  and  of  the  sufficiency  of  the  proofs  offered  to  show  the  necessity  of  such 
action. 

It  is  a  universal  rule  that  the  mere  omission  or  misprision  of  a  clerk  cannot  be  permitted  to 
deprive  a  party  of  his  rights,  if  the  means  of  supplying  the  defect  or  correcting  the  mis- 
take are  within  the  reach  of  the  tribunal  whose  proceedings  are  incorrectly  recorded. 

Where  the  answer,  is  responsive  to  the  bill  of  complaint,  and  positively  denies  the  matter 
charged,  and  the  denial  is  made  in  respect  to  a  transaction  within  the  knowledge  of  the 
respondent,  the  answer  is  evidence  in  his  fitvor,  and  unless  it  is  overcome  by  the  satis- 
factory testimony  of  two  opposing  witnesses,  or  of  one  witness,  corroborated  by  other 
fkcts  and  circumstances,  which  give  to  it  greater  weight  than  the  answer  of  the  respond- 
ent, it  is  conclusive.  So  that  the  court  will  neither  make  a  decree  nor  send  the  case  to 
trial,  but  will  simply  dismiss  the  bill  of  complaint. 

When  the  complainant  calls  upon  the  respondent  to  answer  an  allegation,  he  admits  the 
answer,  if  duly  filed,  to  be  evidence,  and  if  it  is  testimony,  it  is  equal  to  the  testimony 
of  any  other  witness. 

As  the  complainant  cannot  prevail  if  the  balance  of  proof  is  not  in  his  favor,  he  must  have 
circnmstances  in  addition  to  his  single  witness  in  order  to  turn  the  balance. 

The  bill  of  complaint  contained  an  allegation  to  the  effect  that  the  defendant  in  the  present 
suit,  while  judge  of  the  Supreme  Judicial  Court  of  the  State  of  Maine,  ordered  judgment 
for  himself  in  a  suit  in  that  court  where  he  was  plaintiff,  and  the  present  complainant 
defendant  This  allegation  was  not  true,  but  the  record  of  the  State  court,  by  the  omis- 
sion of  the  clerk  thereof,  seemed  to  afford  ground  therefor.  After  the  beginning  of  this 
suit,  the  record  of  the  State  court  was  amended  by  the  court,  so  as  to  conform  to  the 
fact,  which  was,  that  the  judgment  had  been  ordered  by  another  justice  of  the  State 
court,  and  not  by  this  respondent.  Held,  that  the  respondent  in  this  case  was  still  en- 
titled to  his  cosU. 

If  the  State  court  record  did  not  suggest  the  error,  if  inquiry  had  been  made,  it  could  have 
been  ascertained  that  this  respondent  was  not  presiding  in  the  State  court  when  the 
Judgment  in  his  favor  was  entered. 

Bill  in  equity.  The  material  allegations  in  the  complainant's 
bill  were  as  follows  :  — 

In  1867  she  was  ezecntrix,  with  others  as  executors,  of  the  last 
will  and  testament  of  Nathaniel  Oilman,  both  in  the  State  of 
Maine  and  in  the  State  of  New  York.  In  the  month  of  March  of 
that  year,  being  involved  in  litigation  in  the  county  of  Kennebec 
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and  first  inventor  of  the  patented  improvement  Agawam  Co,  v. 
Jordan,  7  WalL  596 ;  Blanchard  v.  Putnam,  8  WalL  427.  Sepa- 
rate answers  in  respect  to  each  patent  might  have  been  filed  by  the 
respondent,  or  he  might  elect  to  state  all  his  defences  in  each  case 
in  one  emswer,  without  waiving  any  of  his  legal  right ;  but,  in  the 
latter  case,  the  defences  addressed  solely  to  the  patent  for  the  boot- 
pac  have  no  application  to  the  patent  for  the  shoe*pac.  Argument 
to  support  that  proposition  is  unnecessary,  as  the  statement  of  the 
same  is  sufiicient  to  secure  universal  assent  Tested  by  that  rule, 
it  is  clear  that  the  only  defence  set  up  in  the  second  case  is  the 
denial  of  infringement 

Suffice  it*  to  say  that  the  complainants,  having  introduced  their 
patent  in  evidence,  must,  under  the  circumstances,  be  presumed  to 
be  the  original  and  first  inventors  of  the  patented  improvement, 
inasmuch  as  there  is  neither  plea  nor  proof  to  the  contrary.  Neither 
plea  nor  proof  appearing  in  the  record  to  overcome  the  primd  facie 
presumption  in  favor  of  the  complainants,  the  decree  must  be  that 
the  patent  is  valid,  if  the  proofs  are  sufficient  to  establish  the 
charge  of  infringement  Questions  of  infringement  are  questions 
of  fact,  in  respect  to  which  the  parties  are  chiefly  interested  in  the 
court's  conclusions ;  and,  in  that  view,  it  is  not  usually  deemed 
necessary  to  enter  much  into  the  details  of  the  evidence,  as  that 
would  extend  the  opinion  of  the  court  to  an  unreasonable  length. 
Due  comparison  of  the  exhibits  has  been  made  in  this  case,  and  the 
court  is  clearly  of  the  opinion  that  the  charge  of  infringement  is 
fully  proved. 

Decree  for  complainants  upon  both  patents  for  an  account  of 
gains  and  profits  to  the  extent  of  the  infringement,  and  for  an 
injunction  to  the  same  extent 
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Anna  K  Oilman  v.  Astemas  Libbet. 

BEFORE  CLIFFOBB  AND  FOX,  JJ. 

Coarto  of  record  have  power  at  anj  time,  as  well  after  as  dnring  the  term  at  which  anj 
entry  is  made,  of  their  own  motion,  or  at  the  suggestion  of  any  party  interested,  and  with- 
out notice  to  any  one,  to  correct  the  mistakes  and  supply  the  omissions  of  their  clerks 
or  recording  oflScers,  so  as  to  make  the  record  conform  to  the  truth  of  the  case. 

They  are  the  exclusive  judges  of  the  necessity  and  propriety  of  so  amending  and  correcting 
their  records,  and  of  the  sufficiency  of  the  proofs  offered  to  show  the  necessity  of  such 
action. 

It  is  a  universal  rule  that  the  mere  omission  or  misprision  of  a  clerk  cannot  be  permitted  to 
deprire  a  party  of  his  rights,  if  the  means  of  supplying  the  defect  or  correcting  the  mis- 
take are  within  the  reach  of  the  tribunal  whose  proceedings  are  incorrectly  recorded. 

WhiSTB  the  answer,  is  responsiye  to  the  bill  of  complaint,  and  positively  denies  the  matter 
charged,  and  the  denial  is  made  in  respect  to  a  transaction  within  the  knowledge  of  the 
respondent,  the  answer  is  evidence  in  his  fkvor,  and  unless  it  is  overcome  by  the  satis- 
factory testimony  of  two  opposing  witnesses,  or  of  one  witness,  corroborated  by  other 
ftcts  and  circumstances,  which  give  to  it  greater  weight  than  the  answer  of  the  respond- 
ent, it  is  conclusive.  So  that  the  court  will  neither  make  a  decree  nor  send  the  case  to 
trial,  but  will  simply  dismiss  the  bill  of  complaint. 

When  the  complainant  calls  upon  the  respondent  to  answer  an  allegation,  he  admits  the 
answer,  if  duly  filed,  to  be  evidence,  and  if  it  is  testimony,  it  is  equal  to  the  testimony 
of  any  other  witness. 

Aa  the  complainant  cannot  prevail  if  the  balance  of  proof  is  not  in  his  favor,  he  must  have 
circumstances  in  addition  to  his  single  witness  in  order  to  turn  the  balance. 

The  bill  of  complaint  contained  an  allegation  to  the  effect  that  the  defendant  in  the  present 
suit,  while  judge  of  the  Supreme  Judicial  Court  of  the  State  of  Maine,  ordered  judgment 
for  himself  in  a  suit  in  that  court  where  he  was  plaintiil,  and  the  present  complainant 
defendant  This  allegation  was  not  true,  but  the  record  of  the  State  court,  by  the  omis- 
sion of  the  clerk  thereof,  seemed  to  afford  ground  therefor.  After  the  beginning  of  this 
suit,  the  record  of  the  State  court  was  amended  by  the  court,  so  as  to  conform  to  the 
fact,  which  was,  that  the  judgment  had  been  ordered  by  another  justice  of  the  State 
court,  and  not  by  this  respondent.  Held,  that  the  respondent  in  this  case  was  still  en- 
titled to  his  costs. 

If  the  State  court  record  did  not  suggest  the  error,  if  inquiry  had  been  made,  it  could  have 
been  ascertained  that  this  respondent  was  not  presiding  in  the  State  court  when  the 
judgment  in  his  favor  was  entered. 

Bnx  in  equity.  The  material  allegations  in  the  complainant's 
bill  were  as  follows :  — 

In  1867  she  was  executrix,  with  others  as  executors,  of  the  last 
wiU  and  testament  of  Nathaniel  Gilman,  both  in  the  State  of 
Maine  and  in  the  State  of  New  York.  In  the  month  of  March  of 
that  year,  being  involved  in  litigation  in  the  county  of  Kennebec 
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as  such  executrix,  and  also  in  proceedings  for  the  partition  of  real 
estate  devised  to  her  in  common  and  undivided,  with  others  in  said 
county,  and  having  need  of  counsel,  she  applied  to  the  respondent 
for  his  services  in  his  capacity  as  attorney  and  counsellor  at  law, 
and  at  the  time  of  such  application  it  was  specially  agreed  that  the 
respondent  should  look  to  the  estate  of  said  Nathaniel  Gilman 
alone  for  reimbursement  for  any  services  rendered  or  disbursements 
made  in  the  matters  aforesaid,  and  should  not  hold  her  responsible 
therefor  until  he  should  have  rendered  a  bill  to  said  estate  for  the 
same,  and  such  bill  should  have  been  presented  to  the  Surrogate's 
Court,  and  there  allowed,  and  the  amount  thereof  should  have  been 
received  by  her ;  and  that  she  should  be  in  no  case  liable  to  the 
respondent  for  any  sum  over  and  above  what  she  should  receive 
from  said  estate  for  such  payment ;  and  the  respondent  then  and 
there  agreed  to  act  in  the  matters  aforesaid,  upon  the  terms  afore* 
said,  and  did  appear  in  the  actions  then  pending  in  the  Supreme 
Judicial  Court  for  said  State,  and  said  Probate  Court,  in  which  she 
was  a  party,  and  did  thereafter  act  for  her  in  his  said  capacity 
until  his  appointment  as  Judge  of  the  Supreme  Judicial  Court  of 
Maine. 

That  in  1871  the  respondent  rendered  an  account  for  his  services 
and  disbursements  to  that  time  in  said  matters,  which  she  believed 
included  all  charges  and  was  the  end  of  litigation,  amounting  to 
$563.71,  which  she  presented  to  the  Surrogate's  Court,  and  asked 
for  an  allowance  thereof,  but  she  had  not  been  able  to  procure  an 
allowance  thereof  at  the  time  of  iGlling  her  bill. 

That  on  Feb.  26, 1875,  the  respondent  commenced  a  suit  against 
her  in  the  Supreme  Judicial  Court,  county  of  Kennebec,  and  caused 
her  real  estate  in  that  county  to  be  attached.  That  the  suit  was 
entered  at  the  March  term  of  that  court  in  that  county,  and  con- 
tinued to  the  August  term  thereof,  when  an  order  for  personal 
service  of  the  writ  by  copy  thereof,  and  of  the  order  of  the  court 
thereon,  was  issued  by  the  court,  and  was  duly  served  on  her  on 
Aug.  7,  1875,  at  Augusta^  in  said  county.  That  said  service  gave 
her  the  first  actual  information  of  the  pendency  of  said  suit,  of 
which  she  had  been,  up  to  that  time,  wholly  ignorant  That  in  that 
suit  the  respondent  claimed  the  sum  of  $898.71,  which  included  the 
bill  before  rendered,  and  also  for  his  services  &om  the  time  that  bill 
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was  rendered  to  the  time  of  the  commencement  of  the  suit,  amonntr 
ing  to  S335. 

That,  upon  the  service  of  the  order  of  court  upon  her,  she  ap- 
plied to  the  respondent  for  an  explanation  thereof,  whereupon  he 
represented  to  her  "  that  said  service  was  a  matter  of  form  only 
and  for  her  benefit,  that  he  would  not  take  any  further  proceedings 
in  the  matter,  but  would  let  it  remain  as  it  then  was,  and  wait 
until "  she  "  should  get  the  sum  aforesaid  allowed  by  said  Surrogate's 
Court,"  ''  and  would  not  in  any  way  prejudice  "  her  "  in  her  rights 
and  interests  in  said  property." 

''And  at  the  time  of  said  representations  she  supposed  him  to 
be  continuing  as  such  counsel,  she  relied  on  his  said  representa* 
tions,  and  made  no  defence  to  said  action*''  "  That  contrary  to  his 
said  representations  and  promises,  he  proceeded  to  have  the  notice 
to"  her  ''aforesaid  proved,  and  an  entry  thereof  made  on  the 
docket"  at  the  October  term,  1875,  and  caused  a  default  to  be 
entered  against  her,  and  the  case  to  be  continued  to  the  next  March 
term. 

That  the  respondent  was  appointed  a  justice  of  said  court  on 
April  23, 1875,  and  as  such  justice  held  said  court  at  the  March 
term,  1876,  and  ordered  and  decreed  judgment  in  said  suit  in  his 
own  favor  on  April  28, 1876. 

That  on  April  29, 1876,  execution  was  issued  on  said  judgment 
and  put  into  the  hands  of  the  sheriff  of  said  county,  who,  on 
May  25,  1876,  seized  her  equity  to  redeem  certain  lands  in  said 
county,  the  same  bdlng  under  a  mortgage  to  the  Augusta  Savings 
Bank,  and,  after  giving  due  notice  of  the  time  and  place  of  sale, 
sold  said  equity  to  the  respondent  on  July  1, 1876,  for  the  amount 
of  said  judgment  and  the  officer's .  fees  on  the  execution,  being 
$1,020.78. 

That  she  had  well  hoped  that  the  respondent,  as  having  assured 
her  that  said  proceedings  were  a  mere  form,  and  for  her  benefit, 
and  that  he  would  not  prejudice  her  rights  thereby,  would,  upon 
request  thereto,  release  to  her  all  claim  of  right  or  title  in  and  to 
said  real  estate,  but  that  he  claimed  to  hold  the  same  by  virtue  oi 
the  sale,  unless  redeemed  by  her.  The  prayer  of  the  bill  was  that 
the  deed  might  be  decreed  to  be  unauthorized  and  of  no  legal  force 
or  effect,  and  that  the  respondent  might  be  decreed  to  release  to 
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complainant  all  her  right,  title,  and  interest,  conveyed  to  him  by 
said  deed,  and  for  general  relief. 

The  answer  denied  all  the  allegations  of  the  bill  relative  to  the 
special  agreement  as  to  how  respondent  was  to  be  paid  for  his 
services,  and  alleged  that  a  large  part  of  the  services  were  rendered 
for  the  complainant  in  her  private  capacity ;  also  the  allegations  in 
regard  to  the  promises  made  to  complainant  after  the  service  of  the 
writ ;  also  that  he  held  the  court  in  which  judgment  was  rendered 
for  his  services.  In  short,  all  the  substantial  allegations  of  the  bill 
were  denied  in  the  answer. 

The  principle  evidence  for  the  complainant  was  given  by  her- 
self. 

The  respondent  testified,  upholding  the  allegations  of  the  answer. 

if.  TV.  Gage,  for  the  complainant. 

The  respondent  was  guilty  of  duplicity  as  counsel  toward  his 
client.    Hill  v.  Bush,  19  Ark.  522. 

He  led  her  to  believe  that  in  his  suit  he  was  seeking  security 
only,  and  would  proceed  no  further.  Peter  v.  Wright,  6  Ind.  183  ; 
GUI  V.  Garter,  6  J.  J.  Marsh.  484 ;  Cooke  v.  NatTian,  16  Barb.  342 ; 
McCormick  v.  Malin,  5  Blackf.  509 ;  Jenkins  v.  Eldredge,  3  Story, 
181. 

The  judgment  in  the  State  court  was  a  nullity  at  the  time  it  was 
entered.     No  amendment  could  render  it  valid 

The  amendment  of  the  record  of  the  State  court  was  insufficient, 
in  that  the  amended  record  would  still  show  that  respondent  acted 
jointly  with  another  justice  in  the  rendition  of  judgment  in  his 
own  behalf.     Cox  v.  Bennett,  12  N.  J.  L  165. 

A  court  of  equity  has  the  power  to  vacate  and  set  aside  a  judg- 
ment, and  all  the  proceedings  had  thereunder.  Warner  v.  Blake- 
man,  43  K  Y.  (Court  of  Appeals)  487. 

In  this  case.  Woodruff,  J.,  delivering  the  opinion,  the  court  said : 
*  It  is  the  just  and  proper  pride  of  our  matured  system  of  equity 
jurisprudence  that  fraud  vitiates  every  transaction ;  and,  however 
men  may  surround  it  with  forms,  solemn  instruments,  proceedings 
conforming  to  all  the  details  required  in  the  laws,  or  even  by  the 
formal  judgments  of  courts,  a  court  of  equity  will  disregard  them 
all  if  necessary,  that  justice  and  equity  may  prevail" 

In  the  case  of  Ddbson  v.  Pierce,  12  Id.  157,  Allen,  J.,  said:  "A 
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party  must  bring  a  distinct  original  suit  as  plaintiff,  to  get  rid  of  and 
set  aside  the  judgment.  ...  So  fraud  and  imposition  invalidate 
a  judgment,  as  they  do  all  acts ;  and  it  is  not  without  semblance  of 
authority  that  it  has  been  suggested  that  at  law  the  fraud  may  be 
alleged  whenever  the  party  seeks  to  avail  himself  of  the  results  of 
his  own  fraudulent  conduct  by  setting  up  the  judgment,  the  fruits 
of  his  fraud.  .  ;  .  But  whether  this  be  so  or  not,  it  is  unquestionable 
that  a  court  of  chancery  has  power  to  grant  relief  against  judg- 
ments when  obtained  by  fraud.  Any  fact  which  proves  it  to  be 
against  conscience  to  execute  a  judgment,  and  of  which  the  injured 
party  could  not  avail  himself  at  law,  but  was  prevented  by  fraud  or 
accident,  unmixed  with  any  fault  or  negligence  in  himself  or  his 
agents,  will  justify  an  interference  by  a  court  of  equity."  See  also 
Wright  v.  MUler,  8  K  Y,  9. 

In  the  case  of  Byera  v.  Swrget,  19  How.  308,  the  court  used 
the  following  language :  **  But  with  any  fraudulent  conduct  of 
parties  in  obtaining  a  judgment,  or  iu  attempting  to  avail  them- 
selves thereof,  this  court  can  regularly,  as  could  the  Circuit  Court, 
take  cognizanca  Such  a  proceeding  is  in  the  legitimate  province 
of  a  court  of  equity,  and  constitutes  an  extensive  ground  of  their 
jurisdiction.  The  true  and  intrinsic  character  of  proceedings,  as  well 
in  the  courts  of  law  as  in  pais,  is  alike  subject  to  the  scrutiny  of  a 
court  of  equity,  which  will  probe  and  either  sustain  or  annul  them 
according  to  their  real  character,  and  as  the  ends  of  justice  may 
require."     Cox  v.  Bennett,  12  K  J.  L  (1  Green)  165. 

T,  T,  Snow,  for  the  respondent. 

As  to  the  allegations  in  the  bill  that  the  respondent^  as  a  justice 
of  the  Supreme  Judicial  Court  of  Maine,  rendered  the  judgment 
against  the  complainant  in  his  own  favor,  they  are  fully  met  and 
disposed  of  by  the  answer,  and  the  duly  authenticated  copy  of  the 
record  of  the  judgment,  put  in  evidence  by  the  respondent 

But,  if  that  allegation  is  true,  we  maintain  that  it  gives  this  court 
no  jurisdiction  in  equity,  to  decree  a  release  of  the  interest  in  the 
land  sold  to  respondent  on  execution  issued  on  that  judgment. 
The  respondent  had  no  jurisdiction  of  the  suit^  and  the  judgment  is 
absolutely  void.  Penobscot  R  JB.  Co.  v.  Weeks,  62  Me.  456 ;  East- 
man V.  Wadleigh,  65  Me.  251 ;  Peimoyer  v.  Neff,  5  Otto,  714  in 
which  the  doctrine  is  fuUy  examined. 
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This  court  has  no  jurisdiotion  in  equity  to  set  aside  and  annul 
the  judgment  of  a  State  court  on  the  ground  that  it  is  void  for  want 
of  jurisdiction.  The  judgment  being  void,  the  remedy  is  clear  and 
adequate  at  law.    Pennoyer  y.  Ntff,  swprd. 

That  case  was  ejectment  to  tiy  the  title  to  land  taken  to  satisfy 
a  judgment  held  to  be  void  for  want  of  jurisdiction. 

This  suit  is  brought  to  try  the  title  to  the  land  sold,  and  not  to 

annul  the  judgment    The  prayer  of  the  bill  is  that  the  deed  may 

be  decreed  unauthorized  and  of  no  effect,  and  that  respondent  may 

be  decreed  to  release  the  title  acquired  by  the  purchase  to  the  com- 

'  plainant 

The  judgment  cannot  be  thus  attacked  collaterally.  It  is  bind- 
ing on  the  parties  to  it  until  reversed  or  annulled  in  a  process 
brought  directly  therefor.  Christmas  v.  Btissell,  5  WalL  290; 
Homer  v.  Fish,  1  Pick.  435;  JTSae  v.  Maltoon,  13  Pick.  57; 
McClees  v.  BuH,  5  Met  198 ;  A  <fe  JT.  R  B,  Co.  v.  Sparhawk,  1 
Allen,  448;  DurUap  v.  Gliddm,  31  Ma  435;  Davis  v.  Davis,  61 
Ma  395  ;  Smith  v.  AhboU,  40  Ma  442. 

This  is  the  rule  in  equity  as  well  as  at  law.  B,  B.  Co.  v.  Sparhawk, 
supra. 

The  Circuit  Court,  as  a  court  of  equity,  possesses  no  revisory 
power  over  the  State  courts  in  the  exercise  of  their  jurisdiction. 
Tobet/  V.  County  of  Bristol,  3  Story,  800. 

By  the  law  of  this  State,  the  State  court  has  no  jurisdiction  in 
equity  to  annul  a  judgment  for  fraud.  The  remedy  is  by  review. 
That  remedy  is  clear  and  adequate,  and  protects  both  parties. 
Chalmers  v.  Hack,  19  Me.  124 ;  Coumi  v.  Wheeler,  25  Ma  267 ; 
Warren  v.  Baker,  43  Ma  570. 

The  record  of  the  judgment  in  this  case  is  entitled  to  the  same 
faith  and  credit  in  every  other  court  in  the  United  States  as  it  has 
by  law  or  usage  in  the  courts  of  this  State.  ChristTnas  v.  BussM, 
supra. 

But  if  this  court  has  jurisdiction  in  equity  to  annul  a  judgment 
of  the  court  of  this  State,  which  we  do  not  admit,  though  we  are 
aware  there  are  decided  cases  looking  strongly  that  way,  it  is  only 
by  bill  brought  directly  therefor,  and  in  which  the  fraud  is  distinctly 
alleged  and  proved.     Clark  v.  Hackett,  1  Cliff.  269. 

TbiB  bill  does  not  allege  fraud  on  the  part  of  the  respondent,  in 
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procuring  the  judgment  It  alleges  m  attachment  of  complainant's 
real  estate,  and  a  due  service  of  the  writ  upon  her,  and  a  promise 
by  the  respondent  that  he  would  let  it  remain  as  it  was,  and  a 
breach  of  that  promise  by  respondent,  by  taking  judgment  about 
nine  months  thereafterwards.  It  does  not  allege  that  the  promise 
was  made  for  a  fraudulent  purpose,  nor  that  it  was  fraudulently 
broken.  For  aught  that  appears  in  the  biU,  the  promise  may  have 
been  made  and  broken,  as  alleged,  with  no  actual  fraud.  And  it 
is  for  actual  fraud  only,  that  courts  of  equity  will  annul  a  judg- 
ment 

But,  assimiing  that  the  bill  properly  allies  fraud  in  procuring 
the  judgment,  the  case,  as  presented  by  the  bill  and  the  com-> 
plainant's  evidence,  is  one  of  fraud  against  Mr.  Baker,  by  attaching 
and  holding  the  complainant's  real  estate  to  prevent  his  taking  it 
for  her  benefit  This,  as  she  represents  her  case,  was  the  motive  of 
the  respondent,  fully  participated  in  by  her ;  for  she  alleges,  in  her 
bill,  that  she  fully  supposed  the  respondent  would  release  to  her 
the  title  he  acquired  by  his  purchase,  on  request  In  such  case 
equity  will  not  give  relief.     Wells  v.  Smithy  13  Gray,  207. 

The  respondent  takes  issue  with  the  complainant  upon  all  the 
allegations  in  her  bill,  upon  which  she  relies  in  proof  of  fraud. 
They  are  as  to  the  terms  of  the  contract  of  employment,  and  the 
promise  of  respondent  to  take  no  further  proceedings  in  his  suit, 
and  the  breach  of  that  promise.  The  answer  is  responsive  to  the 
bilL  It  not  only  positively  denies  the  allegations  as  to  the  contract 
and  promises,  but  it  avers  what  the  real  transactions  were. 

"  It  must  prevail  unless  it  is  overcome  by  the  testimony  of  two 
witnesses  to  the  substantial  facts,  or  at  least  by  one  witness  and* 
such  attendant  circumstances  as  will  supply  the  want  of  another 
witness."     Clark  v.  ffackeit,  supra. 

The  evidence  of  the  original  contract  is  material  only  as  tending 
to  show  fraud.  The  court  will  not  grant  relief  because  the  judg- 
ment is  for  too  large  a  sum,  nor  because  nothing  is  in  fact  due ; 
but  if  the  evidence  shows  that  nothing  was  due  the  respondent,  it 
may  tend  to  show  fraud.  The  complainant  alleges  in  her  bill,  and 
testifies  that,  by  the  contract,  she  was  in  no  event  to  be  personally 
liable.  This  is  positively  denied  by  the  respondent  in  his  answer, 
and  in  his  testimony.    Which  is  the  more  strongly  corroborated  by 
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the  circumstances  and  the  written  evidence  ?  We  have  failed  to 
discover  any  corroboration  of  complainant.  She  testifies  that  she 
never  became  personally  liable  to  counsel  for  services  rendered  to 
her  as  executrix,  and  that  all  services  rendered  by  the  respondent 
were  rendered  to  her  in  that  capacity.  It  is  in  evidence  that  Mr. 
Baker  was  her  counsel  for  several  yeaxs.  That  she  did  not  pay 
him.  That  he  brought  suit  against  her  and  her  brother  and  got 
judgment  That  he  brought  suit  on  their  official  bond,  after  having 
a  demand  made  on  the  execution  against  them.  That  the  com- 
plainant defended  the  suit  on  the  bond  successfully,  on  the  ground 
that  his  bill  for  services  was  not  a  claim  against  her  father's  estate, 
but  against  her  personally.    Jvdge  v.  Moor,  63  Ma  443. 

Clifford,  J.  Courts  of  record  have  power  at  anytime,  as  well 
after  as  during  the  term  at  which  any  entry  is  made,  of  their 
own  motion,  or  on  the  suggestion  of  any  party  interested,  and  with- 
out notice  to  any  one,  to  correct  the  mistakes  and  supply  the 
omissions  of  their  clerks  or  recording  officers,  so  as  to  make  the 
record  conform  to  the  truth  of  the  case,  and  they  are  the  exclusive 
judges  of  the  necessity  and  propriety  of  so  amending  and  correcting 
their  records,  and  of  the  sufficiency  of  the  proofe  offered  to  show 
the  existence  of  such  necessity  and  propriety.  BcUdi  v.  Shaw,  7 
CusL  282.  Authorities  to  show  that  such  courts  have  full  power 
to  amend  their  records,  and  that  they  are  the  sole  judges  of  the  cor- 
rectness of  the  entries  made  therein,  and  of  the  necessity  and  pro- 
priety of  any  such  correction,  are  numerous,  unanimous,  and 
conclusive.  Sheppard  v.  Wilson,  6  How.  277 ;  Hudgins  v.  Kemp, 
18  Id.  534 ;  Close  v.  Oillespy,  3  John.  518 ;  Zee  v.  Curtis,  17  Id.  86. 
It  must  be  so,  else  the  rule  which  rigidly  excludes  all  evidence  to 
contradict  or  control  a  record,  when  offered  in  support  of  judicial 
proceedings,  would  work  very  gross  and  irremediable  wrong  and 
injustice.  Hence  the  universal  rule  that  the  mere  omission  or  mis- 
prision of  a  clerk  cannot  be  permitted  to  deprive  a  party  of  his 
rights,  if  the  means  of  suppljring  the  defect  or  correcting  the  mis- 
take are  within  the  reach  of  the  tribunal  whose  proceedings  are 
erroneously  or  defectively  recorded.    Batti/  v.  FUch^  11  Gray,  185. 

Services  as  an  attorney  and  counsellor  at  law  were  rendered  by 
the  respondent  for  the  complainant,  in  certain  matters  of  litigation, 
and  proceedings  for  the  partition  of  certain  real  estate  devised  to 
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her  by  her  deceased  father,  in  common  and  undivided  with  certain 
other  parties.  It  is  not  denied  that  the  respondent  rendered  cer- 
tain services ;  but  the  complainant  alleges  that  he  rendered  them 
for  her  as  the  executrix  of  her  father^s  estate,  and  that  he  agreed 
that  he  would  look  to  the  estate  alone  for  reimbursement  for  any 
services  he  might  render,  and  that  he  would  not  hold  her  respon- 
sible for  the  same  until  he  should  render  the  bill  to  the  estate  for 
such  services,  and  that  she  should  in  no  case  be  held  liable  for  any 
sum  over  and  above  what  she  should  receive  from  said  estate  for 
such  payment ;  that  during  the  year  1871  he- rendered  an  account 
for  such  services,  amounting  to  $563.71,  which  was  presented  to 
the  proper  probate  court  for  allowance,  where  it  is  still  pending. 

All  of  these  matters  are  merely  preliminary  to  the  more  material 
grounds  of  complaint,  which  are  as  follows :  — 

That  the  respondent  brought  an  action  against  her,  returnable 
to  the  Supreme  Judicial  Court  of  the  State,  held  at  Augusta,  within 
and  for  the  county  of  Kennebec,  on  the  first  Tuesday  of  March, 
1875,  and  that  he  caused  her  real  estate  situated  in  that  county  to 
be  attached,  to  respond  for  any  judgment  he  might  obtain.  Cer- 
tain proceedings  as  to  notice  followed,  which  are  not  material  in 
this  investigation. 

That  the  account  annexed  to  the  writ  amounted  to  $898.71,  in- 
cluding charges  to  the  amount  of  $335,  in  addition  to  the  amount 
pending  in  the  Probate  Court,  which  subsequent  charges,  the  com- 
plainant avers,  are  unjust,  exorbitant,  and  greatly  disproportionate 
to  the  services  rendered,  and  that,  if  rendered  at  all,  were  rendered 
without  her  knowledge,  consent,  or  authority. 

That  she  applied  to  the  respondent  for  an  explanation,  where- 
upon he  represented  to  her  that  the  service  of  the  writ  was  a  mat- 
ter of  form  only,  and  for  her  benefit;  that  he  would  not  take  any 
farther  proceedings  in  the  matter,  but  wotQd  let  it  remain  as  it 
then  was,  and  wait  until  she  should  get  the  amount  allowed  out  of 
the  estate,  and  woidd  not  in  any  way  prejudice  her  in  her  rights 
and  interests  in  her  property. 

That,  contrary  to  his  said  representations  and  promises,  the  re- 
spondent proceeded  to  have  the  notice  proved,  and,  at  the  Oc- 
tober term  of  the  courts  1875,  caused  her  to  be  defaulted,  and  the 
cause  to  be  continued  to  the  next  term. 
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That,  at  the  next  term  of  the  court,  holden  at  Augusta  the  first 
Tuesday  of  March,  1876,  the  respondent  was  the  presiding  jus- 
tice, and  that,  as  such  justice,  he  did  unlawfully  and  improperly, 
without  any  consent  of  the  complainant,  and  without  having  juris- 
diction of  the  cause,  render,  order,  and  decree  a  judgment  in  said 
cause,  in  favor  of  himself,  as  plaintiff,  and  against  the  complainant, 
as  defendant,  for  the  sum  of  S966.10  debt  or  damage,  and  $18.11 
costs  of  suit. 

That  execution  issued  on  the  said  judgment,  and  that  the  sheriff 
seized  and  sold  all  the  right  the  complainant  had  to  redeem  the 
certain  parcels  of  real  estate  described  in  the  bill  of  complaint 
to  the  respondent,  he  being  the  highest,  bidder,  for  the  sum  of 
$1,020.78. 

That  the  sheriff  conveyed  the  premises  sold  to  the  respondent, 
who  caused  his  deed  for  the  same  to  be  duly  recorded. 

That  the  respondent,  instead  of  admitting  that  said  proceedings 
were  a  mere  form,  and  for  the  benefit  of  the  complainant,  now 
pretends  and  claims  to  hold  said  real  estate  as  under  a  legal  and 
valid  levy  and  sale,  and  that  said  judgment,  execution,  levy,  and 
sale  are  valid  and  legal,  and  that  he  is  entitled  to  keep  the  title 
under  such  levy,  purchase,  and  sale. 

Service  was  made,  and  the  respondent  appeared  and  filed  an 
answer.  Such  parts  of  the  answer  as  are  deemed  material  in  this 
investigation  will  be  reproduced,  and  no  others. 

He  admits  that  he  was,  at  the  time  alleged,  an  attorney  and 
counsellor  at  law,  and  that  he  was  in  the  practice  of  his  profession ; 
that  he  was  retained  by  the  complainant  specially  and  generally, 
as  fully  set  forth  in  the  answer,  and  that  he  did  appear  and  act 
for  her  in  suits  where  she  was  a  party  in  her  own  right  and  as 
executrix. 

Matters  of  that  sort  are  fully  admitted;  but  he  allies  that 
the  allegations  in  the  bill  of  complaint,  in  respect  to  the  all^^ed 
contract  between  him  and  the  complainant, ''  are  not  true  in  whole 
or  in  any  particular."  Before  denying  the  same,  the  answer  copies 
the  allegations  of  the  bill  of  complaint^  and  appends  thereto  the 
denial  that  those  allegations  ''  are  not  true  in  whole  nor  in  any  par* 
ticular,"  which  must  be  understood  as  equivalent  to  a  separate 
denial  of  each  of  the  preceding  allegations. 
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That  the  suggestion  was  never  made  to  the  respondent,  that  he 
mnst  rely  upon  the  said  estate  for  payment,  until  August,  1876,  but 
that  the  employment  was  made  and  the  services  rendered  in  the 
ordinary  mode  of  retainer  and  employment  of  counsel,  with  nothing 
agreed  as  to  the  manner  of  payment 

He  admits  that  he  rendered  the  said  bill,  and  requested  payment, 
but  alleges  that  a  laige  portion  of  it  was  for  services  rendered  her 
in  her  private  capacity,  and  in  no  way  relating  to  her  capacity  as 
executrix. 

He  also  admits  that  he  commenced  the  suit  for  the  full  amount 
of  his  account ;  that  the  real  estate  was  attached,  and  the  pro- 
ceedings had  in  respect  to  notice,  but  avers  that  the  all^ation 
that  the  service  of  the  notice  was  the  first  information  the  com- 
plainant had  .of  the  suit  is  not  true ;  that,  before  the  said  service, 
he  had  an  interview  with  her,  in  which  he  fully  informed  her  of  the 
pendency  of  the  suit  and  of  the  reasons  why  he  commenced  it» 
and  urged  her  to  employ  counsel  to  appear  to  save  the  cost  of  ser- 
vice and  to  protect  her  rights,  but  that  she  declined  to  do  so,  and 
that  thereupon  he  procured  the  order  of  notice  and  had  the  writ 
served. 

That  the  charges  in  his  account  for  services  rendered  subsequent 
to  the  first  bill  presented,  were  rendered  with  the  knowledge  of  the 
complainant  in  the  suits  specified  in  the  answer,  and  that  the 
charges  are  fair,  reasonable,  and  just. 

He  avers  that  the  allegations  of  the  bill  of  complaint,  as  to  the 
representations  and  promises  which  it  is  alleged  that  the  respondent 
made  when  the  complainant  called  upon  him  for  an  explanation,  are 
not  true.  On  the  contrary,  he  allies  that  he  had  an.  interview 
with  her  on  the  day  before  the  writ  was  served,  in  which  he  in- 
formed her  of  the  pendency  of  the  suit,  and  stated  to  her  the 
reasons  why  he  commenced  it,  which  were  in  substance  that  he 
had  been  rendering  services  and  making  disbursements  in  her 
behalf  for  several  years  without  payment,  and  that  he  thought  it 
was  for  his  interest,  as  well  as  hers,  in  view  of  the  circumstances 
stated,  that  he  should  secure  his  debt 

That  it  was  then,  for  the  first  time,  that  the  complainant  re- 
quested him  to  rely  on  her  father's  estate  for  payment,  which  he 
declined  to  do,  explaining  to  her  that  he  had  no  claim  against  said 
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estate,  that  his  employment  was  by  her,  and  that  he  must  proceed 
with  the  suit. 

That  it  is  not  true  that,  at  the  time  the  judgment  was  ren* 
dered  in  the  case,  the  court  was  held  by  the  respondent;  nor  is  it 
true  that  he  rendered,  ordered,  or  decreed  judgment  in  the  same  in 
favor  of  himself  against  the  complainant  His  denial  in  that  regard 
is  explicit  and  unqualified ;  and  he  avers  that  the  court,*at  the  time 
the  judgment  was  rendered,  was  held  by  Charles  Danforth,  a  justice 
of  said  court,  and  that  said  judgment  was  rendered,  ordered,  and 
decreed  by  said  Charles  Danforth,  so  holding  said  court  as  a  justice 
thereof,  and  that  the  respondent,  at  the  time  of  the  rendition  of  said 
judgment,  was  holding  a  term  of  said  court  as  a  justice  thereof  in 
Calais,  in  and  for  the  county  of  Washington,  in  said  State. 

The  respondent  also  admits  that  he  assured  the  complainant  and 
her  counsel,  before  she  brought  the  bill  of  complaint,  that  he  would 
not  claim  a  forfeiture  of  the  estate  if  she  shoidd  not  be  able  to 
redeem  within  the  time  limited  by  law,  and  he  avers  that  he  met 
her  counsel  on  the  fourth  of  July,  1877,  who  then  paid  him  the 
full  amount  due  to  redeem  said  estate  from  said  sale,  and  that  he, 
the  respondent,  then  and  there  delivered  to  her  said  counsel  his 
deed  of  release  and  quitclaim  in  due  form,  dated  one  day  earlier, 
releasing  and  conveying  to  her  all  of  said  estate  sold  and  conveyed 
to  him  by  the  sheriff  in  virtue  of  the  execution  issued  upon  the 
said  judgment. 

Where  the  answer  is  responsive  to  the  bill  of  complaint,  and 
positively  denies  the  matter  charged,  and  the  denial  was  in  respect 
to  a  transaction  within  the  knowledge  of  the  respondent,  the  answer 
is  evidence  in  his  favor,  and,  unless  it  is  overcome  by  the  satisfac- 
tory testimony  of  two  opposing  witnesses,  or  of  one  witness,  cor- 
roborated by  other  facts  and  circumstances,  which  give  to  it  greater 
weight  than  the  answer  of  the  respondent,  it  is  conclusive,  so  that 
the  court  will  neither  make  a  decree  nor  send  the  case  to  trial,  but 
will  simply  dismiss  the  bill  of  complaint  2  Story,  Eq.  Jur.  (8th 
ed.)  §  1628 ;  Banks  v.  Geary,  5  Pet  111.  Two  witnesses,  or  one 
witness  with  probable  circumstances,  says  Marshall,  C.  J.,  will  be 
required  to  outweigh  an  answer  asserting  a  fact  responsively  to  a 
bill  in  equity.  He  also  states  very  clearly  the  reason  for  the  rule, 
which  is  that,  when  the  complainant  calls  upon  the  respondent  to 
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answer  an  allegation,  he  admits  the  answer,  if  duly  filed,  to  be 
evidence,  and  if  it  is  testimony,  it  is  equal  to  the  testimony  of  any 
other  witness,  and  as  the  complainant  cannot  prevail  if  the  balance 
of  proof  is  not  in  his  favor,  he  must  have  circumstances  in  addition 
to  his  single  witness  in  order  to  turn  the  balance.  Clark's  Eoira  v. 
Van  Beimsdyke,  9  Cran.  160;  Hiighes  v.  JS/ofe,  6  Wheat.  453; 
Ddano  v.  Winaor,  1  Cliff.  505. 

The  application  of  that  rule  to  the  pleadings  in  the  case  be- 
fore the  court  disposes  of  most  of  the  issues  between  the  parties 
without  entering  into  any  discussion  of  the  proofs.  Two  of  the 
charges,  however,  are  of  such  a  character  that  they  ought  not  to  be 
passed  over  without  careful  examination.    They  are  as  follows  :  — 

1.  That  the  respondent  presided  in  the  court  and  rendered  the 
judgment  against  the  complainant  in  his  own  favor. 

2.  That  he  induced  the  complainant  not  to  defend  his  suit  against 
her,  by  promising  that  he  would  not  claim  a  forfeiture  of  the  estate 
in  case  the  judgment  was  in  his  favor,  and  she  did  not  pay  the 
same  within  the  time  Umited  by  law,  and  that  he  refused  to  fulfil 
that  prbmise. 

Flagrant  as  the  first  charge  is,  it  is  proper  to  say  in  the  outset 
that  there  is  not  a  word  of  truth  in  it  when  the  facts  are  properly 
understood.  Sufficient  appears  to  show  that  the  term  of  the  court 
referred  to,  commenced  at  Augusta  on  the  7th  of  March,  1876,  the 
respondent  presiding  as  a  justice  of  the  court,  and  it  is  conceded 
that  he  continued  to  preside  all,  or  nearly  all,  the  time  imtil  near  the 
dose  of  the  term,  when  he  was  called  away  to  hold  a  term  of  the 
court  in  a  distant  county  of  the  State.  Cases  of  the  kind  often 
arise  where  a  justice  who  has  been  holding  a  term  in  one  county,  is 
obliged  to  leave  to  discharge  the  duty  assigned  to  him  in  another ; 
nor  is  it  at  all  unusual  that  another  justice  in  such  a  case  comes  in 
to  finish  the  term  left  without  a  justice,  in  consequence  of  the  depart- 
ure of  the  one  who,  up  to  that  time,  had  held  the  term.  Pursuant 
to  that  custom.  Justice  Danfoith  came  in  and  held  the  court  at 
Augusta  on  the  last  day  of  the  term.  Judgments  not  previously 
rendered  are  usually  rendered  on  the  last  day  of  the  term  by  special 
order,  or  under  the  general  order.  Beyond  all  doubt,  the  judgment 
in  this  case  was  rendered  by  Justice  Danforth  at  a  time  when  the 
respondent  was  holding  court  in  Washington  County,  at  a  point 
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quite  distant  from  the  capital  of  the  State.  Justice  libbey.had  held 
the  court  at  Augusta  for  nearly  the  whole  term ;  and  the  derk^  in 
making  up  the  record,  omitted  to  state  that  it  was  Justice  Danfoith 
who  presided  on  the  last  day,  when  the  judgment  in  this  case  was 
rendered.  Before  the  record  was  corrected,  the  bill  of  complaint 
was  filed  in  this  case ;  but^  at  the  August  term,  1877,  of  that  court, 
holden  at  the  same  place,  the  following  proceedings  were  had,  to 
wit :  "  And  now,  on  inspection  of  the  records  of  this  court,  in  this 
county,  for  the  March  term  thereof,  1876,  it  appearing  that  an  error 
exists  in  said  records,  in  that  it  appears  that  Artemas  libbey,  a 
justice  of  said  court,  presided  on  the  last  day  of  said  March  term, 
1876,  the  day  of  the  rendition  of  judgments  at  said  term,  when  in 
fact  Charles  Danforth,  justice,  presided ;  wherefore  it  is  ordered 
that  the  clerk  amend  said  records  by  inserting  the  following  words 
in  the  caption  thereof,  to  wit :  '  and  by  the  Hoa  Charles  Danforth, 
a  justice  of  said  court,  on  the  forty-second  and  last  day  of  the 
term.' "  Power  to  make  that  correction  was  clearly  vested  in  the 
court,  as  appears  by  the  authorities  referred  to,  and  by  many  others 
which  might  be  cited.  People  v.  McDonald,  1  Cow.  189  ;  BuckiTig^ 
ham  V.  Dickinson,  54  N.  Y.  682 ;  Palmer  v.  Lawrence,  5  N.  Y.  455  ; 
Bank  v.  Wistard,  3  Pet.  431 ;  Fay  v.  WmzeU,  8  Cush.  317.  Noth- 
ing can  be  plainer  in  legal  decision  than  the  proposition  that  it 
was  entirely  competent  for  the  court  to  make  the  said  correction, 
and  if  so,  all  will  agree  that  justice  and  truth  required  that  it 
should  be  done. 

Nor  is  there  the  slightest  foundation  for  the  second  chaige,  or 
for  any  imputation  of  unfairness,  breach  of  agreement,  deception,  or 
attempt  to  mislead  the  complainant,  on  the  part  of  the  respondent. 
Her  counsel  called  upon  the  respondent  for  the  purpose  of  adjust- 
ing the  matter,  and  they  mutually  fixed  a  day  when  they  would 
meet  to  transact  the  business ;  and  when  the  day  came,  they  met, 
and  the  respondent  received  the  money  due,  and  delivered  his  deed 
in  due  form  and  duly  executed,  to  her  attorney,  conveying  all  the 
right  he  acquired  under  the  sheriff's  deed  to  the  complainant 
Whether  she  has  ever  accepted  it  or  not  does  not  appear,  nor  is  it 
of  any  importance  to  inquire,  as  it  is  clear  that  she  can  have  it 
whenever  she  pleases. 

Suggestion  is  made  that  the  respondent  is  not  entitled  to  costs. 
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because  the  record  had  not  been  corrected  when  the  bill  of  com- 
plaint was  filed ;  but  the  court,  both  judges  concurring,  is  unhesi- 
tatingly of  a  different  opinion.  Even  if  the  record  itself  did  not 
suggest  the  error,  it  is  plain  that,  if  counsel  had  seen  fit  to  make  any 
inquiry  upon  the  subject,  they  would  readily  have  ascertained  that 
the  respondent  was  not  presiding  when  the  judgment  was  ren- 
dered. 

Decree  for  the  respondent  that  the  bill  of  complaint  be  dismissed, 
with  costs. 


The  MANHArrAH  Medicins  Compakt  v.  Nathan  Wood  and  John 

S.  Wood. 

IVade-markB  are  an  entirety,  and  are  incapable  of  exclusire  nee  at  diiferent  places  by  more 
than  one  independent  proprietor;  fbr,  in  seeking  redress,  in  order  to  establish  an  ezcliH 
sive  right  to  the  mark,  the  party  must  show  an  ezdusiye  right  to  the  commodity  to 
which  it  is  attached. 

Bights  to  a  trade-mark  may  be  ibrfeited  if  the  mark  is  deceptively  used  to  dtoignate  a 
apurions  article,  and  a  party  thus  affected  can  convey  no  valid  title  in  the  mark  to  an- 
other. 

Equity  will  not  decree  for  an  account  of  past  gains  and  profits  where  there  has  been  laches 
in  bringing  suit  and  long  acquiescence  in  the  adverse  use  of  the  mark  by  others. 

Disregard  of  territorial  limits  allotted  by  license  of  proprietor,  and  misuse  of  the  trade- 
mark, are  a  forieiture  of  right,  and  a  defeat  to  any  valid  conveyance  by  the  wrong- 
doers. 

Voluntary  relinquishment  of  the  original  mark  of  the  proprietor  for  another,  devised  by  the 
grantees  themselves,  is  a  forfeiture  of  right  to  the  old  mark  no  less  than  its  misuse  to 
designate  a  spurious  article. 

Equity  gives  relief  for  the  infHngement  of  a  trade-mark,  upon  the  ground  that  one  man  is 
not  allowed  to  offer  his  goods  for  sale,  representing  the  goods  to  be  the  manufacture  of 
another  in  the  same  commodity. 

Two  trade-marks  are  substantially  the  same,  in  legal  contemplation,  if  the  resemblance  is 
such  as  to  deceive  ordinary  purchasers,  giving  such  attention  to  the  same  as  purchasers 
usually  give,  and  to  cause  them  to  purchase  the  one  manufacture  supposing  it  to  be 
the  other. 

Oases  arise  where  the  title  is  complete,  when  a  party,  though  not  entitled  to  a  decree  fbr  an 
aocount,  may  still  be  entitled  to  a  decree  to  prevent  future  infringements. 

But  if  the  defendant  has  the  genuine  article,  and  manufactures  it,  and  it  is  not  protected  by 
a  patent,  and  the  complainant  has  no  exclusive  right  to  the  trade-mark,  then  the  com- 
plainant can  have  no  relief. 

If  several  alleged  owners  of  a  trade-mark,  whose  rights  are  determined  by  territorial 
limits,  for  years  disregard  each  other's  rights,  and  mutually  violate  each  other's  terri- 
torial privileges,  and  make  no  efforts  to  uphold  the  same,  thay  cannot  set  up  as 
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▼alid  what  they  themaelves  have  destroyed,  nor  assign  any  exdnsiye  valid  claim 
therein  to  othen. 

This  was  a  bill  in  equity  praying  for  an  account  and  an  injunc- 
tion against  the  respondents  for  the  violation  of  the  complainants' 
right  of  property  in  alleged  trade-mark  on  Atwood's  Vegetable  Physi- 
cal Jaundice  Bitters.  It  was  claimed  that  the  complainants  derived 
title  through  mesne  assignments  from  one  Atwood,  who  had  adopted 
and  used  the  designation  on  the  article  named,  of  which  he  was 
the  inventor  and  at  one  time  proprietor. 

There  was  no  patent  on  the  compound,  and  no  registry  or  patent 
of  the  trade-mark. 

Chase,  Bestow,  &  Holt,  for  the  complainants. 

Brief  of  FhUo  Chase, 

Some  forty  years  ago,  one  Moses  Atwood,  then  of  Georgetown, 
Mass.,  first  prepared  and  sold  the  plaintiffs'  bitters  under  the  name 
of  "  Atwood's  Vegetable  Physical  Jaundice  Bitters." 

About  the  year  1852,  Atwood  sold  an  interest  in  his  said  busi- 
ness to  Carter  &  Dodge  of  said  Georgetown,  a  firm  composed  of 
Moses  Carter  and  Benjamin  F.  Dodge.  Thereafter  Atwood  carried 
on  said  business  in  conjunction  with  said  Carter  &  Dodge  until 
1855,  when  he  sold  out  to  them  his  remaining  interest  in  the  busi- 
ness, including  his  stock  on  hand,  debts  due,  the  right  to  use  his 
name  in  the  manufacture  and  sale  of  said  medicines,  all  the  labels, 
trade-marks,  good-will,  and  all  the  other  rights  pertaining  to  said 
business,  for  which  Dodge  &  Carter  paid  him  some  four  or  five  thou- 
sand dollars. 

About  this  time,  Charles  L.  Carter,  a  son  of  Moses  Carter,  was 
taken  into  the  firm  of  Carter  &  Dodge,  constituting  the  new  firm  of 
Carter,  Dodge,  &  Co.  This  new  firm,  having  succeeded  to  all  the 
rights  of  Carter  &  Dodge  in  said  business,  carried  on  the  same  for 
some  three  years,  using  Atwood's  name,  recipes,  trade-marks,  &c.,  as 
theretofore  done  by  Atwood  and  Carter  &  Dodge. 

Then  the  firm  of  Carter,  Dodge,  &  Co.  was  dissolved  by  mutual 
consent  and  agreement  that  the  several  partners  should  thereafter 
own  and  use  the  Atwood  recipes,  trade-marks,  &c.,  in  common,  each 
Belling  on  certain  prescribed  territory. 

After  the  dissolution  of  the  partnership  of  Carter,  Dodge,  &  Co., 
the  business  was  carried  on  in  accordance  with  the  tenns  of  the 
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dissolution    agreement  as  to  the  common   use  of   the  Atwood, 
name,  recipes,  labels,  trade-marks,  &c.,  by  the  several  parties  in 
interest. 

Then  the  Garter  branch  of  the  business  was  carried  on  for  about 
five  years  Iby  Moses  Carter  and  his  son,  Charles  L.,  under  the  style 
of  Carter  &  Son ;  then  Charles  sold  out  his  interest,  and  his  brothers, 
Luther  F.  and  Moses  F.,  took  his  place  in  the  firm,  it  then  becoming 
M.  Carter  &  Sons.  Then  Moses  Carter  died,  his  interest  going  to 
his  two  sons  and  partners,  Luther  and  Moses.  Thereafter,  Luther 
F.  Carter  carried  on  the  business  until  the  sale  of  the  Carter  inter- 
est to  the  plaintiffs. 

Dodge  carried  on  his  branch  of  the  business  for  some  time  after 
the  dissolution  of  Carter,  Dodge,  &  Co.,  and  then  sold  his  interest  to 
Noyes  &  Manning  and  Will  R  Dorman ;  Noyes  &  Manning  and 
Dorman  then  carried  on  the  Dodge  branch  of  the  business  until 
their  conveyance  thereof  to  the  plaintiffs. 

Lewis  H.  Bateman,  of  Georgetown,  also  had  or  claimed  to  have 
an  interest  in  Atwood's  medicine  business,  by  virtue  of  some  part- 
nership or  other  relation  with  Atwood.  Carter,  Dodge,  &  Co.  at 
first  denied  his  claim,  and  attempted  to  stop  him  by  a  suit,  but  failed 
to  prosecute  it  to  a  successful  issue ;  and  thereafter  Bateman  used 
the  Moses  Atwood  name,  label,  and  the  fluted  bottle  in  common 
with  Carter,  Dodge,  &  Co.  and  their  successors,  until  his  decease. 
Thus  the  plaintiffs  acquired  the  entire  ownership  of  the  Atwood 
medicine  business,  together  with  all  of  its  accompanying  rights  of 
trade-marks,  good-will,  &c.  From  abundant  caution  rather  than 
from  any  necessity,  the  plaintiffs  also  took  conveyances  from  aU  of 
the  Carter  heirs,  and  from  Dodge,  of  all  their  respective  right,  title 
and  interest  in  said  business,  trade-marks,  &c. 

From  the  time  Moses  Atwood  first  put  up  and  sold  said  bitters, 
about  forty  years  ago,  he  and  all  of  his  successors  have  always  used 
.the  same  name  and  label  for  their  said  bitters. 

Moses  Atwood  having  first  adopted  and  used  the  name,  label,  &c., 
in  question,  to  distinguish  his  article  of  bitters,  acquired  the  exclu- 
sive right  to  the  same.  The  Amoskeag  Manuf,  Co,  v.  Spear,  2  Sandf. 
599  ;  Same  Case,  Am.  Tr.  Cas.  87  ;  Davis  v.  Kendall,  2  R  I.  566 ; 
Williams  v.  Johfisan,  2  Bosw.  1 ;  Boardman  v.  Meriden  Br.  Co., 
35  Conn.  402 ;  Chappell  v.  Sheard,  2  Kay  &  J.  117 ;  Upton  on  Trade- 
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marks,  47 ;  Curtis  v.  Bryan,  36  How.  (K  Y.)  Pr.  33  ;  FiUy  v.  FassM, 
44  Mo.  168. 

"  Every  person  who  uses  a  trade-mark,  be  it  the  label  on  a  bottle, 
or  the  name  or  title  of  a  periodical  or  magazine,  by  his  appropria- 
tion and  use  of  the  name,  acquires  a  property  in  that  name,  and  has 
a  right  to  restrain  any  other  person  from  using  the  same  name  in 
such  a  manner  as  would  lead,  or  be  calculated  to  lead  the  public  to 
believe  that  they  are  purchasing  one  thing  when  in  truth  they 
are  purchasing  another."  Bradbury  v.  Buton,  39  L.  J.  Ch.  K.  S. 
57. 

The  name  "  Atwood's  Vegetable  Physical  Jaundice  Bitters  "  was 
first  devised,  adopted,  and  used  by  Moses  Atwood  to  designate  and 
distinguish  his  bitters ;  it  was  used  by  him  for  that  purpose  for 
about  fifteen  years,  until  he  sold  out  his  business  to  Carter,  Dodge, 
&  Co.  in  1855 ;  it  served  to  distinguish  his  bitters  from  all  other 
bitters.  '  Generally,  the  use  of  the  two  words  "  Atwood's  Bitters" 
are  sufficient  to  distinguish  them,  and  the  words  "  Atwood's  Jaun- 
dice Bitters  "  are  always  sufficient. 

The  name  and  label  of  the  article  were  its  distinguishing  marks  ; 
the  marks  by  which  it  became  known  to  the  public ;  the  marks  by 
which  it  was  bought  and  sold ;  the  marks  by  which  it  achieved  its 
high  reputation.  These,  as  marks  for  this  make  of  bitters,  were  ex- 
ceedingly valuable.  Moses  Atwood  had  made  the  marks  valuable 
by  his  skill,  industry,  and  enterprise  in  making  and  selling  an  ar- 
ticle the  public  was  glad  to  purchase.  These  marks  constituted  the 
principle  value  of  the  article,  because,  it  being  known  to  the  public 
by  these  marks,  it  could  not  be  sold  without  them.  As  such  marks 
in  connection  with  such  use,  they  constituted  valuable  property : 
this  property  belonged  to  Moses  Atwood ;  he  had  created  it  The 
marks,  when  he  first  adopted  them,  had  no  more  value  than  various 
other  marks  he  might  have  chosen  instead ;  but  by  their  long  use 
to  designate  and  distinguish  his  article  they  had  become  endowed 
with  value.  The  plainest  justice  demands  that  a  person  having  so 
created  such  value  should  be  protected  in  the  enjoyment  of  it,  and 
reap  the  reward  of  his  merit  ThQ  highest  public  policy  also  de* 
mands  such  protection,  because  the  hope  of  such  reward  is  the  en- 
couragement of  labor,  integrity,  and  excellence.  By  such  protection, 
the  maker  and  seller  is  stimulated  to  make  and  sell  an  article  which 
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by  its  goodness  shall  commend  itself  to  public  favor;  and  the  pub- 
lic are  correspondently  benefited  hj  knowing  where  to  purchase  a 
good  article. 

The  courts  of  every  civilized  state  in  the  world  have  long  recog- 
nized trade-marks  as  property,  and  given  them  the  fullest  protec- 
tion as  such.    Amoskeag  Manuf,  Co.  v.  Spear^  vwpra, 

Atwood's  trade-marks,  &c.,  in  connection  with  the  business  of 
making  or  selling  the  article  to  which  they  belonged,  were  transfer- 
able. Eden  on  Inj.  [1st  Am.  ed.]  226 ;  Sdelston  v.  Tick,  11  Hare, 
78 ;  WaUan  v.  Crowlej/y  3  Blatchi  440 ;  Dixon  Crucible  Co.  v.  Chig- 
genheim,  2  Brews.  321 ;  Gillis  v.  Hall,  Id.  342;  Congress  &  Em- 
pire Spring  v.  High  Bock  Spring  Co,^  45  K  Y.  291;  FiUdns  v. 
Blachntan,  13  Blatchf.  440 ;  Winstrr  v.  CTycfo,  9  Phila.  513.  Upton 
Trade-marks,  52,  —  where  the  author  says:  ''Property  in  trade- 
marks may  be  obtained  from  him  who  has  made  the  primary  acqui- 
sition." 

Moses  Atwood,  by  his  transfer  to  Carter  &  Dodge,  and  Carter, 
Dodge,  &  Co.,  vested  this  property  in  them. 

Carter,  Dodge,  &  Co.,  being  the  owners  of  the  trade-marks^  &c., 
could  hold  or  own  them  jointly  or  in  common. 

As  long  as  the  partnership  lasted,  they  held  them  in  joint  owner- 
ship ;  but  after  the  dissolution  of  the  partnership  they  held  them  in 
common. 

There  was  nothing  to  prevent  this.  Each  party  had  the  recipe ; 
one  could  make  the  article  as  well  as  the  other.  Whichever  party 
made  it,  the  public  was  supplied  with  the  genuine  article.  The 
name  and  label  indicated  the  genuine  article,  whether  it  was  made 
by  one  of  the  Carters  or  by  Dodge,  just  the  same  as  they  did  when 
it  was  made  by  Carter,  Dodge,  &  Co.  as  a  firm,  or  when  made  by 
Atwood  himself. 

It  is  weU  settled  that  trade-marks,  like  other  property,  may  be 
owned  in  common  by  difierent  parties.  Dent  v.  Turpin,  7  Jur.  N.  a 
673 ;  Coddington's  Dig.  of  Trade-marks,  269,  and  cases. 

On  the  dissolution  of  a  partnership,  each  partner  is,  in  the  ab- 
sence of  any  special  agreement,  entitled  to  trade  under  the  name, 
or  style  of  the  old  firm.    BaTilcs  v.  CHhson,  34  Beav.  666. 

Luther  E.  Carter  succeeded  to  all  the  rights  of  Moses  Carter 
and  Charles  L  Carter. 

VOL.  IV*  80 
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It  will  be  remembered  that  the  two  latter  were  members  of  the 
firm  of  Garter,  Dodge,  &  Co. ;  that,  upon  the  dissolution  of  Carter, 
Dodge,  &  Co.,  the  Carter  branch  of  the  business  was  carried  on  hy 
the  two  Carters,  under  the  name  of  Carter  &  Son ;  that  Charles  L. 
sold  out  his  interest  in  Carter  &  Son  to  his  brothers,  Luther  F.  and 
Moses  F.,  and  the  Carter  firm  became  Carter  &  Sons»  which  con- 
tinued up  to  the  time  of  the  eldest  Carter's  decease,  in  1870 ;  and 
that  Luther  F.  and  Moses  F.  succeeded  to  the  business  of  Carter  & 
Sons.  They  would  so  succeed  as  surviving  partners ;  besides,  Moses 
Atwood  devised  to  them  his  interest  in  the  business,  and  Luther  F. 
Carter  then  purchased  the  interest  of  his  partner,  Moses  F.,  and 
thus  became  the  sole  owner  of  the  Carter  interest 

Trade-marks  being  property,  and  transferable  like  other  prop- 
erty, and  ownable  jointly  or  in  common,  a  legal  title  to  an  interest 
in  the  business,  trade-marks,  labels,  &c,  passed  to  Luther  F.  Carter. 
Cases  supra. 

Trade-marks  pa»^  by  operation  of  law.  Sine  v.  Zart,  10  Jur. 
106. 

The  Dodge  interest  in  the  business,  trade-marks,  &c.,  were  legally 
transferable  to  Dorman  and  Noyes  &  Manning,  according  to  the 
principles  before  stated. 

The  interest  of  Dorman,  and  Noyes  &  Manning,  and  Carter,  and 
Bateman  were  likewise  transferable  to  the  plaintiffs. 

The  rule  is  that  the  court  will  enjoin  any  imitation  calculated  to 
deceive  ordinary  purchasers.  Cases  supra;  Crawshayy.  Thompson, 
4  Man.  &  G.  385 ;  Davis  v.  KendaU,  2  R  I.  566 ;  ffolmes  v.  Holmes, 
37  Conn.  278 ;  Wotherspoim  v.  Cv/rrie,  22  L.  T.  N.  S.  260 ;  Mookham 
V.  Pottage,  26  L.  T.  N.  B.  755. 

To  be  enjoinable,  it  is  not  necessary  that  the  imitation  should  be 
complete ;  the  imitation  may  be  limited  and  partial,  and  still  en- 
joinable. Lockwood  V.  Bostivick,  2  Daly  (N.  Y.),  521 ;  Franks  v. 
Weaver,  10  Beav.  297 ;  Coffeen  v.  Brunion,  4  McLean,  516  ;  Amos- 
keag  Manuf.  Co,  v.  Spear,  supra ;  ShrimpUm  v.  ZaigJU,  18  Beav.  164 ; 
Walton  V.  Crowley,  supra ;  Clark  v.  Clark,  25  Barb.  (N.  Y.)  76 ;  White 
Lead  Co,  v.  Masury,  Id.  416  ;  Eostetter  v.  Vowinkle,  1  DilL  329. 

To  be  enjoinable,  it  is  not  requisite  that  the  imitation  should  be 
intentionally  deceptive.  Millington  y.  Fox,  3  MyL  &  C.  338; 
Dale  V.  Smtihson,  12  Abb.  (N.  Y.)  Pr.  237. 
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It  is  no  defence  that  the  imitator  infonns  purchaserB  of  the  imita- 
tion. It  is  no  answer  for  the  defendants  to  say  that  they  sold  the 
bitters  as  theirs.  Coais  v.  HoJbrook,  2  Sand£  Ch.  686 ;  Chappd  v. 
Dawdsm,  2  Kay  &  J.  123. 

It  is  sufficient,  to  establish  a  ease  for  relief,  to  show  that  the 
imitation  has  led  or  is  likely  to  lead  to  mistakes.  CUment  v.  Madr 
dick,  5  Jur.  N.  a  592. 

It  is  proved,  as  before  shown,  by  the  leading  druggists  and  medi- 
cine men  of  New  York  and  Boston,  that  purchasers  are  likely  to  be 
deceived  into  purchasing  the  defendant's  round-bottle  style  for 
plaintiffs'^ 

The  plaintiff,  in  trade-mark  cases,  is  entitled  to  relief,  though  the 
respondent  did  not  know  that  the  mark  used  was  a  trade-mark. 
Kinahan  v.  Bolton,  15  Ir.  Gh.  75;  Samson  v.  Taylor,  11  Jur. 
N.  s.  408 ;  Hall  v.  Barrows,  10  Id.  55 ;  Aiwrworth  v.  Walmslep, 
12  Id.  205. 

But  the  defendants  must  have  known  that  they  were  using  trade- 
marks which  belonged  to  the  successors  of  Moses  Atwood.  The 
Moses  Atwood's  Bitters  was  a  well-known  article  in  the  medicine 
trada  It  is  well  known  by  its  name  and  labels^  which  constitute 
its  trade-marks  —  goodwill  marks  they  might  be  called. 

The  defendants'  position,  that  plaintiffs'  trade-marks  have  become 
common  property  by  common  use,  is  not  tenable. 

The  fact  that  the  trade-marks  were  used  in  common  by  the  com*- 
mon  owners  thereof  did  not  make  them  common  property  as  to  all 
the  world.  But  if  other  pctrties  had,  in  fact,  infringed  the  plaintiffs' 
trade-marks,  that  is  no  excuse  for  the  defendants'  infidngement. 
Taylor  v.  Carpenter,  3  Story,  458 ;  Coats  v.  Holbrook,  swpra. 

There  never  was  any  abandonment  of  plaintiffs'  trade-marks. 

For  more  than  forty  years  they  have  been  constantly  used  by 
Moses  Atwood  and  his  successors,  who  have  always  openly  and  noto- 
riously claimed  to  be  the  exclusive  owners  thereof 

A  party  claiming  property  against  the  real  owner,  on  the  ground 
of  the  latter's  abandonment  thereof,  must  establish  the  fact  of  aban- 
donment by  the  strongest  proof.  There  is  no  proof  in  this  case  of 
any  abandonment  of  the  trade-marks  by  their  owners.  The  proof 
is  all  to  the  contrary.  The  use  of  a  trade-mark  by  different  parties 
will  not  operate  as  an  abandonment  by  the  rightful  owner.  SoJd. 
V.  Qtisendorf,  Wilson  (Ind.),  60. 
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There  has  been  no  such  consent  or  acquiescence  as  to  deprive  the 
plaintiff  of  protection  against  continuing  infringement. 

Neither  Moses  Atwood  nor  any  of  his  successors  ever  consented  to 
the  defendants'  use  of  their  trade-marks,  expressly  or  impliedly. 
There  were  no  dealings  between  them,  or  other  circumstances  from 
which  a  consent  could  be  implied.  All  the  circumstances  of  the 
case  negative  all  inference  of  any  such  consent 

There  is  no  evidence  in  the  case  that  the  owners  of  the  trade- 
marks ever  had  the  legal  evidence  to  establish  a  case  of  infringement 
against  the  defendants. 

The  defendants  were  out  of  the  jurisdiction  of  the  courts  of  the 
State  in  which  the  trade-mark  owners  resided.  Were  they  obliged 
to  go  into  a  foreign  jurisdiction  to  prosecute  the  defendants,  in 
order  to  prevent  an  implied  acquiescence  in  the  use  of  their  trade- 
marks by  the  defendants  ? 

Besides,  if  there  had  been  any  such  consent  or  acquiescence,  it 
was  merely  gratuitous,  and  revocable  at  the  pleasure  of  the  owners. 
Amoskeag  Manuf.  Co.  v.  Spear,  2  Sandf.  599 ;  McCardd  v.  Peck,  28 
How.  (N.  T.)  Pr.  120 ;  GUloU  v.  Esttrfyrooh,  47  Barb.  455. 

Laches  cannot  be  imputed  to  the  owners.  There  is  no  case 
where  relief  has  been  refused  on  the  ground  of  laches  under  cir- 
cumstances like  those  in  this  case.  Wherever  relief  has  been 
refused  on  the  groimd  of  laches,  the  circumstances  have  been  such 
as  made  it  a  case  of  great  hardship  for  the  party  to  be  enjoined, 
as  where  the  right  to  the  trade-marks  has  been^in  great  doubt,  or 
the  dealings  and  relations  between  the  parties  have  been  such  as  to 
show  consent  of  the  one  and  good  faith  of  the  other,  and  probable 
loss  to  an  innocent  party. 

No  statute  of  limitations  bars  the  plaintiffs  of  protection  of  their 
trade-marks.     Taylor  v.  Carpenter,  3  Story,  458. 

Such  a  defence  is  an  abhorrent  one,  even  in  an  action  at  law. 
Taylor  v.  Carpenter,  2  Woodb.  &  M.  1. 

The  plaintiffs  seek  protection  against  future  wrong,  as  well  as 
indemnity  for  past  wrong.  The  defendants  persist  in  selling  their 
imitation,  and  threaten  to  continue  such  imitation  in  future  unless 
they  are  restrained  therefrom.  There  is  no  pretence  that  the  de- 
fendants mean  to  desist  from  using  their  trade-marks  unless 
restrained.  No  question  of  statute  of  limitations  can  arise  as  to 
such  protection  in  the  future. 
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As  to  the  past,  each  infringement  has  been  a  separate  trespass. 
Possibly,  the  plaintiffs  may  not  have  the  right  to  recover  damages 
for  infringements  committed  more  than  six  years  before  the  com* 
mencement  of  the  action. 

It  cannot  be  said  that  the  defendants  have  acquired  any  pre- 
scriptive title. 

The  unlawful  use  of  a  trade-mark  for  twenty  years  held  no  bar. 
GUlat  V.  Esterhrook,  48  N.  Y.  374 

Ten  years  held  no  bar  in  Wolfe  v.  Bamette,  24  La.  An.  Ann  97. 

Nine  years  held  no  bar  in  Lazenby  v.  White,  41  L  J.  N.  s.  354 

The  fact  that  Luther  F.  Carter  for  a  while  made  his  bitters  of  less 
than  the  usual  strength  is  no  defence  to  the  plaintiffs'  relief  against 
the  defendants'  imitation. 

These  bitters  were  precisely  the  same  as  the  full-strength  bitters, 
except  in  the  matter  of  strength ;  the  medical  ingredients  were  the 
same ;  the  only  difference  was  in  the  quantity  of  water;  to  produce 
as  much  and  the  same  effect  it  was  only  necessary  to  increase  the 
dose. 

But  this  is  wholly  an  immaterial  fact  The  selling  of  an  article 
inferior  in  some  respects  to  its  accustomed  goodness  does  not 
destroy  its  trade-marks,  though  it  may  affect  their  value  by  dimin- 
ishing the  reputation  of  the  article. 

Besides,  the  plaintiffs  are  not  selling,  and  have  never  8old,the  weak* 
ened  bitters.  How  then  can  its  trade-mark  rights  be  affected  by 
the  fact  that  Luther  F.  Carter  sold  an  inferior  article  ?  Did  that 
fact  destroy  the  trade-marks,  not  as  to  himself,  not  also  as  to  his 
co-owners  ?    There  is  no  such  rule  of  law  as  that 

A  party  is  sometimes  denied  relief  on  the  ground  of  his  misrep- 
resentation of  his  article,  and  consequent  deception  of  the  public. 
If  Luther  F.  Carter  was  the  plaintiff  seeking  protection  for  his 
article,  and  it  appeared  that  it  was  a  fraud,  the  court  would  not 
protect  it,  as  the  court  will  not  protect  fraud. 

But  that  is  not  the  case.  The  plaintiffs  are  not  asking  the  court 
to  protect  a  fraudulent  artida  There  is  no  pretence  that  the 
plaintiffs'  article  is  a  fraudulent  one. 

There  is  no  misrepresentation  or  deception  by  plaintifis'  labels 
in  respect  to  the  actual  manufacture.  The  words,  "  manufactured 
by  Moses  Atwood,  Georgetown,  Mass.,"  &c.,  is  a  part  of  the  old 
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label  as  originally  adopted.  The  label  has  never  been  changed.  It 
is  important  that  the  labels  of  an  article  should  not  be  changed,  as 
a  change  produces  doubt  and  confusion  as  to  the  genuineness. 
Medicine  proprietors  never  change  their  labels  when  they  can  pos- 
sibly avoid  it.  The  name  of  the  original  maker  is  retained  on  the 
label  or  appears  upon  the  article.  Take,  for  instance,  the  article 
of  "  Day  &  Martin's  Blacking,"  or  "  Rodgers  &  Sons'  Cutlery," 
"  Wade  &  Butcher's  Razors,"  and  many  others.  It  is  like  retaining 
the  business  name  of  an  old  firm  long  after  such  firm  has  ceased  to 
exist  People  go  to  such  a  house,  not  because  they  expect  to  meet 
the  old  firm,  but  &om  habit  and  good  will,  and  the  old  name  indi- 
cates the  old  place.  So  of  an  article  of  medicine,  or  any  other,  — 
people  buy  it  because  they  have  been  accustomed  to  and  because 
they  like  it.  They  do  not  suppose  that  the  original  maker,  whose 
name  appears  on  it,  is  still  the  maker,  but  that  his  name  is  a  mark 
of  genuineness  merely. 

But  in  this  case,  if  it  were  a  matter  of  any  importance,  it  has 
always  been  known  to  the  public  who  were  the  actual  makers  of 
the  article  in  question.  When  Carter,  Dodge,  &  Co.  made  it,  they 
advertised  and  sold  it  as  the  makers ;  so  of  all  the  successors. 

The  plaintifis  are  accustomed  to  enclose  each  bottle  of  their  bitters 
in  a  printed  wrapper,  showing  that  they  are  prepared  and  sold  by  the 
plaintifis  at  the  city  of  New  York.  There  is  no  misrepresentation 
or  concealment  on  the  part  of  the  plaintiffs. 

But  tlus  is  a  matter  of  no  consequence.  The  bitters  sold  by  the 
plaintifis  are  compounded  according  to  the  same  recipe  as  the  bitters 
sold  by  Moses  Atwood.  Purchasers  buy  the  plaintiffs'  bitters  be- 
cause they  suppose  they  are  the  same ;  they  get  just  what  they 
intend  to  buy,  so  there  is  no  deception. 

But  such  a  defence  comes  with  poor  grace  from  fraudulent  imita- 
tors like  the  defendants. 

Nathan  Webb  and  W,  H,  Cliffordy  for  the  respondents. 

Brief  of  W,  K  Cliff(yrd, 

The  complainants  claim  title  through  certain  assignments^  and 
allege,  as  to  the  origin  of  the  property  in  the  said  trade-mark,  as  fol- 
lows :  — 

"  That  your  orator  is  informed  and  believes,  and  alleges  that  said 
medicine  was  first  invented  and  put  up  for  sale,  about  twenty-five 
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years  ago,  by  one  Dr.  Moses  Atwood,  fonnerly  of  Greoigetown^  Mas- 
sachusetts, by  whom,  his  assigns  and  successors,  the  same  has  been 
ev6r  since  made  and  sold,  by  the  name,  in  the  manner,  and  with  the 
trade-'marks,  labels,  and  description,  the  same  or  substantially  the 
same  as  aforesaid" 

The  "assigns  and  successors"  of  Moses  Atwood  sold  the  right, 
whatever  it  was,  to  the  complainants. 

What  did  the  "  assigns  and  successors  "  of  Moses  Atwood  really 
take  from  him^  and  were  in  consequence  able  to  grant  to  these  com- 
plainants? 

The  ''assigns  and  successors"  are,  in  the  first  place  and  de- 
gree, L.  H.  Bateman  and  his  heirs,  Moses  Carter  and  his  heirs 
and  successors  and  assigns. 

On  page  43  of  the  printed  record  is  found,  the  deed  to  the 
Manhattan  Medicine  Company  from  the  heirs  of  L  H.  Bateman. 
Now  this  deed  claims  no  right  at  all  as  derived  from  Moses  Atwood, 
and  makes  no  mention  of  any  such  right.  It  seems,  from  the  deed 
itself,  to  be  a  right  which  b^gan  and  ended  with  the  Bateman  family. 

This  piece  of  documentary  evidence  has  no  tendency  to  support 
any  allegation  of  the  bill,  but  flatly  contradicts  it 

This  contradicts  the  fundamental  allegation  of  the  bill ;  viz.,  the 
one  showing  the  title  of  the  complainants  to  the  alleged  property. 

If  Moses  Atwood  had  the  exclusive  right  to  this  trade-mark  at 
the  outset,  and  never  transferred  a  right  to  Bateman,  then  Bate- 
man's  right  must  have  been  derived  from  some  other  man,  or  eke 
obtained  by  trespass  upon,  and  in  violation  of,  Moses  Atwood's 
rights. 

The  right  of  property  in  a  trade-mark  is  an  exclusive  right 

If  such  right  is  assumed  by  another,  and  the  assumption  acqui- 
esced in,  the  exclusive  right  of  the  original  owner  is  necessarily  gone. 

If  that  be  so,  then  no  after-coming  person  can  claim  the  exclusive 
right  to  the  alleged  trade-mark,  both  from  the  person  who  first  had 
it,  and  the  person  who  destroyed  it,  and  used  it  by  virtue  of  having 
destroyed  the  legal  rights  of  the  first  owner. 

The  contract  of  September  29,  1852,  states,  "  Said  Carter  and 
Dodge  are  to  have  the  right  to  use  said  Atwood's  name  on  the  labels 
and- circulars,  and  to  manufacture  and  sell  the  following  medicines, 
viz.,   Atwood's  Vegetable  Jaundice  Bitters,   Atwood's  Compound 
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Extract  of  Sorsaparilla,  Atwood's  Dysentery  Drops,  Atwood'a 
Bheumatic  and  Spinal  Elixir,"  &c. 

Extracts  from  the  testimony  will  show  that  the  proposition  of  the 
respondents  is  correct,  viz.,  That  no  trade-mark  at  all  was  ever  sold 
by  Moses  Atwood  to  anybody. 

The  complainants  allege  in  their  bill  that  Moses  Atwood  was  the 
originator  of  a  certain  trade-mark  that  he  assigned  to  certain 
others,  and  that  they,  the  complainants,  bought  of  those  assignees  of 
Atwood.  All  the  evidence  they  have  introduced  on  this  point  is 
an  effort  to  sustain  that  allegation.  But  the  evidence  fails  to  show 
that  Atwood  had  any  fixed  and  established  trade-mark  for  his 
medicine.  It  fails  to  sh6w  that  his  successors  put  up  the  medicine 
in  the  same  manner  as  he  did,  and  it  not  only  fails  to  show  that  the 
complainants  have  acquired  whatever  bottle,  label,  &c.,  that  Atwood 
used,  but  shows  clearly  that  they  acquired  something  quite  different, 
if  they  acquired  any  thing. 

The  deed  from  Atwood  was  simply  of  the  right  to  use  his  name. 
What  was  this  right  thus  to  use  his  name? 

It  could  not  be  a  license  to  publish  the  falsehood  which  they  did, — 
"prepared  by  Moses  Atwood,  Georgetown,  Mas&," — for  that  would 
have  been  a  contract  wholly  invalid. 

It'meant  simply  that  they  should  be  called  Atwood's  medicines, 
as  rocited  in  the  contract 

The  contract  could  not  and  did  not  contemplate  that  they  should 
say  that  Moses  Atwood  propared  the  bitters,  when  he  did  not 
The  contract  merely  said  that  those  new  manufacturors  should  ad- 
vertise to  the  world  that  the  medicines  were  Atwood  medicines, 
prepared  according  to  his  recipes,  which  he  sold  to  these  men. 

Upon  this  point  the  cases  are  clear. 

"Whenever  the  question  arises  whether  any  particular  name 
or  mark,  can  be  appropriated  as  property,  or  rather  whether  one 
who  adopts  such  name,  &c.,  is  entitled  to  the  protection  of  the  law 
in  its  exclusive  use  . . .  the  answer  must  depend  upon  the  determi- 
nation of  the  question,  whether  such  name,  &c.,  is  used  to  desig- 
nate and  does  in  fact  designate  the  article  to  which  it  is  affixed  as 
the  production  of  the  manufacturor  who  has  adopted  it,'.  ..to 
furnish  to  the  public  the  assurance  of  origin  and  ownership  of  the 
article,  &c.*'    Upton  Trade-marks,  p.  98. 
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''All  who  use  trade-marks  indicating  that  the  articles  were 
originally  manufactured  or  owned  hy  others  are  practising  an  im- 
position on  the  public  Every  assignee  and  purchaser  who  has  the 
trade-mark  of  the  original  proprietor,  without  indicating  that  he  is 
the  assignee  or  purchaser,  is  in  this  position."  Sherwood  v.  Andrews, 
5  Am.  Law  Beg.  N.  s.  588 ;  Partridge  v.  Menck,  1  How.  Gas.  547. 

If  any  celebrity  had  attached  to  the  particular  medicine  in  ques- 
tion, it  had  so  attached  by  reason  of  the  name  of  Atwood. 

It  could  not  be  by  reason  of  the  word  "  bitters,"  for  that  is  a  com- 
mon word. 

It  could  not  be  by  virtue  of  the  words  ^  v^etable,  physical,  jaun- 
dice," for  they  are  descriptive  words  and  cannot  form  a  trade-mark 
or  part  of  the  same.  Amodceag  Manuf,  Co.  v.  Spear,  2  Sandf.  599 ; 
^kes  v.  Landgraff,  17  Barb.  608 ;  Binninger  v.  Wattles,  28  How. 
Pr.  206. 

Therefore  the  only  title  or  trade-mark  which  could  be  attached 
to  these  bitters  was  the  words  ''  Atwood's  Bitters,"  or  **  Moses  At- 
wood's  Bitters." 

Such  a  trade-mark  the  assignors  of  the  plaintiffs  could  not  law- 
fully use  without  adding  thereto  the  statement  that  they  were  the 
successors  of  Moses  Atwood,  Georgetown,  Mass.,  and  as  such  were 
making  the  bitters. 

Here  the  allegation  of  the  biU  is  that  they  have  prepared  these 
bitters,  and  asserted  on  the  labels  that  they  were  made  by  Moses 
Atwood. 

Not  only  this,  but  while  representing  them  as  made  at  George- 
town, Mass.,  where  they  were  originally  made,  and  where  they  ac- 
quired their  reputation,  they  are  now  admitted  to  be  put  up  in 
New  York  city. 

Misrepresentation  by  the  user  of  the  trade-mark  invalidates  it. 
Leather  Cloth  Co.  v.  Am.  Leather  Co.,  11  Jur.  N.  s.  612 ;  Am.  Tr.  Gas. 
699 ;  Palmer  v.  ffarris,  60  Pa.  St.  156. 

By  all  complainants'  testimony  it  is  admitted  that  nothing  passed 
as  a  trade-mark  but  Atwood's  nama 

For  twenty  years  before  the  assignment,  in  1875,  to  the  Manhat- 
tan Medicine  Go.,  the  assignors  of  the  complainants  had  been  making 
and  selling  this  article,  and  all  representing  that  the  bitters  were 
prepared  by  Moses  Atwood.  Georgetown,  Mass..  when  it  is  in  evi- 
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dence  that  Atwood  sold  out  to  Carter  &  Dodge  in  1855^  and  went 
to  the  State  of  lowa^  where  he  has  ever  sinoe  lived. 

Now  all  the  sales  of  these  bitters  made  since  1852  have  been 
made  to  the  public  upon  the  false  representation  that  they  were 
''manufactured  by  Moses  Atwood,"  with  some  exceptions  to  be 
named  hereafter  in  connection  with  another  point 

I  apply  to  this,  and  the  continued  sales  of  the  bitters  by  the  pres- 
ent complainants,  the  rule  that ''  assignees  of  trade-marks  have  no 
special  privileges  of  sailing  under  false  colors,  and  if  they  will  per- 
sist in  so  doing,  prudence  would  dictate  that  they  give  courts  of 
equity  a  wide  berth.     Sherwood  v.  Andrews,  before  cited. 

Thus  Moses  Atwood  could  not  assign  to  the  assignors  of  the  com- 
plainants what  they  claim  to  have  owned,  nor  could  said  "  succes- 
sors and  assigns  "  assign  the  same  to  the  present  complainants. 

A  trade-mark  upon  an  article  of  manufacture  is  to,  and  must,  de< 
note  the  origin  and  manufacture  of  the  articla  It  is  upon  tins 
that  the  public  relies  when  purchasing.  The  reputation  of  the 
manufacturer  is  what  gives  assurance  of  the  quality  of  the  goods. 
Therefore  no  purchaser  of  the  secret  of  that  manufacture  can  use 
the  name  of  the  original  proprietor  without  at  the  same  time  giving 
notice  on  the  label,  or  circular,  or  trade-mark,  that  he  is  a  successor 
of  the  originator  whose  name  constitutes  part,  and  the  essential 
part,  of  the  trade-mark.  Leather  Cloth  Co.  v.  Am.  Leather  Co,,  11 
Jur.  N.  s.  513 ;  Am.  Tr.  Cas.  699. 

The  right  obtained  by  Carter  &  Dodge  was  a  limited  terri- 
torial one,  and  did  not  include  the  State  of  Maine,  or  New  Hamp- 
shire. 

The  first  requisite  of  an  exclusive  property  in  a  trade-mark  is 
the  exclusive  right  to  manufacture  or  sell  the  specific  article  to 
which  it  applies.  Upton  Trade-marks,  23 ;  Canhamv.  Jones,  2  Ves. 
&  B.  218. 

It  is  plain  that  no  such  right  exists  in  this  case,  for  the  grantor, 
Moses  Atwood,  reserved  certain  territory  to  himself,  and  excepted 
Maine  (where  the  respondents  do  business)  and  New  Hampshire. 

Now,  under  these  circumstances,  it  is  plain  that  no  exclusive 
right  to  the  use  of  the  words  "  Atwood's  Bitters'*  could  be  claimed  by 
Carter  &  Dodge,  and  consequently  none  could  be  assigned  to  the 
complainants. 
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Not  having  the  exclusive  right  to  the  medicine,  neither  the  com- 
plainants nor  their  assignors  can  have  an  exclusive  right  to  the 
name  of  the  same. 

There  is  no  such  thing  as  the  sale  of  a  trade-mark,  or  indeed  the 
existence  of  one  in  the  abstract,  unconnected  with  a  specific  property 
or  article  of  merchandise  to  which  it  is  affixed.  Upton  Trade-marks, 
22 ;  Leather  Cloth  Co.  v.  Am,  Leather  Cloth  Co,,  Am.  Tr.  Cas.  698. 

Thus  the  right  to  the  trade-mark  of  an  article  is  dependent  upon 
and  follows  the  nature  and  extent  of  the  ownership  of  such  article. 

The  allegation  of  the  bill,  of  the  exclusive  ownership  of  the  al- 
leged trade-mark,  is,  therefore,  not  sustained. 

But  the  rights  of  the  assignors  of  the  complainants,  if  any,  were 
forfeited  long  before  the  attempted  transfer :  — 

1.  By  the  use  of  the  alleged  trade-mark  as  a  means  of  misrep- 
resentation and  deception  upon  the  public,  in  the  sale  of  a  spurious 
article  under  the  same. 

2.  By  laches,  and  long  acquiescence  in  the  use  of  the  alleged 
trade-mark  by  the  respondents  and  by  others. 

3.  By  a  disregard,  among  themselves,  of  their  several  allotted 
rights  under  the  said  trade-mark,  and  of  the  limitations  put  upon 
the  same,  and  the  grant  of  the  same  by  Moses  Atwood. 

4.  By  the  voluntary  relinquishment  of  the  bottle,  label,  &c.,  as 
used  by  Moses  Atwood,  and  conveyed  to  Carter  &  Dodge,  in  1852, 
and  the  adoption  of  new  trade-marks  of  their  own  invention. 

Under  the  original  label  a  deceit  was  practised  upon  the  pub- 
lic. While  Carter's  agents  were  only  sent  out  with  his  new  label 
and  genuine  manufacture,  great  quantities  were  secretly  by  him  put 
upon  the  market,  of  an  article  which  would  not  keep,  which  fer- 
mented and  soured,  and  which  could  not  stand  exposure  to  the  sun. 
These  were  often  returned  to  dealers  on  account  of  their  imperfec- 
tion. 

The  question  upon  this  point  is,  could  Carter  himself  have  main- 
tained his  right  to  the  exclusive  use  of  a  trade-mark  which  he 
had  prostituted  to  such  uses  ?  Had  he  not  forfeited  any  right  of 
property  in  it  by  these  practices  ? 

A  trade-mark,  as  has  been  shown,  is  only  recognized  by  a 
court  of  equity  when  connected  with  some  article  of  merchan- 
dise to  which  the  skill  and  enterprise  of  the  manufacturer  or 
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seller  has  given  a  reputation.  It  is  then,  and  then  only,  prop- 
erty. It  is  a  source  of  profit  to  the  proprietor,  and  a  guaranty 
to  the  pubUc  of  the  good  quality  of  the  article  to  which  it  is 
affixed. 

But  if  used  as  a  means  of  misrepresentation  or  deceit,  it  is  prop- 
erty no  longer,  and  he  who  uses  it  for  such  purpose  can  claim  no 
property  rights  under  it 

Upon  this  point  the  authorities  are  numerous  and  clear.  Hdtba 
V.  Francais,  19  How.  Pr.  567;  PAofow  v.  Wr^ht,  Am.  Tr.  Caa. 
311 ;  Pidding  v.  Raw,  Am.  Tr.  Cas.  640 ;  Perry  v.  TmeJUt,  6 
Beav.  66 ;  Upton  Trade-marks,  30,  31. 

*'  When  a  person  seeks,  by  representations  which  are  untrue,  to 
mislead  the  public  into  the  belief  that  his  commodities  ...  are  com- 
pounded or  produced  in  a  manner  not  in  accordance  with  the  truths 
...  he  places  himself  beyond  the  pale  of  the  protection  of  the  law, 
and,  acquiring  no  exclusive  right  in  the  trade-mark  he  uses,  is 
entitled  to  no  relief  against  any  one  who  may  see  fit  to  appropri- 
ate it." 

Carter  &  Dodge  both  say  they  never  acknowledged  Bateman'a 
claim  of  right. 

From  this  we  can  only  conclude  that  Bateman  disputed  their 
right  to  the  bottle  and  label,  and  maintained  his  position  in  the 
courts. 

From  1861  to  1875,  after  this,  Bateman  continued  to  use  the  bot- 
tle and  label,  his  right  to  which  the  assignors  of  the  complainants 
never  conceded,  but  simply  acquiesced  in.* 

In  1875,  the  complainants  step  in  and  buy  up  both  these  oppos- 
ing rights,  Bateman's  and  the  Carters'. 

This  might  do  if  it  were  to  quiet  title  to  a  piece  of  real  estate. 
But  with  respect  to  this  class  of  property,  —  trade-marks,  —  the  law 
is  different 

A  man  can  buy  up  all  the  conflicting  titles  to  real  estate,  and  so 
obtain  a  valid  ownership.  But  in  the  case  of  property  in  trade- 
marks, the  adverse  claim  of  any  one,  ff  successfully  maintained,  as 
Bateman's  was,  destroys  that  exclusiveness  which  is  the  essential 
quality  to  the  preventing  of  others  from  using  the  same  mark  on  the 
same  goods. 

Where  long  acquiescence  in  the  usurpations  of  another  party  is 
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proved,  still  an  injunction  will  be  granted  when  the  party  resumes 
his  original  right  Here  no  resumption  was  pretended,  but  con- 
tinued acquiescence  is  shown  from  the  fact  that  Bateman's  rig^it  was 
bought  by  the  complainants,  thereby  acknowledging  it.  McLean  v- 
Fleming^  6  Otto,  245 ;  Amoduag  Co,  v.  Oamer^  55  Barb.  161 ;  Beard 
V.  Turner,  13  L  T.  747. 

This  case  was  different  from  those  of  acquiescence  usually  found 
in  the  reports.  Simple  acquiescence  may  affect  the  question  of  costs 
or  damages,  but  will  not,  on  a  resumption  by  the  person  originally 
entitled  to  the  trade-mark,  work  any  forfeitura 

Here,  however,  was  an  ineffectual  attempt  to  enforce  the  rights 
of  the  assignors  of  the  complainants  and  a  judgment  of  a  court  of 
equity  adverse  to  them,  and  a  dismissal  of  an  action  at  law,  and 
then  an  acquiescence  of  nearly  fifteen  years,  and  no  attempt,  either 
by  the  complainants  or  their  assignors,  to  resume  the  right. 

The  right  to  the  exclusive  use  of  the  bottle  and  label  was  also  for- 
feited by  the  assignors  of  the  complainants,  before  the  assignment, 
by  a  division  of  the  right  among  themselves,  by  a  disregard  by  all  of 
them  of  the  territorial  limits  assigned  to  each  in  the  division,  and 
of  the  limits  set  to  all  of  their  united  territorial  rights,  by  Moses 
Atwood,  the  original  grantor. 

This  presents  a  question  of  a  peculiar  character.  Here  were 
three  or  four  persons  or  firms  who  at  some  time  had  had  territorial 
grants  of  rights  under  a  supposed  trade-mark  on  a  certain  manufac- 
ture. After  a  time  they  divide  up  that  territory  among  themselves. 
Then  shortly  they  each  emd  all  deliberately  go  to  work  to  trample 
down  and  violate  each  othei^s  rights  under  their  division,  and  wholly 
disregard  the  trade-mark  privileges  of  each  other.  Not  only  this, 
but  they  all  also  transgress  the  territorial  limits  fixed  upon  all 
their  rights  put  together,  and  wholly  disregard  the  original  grant 
from  the  first  grantor,  and  aU  trespass  on  territory  which  he  had  re- 
served to  others.  This  state  of  things  continued  for  fourteen  or  fif- 
teen years.  They  were  separate,  distinct,  and  competing  firms. 
They  had  no  common  business  interests,  and  they  were  all  con- 
cerned in  disregarding  each  other's  rights,  if  any,  under  this  trade- 
mark, set  up  by  these  complainants,  and  in  violating  the  rights  of 
other  assignees.  The  firms  thus  continued  down  to  the  very  mo- 
ment of  the  assignments  to  the  complainants,  and  were  the  sole 
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assignors  (including  Bateman^  who  was  also  sdling  anywheie  he 
pleased  all  the  time)  of  the  complainants. 

Previous  to  the  assignment  to  the  complainants,  could  these  par- 
ties, Dodge,  Carter,  Noyes  &  Manning,  and  Bateman,  have  succes* 
fully  set  up  any  right  in  a  court  of  equity,  founded  upon  an  all^jed 
trade-mark  in  the  disregard  and  violation  of  which  they  had  been 
engaged  for  years;  not  only  as  against  each  other,  but  also  as 
against  all  persons ;  could  they  say  that  that  was  valid  which  tliey, 
the  owners,  had  been  proving  was  worthless  and  invalid;  could 
they  thus  disregard  and  violate,  a  right  inter  sese,  and  as  to  others 
and  then  claim  relief  under  it  at  the  same  time  ? 

If  the  assignors  could  not,  how  could  their  assignees,  who  take 
the  alleged  right  in  the  midst  of  these  violations  of  it  at  the  hands 
of  its  owners  ? 

The  trade-mark  right,  if  any,  was  given  up  and  others  substituted 
for  it  by  its  owners,  and  so,  never  having  been  resimied,  was  for- 
feited and  lost 

Each  manufacturer  designated  his  goods  by  his  own  name. 

The  words  Atwood*s  Bitters  was  thereafter  simply  and  only  a 
genuine  term  denoting  simply  a  class  of  goods,  not  an  especial 
manufacture  by  any  one  person  or  firm.  Browne  Trade-marks, 
§§  131-137,  180, 181 ;  Singleton  v.  BoUan,  3  Doug.  293. 

Precisely  the  same  result  was  produced  with  Carter. 

Mr.  Webb  argued  orally,  but  filed  no  brief. 
Clifford,  J.  Equity  gives  relief  for  the  infringement  of  a  trade- 
mark, upon  the  ground  that  one  man  is  not  allowed  to  offer  his 
goods  for  sale,  representing  the  goods  to  be  the  manufacture  of 
another  in  the  same  commodity.  Seixo  v.  Provezende,  L.  R,  1 
Ch.  195.  What  degree  of  resemblance  is  necessary  to  constitute 
an  infringement  is  incapable  of  exact  definition ;  but  the  rule  is,  that 
no  trader  can  adopt  a  trade-mark  so  resembling  that  of  another  as 
that  ordinary  purchasers,  buying  with  ordinary  caution,  are  likely  to 
be  misled.  McLean  v.  Fleming,  6  Otto,  245.  Two  trade-marks  are 
substantially  the  same  in  legal  contemplation  if  the  resemblance  is 
such  as  to  deceive  ordinary  purchasers,  giving  such  attention  to  the 
same  as  such  purchasers  usually  give,  and  to  cause  them  to  purchase 
the  one  manufacture,  supposing  it  to  be  the  other.  Oorham  Co.  v. 
White,  14  Waa  528. 
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Belief  is  claimed  in  this  case  upon  the  special  grounds  set  forth 
in  the  bill  of  complaint.  They  are,  in  substance  and  effect,  as  fol- 
lows:— 

1.  That  the  corporation  complainants  for  a  long  time  have  been 
and  now  are  the  manufacturers  and  vendors  of  an  article  of  medi- 
cine called  and  known  as  "  Atwood's  Vegetable  Physical  Jaundice 
Bitters/'  taken  internally^  for  the  cure  of  jaundice  and  other  dis- 
eases ;  that  during  all  the  time  they  have  been  engaged  in  making 
and  selling  the  article,  it  has  lieen  put  up  and  sold  in  the  same 
manner,  and  with  the  same  trade^marks,  labels,  and  wrappers  affixed 
thereto,  in  glass  bottles,  with  twelve  panel-shaped  sides,  having  on 
five  of  the  sides  the  raised  words  and  letters,  ''At wood's  Genuine 
Physical  Jaimdice  Bitters,  Georgetown,  Mass.,"  blown  in  the  glass  on 
each  bottle,  each  bottle  containing  about  a  pint  of  the  medicine  in 
liquid  form,  labelled  with  a  light-yellow  printed  label,  pasted  on  the 
outside,  as  fully  set  forth  in  the  bill  of  complaint 

2.  That  the  said  medicine  was  first  invented  and  put  up  for  sale 
about  twenty-five  years  ago  by  one  Dr.  Moses  Atwood,  formerly  of 
Geoigetown,  Mass.,  by  whom,  his  assigns  and  successors,  the  same 
has  been  ever  since  made  and  sold  by  the  same  name,  in  the  same 
manner,  and  with  the  same  trade-marks  and  description. 

3.  That  the  complainants,  long  prior  to  the  alleged  infringement^ 
became  the  lawful,  sole,  and  exclusive  owners  of  the  formula  or 
recipe  for  making  said  medicine,  and  of  the  sole  and  exclusive  right 
to  use  said  name  or  designation  therefor,  together  with  aU  said 
trade-marks,  labels,  and  goodwill  of  the  business  of  making  and 
selling  said  medicine. 

4.  That  the  respondents,  prior  to  the  filing  of  the  bill  of  com- 
plaint, at  Portland,  and  at  divers  other  places  unknown  to  the 
complainants,  have  manufactured  and  sold,  and  are  still  manufactur- 
ing and  selling,  laige  quantities  of  medicine,  of  an  inferior  quality, 
in  imitation  of  the  article  manufactured  and  sold  by  the  complain- 
ants, and  without  their  consent. 

5.  That  during  all  that  time  the  respondents  have  made,  put  up, 
and  sold,  and  still  make,  put  up,  and  seU  their  said  imitation  and 
counterfeit  article  as  and  for  the  genuine  article  of  the  complain- 
ants, so  put  up,  marked,  and  labelled,  that  it  is  very  difficult  to  be 
distinguished  from  the  complainants'  genuine  articla 
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6.  Based  on  these  allegations,  the  complainants  pray  for  an  ao 
count  and  for  an  injunction,  restraining  the  respondents  from  afi&xing 
or  applying  to  any  article  of  medicine  manufactured,  sold,  shipped 
or  supplied  hy  them,  or  to  the  bottles  or  packages  in  which  the 
same  is  put  up,  the  complainants'  trade-mark  words,  to  wit,  "  At- 
wood's  Vegetable  Physical  Jaundice  Bitters,"  or  either  of  said 
words,  or  any  imitation  thereof. 

Service  was  made,  and  the  respondents  appeared  and  filed  an 
answer,  setting  up  several  defences  to  the  following  effect:  — 

1.  They  admit  that  complainants  purchased  all  the  right,  which 
the  parties  named  in  the  answer  owned,  to  prepare  the  Atwood  Bit- 
ters, but  they  deny  that  those  parties  held  or  possessed  the  exclu- 
sive right  to  manufacture  the  same,  or  any  exclusive  right  whatever 
to  the  same,  or  any  exclusive  right  to  any  trade-mark,  label,  or 
wrapper,  consisting  of  a  glass  bottle  with  panel-shaped  sides,  and 
with  the  raised  words  and  letters,  **Atwood's  Genuine  Physical 
Jaundice  Bitters,  Georgetown,  Mass.,"  blown  in  the  glass ;  nor  did 
they  possess  any  exclusive  right  to  the  preparation  of  the  medicine 
in  a  liquid  form,  or  to  the  light-yellow  printed  label  pasted  to  said 
bottle,  upon  which  were  the  words,  "  Atwood's  Vegetable  Physical 
Jaundice  Bitters."  Nor  did  they  possess  any  exclusive  right  to  the 
residue  of  what  is  printed  upon  the  label,  and  set  forth  in  the 
bill  of  complaint 

2.  That  the  twelve-panel  bottle,  the  yellow  label, the  words  "At- 
wood's Bitters,"  together  with  the  other  words  alleged  to  be  printed 
on  said  label,  were  in  public  and  common  use  by  a  large  number  of 
manufacturers. 

3.  That  the  complainants  did  not  purchase  and  do  not  now  own 
the  exclusive  right,  nor  the  entire  right,  to  said  bottle,  label,  and 
words,  or  either  of  them,  as  alleged,  because  their  said  assignors 
were  not  the  exclusive  proprietors  of  the  same,  and  therefore  conld 
not  sell  and  dispose  of  what  they  did  not  own. 

4.  They  deny  that  Moses  Atwood  first  invented  and  put  up  the 
said  medicine  for  sale,  and  allege  that  it  was  first  put  up  by  Moses 
F.  Atwood,  of  Georgetown,  Mass.,  in  connection  with  L  H.  Bate- 
man,  not  in  a  panelled  bottle,  but  in  a  smooth,  rouqd  bottle,  without 
panels  ;  that  the  round  bottle  used  by  Bateman  had  no  w(»rds  blown 
in  the  glass,  and  that  the  bottles  which  contained  words  blown  in 
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the  glass  were  rectangular  in  form  and  without  panels,  and  that 
Moses  Atwood  first  used  a  white  label  and  a  round  bottle  having 
no  panels  or  blown  letters. 

5.  That  Moses  F.  Atwood,  and  not  Moses  Atwood,  first  obtained 
the  formula  for  the  medicine  from  some  physician  to  these  respond- 
ents unknown,  and  prepared  the  same  according  to  the  formula, 
and  not  according  to  any  invention  of  himself  or  of  said  Moses  At- 
wood ;  and  that,  subsequently  thereto,  the  medicine  put  up  by  him 
and  Bateman  began  to  be  called  "  Atwood's  Bitters." 

6.  That  the  respondent  first  named,  in  May,  1861,  purchased  the 
recipe  for  the  medicine,  and  the  right  of  using  the  bottle  and  label, 
that  he  has  a  right  to  use  the  same,  and  that  no  person  has  ever 
pretended  to  interrupt  him  in  such  use  prior  to  the  present  suit. 

7.  That  L  F.  Atwood,  the  bi'other  of  Moses  Atwood,  also  had  a 
right  to  use  the  said  label  and  bottle,  and  that  ho  sold  such  a  right 
to  H.  H.  Hay,  of  Portland,  who  uses  the  same  on  the  bottles  con- 
taining the  medicine. 

8.  That  they  have  been  in  the  practice  of  preparing  the  medicine, 
under  the  recipe  bought  of  Moses  F.  Atwood,  for  the  period  of  four- 
teen years,  and  that  they  have  spent  lai^ge  sums  of  money  in  adver- 
tishig  the  medicine,  and  in  creating  a  market  for  the  same. 

Proofs  were  taken  on  both  sides,  and  the  evidence  is  voluminous 
and  somewhat  conflicting.  Any  discussion  of  the  legal  questions 
arising  in  the  case  would  not  be  of  much  advantage  until  the  facts 
are  ascertained,  which  will  be  best  accomplished  by  distinct  find- 
ings. 

Pursuant  to  that  view,  the  court  finds  as  follows :  — 
1.  That  Moses  Atwood,  Oeorgetown,  Mass.,  commenced  prepar- 
ing the  medicine  in  question  nearly  forty  years  ago ;  that  for  a  time 
the  formula  of  the  ingredients  was  a  secret,  and  that  he  soon  began 
to  designate  the  preparation  as  his  medicine  more  frequently  than 
otherwise,  designating  it  as  Moses  Atwood's  Bitters  or  as  Moses 
Atwood's  Jaundice  Bitters,  and  sometimes  as  Atwood's  Vegetable 
Jaundice  Bitters.  There  \a  no  direct  proof  that  he  ever  adopted 
any  distinct  trade-mark,  but  the  evidence  of  use  is  such  as  to  war- 
rant the  conclusion  that  he  considered  the  latter  designation  as 
representing  the  article  which  he  manufactured  and  put  up  for  sale. 
For  a  time  no  other  person  had  any  interest  in  the  business,  and 
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throughout  all  that  period  he  put  the  article  up  in  round,  smooth 
bottles  without  panels  or  raised  words  or  letters  of  any  kind. 
Others  subsequently  acquired  an  interest  in  the  business  with  hixn, 
among  whom  were  his  brother  and  L.  H.  Bateman,  and  the  person 
who  subsequently  joined  with  him  in  the  conveyance  to  Carter  and 
Dodge.  His  son^  Moses  F.  Atwood,  had  worked  with  him  and 
Bateman  at  Georgetown  in  preparing  the  medicine  under  the  recipe, 
and  knew  the  ingredients  of  which  it  was  compounded.  He,  the 
son,  went  to  work  with  Bateman  in  1860,  and  he  states  that  they 
used  a  fluted  bottle  containing  the  name  of  the  medicine  and  that  of 
his  father,  and  his  place  of  residence  blown  into  it. 

2.  That  large  rights  in  respect  to  the  business  remained  in  Moses 
Atwood,  notwithstanding  the  interest  in  the  same  acquired  by 
others ;  that  Jan.  1, 1848,  he  entered  into  a  written  contract  with 
Moses  Carter,  by  which  he  sold  to  the  latter  bills  against  local 
agents  in  many  places  in  Massachusetts,  Rhode  Island,  Connecticut 
and  New  York,  and  the  right  to  sell  the  medicine  in  those  places, 
uuder  the  terms  and  conditions  following :  that  he,  the  manufac- 
turer, should  not  sell  the  medicine  in  those  places  so  long  as  the 
other  party  supplied  customers  there;  that  he,  the  proprietor, 
agreed  to  make  the  bitters  during  ten  years  for  seventeen  doHars 
per  barrel,  to  be  delivered  in  the  State  where  the  same  were  made, 
three-quarters  of  the  money  to  be  advanced  by  the  other  contract- 
ing party. 

3.  Carter  and  Benjamin  S.  Dodge,  Feb.  2,  1862,  formed  a  co- 
partnership, which,  of  course,  consisted  of  two  parts;  but  they 
subsequently  took  into  the  firm  C.  L.  Carter,  and  by  interlineations 
made  the  articles  consist  of  three  parts.  They  formed  the  copart- 
nership for  making  and  vending  Atwood's  vegetable  medicines  and 
essences.  Enough  appears  to  afford  an  inference  that  a  prior  s^ree- 
ment  between  Moses  Carter  and  Dodge  of  the  one  part,  and  Moses 
Atwood  of  the  other,  had  been  made,  as  the  record  shows  that  At- 
wood and  Bingham  and  Carter  and  Dodge,  Sept.  29, 1852,  entered 
into  a  contract  to  settle  doubts  and  supply  omissions  in  the  sup- 
posed antecedent  agreement,  which  was  not  introduced  in  evidence. 

4.  By  the  contract  introduced,  Moses  Atwood  and  his  partner 
conveyed  to  Carter  &  Dodge  the  right  to  use  said  Atwood's  name 
on  the  labels  and  circulars,  and  to  manufacture  and  sell ''  Atwood's 
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y^etable  Jaundice  Bitters/'  and  certain  other  articles,  on  the 
ground  hereinafter  described,  and  not  to  sell  by  themselves  or  their 
agents  in  any  other  portion  of  the  world,  or  sell  to  others  to  sell, 
except  on  the  ground  hereinafter  described.  Massachusetts  is  named, 
with  numerous  excepted  towns  and  parts  of  towns.  Towns  and 
places  are  also  exce]9ted  from  New  York.  Seven  towns  are  also  ex- 
cepted from  New  Hampshire ;  and  all  of  the  State  of  Maine,  except 
the  towns  of  Kittery,  South  Berwick  and  Lebanon.  Other  excep- 
tions are  made  in  the  same  instrument^  not  necessary  to  be  noticed 
in  this  investigation.  Attempt  was  made  to  prove  by  parol  the 
prior  agreement  referred  to  in  the  contract,  and  with  that  view  re- 
ference was  made  in  furgument  to  the  cross-examination  of  Luther 
P.  Carter,  who  states  that  there  were  papers  executed  to  Carter 
&  Dodge,  giving  them  the  right  to  manufacture  the  bitters,  using 
Moses  Atwood's  name,  but  that  he  knew  nothing  about  the  botde. 
When  asked  if  those  papers  came  into  his  possession  he  answered 
that  he  didn't  know  that  they  ever  did.  He  was  then  asked,  "  If 
they  were  ever  in  your  hands,  to  whom  did  you  deliver  them?" 
and  his  answer  was, ''  If  they  were  ever  in  my  hands  I  delivered 
them  to  Eli  B.  Johnson,"  the  record  showing  that  the  person  named 
was  the  agent  of  the  complainants.  Taken  as  a  whole,  the  court  is 
of  the  opinion  that  the  evidence  was  not  sufficient  to  admit  parol 
testimony  of  the  contents  of  the  instrument,  nor  would  it  benefit 
the  complainants  if  the  rule  was  otherwise,  as  the  witness  states 
that  he  does  not  know  that  the  paper  or  papers  conveyed  any  thing 
more  to  Carter  &  Dodge  than  the  right  to  put  up  the  medicine  and 
use  Atwood's  name ;  nor  does  the  record  contain  any  evidence  tend- 
ing to  show  that  the  original  proprietor  ever  gaye  them  the  right  to 
seU  the  medicines  in  any  of  the  places  excepted  out  of  the  contract 
introduced  in  evidenca 

5.  That  parol  evidence  was  introduced,  tending  to  show  that  Car- 
ter &  Dodge  owned,  at  the  time  of  their  dissolution  of  copartner- 
ship, all  the  right  in  Atwood's  Bitters  to  manufacture  and  sell  the 
same,  except  what  Atwood  had  reserved ;  but  there  is  no  evidence 
that  he  ever  conveyed  to  them  any  right  to  put  up  or  sell  the  same 
in  the  places  reserved,  nor  is  there  any  evidence  tending  to  show 
how,  if  ever,  he  acquired  the  interest  in  the  same  at  one  time  held 
by  his  brother  and  Bateman. 
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6.  Suggestions  were  made  in  aigament  that  Moses  Atwood,  in  the 
year  1855,  conveyed  to  Carter  &  Dodge,  or  Carter,  Dodge,  &  Co.,  his 
entire  interest  in  the  business,  except  his  right  to  sell  the  medicine 
beyond  Illinois.  What  a  party  does  not  own  of  course  he  cannot 
sell,  and  that  is  a  sufficient  answer  to  the  proposition,  so  far  as  re- 
spects the  interests  which  had  become  vested  in  others ;  but  the 
supposed  sale  might  apply  to  some  of  the  excepted  places,  not  to  all, 
as  the  same  witness  admits  that  Carter  &  Dodge  did  not  own  what 
Mr.  Atwood  had  reserved,  but  he  says  that  he  once  saw  the  agree- 
ment last  referred  to,  and,  when  asked  if  he  had  made  search  for  it, 
stated  that  he  had  made  diligent  search  for  it  among  his  father's  old 
papers.  It  was  about  the  time  that  Carter,  Dodge,  &  Co.  brought 
the  suit  against  Bateman  that  he  saw  the  paper,  and  he  says  he  has 
not  seen  it  since  that  time.  According  to  his  statement  the  paper 
was  from  Moses  Atwood  to  Carter,  Dodge,  &  Co.  Carter  &  Dodge 
sued  Bateman  for  putting  up  and  selling  the  medicine  and  using 
the  trade-mark,  and  he  prevailed  in  the  suit ;  and  yet  no  search  was 
made  among  the  papers  of  Mr.  Dodge.  For  aught  that  appears  to 
the  contrary,  it  may  be  among  his  papers,  or  in  the  hands  of  the 
attorneys  in  that  suit,  or  in  the  files  of  the  clerk's  office. 

Two  objections  are  taken  to  the  evidence,  both  of  which  may  be 
sustained :  — 

First,  That  sufficient  search  is  not  shown  to  admit  it 

Second,  That,  if  it  is  admitted,  it  has  no  tendency  to  show  that  the 
conveyance  included  Maine,  or  any  other  of  the  excepted  places ; 
nor  does  it  appear  that  the  grantor  reacquired  the  interests  pre- 
viously vested  in  other  persons. 

Localities  almost  without  number  were  excepted  out  of  the  general 
grant,  and  the  uncontradicted  proof  is  that  the  original  proprietor 
made  reservations  in  favor  of  his  father,  Levi  Atwood,  and  his 
brother,  Levi  F.  Atwood,  of  Maine  and  part  of  New  Hampshire 

7.  Viewed  in  the  light  of  these  suggestions,  the  court  finds  that 
Carter  &  Dodge  never  acquired  the  right  to  put  up  and  sell  the 
medicine  in  Maine,  or  in  any  of  the  places  excepted  out  of  the  grant 
from  the  original  proprietor,  nor  did  they  ever  acquire  the  right 
or  title  to  any  of  the  same  reservations  in  favor  of  other  par- 
ties. Trade-marks  are  an  entirety,  and  are  incapable  of  exclusive 
use  at  different  places  by  more  than  one  independent  proprietor. 
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for  the  reason  that  the  party  seeking  redress,  in  order  to  establish 
an  exclusive  right  to  the  trade-mark,  must  show  that  he  had  an  ex- 
clusive right  in  the  commodity  to  which  it  is  attached.  Upton 
Trade-marks,  24 ;  Canham  v.  Jones,  2  Yes.  &  B.  218.  Throughout 
the  laigest  portion  of  the  period  since  1842,  Bateman,  or  his  son, 
who  succeeded  him,  put  up  and  sold  Atwood's  Bitters  in  the  same 
town  with  the  original  proprietor,  and  the  proofs  show  that  he  put 
the  medicine  up  in  half-pint  glass  bottles,  with  the  words,  "  At- 
wood's  Jaundice  Bitters,  Moses  Atwood,  Qeorgetown,  Mass.,"  blown 
upon  the  bottles ;  that  when  the  proprietor  removed,  in  1855,  he 
left  with  Bateman  his  original  recipe  for  the  manufacture  of  At- 
wood's  Bitters,  with  all  the  medicines  which  he  manufactured  and 
sold.  Little  or  nothing  was  made  in  the  business  during  the  life- 
time of  Bateman ;  and  when  he  died,  his  son  succeeded  to  and  con- 
tinued in  the  business  until  the  heirs  transferred  the  same  to  the 
complainants.  For  a  few  years.  Garter  &  Dodge  put  up  and  sold  the 
medicine,  in  accordance  with  the  course  pursued  by  the  original 
proprietor,  when  they  took  into  the  firm  the  son  of  the  senior  part- 
ner, C.  L.  Carter,  and  continued  to  transact  the  business,  under  the 
name  of  Carter,  Dodge,  &  Co.,  two  'or  three  years  longer.  When 
they  dissolved  and  Dodge  went  out,  the  new  firm,  called  Carter  & 
Son,  consisting  of  Moses  Carter  and  C.  L.  Carter,  took  control  of  the 
business,  and  they  continued  the  same  for  about  five  years.  Sub- 
sequently, another  son  of  the  senior  partner  joined  the  firm,  and 
they  continued  the  business  for  two  or  three  years  under  the  firm 
name  of  Carter  &  Sons.  Lastly,  the  father  and  the  elder  son  went 
out,  and  Luther  F.  Carter  took  the  firm  name  of  Carter  &  Son,  and 
continued  the  business  until  he  sold  to  the  complainants.  After 
Carter  &  Dodge  dissolved  in  1855,  Dodge  went  to  Sowley,  and  put 
up  and  sold  the  medicine  there  for  five  years,  using  the  Atwood  la- 
bels. On  the  4th  of  September,  1867,  he  sold  and  conveyed  the  right 
to  manufacture  and  sell  Atwood's  Bitters  to  William  B.  Dorman  for 
the  term  of  five  years  from  the  date  of  the  agreement,  with  the  right 
to  use  the  trade-marks  he  had  previously  used  in  the  sale  of  the 
same.  Before  that  period  expired,  the  same  party  sold  the  same 
right  to  Noyes&  Manning,  now  of  Mystic,  Conn.,  with  authority  to 
use  the  same  labela 

8.    'That  Carter  &  Son  had  two  kinds  of  labels  used  on  the  bot- 
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Ues  which  they  put  up  for  sale.  On  the  top  of  one  of  the  labels  the 
words  "  Cartel's  are  the  only  genuine  "  were  printed,  and  below  the 
directions,  the  words  ''Manufactured  by  M.  Garter  &  Son,  succes- 
sors to  Moses  Atwood,  Georgetown,  Mass.,"  were  also  printed.  At 
the  bottom  of  the  label  were  also  printed  the  words  **  Caution.  — 
Observe  that  our  name  is  blown  in  the  bottle  and  on  the  revenue 
stamp.  None  others  are  genuine."  The  label  also  bore  the  words 
"  Atwood's  Vegetable  Physical  Jaundice  Bitters."  Two  kinds  of 
bitters  were  put  up  at  their  place.  One  kind,  under  the  label  de- 
scribed, which  was  the  genuine  "  Atwood's  Vegetable  Physical  Jaun- 
dice Bitters,"  sold  in  the  market,  at  wholesale,  for  twenty-seven 
dollars  per  gross ;  the  other  kind  was  an  inferior  article,  an  imitar 
tion  of  the  genuine,  sold  in  the  market  at  fifteen  dollars  per  gross, 
bearing  the  genuine  original  label  of  Atwood's  Bitters,  with  the  *'  e  " 
left  out  in  the  word  "the"  preceding  the  words  United  States. 
Carter's  travelling  agents  never  sold  any  but  the  genuine  artide, 
the  imitation  being  disposed  of  by  Carter  alone.  In  most  instances 
the  two  kinds  were  retailed  at  the  same  price ;  but  when  both 
kinds  were  known,  the  genuine  brought  a  higher  prica 

9.  That  Bateman  had  the  original  recipe,  and  that  Moses  F.  At- 
wood,  the  son  of  the  original  proprietor,  when  in  the  employment 
of  Bateman  as  a  selling  agent,  sold  the  recipe  for  compounding  and 
preparing  the  Atwood  Bitters  in  the  State  of  Maine  to  Nathan 
Wood,  in  1861.  When  asked  whether  the  conveyance  was  in  writ- 
ing, he  said  it  was,  and  that  each  party  had  a  copy,  and  that  he 
sold  to  the  respondent  the  right  to  manufacture  the  bitters  and  sell 
the  same  in  the  State  of  Maine  and  elsewhera  Proof  that  the 
grantor  had  authority  from  the  actual  proprietor  to  execute  the  con- 
veyance is  not  shown  in  the  record ;  but  it  is  shown  that  the  pur- 
chaser, with  his  partner,  has  continued  to  prepare,  put  up,  and  sell 
the  medicine,  from  the  date  of  the  purchase  of  the  recipe  to  the 
date  of  the  bill  of  complaint,  without  hindrance  or  interruption,  with 
the  exception  of  the  two  instances  mentioned  in  the  second  answer, 
since  the  oiganization  of  the  complainant  corporation.  None  of  the 
grantors  of  the  complainants  ever  disputed  their  right  to  compound, 
put  up,  and  sell  the  bitters  in  question,  nor  is  there  any  evidence 
tending  to  show  that  the  bitters  which  they  sold  were  not  the  gen- 
uine Atwood  Bitters.    Their  grantor  possessed  the  genuine  recipe. 
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and  the  proofs  are  full  to  the  point  that  it  was  the  genuine  recipe 
which  he  sold  to  the  respondent,  Nathan  Wood.  Beyond  all  doubt 
the  respondent,  Nathan  Wood,  acquired  the  recipe,  which,  not  being 
the  subject  of  a  patent,  might  lawfully  be  used  by  any  one  who 
possessed  the  secret ;  and  it  is  equally  certain  that  he  supposed 
that  he  had  acquired  the  right  to  use  the  labels,  as  he  purchased 
the  right  to  use  the  same  of  the  son  of  the  original  proprietor,  and 
of  the  selling  agent  of  Bateman,  whose  title  to  put  up  the  medicine 
and  use  the  labels  was  subsequently  established  by  judicial  deter- 
mination. 

10.  Unlike  what  is  usual  in  controversies  respecting  trade-marks 
the  complainants  in  this  case,  instead  of  using  a  trade-mark  of  their 
own  adoption,  allege  and  attempt  to  prove  that  the  trade-mark  in 
question  was  adopted  by  the  original  proprietor  of  the  medicine, 
and  that  they  have  acquired  the  title  to  the  same  by  certain  mesne 
conveyances  set  forth  in  the  record,  and  the  court  finds  upon  that 
subject  as  follows :  — 

1.  That  they,  or  their  predecessors,  Jan.  1, 1875,  acquired,  by  as- 
signment, whatever  right  in  the  same  belonged  to  the  heirs  and 
representatives  of  L.  H.  Bateman. 

2.  Also,  March  18,  in  the  same  year,  whatever  right  belonged  to 
the  firm  of  Noyes  &  Manning. 

3.  Also,  March  30,  in  the  same  year,  whatever  right  belonged  to 
Benjamin  G.  Dodge. 

4  Also,  March  30,  in  the  same  year,  whatever  right  belonged  to 
William  B.  Dorman. 

5.  Also,  April  12  and  19,  in  the  same  year,  whatever  right  be* 
longed  to  the  Carters  in  the  said  trade-mark. 

None  of  these  instruments  of  conveyance,  however,  convey,  or 
profess  to  convey,  any  greater  rights  to  the  complainants  than  those 
which  were  previously  held  by  Carter  &  Dodge ;  and  it  is  clear  that 
Carter  &  Dodge  never  acquired  from  the  original  proprietor  any  right 
to  put  up  or  sell  the  medicine  in  Maine,  or  to  use  the  labels  of  the 
original  proprietor  in  that  State,  out  of  the  three  towns  specified  in 
the  written  agreement,  which  constitutes  the  evidence  of  their  title. 

Nothing  remains  to  be  done  in  the  case  of  much  importance,  ex- 
cept to  state  the  conclusions  of  law  and  fact  resulting  from  the 
findings  of  the  court :  — 
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1.  Examined  in  the  light  of  the  findings,  as  the  case  must  be,  it 
is  clear  to  a  demonstration  that  the  complainants  have  no  exclosiye 
right  to  put  up  and  sell  the  medidne,  nor  any  exclusive  right  or 
title  to  the  labels,  which  belonged  to  the  original  proprietor. 

2.  That  all  they  claim  in  respect  either  to  the  medicine  or  the 
labels  is  the  right  to  the  same  which  was  held  by  Garter  &  Dodge, 
who  never  possessed  the  right  to  put  up  the  medicine  or  to  use  the 
labels  in  any  part  of  Maine,  except  the  three  towns  named  in  the 
said  written  agreement. 

3.  That  the  rights  of  certain  of  the  assignors  of  the  complainants, 
if  any  they  ever  had,  were  forfeited  long  before  the  supposed  trans- 
fer  under  which  the  complainants  claim,  by  the  use  of  the  trade- 
mark as  a  means  of  misrepresentation  and  deception  to  the  public, 
by  putting  up  a  spurious  article,  and  using  the  genuine  trade-mark 
to  promote  the  sale  of  the  spurious  article.  Misrepresentation  and 
deceit  of  the  kind  divest  the  gxiilty  party  of  all  title  to  the  same, 
and  it  follows  that  a  party  who  has  forfeited  his  property  in 
the  same  cannot  convey  any  title  to  another.  Phalon  v.  Wright, 
Am.  Tr.  Gas.  311 ;  Same  Case,  5  Phil.  464 ;  Perrt/  v.  TnieJUt, 
6  Beav.  66 ;  Pidding  v.  JETow,  8  Sim.  477 ;  JETcbbs  v.  Francois, 
19  How.  Pr.  567 ;  Partridge  v.  Menck,  1  How.  App.  Gas.,  647 ; 
Fetridge  v.  WeOs,  4  Abb.  Pr.  144 ;  Flavdl  v.  Harrison,  19  Eng. 
L.  &  Eq.  15.  Equity  will  not  decree  for  an  account  of  past  gains 
and  profits  where  there  has  been  laches  in  bringing  the  suit 
and  long  acquiescence  in  the  use  of  the  trade-mark  by  others,  and 
especially  not  where  the  acquiescence  covers  a  period  of  fourteen 
years.  McLean  v.  Fleming,  6  Otto,  245 ;  Harrison  v.  Taylor,  11 
Jur.  N.  s.  408  ;  Moet  v.  Couston,  10  L.  T.  R  N.  s. ;  Fdelsten  v.  Edelsten, 
1  De  G.,  J.  &  S.  185  ;  Estcowrt  v.  Estcmrt,  1  L  R  10  Gh.  276. 

4.  That  the  assignors  of  the  complainants  forfeited  all  their  prop- 
erty, if  any,  in  the  trade-mark  belonging  to  the  original  proprietor, 
by  a  disregard,  among  themselves,  of  their  several  allotted  districts, 
after  the  grant  or  Uceuse  from  the  original  proprietor,  by  trespass- 
ing upon  each  other,  and  misuse  of  the  trade-mark. 

5.  That  the  grantees  or  licensees  of  the  original  proprietor,  and 
their  successors,  forfeited  the  right  to  the  original  trade-mark  of 
their  grantor  or  licensor  by  the  voluntary  relinquishment  of  the  bot- 
tle, label,  and  directions,  which  he  used  before  the  transfer,  and  by 
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the  adoption  of  new  and  different  labels,  &c.,  of  their  own  substitu- 
tion, one  or  more  of  whom  put  up  and  sold  a  spurious  article  of 
medicine  under  the  genuine  label,  and  used  a  different  label  of  his 
own  invention  on  bottles  containing  the  genuine  medicine.  Cases 
arise  where  the  title  is  complete,  when  a  party,  though  not  entitled 
to  a  decree  for  an  account,  may  still  be  entitled  to  a  decree  to  pre- 
vent future  infringements ;  but  the  difficulty  in  the  way  of  the 
complainants  in  this  case  is  incurable,  as  the  evidence  shows  tliat 
the  respondents  have  the  genuine  recipe,  which  is  not  protected  by 
any  patent,  and  the  complainants  have  not  any  exclusive  right  to 
the  use  of  the  label,  and  no  right  at  all  to  the  use  of  it  in  the  State 
of  Maine. 
Bill  of  complaint  dismissed,  with  costs. 
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Mabk  C.  Fbloh  v.  David  Hooper  and  Matilda  H.  Hooper. 

Hasten  baye  no  right  to  review,  reject,  or  disregard  the  decision,  order,  or  directions  of 

the  court,  contained  in  the  decretal  order  ander  which  they  are  appointed.     They  are 

boand  to  follow  all  snch  orders  and  directions. 
Courts  of  equity  may,  in  certain  cases,  give  the  parties  a  new  hearing,  but  nothing  of  that 

kind  will  be  allowed  in  a  hearing  on  exceptions  to  master's  report. 
Applications  for  a  review  at  law,  or  in  equity,  and  proceedings  upon  master's  report,  are 

altogether  different  proceedings. 

Hearing  upon  exceptions  to  master's  report  in  equity. 

A,  G,  Stinchfieldf  for  the  respondents. 

The  master's  functions  are  limited  by  the  decree,  and  it  was  no 
part  of  his  duty  to  go  into  the  investigations  as  to  the  fact  of  a 
tender,  or  its  sufficiency  to  stop  the  running  of  interest  upon  the 
bond.  This  question  was  not  referred  to  him.  We  are  entitled, 
by  the  terms  of  the  bond,  to  $1,650.00,  with  interest  at  the  rate  of 
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eight  per  cent  per  annum  after  October  15,  1873.  Of  this  the 
master  has  allowed  one  month  and  six  days  (p.  2),  and  from 
April  1  to  October  11  (p.  7),  and  no  more.  Chrdan  v.  Jlobart,  2 
Story,  243 ;  Lonsdale  v.  M(de8,  2  ClifiF.  538. 

At  the  bearing,  the  court  considered  this  question  of  tender  only 
as  it  bore  upon  the  question  of  granting  relief  from  the  forfeiture 
insisted  on  in  the  answers,  and  not  at  all,  as  the  master  supposed, 
in  its  relation  to  interest  Though  the  master  has  disallowed  in- 
terest, he  has  at  the  same  time  referred  to  the  court  the  question 
as  to  whether  a  tender  not  kept  good,  as  this  confessedly  was 
not,  can  defeat  the  interest  pajrable  by  the  express  terms  of  the 
contract. 

But,  if  authorized  to  go  into  the  investigation  of  the  sufficiency 
of  a  tender  to  stop  interest,  we  except  to  the  disallowance  upon  the 
facts  and  grounds  stated  in  the  report 

The  contract  is  a  special  one,  and  the  plaintiff  is  entitled  to  a 
conveyance  only  upon  the  express  condition  that  within  ninety 
days  from  date,  he  tender  the  amount  and  interest  after  sixty  days 
at  eight  per  cent,  wbich  the  master  finds  he  did  not  do.  By 
the  terms  of  the  bond,  the  tender,  to  be  effectual  to  stop  interest, 
should  have  been  made,  at  latest,  Nov.  14, 1873,  but  the  master 
finds  that,  as  matter  of  fact,  it  was  not  made  till  Nov.  21,  1873. 

It  is  well  settled  that  a  tender  after  the  day  is  ineffectual  as  a 
tender.  It  is  an  equitable  circumstance,  which  the  court  regarded 
upon  the  issue  submitted  by  the  bill  and  answer  in  granting 
relief  from  forfeiture  of  condition,  but  it  cannot  be  regarded  as 
sufBcient  to  stop  interest  payable  by  the  express  terms  of  the  con- 
tract. Merritt  v.  Lambert,  7  Paige,  Ch.  344 ;  Hume  v.  Peploe,  8 
East,  168;  Poole  v.  Tumbridge,  2  Mees.  &  W,  223 ;  Adams  v.  Cordis, 
8  Pick.  269. 

No  money  was  deposited  in  court,  and  the  master  finds,  as 
matter  of  fact,  that  the  identical  money  tendered  was  not  kept  on 
hand  at  all,  but  at  once  returned  to  the  person  of  whom  he  bor- 
^wed  it ;  that  no  money  at  aU  was  at  all  times  kept  ready  for 
the  defendants;  that  the  defendants  had  no  notice  that  any 
money  was  ready  for  them ;  that  on  the  21st  day  of  Nov.,  1873, 
when  the  allied  tender  was  made  to  David  Hooper,  the  title  to 
the  land  was  in  M.  H.  Hooper,  and  that  no  tender  was  made  to 
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her ;  that  the  plaintiff  ever,  after  the  execution  of  the  bond,  was 
in  possession  of  the  premises,  taking  the  rents  and  profits. 

Upon  such  a  state  of  facts  the  master  was  not  authorized  to  dis- 
allow interest,  which  is  expressly  a  part  of  the  contract,  and  not 
claimed  simply  as  damages  for  non-performance.  Before  it  can  so 
operate  it  must  be  made  duly  and  kept  good  ever  after.  It  is  not 
enough  that  the  money  is  kept  a  part  of  the  time  "  where  he  could 
get  it  on  short  notice "  whatever  that  means,  and  a  part  of  the 
time  in  his  business.  Adams  v.  Cordis,  8  Pick.  269;  Boosevdt 
V.  BulTs  Head  Banky  45  Barb.  579 ;  MerriU  v.  Lambert,  7  Paige, 
Ch.  344 ;  Clajlin  v.  Hawts,  8  Mass.  261 ;  Dockray  v.  Noble,  8  Me. 
285 ;  Reed  v.  Woodman,  17  Me.  46  ;  MarO^l  v.  Wing,  50  Me.  62 ; 
Sheridan  v.  Gavi,  2  Dall.  190 ;  Livingston  v.  Harrison,  2  K  D. 
Smith,  197. 

We  except  to  the  refusal  of  the  master  to  report  the  evidence 
upon  which  he  bases  his  conclusion,  that  the  plaintiff  at  any 
time  had,  after  the  alleged  tender,  the  money  where  he  could  get 
it  easily.  We  think  this  finding  more  favorable  to  the  plaintiff 
than  he  was  entitled  to,  or  the  evidence  would  warrant.  The  mas- 
ter is  not  the  ultimate  tribuiial  in  the  determination  of  questions 
of  law  and  fact  referred  to  him,  and  the  exception  is  well  taken. 
Oreen  v.  Bishop^  1  CUff.  195  ;  Foster  v.  Goddard,  1  BL  509. 

G.  W,  Park,  for  the  complainant. 

The  court  found  a  tender,  and  the  master  found  that  it  had  been 
kept  good.  Prior  to  April  1, 1877,  the  complainant  got  no  interest 
or  income  on  the  money,  and  after  this  date,  on  the  presumption  of 
profit  from  use,  the  master  charges  complainant  with  interest  on 
the  whole  amount.  This  should  have  been  only  on  the  balance 
due  respondents  after  deducting  costs  (no  exceptions  taken  by  us 
however).  After  a  tender  is  refused,  the  party  tendering  need  not 
give  notice  that  the  money  is  on  hand,  or  do  any  thing  whatever 
until  the  party  refusing  shall  call  for  the  money. 

The  receipt  of  "  the  rents  and  profits,  whatever  they  were,"  with- 
out evidence  of  value  or  amount,  does  not  show  that  any  thing  was 
in  fact  received. 

After  tendering  the  purchase-money,  complainant  was  the  equi- 
table owner  of  the  land,  and  as  such,  was  entitled  to  the  rents  and 
profits ;  and  if  he  received  no  interest  or  income  on  the  money 
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left  in  his  hands,  he  is  not  liable  to  pay  inteiest  Davis  v.  Parker, 
14  Allen,  94. 

And  if  he  received  interest  or  benefit  from  the  money,  he  is  only 
liable  for  so  much.    Davis  v.  Parker,  14  Allen,  94 

The  interest  referred  to  in  the  decree  was  that  given  by  the 
terms  of  the  contract  before  complainant's  ground  of  suit  accrued. 
(The  master  allowed  this  to  Nov.  21,  1873,  the  day  of  tender, 
but  it  should  have  stopped  Nov.  14,  when  Hooper  was  in  default 
in  performance  —  no  exception,  however,  by  us),  together  with 
such  interest  (if  any)  as  the  evidence  before  the  master  should 
show  that  the  complainant  had  subsequently  received  for  the 
money. 

The  court  having  found  that  Matilda  H.  Hooper  was  not  a  pur- 
chaser in  good  faith,  and  she  not  being  a  party  to  the  bond,  no 
tender  to  her  was  necessary. 

The  costs  in  the  State  court  were  lawfully  taxed  and  certified, 
in  pursuance  of  the  decree  in  this  cause.  The  complainant  could 
not  have  that  matter  specifically  adjudicated  by  the  State  court 
imless  the  respondents  appealed  from  the  clerk's  taxation,  which 
they  did  not  do.    Mass.  Gen.  Stats.,  ch.  156,  §§  22  et  seq. 

The  costs  taxed  for  this  court  are  the  usual  costs  allowed  by  law, 
and  of  the  usual  amount 

Clifford,  J.  Frequent  cases  arise  in  which  the  exceptions  to 
a  master's  report  require  some  reference  to  the  original  plead- 
ings and  proceedings,  in  order  that  the  alleged  errors  imputed 
to  the  master  may  be  fully  understood.  Enough  appears  in  the 
pleadings  and  proofs  to  show  that  the  suit  was  removed  from 
the  State  court  into  the  circuit  before  the  merits  of  the  controversy 
were  decided.  By  the  record  it  appears  that  the  respondents  ex- 
ecuted a  bond  to  the  complainant,  conditioned  for  the  conveyance 
to  the  complainant  of  certain  real  estate  by  a  deed  of  warranty, 
sufficient  to  vest  in  the  latter  a  good  and  clear  title  to  the  premises, 
free  and  clear  from  all  incumbrances,  upon  the  payment  to  the 
complainant  by  the  obligor  in  the  bond  of  eighteen  hundred  and 
fifty  dollars,  as  therein  specified  Controversy  arose  between  the 
parties,  and  the  complainant  instituted  the  present  suit  in  the 
State  court.  Service  was  made,  and  the  respondents  appeared  and 
demurred  to  the  bill  of  complaint    Hearing  was  had,  and  the 
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State  court  overruled  the  demurrer,  and  decided  that  the  premises . 
were  charged  with  an  implied  trust  in  favor  of  the  obligee  in  the 
bond,  it  appearing  that  he  had  paid  or  tendered  the  sum  stipulated 
to  be  paid,  and  had  entered  into  the  possession  of  the  land,  and 
mlule  improvements  by  the  permission  of  the  owner.  Felch  v. 
Hooper,  119  Mass.  52. 

Immediate  removal  of  the  cause  was  made  into  the  circuit  court, 
where  the  respondents  appeared  and  filed  an  answer.  Subsequent 
to  the  hearing,  the  circuit  court  entered  a  decree  that  the  stipula- 
tions of  the  bond  ought  to  be  specifically  performed  and  carried 
into  execution,  and  that  the  complain£tnt  is  entitled  to  have  a  good 
and  sufficient  conveyance  of  the  land,  and  that  the  respondents 
should  give  his  deed  of  the  same,  with  all  the  covenants  of  title 
usually  inserted  in  warranty  deeds  by  the  custom  and  practice  of 
the  State.  Appended  to  the  same  is  the  further  decree,  that  the 
cause  be  referred  to  John  G.  Stetson,  Esquire,  one  of  the  masters  of 
the  circuit  court,  to  inquire  and  report  what  amount  of  principal 
and  interest  is  due  and  payable  from  the  complainant  to  the  re- 
spondents, and  to  tax  the  plaintifiT  his  costs  of  suit  in  the  circuit 
court,  and  also  in  the  State  court  from  which  the  cause  was  re- 
moved. Directions  were  also  given  to  the  master,  in  the  decree,  as 
follows,  to  wit :  that  he,  the  master,  shall  deduct  the  amount  of  all 
such  costs  from  the  amount  due  in  respect  of  the  purchase-money 
of  the  land  described  in  the  bond,  and  the  further  decree  is,  that, 
upon  the  complainant's  paying  into  the  registry  of  the  court  the 
balance  of  the  purchase-money,  after  the  deduction  of  such  cost, 
the  respondents,  including  the  obligor  of  the  bond  and  his  mother, 
to  whom  he  had  conveyed  the  premises,  execute,  acknowledge,  and 
deliver  to  the  complainant,  such  deeds  of  conveyance  as,  in  the 
opinion  of  the  master,  shall  be  adequate  and  sufficient  to  vest  in 
him  a  clear  and  perfect  title  to  the  premises,  free  and  clear  fi-om 
incumbrances.  Inquiries  were  to  be  made  by  the  master,  and  the 
decree  directed  that  the  evidence  taken  for  the  trial  of  the  cause  in 
chief  might  be  used  before  the  master,  as  far  as  it  was  pertinent  to 
such  inquiries,  and  that  the  master  should  report  upon  the  matters 
referred  for  his  consideratioa 

Pursuant  to  the  decretal  order,  the  master  heard  the  parties,  and 
made  the  report  to  which  the  exceptions  under  consideration  are 
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addressed.    They  are  all  embraced  intone  general  statement,  which, 
for  convenience,  is  divided  into  propositions  as  follows  :^- 

1.  To  the  refusal  of  the  master  to  report  the  evidence  or  make 
findings  of  fact,  as  requested. 

2.  To  the  master's  refusal  to  allow  interest  on  the  bond,  accord- 
ing to  its  terms  and  conditions,  as  required  by  the  decree. 

3.  To  his  refusal  to  find  and  determine,  as  matters  of  law,  that 
the  alleged  tender  had  not  been  kept  good  by  the  complainant 

4  To  the  allowance  of  the  costs  taxed  in  the  State  court 

5.  To  the  amount  of  costs,  and  to  the  charge  of  the  master  for 
his  services. 

Masters  have  no  right  to  review,  reject,  or  disregard  the  decision, 
order,  or  directions  of  the  court  contained  in  the  decretal  order 
under  which  they  are  appointed.  Instead  of  that  they  are  bound 
to  obey,  foUow,  and  carry  into  efiTect  aU  such  decisions,  orders,  and 
directions.  Apply  that  rule  to  the  case  before  the  court,  and  it 
disposes  of  most  of  the  questions  raised  by  the  exceptions.  Courts 
of  equity,  in  certain  cases,  may  give  the  parties  a  new  hearing,  but 
nothing  of  the  kind  will  be  allowed  in  the  hearing  of  exceptions  to 
a  master's  report.  Applications  for  review  in  law  or  in  equity, 
and  hearings  upon  exceptions  to  a  master's  report,  are  altogether 
different  proceedings,  and  cannot  be  blended  either  in  argument  or 
decision.  Argument  to  support  the  two  preceding  propositions  is 
quite  unnecessary,  as  their  correctness  is  self-evident,  and  they  are 
sufficient  to  show  that  it  was  the  duty  of  the  master  to  follow  and 
obey  the  directions  of  the  decretal  order.  All  the  exceptions  not 
covered  by  the  foregoing  propositions  have  been  carefully  examined, 
and  are  hereby  overruled  upon  the  ground  that  the  rulings  and 
decisions  of  the  master  are  correct,  including  the  charge  for  his 
services  which  is  deemed  to  be  just  and  reasonable. 

Decree  for  the  complainant,  that  the  exceptions  to  the  master^s 
report  are  overruled,  and  that  the  report  of  the  master  be,  and  the 
same  is,  hereby  confirmed. 
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The  American  Whip  Company  v.  Hezekiah  Lombard. 

Patent  No.  58,003,  to  L.  Hull,  for  gavge^lathe,  and  reiasne  of  same,  No.  7,263,  constraed 
and  sofltained.  It  is  now  well  settled  that  the  patentee  or  owner  of  a  patent  for  a  com- 
bination is  as  much  entitled  to  equivalents  as  the  patentee  or  owner  of  any  other  class 
of  inventions.  By  an  equivalent,  in  anch  a  case,  it  is  meant  that  the  element  or  ingre- 
dient substituted  for  the  one  Withdrawn  performs  the  same  function  as  the  other,  and 
that  it  was  well  known  at  the  date  of  the  patent  in  question  as  a  proper  substitute  for 
the  one  omitted  in  the  patented  combination. 

The  invention,  consisting  chiefly  in  the  combination,  in  a  machine  for  shaping  whip-stocks, 
of  a  holding  and  feeding  mechanism,  with  revolving  cutters  having  their  axis  of  rotation 
at  right  angles,  or  nearly  so,  to  the  axis  of  the  stocks,  and  of  guides  for  directing  and 
controlling  the  action  of  the  cutters,  as  described  in  the  specification  and  shown  in  the 
drawings,  is  infringed  by  a  machine  in  which  numerous  blades  are  subsiituted  for  the 
burrs  of  the  patentee,  and  where  a  formal  change  merely  is  made  in  the  clamping  and 
advancing  mechanism  by  combining  the  two  in  one  apparatus  instead  of  performing  the 
operation  by  two  separate  devices.  ^ 

Bill  in  equity  upon  the  alleged  infringement  of  reissued  letters- 
patent  No.  7,262,  dated  Aug.  15, 1876,  to.  the  complainant,  as  as- 
signee of  Liverus  Hull,  for  improvement  in  gauge  lathes. 

The  original  patent  was  No.  55,003,  and  was  dated  March  6, 1866. 

Oillett  &  Stevens  and  8.  J,  Gordon  for  the  complainant. 

Brief  of  S,  J.  Gordon, 

The  view  the  complainants  take  of  this  invention  and  patent 
is,  that  inasmuch  as,  according  to  the  state  of  the  art,  this  in- 
vention was  the  first  of  its  kind,  which  is  not  controverted,  to 
embody  successfully  any  holding,  guiding,  and  reducing  devices  to 
round  whip-stocks,  Hull's  patent  covers  all  holding,  guiding,  and 
reducing  devices,  acting  together  substantially  as  his  devices  act 
together,  and  efifecting  the  same  result 

Or,  in  other  words,  that  under  a  patent  holding  such  a  place  in 
the  art  to  which  it  belongs,  it  is  of  no  manner  of  importance 
whether  the  clamping  devices  to  hold  the  whip-stock  are  of  one 
form  or  another,  so  long  as  the  stock  is  held ;  or  whether  the  ad- 
vancing and  rotating  devices  are  of  one  or  another  description,  so 
long  as  they  do  advance  and  rotate  the  whip-stock ;  or  whether 
the  guides  are  of  the  same  pattern  or  not,  so  long  as  they  do  guide 
and  present  the  whip-stock  properly  to  the  cutters ;  or  whether 
the  cutters  are  burrs  or  blades  or  files,  especially  if  they  act  alike, 
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to  scrape  "  off  fine  particles  of  rattan  and  whalebone/'  for  it  most 
be  remembered  it  will  not  do  to  shave  or  whittle  whalebone  when 
advanced  and  rotated  simultaneously  in  a  machine.  Mr.  Hull 
says :  "  I  have  tried  it  many  times  and  seen  it  tried  by  others,  but 
in  every  case  it  was  a  total  failure  to  accomplish  any  good  result." 

Upon  examining  the  Lombard  or  defendant's  machine,  it  is 
found,  and  the  testimony  of  all  the  experts  and  parties  is  in 
substantial  accord  on  this  point,  that  it  contains  and  is  dependent 
for  its  success  upon  its  clamping  or  whip-stock-holding  devices,  its 
advancing  and  rotating  devices,  its  guiding  and  reducing  devices. 
Those  effects  have  all  to  be  produced  by  his  mechanism  to  get  the 
desired  result,  just  as  Mr.  Hull  had  to  produce  them  by  his  mech- 
anism,—  no  more  and  no  less. 

Mr.  Lombard  knew  all  about  Hull's  machine,  was  familiar  with 
it,  as  was  every  one  engaged  in  whip-manufacture  in  Westfield  for 
the  last  eight  years.  He  was  alive  to  the  manufacturing  advan- 
tages which  the  old  and  leading  company  in  that  business  had  long 
possessed  by  using  Hull's  patented  invention.  If  a  rival  machine 
could  be  built  that  did  not  interfere  with  the  Hull  patent,  it  would 
place  other  companies  on  a  par  with  the  complainants,  and  be  likely 
to  bring  a  handsome  return  to  its  ingenious  constructor. 

As  before  said,  Lombard  had  to  take  the  precise  steps  of  holding, 
presenting,  advancing,  revolving,  and  reducing,  that  Hull  had 
taken.  His  problem  was  to  take  them,  if  possible,  by  different 
mechanical  devices  —  by  equivalent  devices  —  getting  as  far  away 
from  Hull  as  he  could,  but  producing  the  same  effects. 

How  does  he  do  it  ?  What  differences  of  construction  has  his 
ingenuity  been  able  to  devise  ? 

He  must  rotate  his  cutters ;  he  must  use  two  cutters  set  as  Hull's 
are ;  he  must  have  guides ;  he  must  advance  the  whip-stock ;  he 
must  rotate  the  whip-stock ;  he  must  clamp  or  hold  the  whip- 
stock  to  advance,  rotate,  and  present  it  to  the  action  of  the  cutters. 

It  is  all  summed  up  in  this :  He  makes  changes  in  two  of  those 
necessary  devices,  —  the  cutters  and  the  clamps. 

Instead  of  burrs  to  scrape  off  the  enamel  of  the  rattan  and  the 
whalebone,  he  uses  one  hundred  and  twenty  blades  that  act  as 
burrs  to  scrape  it  off,  the  same  things  Hull  used  before  he  adopted 
burrs,  and  discarded  as  inferior.    It  is  not  necessary  to  enlaige 
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upon  that.  The  work  and  finish  of  the  blades  are  coairser  and  less 
perfect.  They  are  a  mere  evasion  —  the  substitution  of  one  com- 
mon and  well-known  wood-working  implement  for  another.  The 
refuse,  made  by  Hull's  burrs  and  Lombard's  one  hundred  and 
twenty  blades,  is  hardly  distinguishable. 

Far  more  cunning  was  the  evasion  of  the  clamping  and  advance 
ing  mechanisms  by  combining  them  in  one ;  by  making  the  rotat- 
ing clamps  also  advance  the  stock  —  that  is,  making  the  clamps 
carry  along  the  stock.  One  device  is  made  to  do  two  things, 
instead  of  having  the  twp  things  done  by  separate  instruments. 
Hull  clamps  his  stock  to  a  carriage,  and  moves  the  carriage.  Lom- 
bard makes  the  clamps  also  serve  as  the  propelling  instrumen- 

■ 

taUty. 

The  fallacy  of  thinking  a  beneficent  patent  can  be  so  escaped  is 
here;  not  in  knowing  or  not  remembering  what  an  invention  is.  It 
is  not  the  precise,  particular,  defined  mechanical  instrumentalities 
that  co-act  in  the  result,  for  they  may  be  embodied  in  a  hundred 
forms ;  but  it  is  the  grand  idea,  the  underlying  principle,  in  obedi-* 
ence  to  which  the  mechanical  instrumentalities  act.  Mr.  Hull's  in- 
vention was  not  conical  burrs,  or  travelling  carriage,  or  confining 
clamps,  or  revolving  gears.  But  it  was  the  comprehension  of  the 
steps  to  be  taken  to  round  a  whip-stock  by  machinery ;  conceiving 
the  plan  to  take  mechanically  those  steps,  one  by  one,  or  together, 
as  necessity  demanded.  When  those  had  been  conceived  and  com- 
pletely projected  in  his  mind,  the  invention  was  made ;  and  no 
matter  in  what  form  it  was  reduced  to  practice,  no  matter  which  of 
the  various  mechanical  means,  familiar  to  the  craft,  his  taste  or 
experiments  led  him  to  select  in  embodying  his  invention,  it  would 
not  change  it 

-  It  is  just  as  much  within  the  broad  plan  or  principle  upon  which 
the  machine  is  constructed,  whether  the  whip-stock  to  be  operated 
upon  is  fixed  between  two  points,  and  then  the  points  progressed, 
while  the  stock  is  revolved  and  its  surface  regularly  reduced,  or 
whether  the  stock,  after  being  fixed  between  the  points,  is  pushed 
along  over  them,  or  by  them,  while  it  is  revolved,  and  its  surface 
reduced. 

Both  alike  present  it  fitly  to  the  reducing  mechanism  —  which 
is  the  great  thing  to  be  done,  the  consummation  of  the  details. 

VOL.  IT.  83 
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If  Mr.  Hull  occupied  Lombard's  place  in  the  art^  and  was  a  mere 
alleged  improver  on  prior  patentees,  it  would  be  difiTeient  Then 
he  would  be  held  to  his  devices ;  for  the  whole  scope  of  his  inven* 
tion  would  be  found  in  his  devices. 

But  Mr.  Hull  was  the  founder  of  the  art  of  rounding  whip-stocks 
by  machinery,  as  Elias  Howe,  Jr.,  was  of  sewing  by  machinery,  be- 
tween whose  case  and  that  of  Mr.  Hull's  there  is  a  striking  par- 
allelism. 

Both  had  an  old,  abandoned,  worthless,  impracticable  machine, 
or  attempt  at  a  machine,  made  before  they  began,  set  up  by  in- 
fringers to  rob  them  of  the  honor  and  profit  of  their  achievementa 

Both  required  holding  mechanism,  advancing  mechanisms,  and 
mechanisms  to  operate  upon  fabrics,  and  in  both  cases  those 
operations  were  the  all-essential,  the  vital,  salient  features  of  the 
inventions. 

Both  clamped  the  fabrics  to  be  operated  upon  to  a  carriage,  and 
then  propelled  that  carnage. 

The  successors  of  Howe  liberated  the  fabric  from  the  carriage, 
and  made  the  clamps  feed  the  fabric. 

The  successor  of  Hull  has  done  just  that  —  liberated  the  whip- 
stock  from  the  carriage,  and  made  the  clamps  feed  it  along. 

But  there  was  a  vast  difference  in  the  results  of  the  changes 
made  by  their  respective  successors. 

The  improvers  upon  Howe  put  his  invention  into  almost  every 
house  on  the  face  of  the  globe. 

The  improver  upon  Hull  has  not  practically  advanced  the  art 
at  alL 

The  followers  of  Mr.  Howe  fought  desperately  to  escape  his 
patent  upon  just  that  ground,  that  they  did  not  hold  and  carry  as 
he  did.  But  court  after  court,  beginning  here,  said  No,  gentlemen, 
that  will  not  do ;  you  clamp  and  carry,  and  you  must  clamp  and 
carry,  or  you  can  never  make  a  seajn ;  and,  therefore,  you  are 
within  the  sweep  of  the  great  principle  he  conceived  and  worked 
out.  Tour  pieces  of  metal  may  be  different  from  his,  but,  mea- 
sured by  what  they  do,  their  purpose  and  aim,  and  they  are  em- 
braced by  his  discoveiy,  because  without  some  mechanical  devices 
to  perform  these  functions,  nothing  can  be  accompUshed ;  and  the 
first  organizer  of  a  machine  to  do  what  machinery  never  did  before 
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covers  all  mechanical  devices  and  equivalents  that  take  his  steps 
to  his  result 

Hezekiah  Lomhardy  respondent^  pro  ». 

The  bill  is  brought  upon  reissued  patent^  granted  to  the  com- 
plainants as  assignees  of  liverus  Hull,  for  a  new  and  useful  ma- 
chine for  dressing  whip  handles  or  stocks,  alleging  an  infringement 
of  the  same  by  the  defendant,  and  praying  an  injunction  and  an 
account  of  damages. 

The  answer  denies  any  infringement  of  said  patent,  and  alleges 
that  said  Liverus  Hull  was  not  the  inventor  of  tiie  improvement  in 
gauge  lathes  described  and  claimed  in  said  letters-patent,  and  that 
the  allied  invention  of  said  Hull  was  known  and  used  by  John  0. 
Griffin,  James  P.  Whipple,  and  others,  before  the  -time  of  the  al- 
lied invention  of  said  HuU.  ' 

The  complainants  produce  John  Boyd  Eliot^  a  mechanical  expert, 
who  affirms  that  the  first  two  claims  only  of  their  patent  are  in- 
fringed by  the  defendant 

A  model  of  a  machine  is  introduced  by  the  defendant,  which 
John  O.  Griffin  and  James  P.  Whipple  affirm  to  be  a  correct  repre- 
9entation  of  a  machine  made  and  used  by  them  previous  to  1860, 
six  or  eight  years  before  the  invention  of  Liverus  HulL  Said  ma- 
chine does  not  contain  all  the  devices  of  the  HuU  machine,  but 
contains  all  the  devices  referred  to  in  the  first  two  claims  of  the 
complainants'  patent  and  substantially  in  the  same  combination. 

The  evidence  shows  that  the  clamps  in  the  Sacket  machine  are 
substantially  the  same  and  combined  the  same,  with  the  same  de- 
vice and  for  the  same  purpose  as  in  the  Hull  machines. 

That  the  guides  for  holding  the  stock  are  substantially  the  same, 
and  for  the  same  purpose,  and  in  the  same  combination  with  cut- 
ters and  clamps  as  in  the  Hull  machine. 

That  the  cutters  are  substantially  the  same  and  in  the  same  com- 
bination with  the  same  devices  as  in  the  Hull  machina 

And  the  evidence  shows  that  there  are  no  clamps  in  the  ma^ 
chines  used  by  the  defendant  substantially  like  the  clamps  described 
in  the  complainants'  patent,  and  claimed  in  the  first  and  second 
claims  thereof,  nor  no  clamps  whatever. 

And  the  evidence  frirther  shows  that  the  clamps  in  the  complain- 
ants' patent  are  only  fastenings  to  hold  the  whip  to  the  rotating 
mandrels,  and  have  no  other  office  or  use. 
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The  evidence  shows  farther  that  the  feed  rollers  in  the  machines 
used  by  the  defendant  perform  the  office  of  rotating  the  whips  and 
carrying  it  in  the  direction  of  its  length  without  any  carriage  and 
without  moving  with  the  whip.  That  they  do  not  operate  as 
clamps.  That  they  are  not  adjustable  for  the  same  purpose  as  the 
clamps  in  the  complainants'  patent.  That  they  are  not  adjustable 
at  alL  That  the  feed  rolls  have  no  function  whatever  that  the 
clamps  have.  That  there  are  no  cutters  in  defendant's  machine 
whose  axis  of  rotation  is  at  right  angles  to  the  stock,  or  substan- 
tially so,  nor  that  have  substantially  the  same  action  on  the  stock, 
or  perform  substantially  the  same  office  in  dressing  the  stock  as 
the  cutters  do  and  are  claimed  to  do  and  have  in  the  complainants' 
patent  That  there  are  no  guides  in  the  defendant's  machine  for 
firmly  holding  the  stock  in  one  position  relative  to  its  axis  whilst 
being  dressed  by  the  cutters,  nor  for  any  other  purpose  for  which 
the  guides  in  the  complainants'  patent  are  specified  to  be  used  for. 

That  the  evidence  further  shows  that  there  are  no  guides  needed 
in  the  defendant's  machine  for  the  same  purpose  as  described  in 
the  complainants'  patent ;  that  the  guides  used  in  the  defendant's 
machines  are  for  another  and  difTerent  purpose  and  have  differenti 
functions  from  those  used  in  the  complainants'  patent 

That  the  state  of  the  art  at  the  time  of  the  said  invention,  was 
such  that  the  patentee  is  not  entitled  to  the  principle. 

That  the  complainants'  patent  is  for  a  combination. 

GiiiFFOBD,  J.  Power  to  grant  letters-patent  is  conferred  by  an 
Act  of  Congress,  and  when  that  power  has  been  lawfully  exercised 
and  a  patent'  has  been  duly  granted,  it  is  of  itself  primd  facie  evi* 
dence  that  the  patentee  is  the  original  and  first  inventor  of  that  which 
is  therein  described  and  secured  to  him  as  his  invention.  Defective 
patents  may  in  certain  cases  be  surrendered  and  reissued  for  the 
same  invention  in  a  corrected  form,  and  when  that  is  done  in  con« 
formity  with  the  requirements  of  law,  the  same  primd  facie  pre* 
sumption  arises  in  favor  of  the  patentee  as  that  which  arose  in  his 
favor  from  the  original  patent  before  it  was  surrendered.  Sufficient 
appears  to  show  that  the  assignor  of  the  complainants  became  and 
was  the  inventor  of  a  new  and  useful  improvement  in  gauge  lathes, 
and  that  letters-patent  were  granted  to  him,  as  such  inventor,  for 
the  same ;  that  the  patentee,  for  due  cause  shown,  surrendered  the 
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original  patent,  and  that  a  new  patent,  with  an  amended  specifica- 
tion, was  subsequently  issued  to  the  complainants  for  the  same  in- 
vention, which  is  the  subject  of  the  present  controversy.  Service 
was  made,  and  the  respondent  appeared  and  filed  an  answer.  Such 
defences  only  as  were  pressed  at  the  argument  will  be  noticed,  of 
which  the  following  are  the  most  material :  — 

1.  That  the  assignor  of  the  complainants  was  not  the  original 
and  first  inventor  of  the  patented  improvement 

2.  That  the  charge  of  infringement  is  not  proved,  that  the  re- 
spondent never  made,  used,  or  sold  .the  patented  improvement,  and 
never  in  any  way  infringed  the  rights  of  the  complainants  under 
their  patent 

Applicants  for  a  patent  are  ]:equired  by  the  Patent  Act  to  give  a 
short  title  or  description  of  the  invention  or  discovery,  correctly 
indicating  its  nature  and  design,  and  pursuant  to  that  requirement 
the  original  patentee  stated  in  the  specification  that  he  had  in- 
vented a  new  and  useful  machine  for  dressing  whip-handles  or 
stocks,  or  other  articles  of  a  like  nature,  adding  thereto  that  the 
object  of  his  invention  was  to  properly  round  and  shape  the  han- 
dles or  stocks  of  whips,  and  other  articles  of  like  character. 

Important  explanations  are  superadded  substantially  as  follows  : 
that  to  accomplish  the  work  correctly,  the  stock  must  travel  longi- 
tudinally towards  the  cutting  devices,  or  vice  versd,  in  order  that 
the  material  removed  from  the  stock  may  be  stripped  or  cut 
lengthwise  of  the  same  instead  of  around  it,  or  transversely,  so  that 
the  surface  of  the  stock  will  be  left  smooth ;  and  he  adds  that  the 
proper  form  or  shape  must  be  given  to  the  stock  at  the  same  time 
that  its  surface  is  being  finished,  and  consequently  that  the  cutting 
apparatus  must  be  controlled  by  a  guide  corresponding  to  the  taper 
or  form  of  the  stock  or  handle  of  the  whip.  Preceding,  as  those 
explanations  do,  the  statement  of  the  claims  of  the  patentee,  they 
show  in  concise  terms  the  true  nature  and  character  of  the  organ- 
ized machine,  and  it  is  obvious  that  he  intended  by  those  explana- 
tions to  illustrate  in  a  general  way  the  mode  of  operation  by  which 
the  several  devices,  when  combined,  will  accomplish  the  described 
new  and  useful  result 

Strong  support  to  that  proposition  is  found  in  the  paragraph 
which  follows  those  explanations,  in  which  the  patentee  states  that 
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the  invention  consists  chiefly  in  the  combination  of  a  holding  and 
feeding  meohanism,  and  leyolving  cutters  having  their  axis  of  rota- 
tion at  right  angles^  or  nearly  so,  to  the  axis  of  the  stock,  meaning 
the  whip-handle  to  be  rounded  and  shaped,  and  the  described  guides 
for  controlling  the  action  of  the  cutters,  meaning  the  described 
cutting  apparatus  of  the  machine,  as  fully  explained  in  the  specifi- 
cation and  drawings.  Machines  of  the  kind  must  of  course  have 
a  frame  of  a  suitable  form  to  support  the  other  parts  c^  the  ma- 
chine, as  shown  in  the  drawings.  The  machine  in  this  case  has  a 
carriage  mounted  upon  the  frame,  the  carriage  being  arranged  to 
travel  on  guides  or  rails,  for  the  purpose  of  giving  a  longitudinal 
motion  to  the  stock.  Standards  are  also  mounted  upon  the  car- 
riage for  supporting  the  mandrels  which  hold  the  stock  in  proper 
position  to  be  guided  to  the  cutters. 

Devices  of  the  kind  for  holding  the  stock  are  indispensable,  and 
the  specification  shows  that  they  are  rotated  by  suitable  gearing  in 
such  a  manner  as  to  keep  the  stock  constantly  revolving  while  it  is 
under  the  action  of  the  cutting  appajratus.  Means  of  attaching  the 
stock  to  the  mandrels  are  also  shown,  which  is  accomplished  by 
clasping  each  end  between  a  pair  of  levers,  pivoted  on  a  device 
called  a  head,  mounted  on  the  inner  ends  of  the  mandrels,  which 
serves  as  a  fulcrum  to  the  levers  and  also  causes  them  to  revolva 
Between  the  outer  end  of  each  pair  of  the  levers  there  is  arranged  a 
cone,  which  can  be  longitudinally  adjusted  by  a  screw  formed  on 
the  mandrels  in  a  way  to  spread  or  release  the  outer  ends  of  the 
levers,  so  as  to  dose  or  open  their  ixmer  ends»  between  which  the 
opposite  ends  of  the  stock  are  held  in  proper  position  to  the  cut- 
ters. Suffice  it  to  say,  without  entering  further  into  the  details, 
that  every  elem^it  of  the  machine,  and  its  mode  of  operation,  is 
given  in  the  specification,  confirming  the  remarks  previously  made, 
that  the  invention  consists  in  the  combination  of  the  described 
mechanism  for  rounding  and  shaping  stocks  or  handles  for  whips, 
or  other  articles  of  a  like  nature,  including  the  described  holding 
and  feeding  mechanism,  together  with  the  cutting  apparatus^  hav- 
ing its  axis  of  rotation  at  right  angles,  or  nearly  so,  to  the  axis  of 
the  stock,  with  the  described  guides  for  controlling  and  r^[ulating 
the  action  of  the  cutters  with  their  entire  apparatus,  as  shown 
in  the  specification  and  drawings. 
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Five  claims  are  annexed  to  the  specification,  the  first  two  of 
which  only  will  be  reproduced,  as  it  is  not  now  claimed  that  the 
othw  three  have  been  infringed : — 

1.  The  combination,  in  a  machine  for  shaping  whip-stocks,  of 
two  rotating  and  adjustable  clamps  for  holding  the  whip-stock, 
with  revolving  cutters,  whose  axis  of  rotation  Ib  at  right  angles 
to  the  axis  of  the  stock,  substantially  as  described  for  the  object 
set  forth. 

2.  The  combination,  in  a  machine  for  shaping  whip-stocks,  of 
revolving  cutters,  the  adjustable  and  rotating  clamps  for  holding 
and  revolving  whip*stocks,  and  the  guides  through  which  the  stock 
is  passed  for  firmly  holding  the  stock  while  being  dressed  by  the 
cutters  as  described. 

Whip-handles  ot  stocks  are  constructed  in  the  rough  before  they 
are  in  a  suitable  condition  to  be  dressed  and  smoothed,  or  rounded 
and  shaped,  by  the  machine  described  in  the  complainants'  patent^ 
which  is  true,  also,  of  the  whip-stocks  manufactured  by  the  re* 
spondent 

Undressed  whip-stocks  of  the  kind  in  controversy  are  described 
by  the  respondent  as  composed  of  eleven  pieces,  as  follows :  — 

1.  A  middle  piece  of  wood,  or  rattan,  called  a  wedge,  to  which 
is  attached  a  spike  at  one  end  and  a  piece  of  whalebone  at  the 
other. 

2.  On  this  central  core,  or  wedge,  are  laid  four  other  pieces  of 
rattan  called  sidings,  which  are  half  round,  with  one  edge  planed 
off  so  as  to  allow  them  to  fit  the  wedge  or  centre  piece. 

3.  Then  there  are  four  other  pieces  of  rattan  called  chinks, 
shaped  so  as  to  fit  the  pieces  of  siding,  to  fill  up  the  crevices 
between  the  siding  piec^,  and  make  the  handle  large  enough  for  a 
whip-stock. 

4.  All  these  pieces  being  thus  prepared,  they  are  then  glued  or 
cemented  together  before  the  stock  is  in  a  suitable  condition  to  be 
dressed  and  finished  in  the  machine. 

Stocks  of  the  kind  are  composed  of  rattan,  whalebone,  and  glue, 
besides  the  spike  at  butt-end.  When  constructed  in  the  rough 
they  are  not  fit  for  the  market. 

Four  things  are  required  of  the  machine  in  order  to  dress  the 
rough  stock,  and  make  it  salable  as  a  finished  article :  — 
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1.  It  must  have  means  for  holding  the  stock  during  the  opera- 
tion of  dressing  the  article. 

2.  It  must  have  means  of  advancing  and  rotating  the  article  at 
the  same  time. 

3.  Means  of  guiding  the  rough  article  must  be  famished,  so  as 
to  preserve  its  shape  during  the  operation. 

4.  It  must  have  a  cutting  apparatus,  to  reduce  the  dicum- 
ference  of  the  rough  article  from  butt  to  tip,  as  it  is  advanced 
and  rotated. 

By  referring  to  the  specification,  it  appears  that  the  patentee 
adopted  for  holding  devices  two  standards,  to  support  two  man- 
drels having  a  pair  of  levers  which  clasp  each  end  of  the  whip- 
stock.  Having  devised  means  to  hold  the  article,  his  next  step 
was  to  provide  an  apparatus  to  advance  the  stock  and  cause  it  to 
rotate  at  the  same  time,  which  he  accomplishes  by  a  carriage  trav- 
elling on  rails  and  by  a  gearing  causing  the  mandrels  to  revolve 
as  the  apparatus  advances.  Two  notched  plates  are  provided  for 
guiding  devices,  sliding  upon  each  other,  so  that  when  the  stock  is 
in  the  notches  of  the  plates  and  between  them,  "  they  close  upon 
the  stock,  and  steady  it  under  the  cutting  action."  Two  upright 
revolving  steel  burr-cylinders  are  provided  as  reducing  devices, 
and  it  must  be  admitted  that  they  are  admirably  adapted  to  the 
accomplishment  of  the  function,  without  risk  of  injury  even  to  the 
most  slender  part  of  the  stock. 

Argument  to  show  that  the  patented  invention  is  one  of  merit 
and  of  a  highly  useful  character  is  quite  unnecessary,  as  the  re- 
marks already  made  are  amply  sufficient  to  demonstrate  that  prop- 
osition to  every  impartial  and  well-informed  mind ;  but  it  must 
be  remembered  that  it  is  not  a  patent  for  the  result,  nor  can  it  re- 
ceive a  construction  which  will  shut  out  all  other  improvements 
None  of  the  elements  or  devices  of  the  patent  are  claimed,  nor  do 
either  of  the  claims,  which  it  is  alleged  the  respondent  has  in- 
fringed, warrant  the  construction  that  the  original  patentee  was 
the  original  and  first  inventor  of  the  entire  machine.  Instead  of 
that,  both  the  first  and  the  second  claims  plainly  proceed  upon  the 
ground  that  the  invention  is  for  a  combination  of  old  elements,  and 
the  words  of  the  specification  afibrd  persuasive  and  convincing 
proof  that  such  is  the  true  theory  of  the  patent,  whether  the  ques- 
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tion  is  tested  bj.the  specification  or  the  claims  which  it  is  alleged 
have  been  infringed.  Viewed  in  the  light  of  these  suggestions,  it 
is  dear  that  the  invention  consists  chiefly  in  the  combination  of  a 
holding  and  feeding  mechanism,  with  revolving  cutters,  having 
their  axis  of  rotation  at  right  angles,  or  nearly  so,  to  the  axis  of  the 
stock,  and  of  guides  for  directing  and  controlling  the  action  of 
the  cutters,  as  described  in  the  specification  and  shown  in  the 
drawings. 

Suppose  that  is  so,  still  it  is  contended  by  the  complainants,  and 
well  contended,  that  the  patentee  or  owner  of  a  patent  for  a  com- 
bination is  as  much  entitled  to  equivalents  as  the  patentee  or 
owner  of  any  other  class  of  invention&  Doubts  at  one  time  ex* 
isted  as  to  the  correctness  of  that  proposition,  but  it  is  now  well 
settled  in  accordance  with  the  views  of  the  complainants.  Chmld 
v.  lUes,  15  Wall  194;  GiUy.  WeUs,  22  Id.  28. 

Questions  of  the  kind  usually  arise  in  comparing  the  machine  of 
the  defendant  with  that  of  the  plaintiff,  and  the  rule  is,  that  if  the 
defendant  omits  entirely  one  of  the  elements  or  ingredients  of  the 
patented  combination  without  substituting  any  other  in  its  place, 
he  does  not  infringe  the  plaintiff's  patent ;  and  if  he  substitutes 
another  in  place  of  the  one  omitted,  which  is  new,  or  which  per- 
forms a  substantially  different  function,  or,  even  if  it  is  old,  was 
not  known  at  the  date  of  the  plaintiff's  patent  as  a  proper  substi- 
tute for  the  omitted  element  or  ingredient,  then  the  charge  of  in- 
ftingement  is  not  maintained.  By  an  equivalent  in  such  a  case,  it 
is  meant  that  the  element  or  ingredient,  substituted  for  the  one 
withdrawn  performs  the  same  function  as  the  other,  and  that  it 
was  well  known  at  the  date  of  the  patent  in  question  as  a  proper 
substitute  for  the  one  omitted  in  the  patented  combination.  Hence 
it  follows  that  a  party  who  merely  substitutes  another  old  element 
or  ingredient  for  one  of  the  elements  or  ingredients  of  a  patented 
combination  is  an  infringer,  if  the  substitute  performs  the  same 
function  as  the  one  omitted^  and  was  well  known  at  the  date  of 
the  patent  as  a  proper  substitute  for  the  element  or  ingredient  em- 
ployed in  the  patented  combination.  Soberta  v.  ^amden,  2  Cliff. 
504  Mere  formal  alterations  of  a  combination  in  letters-patent 
do  not  constitute  any  defence  to  the  charge  of  infringement,  as  the 
inventor  of  such  an  improvement  is  as  much  entitled  to  suppress 
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eveiy  other  combination  of  the  same  devices  to  produce  the  same 
result  as  the  inventor  of  any  other  patented  process  or  product 
Examples  of  the  kind  frequently  arise  in  suits  for  infiringement^  as 
where  a  spring  is  substituted  for  a  lever  to  produce  power^  or  where 
a  weight  is  substituted  for  a  spring  to  produce  pressure,  and  many 
others,  where  the  same  rule  may  be  applied. 

Much  discussion  of  the  first  defence  is  not  required,  as  it  is 
obvious  that  the  evidence  iutroduced  by  the  respondent  is  insuffi* 
cient  to  overcome  the  primd  facie  presumption  arising  from  the 
patent  that  the  assignor  of  the  complainants  was  the  original  and 
first  inventor  of  the  improvement  Incomplete  as  the  evidence  is 
in  respect  to  the  Sacket  machine,  it  is  dear  beyond  all  doubt  that  it 
cannot  be  held  to  support  that  defence.  Taken  as  a  'whole,  the 
evidence  fails  to  satisfy  the  court  that  the  supposed  invention  was 
ever  completed  as  an  operative  machine.  Nor  is  the  evidence 
sufiSdently  full  and  explicit  to  enable  the  court  to  understand 
what  its  construction  was,  or  its  precise  mode  of  operation.  Per* 
sistent  efforts  appear  to  have  been  made  by  the  supposed  inventor, 
to  induce  manufacturers  in  lus  neighborhood .  to  adopt  it,  without 
success,  and  the  proof  is,  that,  in  almost  every  instance  in  which  it 
was  tried,  it  split  the  whalebone,  and  that  when  it  did  not,  it  left 
it  in  a  worse  shape  to  finish  by  hand  than  it  was  before  the  stock 
was  put  into  the  machine. 

These  efforts  to  introduce  the  machine  were  made  twenty  years 
ago,  and  have  not  since  been  renewed,  showing,  to  the  satisfiaction 
of  the  court,  that  it  was  a  mere  experiment^  and  that  it  was  finally 
abandoned.  Such  a  defence  requires  better  evidence  to  support  it, 
and,  in  the  absence  of  such  evidence,  the  defence  must  be  over- 
ruled. Grant  that>  and  still  the  respondent  denies  that  he  has  ever 
made,  used,  or  sold  the  patented  improvement,  which,  in  the  view 
of  the  court,  is  the  principal  issue  between  the  parties.  Questions 
of  the  kind,  where  the  invention  is  embodied  in  a  machine,  are 
usually  best  determined  by  a  comparison  of  the  machine  made  by 
the  respondent  with  the  mechanism  described  in  the  specification 
and  drawings  of  the  complainants'  patent  Very  material  aid  in 
making  that  comparison  has  been  derived  in  this  case  from  the 
testimony  of  the  expert  witness  examined  by  the  complainants. 

Nothing  can  be  plainer  than  the  proposition  that  it  was  the 
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object  of  the  assignor  of  the  complainants  to  construct  a  machine 
that  would  round  and  shape  undressed  whipnstocks  and  other  sim- 
ilar articles  with  greater  facility  and  with  less  expense  than  it 
could  be  accomplished  by  hand,  all  of  which  he  effected  by  the  de- 
vices of  the  machine  described  in  the  specification  and  shown  in 
the  drawing,  and  it  is  equally  certain  that  the  respondent  desired 
to  accomplish  the  same  thing  and  nothing  more,  unless  it  was  to 
change  the  form  of  the  devices  so  as  to  avoid  the  chaige  of  infringe- 
ment He  knew  what  the  devices  were  which  were  employed  by 
the  assignor  of  the  complainants,  and  he  was  entirely  familiar  with 
the  patented  machine  and  its  mode  of  operation.  Years  of  experi- 
ence had  proved  its  utility  and  adaptation  to  accomplish  the  object 
for  which  it  was  constructed  and  patented.  Beyond  all  question, 
it  embodies  a  particular  plan,  and  the  evidence  satisfies  the  court 
that  the  respondent  borrowed  every  feature  of  his  plan  ttom  the 
patented  machine. 

All  agree  that  such  a  machine,  to  be  successful,  must  have  a 
holding  and  feeding  mechanism,  that  it  must  have  means  to  cause 
the  stock  to  revolve  as  it  advances,  and  that  it  must  have  revolv- 
ing cutters  with  axis  of  rotation  at  right  angles,  or  nearly  so,  to 
the  axis  of  the  stock,  and  that  it  must  be.  provided  with  guides 
for  controUing  and  regulating  the  cutters  in  order  to  keep  the  stock 
constantly  revolving,  while  it  is  subjected  to  the  cutting  or  rasping 
operation.  Proof  of  conclusive  character  is  found  in  the  record 
that  the  object  of  the  respondent  in  constructing  his  machine  was 
the  same  as  that  of  the  assignor  of  the  complainants,  and  the  court 
is  of  the  opinion  that  he  accomplishes  it  by  substantially  the  same 
means.  Decided  support  to  that  proposition  ia  derived  frem  a 
comparison  of  the  two  machines  and  from  the  testimony  of  the 
expert  witnesses. 

Enough  appears  to  show  that  th^  respondent  adopted  the  same 
combination  as  that  adopted  by  the  assignor  of  the  complainants, 
that  is,  that  he  provided  means  for  holding,  presenting,  advancing, 
rotating  and  reducing  the  undressed  stock,  as  is  described  in  the 
specification  and  drawings  of  the  patent  Changes  were  made  by 
him  in  two  of  the  necessary  devices.  Instead  of  burrs  to  scrape  off 
the  enamel  of  the  rattans  and  whalebone,  he  uses  numerous  blades, 
sometimes  as  many  as  a  hundred  and  twenty,  that  perform  the 
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eame  function  as  the  bniro  in  the  patented  machina  Blades  of  the 
kind  were  first  adopted  by  the  original  patentee,  but  he  soon  dis* 
carded  them  and  substituted  the  burrs,  which  are  much  to  be  pre- 
ferred. Formal  change  is  also  made  in  the  clamping  and  advancing 
mechanism,  by  combining  the  two  in  one  apparatus,  that  is,  the 
respondent's  device  is  made  to  do  two  things  instead  of  having 
the  two  things  done  by  separate  devices,  the  difference  being  that 
the  assignor  of  the  complainants  clamps  his  stocks  to  a  carriage  and 
moves  the  carriage,  whereas  the  respondent  makes  the  clamps  also 
serve  as  the  propelling  instrumentality.  Suffice  it  to  say  that  the 
expert  examined  by  the  complainants  states  that  he  finds  in  the 
model  of  the  respondent  what  he  regarda  as  substantially  the  same 
combination  of  devices  and  for  precisely  the  same  purpose  as  those 
specified  and  claimed  in  the  first  and  second  claims  of  the  com- 
plainants' patent  Extended  reasons  are  given  by  the  witness  in 
support  of  the  conclusion,  but  it  is  unnecessary  to  reproduce  his 
testimony.  It  is  fully  corroborated  by  a  comparison  of  the  alleged 
infringing  exhibit  with  the  patented  improvement  Nor  is  it 
necessary  to  examine  into  the  extent  of  the  infringement,  as  that 
wOl  fall  within  the  province  of  th&  master. 
Decree  for  the  complainants  for  an  account  and  for  an  injxmctian. 


William  C.  Foreman,  Assignee  of  the  Central  Coal  and  Mining 

Company,  v,  Henry  Bigelow  et  ai. 

Fraud  does  not  render  *  contract  void,  only  at  the  option  of  the  party  defranded,  whether 
the  ft-and  was  committed  by  one  of  the  contracting  parties  upon  tiie  other,  or  by  botti 
upon  persons  not  parties  to  the  transaction. 

Where  fraod  was  committed  by  one  of  the  parties  upon  the  other,  the  contiact  remains 
operative,  and  in  force,  until  it  is  disapproved  by  the  injured  partf . 

A  mining  corporation  bought  certain  mineral  lands,  and  paid  for  the  same  in  shares  of  the 
stock,  which  were  issued  to  the  directors  as  paid-up  stock.  The  lands  were  greatly 
overvalued,  and  were  not  worth  the  amount  at  which  they  were  valued.  The  corpora- 
tion went  into  bankruptcy,  and  suits  were  brought  by  the  assignee  to  recover  the 
difference  between  the  real  value  of  the  lands  and  the  par  of  the  stock.  Held,  the  com- 
plainant could  not,  without  disaffirming  the  contact  of  purchase,  set  up  the  theoiy  that 
the  property  taken  In  pajrment  of  the  shares  was  less  than  their  estimated  value,  nor  eeek 
redress  against  a  bonajide  purchaser  of  the  stock  in  the  open  market. 

So  far  as  an  innocent  purchaser  of  the  stock  in  open  market  is  concerned,  the  sharee  were 
paid-up  stock,  as  shown  by  the  books  of  the  corporation. 
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HodM  of  bblJ  tnxid  upon  the  respondents  iras  not  alleged. 

Bat  the  mere  fact  that  a  penon  has  become 'a  shareholder,  pnrsnant  to  a  scheme  in  whioli 
he  was  a  party,  and  which  is  ultra  viretj  will  not  relieve  him  from  liabilitj  as  a  con* 
tribntoiy,  if  the  shares  he  has  taken  can  be  considered  as  legally  existing. 

Power  to  issne  stock  was  possessed  by  the  company,  and  therefore  the  role  that  the  holder 
takes  nothing  where  the  power  is  entirely  wanting  does  not  apply. 

Ereiy  person  connected  with  a  company  which  issues  certificates  of  stock  for  pdd-np  stock, 
whf  n  the  money  or  ralue  has  not  been  paid,  is  goil^  of  a  personal  wrong  towards 
the  company,  aod  may  be  made  answenble  for  it  in  the  same  way,  and  to  the  same 
extent,  as  if  the  money  had  been  taken  oat  of  the  coffera  of  the  company  to  pay  np 
•hares. 

The  complainant  was  the  assignee  in  bankruptcy  of  the  Central 
Coal  Mining  Company,  and  the  respondents  were  the  owners  of  cer- 
tain shares  in  the  capital  stock  of  that  company.  Attempt  was  made 
by  the  bill  of  complaint  to  compel  the  respondents  holding  such 
shares  to  pay  certain  sums  alleged  to  be  due  for  the  non-payment 
in  full  of  the  amount  of  the  capital  of  the  company  represented  by 
such  shares.  From  the  bill  of  complaint  it  also  appeared  that  the 
corporation  was  organized  with  a  capital  of  $400,000,  divided  into 
shares  of  $100.00  each,  and  that  certain  persons  named,  five  in 
number,  none  of  whom  were  made  respondents  in  the  case,  became 
the  corporators  and  directors  of  the  company ;  and  that  the  whole 
amount  of  the  original  stock  was  issued  to  those  five  persons,  of 
which  $353,790  in  amount  was  issued  in  consideration  of  the  con- 
veyance to  the  corporation,  by  the  directors,  of  certain  coal  lands, 
fraudulently  valued  at  that  sum,  as  between  themselves,  though 
in  fact  the  lands  were  worth  only  twenty  or  thirty  per  cent  of 
that  amount,  and  that  the  remaining  $46,210  of  the  stock  was 
issued  to  the  directors  without  consideration.  Corporate  authority 
was  subsequently  given  to  the  directors  to  issue  the  bonds  of  the 
company,  secured  by  mortgage  in  the  sum  of  $100,000,  and  to  in- 
crease the  capital  stock  in  that  amount.  New  stock  for  $100,000 
was  accordingly  issued,  and  given,  under  a  vote  of  the  company, 
such  persons  as  purchased  said  bonds  at  ninety  per  cent,  without 
other  consideration,  that  the  directors,  pursuant  to  that  vote,  did 
increase  the  capital  stock  of  the  company  $100,000,  and  did  issue 
certificates  of  shares  for  the  same,  and  gave  them  away  without 
consideration. 

Shares  of  the  capital  stock  of  the  company  in  due  form  were 
held  by  the  respondents  in  the  amounts  specified  in  the  bill  of 
complaint.    Debts  to  a  large  amount  were  contracted  by  the  cor- 
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poration,  and  on  the  4tli  of  May,  1874,  the  corporation  was  adjudged 
bankrupt  Nor  was  it  questioned  that  the  complainant  was  the  law- 
ful assignee  of  the  bankrupt's  estate,  having  duly  succeeded  the 
person  who  was  first  appointed  to  that  place.  As  such  assignee,  he, 
on  the  26th  of  April,  1877,  petitioned  the  proper  bankrupt  court 
for  a  call  and  assessment  upon  the  capital  stock  of  the  company 
to  pay  the  debts  of  the  corporation.  Hearing  was  had,  and  the 
court  decreed  that  $200,000  of  the  original  stock  remained  unpaid, 
and  that  nothing  had  been  paid  on  the  increased  capital  stock ;  that 
the  amount  required  to  be  raised  was  $281,120.  Pursuant  to  that 
finding  the  court  ordered  a  call  and  assessment  on  the  whole  capital 
stock,  original  and  increased,  of  one  hundred  per  cent,  less  any  sum 
or  sums  that  might  have  been  paid  thereon.  Due  and  proper  notice 
was  given  of  that  adjudication  at  the  time  it  was  made. 

The  bill  of  complaint  prayed  for  an  account  of  the  stock  of  eacb 
of  the  three  issues  held  by  each  respondent,  —  how,  and  in  what 
manner,  and  to  what  extent  the  same  had  been  paid  for,  —  and  that 
the  respondents  might  be  decreed  to  pay  the  par  value  of  the  same 
severally  held  by  the  respondents,  less  any  amounts  they  might  have 
paid  for  the  same.  Bespondents  demurred,  and  set  up  two  grounds 
of  defence :  1.  The  Statute  of  Limitations ;  2.  That  they  were  not 
liable  to  the  assessment  set  up  in  the  bill  of  complaint 

Dryden  &  Dryden,  and  McComas  <k  McKeighan,  for  the  com- 
plainants. 

The  liability  of  the  stockholders  to  pay  the  assignees,  who  repre- 
sent the  creditors,  such  portion  of  the  unpaid  stock  as  may  be  neces- 
sary to  liquidate  the  bankrupt's  indebtedness  cannot  be  seriously 
questioned  after  the  numerous  decisions  by  the  Supreme  Court  of 
the  United  States. 

The  capital  stock  of  a  corporation  is  a  trust  fund  for  the  payment 
of  its  debts,  publicly  pledged  to  all  who  deal  with  it  Ogilvie  v. 
Insurance  Company,  22  How.  387. 

It  is  a  trust  fund  to  be  managed  for  the  benefit  of  its  share- 
holders during  its  life,  and  for  the  benefit  of  its  creditors  in  the 
event  of  its  dissolution.  This  duty  is  a  sacred  one,  and  cannot  be 
disregarded.     Upton,  Assignee,  v.  TribUcock,  91  U.  S.  47. 

The  capital  stock  is  a  substitute  for  the  personal  liability  which 
subsists  in  private  partnershipa   Sanger  v.  Upton,  Assignee,  91 U.  S.  57. 
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No  subscription  or  express  promise  to  paj  is  necessary ;  the  tak- 
ing and  holding  the  stock  raises  an  implied  promise  to  pay.  Web- 
ster V.  Upton,  Assigjiee,  91  U.  S.  65,  and^ccues  before  cited. 

A  corporation  cannot  give  away  its  stock  and  issue  paid-up  cer- 
tificates. Such  action  is  tUtra  vires,  at  least  as  to  those  who  deal 
with  the  corporation.  Green's  Ultra  Vires,  153 ;  Sawyer  v.  Hbag, 
17  Wall  610 ;  Tuckeman  v.  Broum,  33  K  Y.  297 ;  Ogilvie  v.  Irin 
surance  Co.,  22  How.  380 ;  Osgood  v.  Zaytin,  3  Keys,  521. 

The  purchaser  of  shares  from  original  holder  stands  in  his  shoes. 
He  succeeds  to  all  his  rights  and  all  his  obligations.  Upton,  As-^ 
signee  v.  Handmmgh,  3  Biss.  428;  Seymowry.  Stwrgis, 26  N.  T.  134; 
Sag(yry  v.  DvJbois,  8  Sandf.  Ch.  466 ;  H,  Jk  N.  K  R  R  Co.  v.  Boor- 
man,  12  Conn.  530 ;  Armstrong  v.  Wheder,  9  Cow.  88. 

Stock  certificates  are  assignable,  but  not  commercial  paper.  The 
assignee  may  have  paid  full  value  for  it^  and  relied  upon  the  rep- 
resentations of  the  assignor  and  the  officers  of  the  company  that 
the  shares  were  fully  paid  for,  yet,  if  the  shares  were  not  paid  for, 
the  assignee  is  liable  to  creditors.  Myers,  Assignee,  v.  Seeley,  10 
B.  R  413 ;  o&o  cases  cited  in  91  U.  S. 

This  must  be  so  as  to  creditors.  The  assignor  of  stock  may  estop 
himself  by  his  representations ;  the  company  may,  perhaps,  estop 
itself  by  its  representations  on  the  certificate,  or  otherwise,  but,  the 
capital  stock  being  a  trust  fund  for  the  benefit  of  creditors,  which 
is  known  to  all  the  world,  this  trust  cannot  be  destroyed  by  the 
representations  of  the  company. 

Even  certificates  to  stockholders  made  payable  to  bearer  are  not 
negotiable  or  commercial  paper,  and  purchasers  of  the  same  are 
held  to  all  the  responsibilities  of  original  holders,  although,  in  fact, 
innocent  of  the  trust  resting  on  original  owner.  £.  R  Co.  v.  ffow- 
ard,  7  Wall.  415;  Shaw  v.  Spencer,  100  Mass.  382;  Mechanics' 
Bank  v.  R.  R  Co.,  13  N.  Y.  599. 

The  payment  of  stock  in  any  thing  but  money  will  not  be  re- 
garded as  a  payment  of  any  thing,  except  to  the  extent  of  the  true 
value  of  the  property.  Osgood  v.  King,  42  Iowa,  483 ;  Bumham  v. 
N.  W.  Ins.  Co.,  36  Iowa,  632 ;  Nathan,  Receiver,  v.  Mohawk  Ins.  Co., 
3  Edw.  CL  215. 

An  executory  contract  to  pay  in  any  thing  but  money  will  not  be 
enforced  as  against  creditors,  and  trustees  of  a  corporation  cannot 
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be  both  vendors  and  vendees.  Senry  d  cU,  v.  F.  Jk  A,  JR.  £.  Co.,  17 
Ohio  St.  187 ;  Oaodin  v.  C.  dt  W.  Canal  Co.  d  al.,  18  Ohio  St 
169. 

Does  the  plea  of  the  two  jeais'  Statute  of  limitations  of  the 
Bankrupt  Act  constitute  a  good  defence  to  their  action  ? 

Two  questions  must  be  passed  on  :  — 

1st.  Does  the  statute  apply  at  all  to  recover  debts  or  enforce  a 
mere  money  liability  on  a  contract  ? 

2d.  Did  the  specific  right  of  action  to  recover  the  assessments 
here  sued  on  accrue  to  the  assignees  at  the  date  of  the  deed  of 
assignment,  or  when  the  assessments  were  made  and  payment 
refused  ? 

Reference  is  here  made  to  §  2  of  the  Bankrupt  Act,  as  it  stood 
before  the  adoption  of  the  Revised  Statutes. 

The  first  part  of  this  section  is  jurisdictional,  giving,  first,  a  super- 
intending and  supervisory  control  to  the  circuit  courts  over  district 
courts,  and  from  the  action  of  which  no  appeal  or  writ  of  error  lies  to 
the  supreme  court ;  and,  secondly,  concurrent  plenary  jurisdiction, 
in  a  distinct  and  accurately  described  class  of  cases,  to  the  circuit 
courts.  It  will  be  conceded  that  the  latter  part  of  the  section 
operates  as  a  limitation  only  in  the  cases  to  which  concurrent 
jurisdiction  is  given. 

As  to  what  cases  the  circuit  courts  had  jurisdiction  of  by  this  sec- 
tion, there  have  been  several  decisions  by  circuit  courts,  which 
all  concur  in  denying  jurisdiction  to  actions  necessary  to  recover 
debts  or  money  due  on  contracts,  and  confining  the  jurisdiction  to 
actions  wherein  the  defendant's  claim,  whether  assignee  or  claimant, 
was  adverse  as  to  some  interest  in  dispute. 

The  language  employed  clearly  indicates  that  the  action  must  re- 
late to  something  the  existence  of  which  is  not  the  subject  of  the 
controversy,  but  which  is  adversely  claimed.  This  is  not  so  in  an 
action  to  recover  money  on  a  debt.  The  defendants  here  do  not 
claim  the  debt  alleged,  or  any  interest  in  it,  adversely  to  the 
assignee.  The  controversy  is  not,  III  whom  is  the  right  of  property 
in  the  debt  ?  but.  Is  there  a  debt  ?  If  it  is  decided  that  there  is  no 
right  of  property,  the  defendants  will  not  succeed  as  having  an  ad- 
verse and  superior  right  to  the  debt,  or  any  interest  therein. 

The  language  of  the  act  is :  "  Which  may  or  shall  be  brought  by 
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the  assignee  in  bankruptcy  against  any  person  claiming  an  adverse 
interest,  or  by  '  snob  person '  against  such  assignee."  The  '  such 
person '  referred  to  is  the  same  person  before  described  as  an  ad- 
verse claimant,  —  in  one  case  plaintifi^  in  the  other  defendant  This 
could  not  be  true  as  to  creditor  and  debtor.  The  defendants  here 
could  not»  in  the  nature  of  things,  have  any  action  to  recover  any 
portion  of  the  assessment  from  the  assignees. 

The  Bankrupt  Act,  in  §  1,  had  conferred  on  the  district  courts  juris- 
diction for  ''  the  collection  of  all  the  assets  of  the  bankrupt"  The 
studied  use  of  different  language,  not  pertinent  to  the  mere  collec- 
tion of  debts,  in  two  sections,  one  immediately  following  the  other, 
shows  that  Congress  meant  to  distinguish  between  different  sub- 
jects of  controversy,  having  reference  more  particularly,  in  §  2,  to 
disputes  arising  under  §  36  of  the  act  of  1867. 

The  following  decisions  construe  §  2  as  it  stood  in  the  act 
of  1867,  before  tiiQ  Sevision.  Bookman,  Assignee,  v.  Pcukard,  7  N.  B. 
R  353 ;  Sedgwick,  Assignee,  v.  Case^,  4  N.  B.  R  161 ;  Davis,  Assignee, 
V.  Anderson,  6  N.  B.  R  146 ;  Smith  v.  Crawford,  9  N.  B.  R  38 ; 
Stevens  v.  ffaustr,  39  N.  T.  302 ;  Union  Canal  Co.  v.  JFoodside,  11 
Penn.  176. 

The  act  of  June  22, 1874,  amended  §  2  by  inserting  in  the  place 
of  the  word  "  same,"  in  line  12,  the  word  "  any,"  and  after  the  words 
**  claiming  an  adverse  interest,"  the  words  "  or  owing  any  debt  to 
such  bankrupt" 

If  the  circuit  court  had  jurisdiction  to  recover  debts  before  the 
amendment,  the  amendment  performs  no  of&ce. 

It  wiU  be  claimed,  however,  that  since  the  amendment  the  lim- 
itation clause  of  §  2  has  been  enlarged  by  the  increased  juris- 
diction given  to  circuit  courts  by  two  things :  first,  by  the  intimate 
connection  between  the  different  parts  of  the  section,  and  by  the 
phrase  in  the  limitation  clause  "  touching  the  property  and  rights  of 
property  aforesaid." 

Even  if  §  2,  at  the  date  of  the  amendment,  was  in  force  as 
§  2,  it  would  be  more  plausible  than  sound  to  say  that  the 
phrase  quoted  would  refer  to  debts  which  were  only  brought  into 
the  jurisdictional  clause  by  the  amendment  If  the  decisions  cited 
are  correct,  then  the  limitation  clause  did  not  apply  to  debts.  The 
amendment  does  not  profess  to  amend  the  limitation  clause.  It  is  left 
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untouched.  Statutes,  like  contracts,  are  to  be  construed  with  refer- 
ence  to  the  objects  sought  to  be  attained,  and  the  state  of  things  ex* 
isting  at  the  time  of  their  adoption.  Congress,  with  the  same  ease  and 
in  the  same  amendment,  could  have  inserted  in  the  limitation  clause, 
after  the  phrase  "  touching  any  property  or  rights  of  property,"  the 
words  ''  or  any  debt  owed  to  the  bankrupt"  It  did  not  see  fit  to 
do  it,  but  left  the  limitation  clause  to  refer  to  what  it  did  before. 

But  the  defendants  are  not  entitled  to  the  apparent  advantage 
given  them  by  considering  §  2  still  in  force.  The  amend- 
ment of  June  22, 1874,  never  did  take  effect  as  an  amendment  to 
§  2  as  it  stood  before  the  adoption  of  the  Bevised  Statutea 
The  Revision  went  into  effect  on  the  same  day  of  the  amendment^ 
June  22,  1874     Eev.  Stat  1091,  1092. 

All  acts  of  Congress  passed  prior  to  Bee.  1,  1873,  any  por- 
tion of  which  was  embraced  in  any  section  of  the  Bevision,  were 
repealed  by  express  language.    See  same  page& 

The  Bankrupt  Act  of  1867  was,  of  course,  passed  prior  to  Dea 
1,  1873,  and  the  Bevision  embraced  §  2.  Without,  therefore 
the  aid  of  another  section  of  the  Bevised  Statutes,  the  amend- 
ment of  June  22  would  fall  to  the  ground.  And  the  same 
result  follows,  whether  the  amendment  is  considered  as  going  into 
effect  before,  at  the  same  instant,  or  after  the  repeal 

By  the  Bevision  the  different  parts  of  §  2  were  sent  into  independ- 
ent and  unconnected  sections,  uncorrupted  by  each  other. 

The  jurisdiction  clause  reappeared  in  §  4979,  the  limitation  in 
§  5057. 

This  [§  5057],  is  the  only  statute  of  limitations  in  force  in  the 
Bankrupt  Act,  and  from  it  is  stricken  the  word  ''  aforesaid,"  and 
the  language  of  the  section  made  more  emphatic,  —  that  it  bars 
only  suits  "  between  the  assignee  and  a  person  claiming  an  adverse 
interest" 

It  cannot  be  claimed  that  §  5057  has  been  amended,  nor  would 
§  4979  be  affected  by  the  amendment  of  June  22,  1874,  were  it  not 
for  §  5601,  p.  1092,  of  the  Bevised  Statutes,  which  reads  as  follows :  — 

Sec.  5601.  The  enactment  of  said  Bevision  is  not  to  affect  or 
repeal  any  act  of  Congress  passed  since  the  first  day  of  December, 
one  thousand  eight  hundred  and  seventy-three,  and  all  acts  passed 
since  that  date  are  to  have  full  effect,  as  if  passed  after  the  enact- 


MAT  TERM,  1878.  615 


Foreman  v.  fiigelow  €t  aL 


ment  of  this  SeviBion,  and,  so  far  as  such  acts  vary  from,  or  conflict 
in,  said  Revision,  they  are  to  have  effect  as  subsequent  statutes,  and 
as  repealing  any  portion  of  the  Sevision  inconsistent  therewitL 

By  the  terms  of  this  section  it  is  plain  that  the  act  of  June  22, 
1874,  can  only  apply  to,  and  amend,  §  4979.  Said  section,  so 
amended,  and  as  it  appears  in  recent  editions  of  Bump,  is  as  fol- 
lows:— 

Sec.  4979.  The  several  circuit  courts  shall  have,  within  each 
district,  concurrent  jurisdiction  with  the  district  court  of  any  dis- 
trict,  whether  the  powers  and  jurisdiction  of  a  circuit  court  have 
been  conferred  on  such  district  court  or  not,  of  all  suits,  at  law  or  in 
equity,  brought  by  an  assignee  in  bankruptcy  against  any  person 
claiming  an  adverse  interest,  or  owing  any  debt  to  such  bankrupt, 
or  by  any  such  person  against  an  assignee,  touching  any  property  or 
rights  of  the  bankrupt  transferable  to  or  vested  in  such  assignea 

It  would  seem  that  every  pretence  is  taken  away,  by  the  Bevision, 
for  contending  that  the  amendment  enlarging  the  jurisdiction  also 
enlarges  the  limitation  section.  On  the  contrary,  the  views 
we  have  insisted  on  are  strengthened  by  the  consideration  that 
§  4979,  as  it  now  stands,  divides  the  suits  over  which  circuit 
courts  have  jurisdiction  into  two  classes,  one  class  being  where  the 
claims  of  the  assignee  and  claimant  are  adverse  as  to  the  subject- 
matter  of  the  controversy,  and  the  other  class  being  actions  to  re- 
cover debts  owed  to  the  bankrupt 

Section  5057  applies,  by  using  the  same  language,  only  to  the 
first  class  of  actions.  There  may  be  reasons  here  for  legislation, 
and  there  may  not,  but  there  is  no  ground  for  judicial  intervention. 

The  eighth  section  of  the  Bankrupt  Act  of  1841  was  as  follows :  — 

Sec.  8.  The  circuit  court  shall  have  concurrent  jurisdiction 
with  the  district  courts  of  all  suits,  in  law  or  equity,  which  may 
and  shall  be  brought  by  an  assignee  in  bankruptcy  against  any 
person  claiming  an  adverse  interest  or  by  such  person  against  such 
assignee,  touching  any  property  or  rights  of  property  of  said 
bankrupt  transferable  to  or  vested  in  such  assignee ;  and  no  suit, 
at  law  or  in  equity,  shaU,  in  any  case,  be  maintainable  by  or  against 
any  person  claiming  an  adverse  tnterest,  touching  the  property  and 
rights  of  property  aforesaid,  in  any  court  whatsoever,  unless  the 
same  shall  be  brought  within  two  years  after  the  declaration  and 
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decree  in  bankraptcy,  or  after  the  cause  of  suit  shall  first  ha^e 
accmed. 

This  is,  in  effect,  the  same  as  §  2  of  1867. 

In  the  cases  of  Clark  y.  Clark,  17  How.  315 ;  Stevens  y.  Hduser, 
39  K  Y.  302 ;  Undon  Canal  Co.  y.  WoodMe,  11  Penn.  176 ;  Carr 
y.  Lard,  29  M&  54,  and  Ifi  re  Conant,  5  Blatchf  54,  it  was  decided 
that  §  8  of  the  act  of  1841,  both  as  to  jurisdiction  and  limitation, 
applied  only  to  actions  where  the  interest  in  the  subject-matter 
was  adverse. 

Against  cases  cited,  construing  §  8,  will  be  produced  only  two 
cases, — Mitchell  y.  Great  Works  Milling  Co,,  2  Story,  649 ;  Pritehard 
y.  Chandler,  2  Cur.  C.  C.  488 ;  Walker  y.  Toymer,  16  K  B.  R  287. 

The  last  case  merely  follows  the  first  We  can  afford  te  of^t 
against  these  cases  the  cases  cited,  and  the  powerful  criticisms  of 
Judge  Blatchford  and  Judge  Deady,  in  9  K  K  R  and  7  N.  B.  IL, 
already  cited. 

We  will  be  referred  to  the  opinion  of  Judge  Miller,  in  BaHey, 
Assignee,  y.  Olover,  21  WalL  345,  in  which  the  strong  language  of 
the  judge  is  supposed  to  fayor  the  construction  of  the  defendants. 
That  decision,  however,  must  be  taken  in  connection  with  the 
case  itself,  which  was  a  suit  brought  to  set  aside  a  conveyance  to  a 
fraudulent  grantee.  Manifestly  the  defendant  was  an  adverse 
claimant,  although  his  counsel,  being  in  extreme  peril,  contended 
he  was  not  In  that  case  the  assignee  was  allowed  to  maintain  his 
action,  although  b^un  more  than  two  years  from  his  appointment^ 
the  court  holding  that  the  statute  did  not  run  until  the  fraud  was 
discovered  by  the  assignee. 

In  Clark  v.  Clark,  17  How.  315,  in  which  the  Statute  of  Limita- 
tions was  pleaded,  the  Supreme  Court  said :  *'  The  interest  ad- 
yersely  claimed,  and  which  the  statute  protects,  is  an  interest  in 
a  claimant  other  than  the  bankrupt."' 

The  second  question  for  the  court  to  decide  is  when  the  right  to 
recover  the  specific  amount  of  money  sued  for  accrued  to  the 
assignees. 

We  claim  that,  when  the  deed  of  assignment  was  made  to  the 
assignees,  their  right  of  action  against  the  stockholders  depended 
upon  a  contingency ;  viz.,  whether  the  other  assets  of  the  com- 
pany would  be  sufficient  to  pay  its  debts ;  and  the  amount  which 
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they  would  have  a  right  to  sue  depended  upon  what  the  difference 
between  the  assets  cmd  liabilities  should  turn  out  to  be.  The 
assignees,  representing  the  creditors  only  in  these  suits,  have  no 
other  legal  or  equitable  right  than  that  of  re(5overing  such  assess- 
ment as  the  bankrupt  court  may  determine  necessary  to  discharge 
the  company's  indebtedness.  Adl&r  v.  MUvxinkee  Patent  Brick  Co., 
13  Wis.  63 ;  Myers,  AsngTiee,  v.  Seeley  et  al.,  10  N.  B.  R  411, 8  Wall 
606. 

The  liability  of  the  stockholders  depends  upon  the  necessity  for 
funds,  in  addition  to  the  other  assets,  to  pay  the  bankrupt's  debts ; 
and  this  necessity  must  first  be  detennined  by  the  court  which 
makes  the  caU,  or  authorizes  the  assignees  to  do  it 

The  assignees  represent  the  creditors;  the  unpaid  stock  is  a 
trust  fund  for  the  benefit  of  the  creditors,  to  the  amount  necessary 
to  satisfy  their  claims.  This  trust  may  not  be,  and  is  not  in  this  case 
equal  to  the  whole  amount  of  the  unpaid  stock.  When  the  debts 
are  paid,  the  trust  resting  upon  the  unpaid  stock  and  the  stock- 
holders who  owe  it  is  discharged,  so  far  as  the  creditors  or  the  as- 
signees are  concerned. 

This  was  held  by  Judge  Treat  in  the  case  cited  in  10  N.  B.  K, 
and  also  in  Chcmdler,  Beeeiver,  v.  JSjeUk,  42  Iowa,  99,  and  Pay- 
$on  V.  Stover,  2  DilL  428.  In  both  the  first  two  cases  the  assignee 
and  receiver  brought  suit  with  an  assessment,  and  their  bills  were 
dismissed,  and  they  remanded  to  proceedings  for  an  assessment  In 
both  cases  the  reasons  for  the  necessity  of  an  assessment  are  ably 
given,  and  no  court  has  held  otherwise. 

It  cannot  be  held  that  the  statute  runs  against  a  mere  delay  to 
obtain  a  cause  of  action,  however  negligent  the  assignee  may  have 
been.  In  this  case,  however,  the  assignees  were  constantly  en- 
gaged for  two  years  in  ti^ng  to  realize  something  out  of  the  lands 
and  leases  of  the  company,  and  in  fighting  and  defeatiug  nearly 
9100,000  of  fraudulent  claims  presented  for  allowance,  mostly 
founded  upon  contracts  made  during  the  last  days  of  the  corpora- 
tion by  the  officers  and  agents  of  the  company.  The  justice  or 
injustice  of  these  claims  had  to  be  determined,  and  the  lands  and 
leases  disposed  of,  before  the  assignee  could  represent,  or  the  court 
determine,  how  much  of  the  trust  fund  was  necessary  to  call  in. 

A  cause  of  action  does  not  accrue  imtil  the  existence  of  such  a 
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state  of  things  as  will  enable  a  person  having  the  proper  relations 
to  the  property  or  persons  concerned  to  bring  the  action.  Wkiteher 
V.  Hall,  5  Bam.  &  C.  269  ;  Bristol  v.  Visger,  8  DowL  &  R  346. 

It  will  be  claimed  that  the  right  of  action  of  the  assignees  is  like  a 
note  payable  on  demand,  on  which  suit  may  be  brought  at  once, 
the  suit  being  held  a  sufficient  demand.  There  is  no  analogy. 
Such  is  not  the  stockholder's  liability. 

There  is  more  analogy  in  the  case  of  a  note  payable  at  a  certain 
time  after  demand,  in  which  case  a  demand  is  necessary  before  suit 
Little  V.  BlurU,  9  Pick.  487 ;  Wenman  v.  Ins.  Co.,  13  Wend.  267. 

The  bankrupt  Statute  of  Limitations  could  not  run  until  this 
assessment  was  made,  and  the  stockholders  had  failed  to  pay  as 
required. 

Even  as  against  a  corporation,  the  Statute  of  Limitations  does  not 
begin  to  run  until  a  call  or  assessment  is  made.  Gibson  v.  Colum- 
Ua&KB.T.&  0.  Co,,  18  Ohio  St.  396 ;  Bigehw  v.  LOhy,  117 
Mass.  359 ;  and  42  Iowa,  already  cited. 

See  Hcmland  v.  JBdmonds,  24  K  Y.  307. 

We  also  claim  that  the  plea  of  the  Statute  of  Limitations  is  not 
good  because  these  suits  are  brought  to  enforce  a  trust. 

The  statute  does  not  run  against  an  express  trust  until  after  the 
trustee  has  been  called  upon  to  execute  his  trust,  and  he  has  refused 
or  disavowed  the  trust.  The  trustee  does  not  hold  adversely  to 
the  cestui  que  trust  until  this  refusal  or  disavowal.  Ballantine  on 
Limitations,  369 ;  Prevost  v.  Oratz,  6  Wheat  481. 

In  3  Swanst  585,  Lord  Nottingham  defines  an  express  trust  as 
a  *'  trust  raised  or  created  by  the  acts  of  the  parties,  which  are  de- 
clared either  by  word  or  writing,  and  these  declarations  are  estab- 
lished either  by  direct  and  manifest  proof  or  violent  and  necessary 
presumption."  Tested  by  this  rule  there  is  no  difficulty  in  reach- 
ing the  conclusion  that  the  defendants,  as  members  of  the  corpora- 
tion, are  trustees  of  an  express  trust,  and  they  did  not  hold 
adversely  until  after  the  call  was  made  and  they  refused  to  pay. 

In  Payne  v.  Ballard,  23  Miss.  (1  Cush.)  88,  it  is  held  directly 
that  the  stockholders  could  not  interpose  the  plea  of  the  Statute  of 
Limitations,  as  the  unpaid  stock  was  a  trust  fund. 

W,  0,  Bttssell,  George  Putnam,  Moorfield  J^orey,  &  Sidney  Bariktt, 
for  the  respondents. 
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Brief  of  W,  0,  Russell  and  Oeorge  PidTiam. 

The  bill  alleges  that  the  stock  of  the  Central  Coal  Company  was 
not  in  fact  full  paid,  although  issued  as  such,  and  that  the  defend- 
ants are  holders  of  such  stock.  It  does  not  allege  that  the  defend- 
ants, or  any  of  them,  were  parties  to  any  of  the  fraudulent  issues,  or 
had  any  notice  that  the  shares  were  not  full  paid.  It  may  be  there- 
fore assumed  that  the  defendants  purchased  the  shares  as  full  paid 
in  good  faith. 

The  defendants  being  purchasers  of  stock,  issued  as  full  paid, 
and  without  notice  that  it  is  not,  in  fact^  full  paid,  cannot  be  as- 
sessed for  the  unpaid  portion  of  their  shares,  even  in  bankruptcy 
and  for  the  benefit  of  creditors.  JVatertumse  v.  Jamieson,  L.  B.  2 
Sc.  Ap.  29;  Ghiest  v.  Worcester,  &c.  R  Co,,  L  R.  4  C.  P.  9; 
Sparffo^s  Case,  L  R.  8  CL  410 ;  Niehoirs  Case,  26  W.  R.  334 

The  remedy  for  unpaid  calls  in  such  case  is  against  the  original 
subscriber,  who  was  a  party  to  the  fraudulent  issue.  Society,  &c,  v. 
Abbott,  2  Beav.  559 ;  Walvxyrth  v.  Holt,  4  My.  &  C.  619 ;  Spargo's 
Case,  L  R.  8  Ch.  410 ;  Nathan  v.  WhitloOi,  9  Paige,  152 ;  NichotCs 
Case,  26  W.  R  334 ;  Ex  parie  Currie,  7  L  T.  N.  s.  486 ;  Lei/child's 
Case,  13  L  T.  N.  s.  267 ;  AshwoHh  v.  Bristol  R,  Co.,  15  L  T.  N.  8. 561. 
And  see  Phelan  v.  Hazard,  6  Cent.  L  J.  111. 

In  Webster  v.  Upton,  91  U.  S.  65,  where  a  purchaser  of  stock  was 
held  liable  to  pay  up  the  unpaid  instalments,  the  stock  showed 
upon  its  face  that  it  was  only  partially  paid.  And  the  same  is  true 
of  all  the  cases  in  which  a  purchaser  of  stock  has  been  held  to  pay 
subsequent  calls.  Bend  v.  Susquehanna  Br,  Co,,  6  Har.  &  J.  128 ; 
Hall  V.  ir,  S,  Ins.  Co.,  5  Gill,  484;  ff,  &  N.  H,  R,  R.  Co.  v.  Bow- 
man,  12  Conn.  530 ;  Upton,  v.  Han^ough,  3  Biss.  417,  427. 

Ko  case  can  be  found  in  which  a  purchaser  of  stock  which  did 
not  show  upon  its  face  that  it  was  not  full  paid  has  been  held 
liable  for  csJls  or  assessments  made  after  his  purchase. 

And  the  cases  in  which  it  has  been  held  that  creditors  can  en- 
force rights  which  the  corporation  itself  would  be  estopped  to  en- 
force on  account  of  fraud  of  its  agents,  were  suits  against  original 
subscribers  for  instalments  upon  stock  which,  upon  its  face,  was 
not  full  paid.  Oakes  v.  Turquand,  L.  R  2  H.  L.  498 ;  Upton  v. 
TrOnlcock,  91  U.  S.  45 ;  Upton  v.  Englehart,  3  DilL  496. 

Now,  if  a  purchaser  of  stock  is  bound  to  find  out  whether  the 
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8tx)ck  was  honestly  paid  or  not»  he  must  clearly  go  beyond  the 
books  and  ascertain  the  real  value  of  the  property  transferred. 
And  inasmuch  as  many  properties,  especially  mining  properties 
and  patent  rights,  have  been  sold  and  bought  in  perfect  good  faith 
at  prices  which  turned  out  to  be  grossly  in  excess  of  their  true 
value,  he  must,  if  the  value  seems  excessive,  go  further  and  ascer- 
tain whether  it  was  honestly  valued  or  not  at  the  time  of  its 
transfer  to  the  corporation. 

And  it  would  also  follow,  contrary  to  the  well-settled  rule,  that 
the  original  perpetrators  of  the  fraud  cannot  be  held  to  make  good 
their  fraudulently  issued  stock ;  for  the  ground  of  the  equity  of  the 
bill  is  that  the  vendor  has  ceased  to  be,  and  the  vendee  has  become, 
a  stockholder,  and  that  the  liability  to  pay  assessments  is  transferred 
with  the  stock.  Webster  v.  Upton,  91  U.  S.  65,  and  cases  cited; 
Angell  and  Ames  on  Corporations,  §  534. 

The  cases  in  which  it  has  been  held  that  the  purchaser  of  stock 
is  liable  to  calls,  notwithstanding  the  fraud  of  the  corporation  or 
of  the  vendor,  are  all  cases  in  which  the  stock  appeared  on  its 
face  not  to  be  full  paid,  and  the  fraud  consisted,  not  in  issuing  it 
as  full  paid,  but  in  making  false  representations  as  to  its  value 
or  its  liability  to  assessment  Oakes  v.  Turquand,  L.  R.  2  H.  L 
498;  Wd)ster  v.  UpUm,  91  U.  S.  65;  Upton  v.  £nglehari,  3  DilL 
496. 

The  stockholder  has  been  held  liable  by  reason  of  laches  in  not 
discovering  the  fraud  or  in  not  repudiating  the  stock  when  the 
fraud  was  discovered  Upton  v.  Tribilcock,  91  XJ.  S.  45;  Upton  v. 
Englehart,  3  Dill.  496 ;  Farrwr  v.  Walker,  3  DUL  506. 

The  bankruptcy  proceedings  do  not  preclude  defendants  from 
taking  the  defences  here  set  up.  Lavib  v.  Lamh,  13  B.  R  17 ;  6 
Biss.  420;  Upton  v.  Hansbrough^Z  Biss.  417;  In  re  Bepvhlic  Ins. 
Co.,  3  Biss.  452 ;  Michener  v.  Fayson,  13  B.  R  49 ;  Sanger  v.  Upton, 
91  U.  S.  56. 

The  defences  of  individual  contributories  are  left  to  be  dealt 
with  in  the  suits  brought  by  the  assignee.  In  re  BepMic  Ing, 
Co.,  3  Biss.  452 ;  lamb  v.  Larnb,  13  B.  R  17 ;  6  Biss.  420. 

The  Statute  of  Limitations  in  the  Act  Relating  to  Bankrupt- 
cy, Kev.  Stats,  §  5057,  is  a  bar  to  the  maintenance  of  the  present 
bill 
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That  act  applies  to  all  judicial  contests  between  the  assignee 
and  any  person  whose  interest  is  adverse  to  his.    Bailey  v.  Glover, 

21  Wall  342 ;  Walker  v.  Taumer,  16  B.  R  285. 

It  appears  that  the  present  snit  was  brought  more  than  two 
years  after  the  appointment  of  the  assignee,  but  less  than  two 
years  after  the  order  of  the  Bankruptcy  Court  directing  the  assess- 
ment of  the  capital  stock. 

I^  th^p,  the  cause  of  action  accrued  to  the  assignee  at  the  time 
of  his  appointment,  the  bar  of  the  statute  applies.  If  it  did  not 
accrue  till  the  assessment  was  made  by  order  of  the  court,  then  it 
is  not  barred. 

We  contend  that  it  accrued  to  the  assignee  at  once  upon  his  ap- 
pointment. OgUvie  v.  Knox  Ins,  Co,,  22  How.  380 ;  Ward  v.  OriB- 
tooldvUle  Manuf.  Co,,  16  Conn.  599 ;  Adler  v.  MUvnvkee  Pat,  Br. 
Co,,  13  Wis.  61 ;  Mawn  v.  Pente,  2  Sandf.  Ch.  257 ;  Hall  v.  Ins.  Co., 
6  Gill,  484 ;  Henry  v.  Vermilion,  &c,  Co,,  17  Ohio,  187. 

The  right  of  the  creditors  rests  on  the  right  of  the  corporation,  as 
against  the  subscribers  to  its  capital  stock  and  those  who  have  sue* 
oeeded  to  their  liabilities,  to  compel  the  pajrment  of  so  much  of  the 
capital  as  has  not  already  been  paid  in.     OgUvie  v.  Knox  Ins.  Co. 

22  How.  380,  387 ;  22  How.  387 ;  Ward  v.  Gfri^woldvUle  Manuf. 
Co.,  16  Conn.  699;  Adler  v.  MUwavJcee  P.  B,  Co,,  13  Wis.  61; 
Waterhouse  v.  Jarn^eson,  L.  B.  2  Sc.  Ap.  29. 

The  suit  may  be  brought  by  the  corporation  itself,  or  by  the 
stockholders  who  have  paid  in  full,  against  delinquent  subscribers, 
for  the  purpose  of  paying  the  corporate  debts.  Society,  &e,  v.  Abbott, 
2  Beav.  559 ;  Waltvorth  v.  Holt,  4  My.  4;  C.  619;  Nathan  v.  Whit- 
lock,  9  Paige,  152. 

And  upon  the  bankruptcy  of  the  corporation,  the  suit,  which  up 
to  that  time  might  have  been  brought  by  any  creditor  or  by  the 
corporation  itself,  may  be  brought  by  the  assignee  who  represents 
both  the  corporation  and  the  creditors,  and  succeeds  to  all  their 
rights  against  the  debtors  to  the  corporation.  See  Baker  v.  At- 
las Bank,  9  Met.  182 ;  Commonweaith  v.  Cochituate  Bank,  3  Allen, 

42. 

The  discussion  in  this  brief  has  proceeded  upon  grounds  open  to 
any  bona  fide  purchaser  of  shares  of  either  of  the  three  issues,  and 
upon  the  assumption  that  the  theory  of  the  plaintiffs  bill  is  main- 
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tainable,  viz.,  that  the  original  transaction  between  the  directors 
and  the  corporation,  by  which  their  land  was  taken  in  payment  for 
the  first  issue,  may  be  treated  as  a  partial  payment  for  that  stock; 
leaving  the  balance  due  thereon  to  be  recovered  by  the  corporation 
or  the  assignee. 

We  do  not,  however,  concede  this  proposition. 

The  original  issue  of  stock,  so  far  as  any  contract  rights  ever 
existed  or  are  to  be  enforced  between  the  parties,  was  full-paid 
stock. 

The  fraud  might  furnish  ground  for  avoiding  and  rescinding  the 
contract  by  the  corporation,  or  for  the  recovery  of  damages  by  the 
corporation  or  its  assignee  against  the  parties  concerned  in  it;  but 
even  as  against  them  it  can  furnish  no  ground  for  assuming  or  en- 
forcing a  contract  which  they  never  made,  namely,  a  contract  to 
pay  for  stock  which,  by  the  very  terms  of  their  real  contract,  was 
to  be  taken  as  full  paid. 

Still  less  can  it  furnish  ground  for  assuming  and  enforcing  such 
an  implied  contract  against  boria  fide  purchasers  of  the  stock  so 
issued,  who  have  taken  it  as  full  paid,  and  without  knowledge  of 
the  fraud. 

It  is  evident  that  the  remedy  for  such  fraud,  whatever  it  may  be 
and  against  whomsoever  it  may  lie,  might  have  been  pursued  by 
the  corporation  at  any  time  after  the  perpetration  of  the  fraud,  and 
by  the  assignee  at  any  time  after  his  appointment 

In  addition  to  the  cases  there  cited,  we  refer  to  £x  parte  Ourrie, 
7  L  T.  N.  s.  486 ;  Carlin^s  Case,  1  Ch.  D.  115 ;  MaynarcFs  Case,  9 
'  CL  60 ;  De  Buvigne  's  Case,  5  Ch.  D.  306,  323. 

Brief  of  Moor/ield  Storey. 

A  transferee  of  shares  is  not  liable  for  unpaid  subscriptions  on 
his  shares  unless  he  has  agreed  with  the  corporation  to  pay  them. 
If  he  has  not  promised  he  is  not  liable. 

A  transferee's  promise  may  be  implied  as  well  as  that  of  an  origi- 
nal subscriber.  The  latter  may  procure  a  release  from  his  liability, 
if  some  one  else,  with  the  consent  of  the  corporation,  will  assume  his 
obligation.  If  a  man  buys  shares  from  another,  knowing  that  the 
seller  is  liable  to  the  corporation  for  a  portion  of  their  price,  pro- 
cures a  transfer  of  the  shares  to  himself  on  the  books  of  the  cor- 
poration, and  receives  from  the  corporation  a  new  certificate  which 
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on  its  face  expresses  the  liability,  it  is  not  difficult  to  find  in  this 
transaction  the  intention  of  the  buyer  to  assume  the  seller's  lia- 
bility, and  the  consent  of  the  corporation  to  the  substitution. 

The  buyer  knows  that  the  seller  is  bound  to  pay  the  corporation 
the  balance  still  due  on  the  shares ;  he  knows  that,  by  the  sale  of 
his  stock,  the  seller  part%  with  all  interest  in  the  corporation  and 
all  right  to  share  in  its  profits ;  and  as  no  sensible  man  would  part 
with  the  chance  of  profit,  and  retain  the  liability  for  loss  which  he 
assumed  only  for  the  sake  of  profit,  and  as  a  transfer  cannot  ex- 
tinguish the  corporation's  claim  to  the  balance  due,  it  is  clearly  the 
intention  of  all  the  parties  that  by  novation  the  buyer  shall  assume 
the  sellers  liability  to  the  corporation. 

The  cases  support  this  view.  Where  there  is  no  agreement  by 
the  transferee  to  pay,  he  is  held  not  liable.  Canal  Co,  v.  Sansom, 
1  Binn.  70 ;  Palmer  v.  Eidge  Mining  Co.,  34  Pa.  St.  288 ;  Franklin 
Oil  Co,  V.  McCleary,  13  P.  F.  Smith,  317 ;  Pittsburg  &  Baltimore 
Coal  Co.  V.  Otterson,  ubi  sup. ;  FranJdin  Glass  Co.  v.  Alexander,  2 
N.  H.  380 ;  Seymour  v.  Sturgess,  26  N.  Y.  134 ;  Jay  Bridge  Co.  v. 
Woodman,  31  Me.  573 ;  Upton  v.  Bumham,  3  Biss.  431. 

Where  there  is  an  agreement  by  the  transferee  to  pay,  either 
express  or  clearly  to  be  inferred  from  his  acts,  he  is  liable.  Hart- 
ford &  New  Haven  B.  B.  Co.  v.  Boorman,  12  Conn.  530  ;  Ward  v. 
Oriswoldville  Manuf.  Co.,  16  Conn.  593 ;  Mann  v.  Cooke,  20  Conn. 
178. 

These  cases  are  all  cases  where  the  intent  of  the  buyer  to  assume 
the  seller's  liability  was  clear. 

In  Bend  v.  Sasqvshanna  Bridge  Co.,  6  Har.  &  J.  128,  the  defend- 
ant acquired  his  stock  by  a  transfer  which  recited  that  thirty  per 
cent  had  been  paid,  and  that  it  was  assigned  ''subject  to  the 
payment  of  the  remaining  seventy  per  cent  agreeably  to  the  char- 
ter." 

In  Hall  V.  The  United  States  Ins.  Co^  5  Gill,  484,  the  original 
subscriber  expressly  promised  to  pay  $20  on  every  share  for  which 
he  subscribed.  He  afterwards  assigned  to  the  defendant,  who  sub- 
sequently paid  various  instalments  on  the  stock.  The  court  says, 
"  The  transfer  of  the  stock  having  been  duly  made  to  him,  and  he 
having  assented  thereto,  as  is  unequivocally  demonstrated  by  his 
payment  of  instalments  subsequently  called  in  by  the  president  and 
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diiectora  of  the  company,  he  was,  in  respect  to  said  stock,  substituted 
to  all  the  rights  and  liabilities  which  would  have  attached  to  the 
assignor  had  he  continued  the  owner  theieo£" 

In  Merrimac  Mining  Co,  v.  Bagkff^  14  Mich.  501,  where  a  trans* 
feree  was  held  liable,  there  was  a  clear  novation.  Campbell,  J.,  who 
dissented  from  the  decision  in  the  case  of  Garaan  v.  Arctic  Mining 
Co.y  in  this  case  gives  the  opinion  of  the  court  In  dissenting  he 
assumed  that  the  court  put  the  liability  of  an  original  subscriber 
on  the  relation  of  stockholder^  independent  of  a  promise  to  pay^ 
whereas,  in  fact,  the  court  made  it  rest  on  a  promise. 

Merrimac  Mining  Co.  v.  Levy,  54  Pa.  St  227,  was  a  suit  by  the 
same  Michigan  corporation  in  Pennsylvania,  and  the  court  foUows 
.  the  Michigan  decision,  saying  it  considers  itself  bound  by  it  in  con- 
struing Michigan  statutes. 

But  the  clearest  recognition  of  the  principle  above  stated  is  found 
in  the  decision  of  the  Supreme  Court  in  Webster  v.  UpUm,  91  U.  S. 
65.  This  was  an  action  for  calls  against  a  transferee  of  stock,  and 
the  Court  distinctly  made  the  defendant's  liability  rest  on  a  promise 
to  pay,  proved  by  the  circumstances  attending  the  acquisition  of 
his  shares. 

It  13  clear,  from  the  authorities,  that  the  liability  of  a  stockholder 
for  unpaid  capital  in  every  case  rests  upon  a  promise  to  pay,  which 
if  not  express  may  be  implied  from  "proof  of  circumstances  that 
show  the  party  intended  to  assume  an  obligation." 

As  sustaining  this  proposition,  see  dH&oWUliam^e  Caee,  L.  R  1 
Ch.  D.  576 ;  ShackleforcCs  Case,  L  R.  1  Ch.  567 ;  MaUarie's  Case, 
L.  R  2  Ch.  181. 

No  contract  of  subscription  preceded  the  organization.  The 
bill  expressly  alleges  that  "up  to  this  date  none  of  the  capital 
stock  of  said  company  had  been  subscribed  for,  issued,  or  sold." 
It  is  not  claimed  that  any  subscription  agreement  was  signed  after- 
ward. 

No  provision  in  the  charter  or  any  other  statute  prescribed  the 
manner  in  which  the  capital  should  be  paid,  or  imposed  any  liability 
to  pay  it  upon  the  holders  of  shares. 

The  contract  of  the  original  stockholders  in  this  corporation  was 
not  express,  nor  can  its  terms  be  found  in  the  language  of  any 
statute. 
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It  must^  therefore,  be  implied,  and  the  only  fact  from  which  anj 
contract  by  the  original  stockholders  can  be  implied  is  the  fact  that 
they  took  stock  from  the  corporation.  From  this  fact  the  law  im- 
plies simply  a  promise  to  pay  for  it,  not  at  some  future  time  or  in 
instalments,  but  at  once  and  in  full.  The  taking  of  the  stock 
creates  a  debt  from  the  taker  for  its  full  value,  which  is  due  as  soon 
as  the  stock  is  taken. 

When,  therefore,  this  corporation  issued  its  stock,  the  law  im- 
posed upon  ihe  origini^  holders  an  obligation  to  pay  for  it,  from 
which  they  could  be  relieved  in  only  two  ways,  viz.,  payment,  or 
obtaining  some  one  to  assume  the  liability  whom  the  corporation 
would  accept  as  its  debtor.  In  the  latter  case  a  new  person  con- 
tracts with  the  corporation  to  pay  the  old  debt,  and  the  new  con- 
tract is  accepted  as  a  substitute  for  the  old. 

If  the  respondents  in  this  case  axe  liable,  it  is  because  their 
shares  have  not  been  paid  for,  and  they  have  assumed  the  obliga- 
tion of  the  original  takers,  and  have  relieved  them  from  their  lia- 
bility by  agreeing  to  pay  their  debt 

It  is  perfectly  dear  that  they  never  -made  this  agreement. 

No  express  promise  is  alleged.  No  circumstances  are  alleged 
which  show  that  they  intended  to  assume  any  obligation  to  the 
company.  On  the  contrary,  the  stock  was  issued  by  the  corporation 
and  taken  by  them  as  fully  paid.  Seymour  v.  Stturgess,  26  N.  Y. 
134. 

So  far  as  the  shares  are  concerned  which  were  issued  in  pay- 
ment for  land,  it  is  dear  that  there  is  no  liability  for  this  assess- 
ment. 

Neither  the  corporation  nor  the  original  takers  of  the  stock  con- 
templated any  further  payment  on  account  of  it  By  the  terms  of 
the  contract  the  land  was  taken  as  full  payment  for  the  shares,  and 
by  that  payment  all  liability  to  the  corporation  for  their  price  was 
extinguished,  as  long  as  that  contract  is  not  avoided.  Where  the 
contract  is  express  no  different  contract  can  be  implied;  and 
neither  by  the  original  holders  of  this  stock  nor  their  transferees 
was  there  ever  any  promise  to  pay  any  thing  for  these  shares  except 
the  land. 

The  transaction  is  precisely  the  same  in  effect  as  if  the  corpora- 
tion had  received  cash  in  payment  for  the  shares,  and  the  directors 
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had  taken  the  money  and  paid  themselves  the  price  agreed  on  for 
their  land.  T/u  Cheat  lAixewAourg  BaUway  Co.  v.  Magnayy  25 
Beav.  586  ;  Y(yrk  Buildings  v.  Mdckenaiey  8  Bro.  P.  C.  42 ;  2  White 
&  T.  Lead.  Cas.,  last  English  ed.,  note  to  Bobinson  v.  Fettf  253 ; 
Tvnn  Lick  Oil  Co.  v.  Marhv/ry,  91  U.  S.  587 ;  OryTnes  v.  Saunders, 
93  U.  S.  55. 

It  is  well  settled  by  authority  that  in  cases  of  this  sort  such  a 
transaction,  until  avoided,  is  an  effectual  payment  for  the  stock. 
Bellas  Case,  L  R  5  Ch.  11 ;  Drummond's.  Case,  L  R  4  CL  772 
Maynard^s  Case,  L  R  9  Ch.  60 ;  Ferrao's  Case,  L.  R  9  Ch.  355 
Adamson's  Case,  L  R  18  Eq.  670 ;  Schroder's  Case,  L  R  11  Eq.  131 
Coates*s  Case,  L.  E.  17  Eq.  169 ;  Jones's  Ca>se,  L.  R  6  Ch.  48 ;  Spargo*s 
Case,  L  R  8  Ck  407 ;  Carling's  Case,  L  R  1  Ch.  D.  115. 

Morton's  Case,  L  R  16  Eq.  104,  illustrates  our  proposition  both 
in  making  the  liability  to  pay  depend  on  contract,  and  in  recogniz- 
ing the  novation  in  the  case  of  a  transferee. 

In  Minor  v.  Tlie  Mechanics' Bank,  1  Pet.  46,  was  a  case  where 
a  defendant,  sued  by  a  corporation,  set  up  that  the  whole  capital 
stock  had  not  been  paid  in,  but  that  by  a  fraudulent  arrange- 
ment between  certain  subscribers  and  the  commissioners  it  had 
been  made  to  appear  that  it  was  all  paid  in.  See  opinion  of  the 
Court. 

In  the  case  of  Fhektn  v.  Hazard,  reported  in  "  The  Beporter  "  for 
March  20,  1878,  p.  363,  Judge  Dillon  sustains  the  claim  of  the  re- 
spondents on  both  grounds.  This  was  a  bill  brought  by  a  creditor 
to  enforce  the  liability  of  a  stockholder  for  the  unpeud  balance  on 
his  stock.  The  case  arose  in  Missouri,  under  the  statutes  of  that 
State,  and  therefore  the  liability  of  the  defendant,  so  far  as  it  de- 
pended on  statute,  was  precisely  the  same  as  that  of  the  respon- 
dents here.  In  that  case,  as  in  this,  the  shares  had  been  issued  in 
payment  for  a  mining  property  which  the  corporation  had  pur- 
chased, and  there  also  the  defendant  was  not  the  original  holder,  of 
the  stock. 

The  liability  of  the  transferee  arises  from  a  novation,  and  how 
can  there  be  a  novation  when  there  is  no  contiuct  to  renew  ? 

The  respondents  are  not  the  original  takers  of  the  other  two  sets 
of  shares,  those  representing  the  balance  of  the  origincd  capital  and 
those  representing  the  increased  capital,  which  were  issued  without 
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consideration,  but  purcliased  them  as  full-paid  shares  from  the  origi- 
nal takers  or  their  assignees,  they  cannot  be  held  liable  to  pay  the 
assessment  in  this  suit.  They  never  promised  to  pay  a  debt,  of 
whose  existence  even  they  were  ignorant.  And  the  corporation 
must. look  to  the  original  takers  for  the  amount  which  they  should 
have  paid.  The  corporation,  having  issued  full-paid  ceitificates  and 
so  assisted  to  defraud  the  respondents,  cannot  now  be  allowed  to 
say  that  the  shares  were  not  paid  for,  nor  can  its  assignee. 

This  view  is  sustained  in  NichoPs  Casey  decided  by  the  Court  of 
Appeal,  Chancery  Division,  and  reported  in  26  W.  R  334  In  this 
case  a  company  issued  certificates  of  shares  as  fully  paid  up,  when 
in  fact  no  payment  had  been  made,  and  they  were  taken  without 
notice  by  Nicholls  in  payment  for  land  which  he  sold  a  third 
party.  The  court  unanimously  held  that  Nicholls  could  not  be 
held  liable  as  a  contributory  for  unpaid  shares. 

It  may  perhaps  be  argued  that  the  respondents  cannot  now  con- 
test their  liability  because  the  proceedings  in  the  District  Court  of 
Missouri  are  conclusive  against  them,  and  it  therefore  becomes 
necessary  to  consider  precisely  what  effect  must  be  attributed  to 
these  proceedings. 

ItL  Hall  V.  The  United  States  Ins.  Co,,  5  Gill,  484,  the  corporation 
was  put  into  the  hands  of  receivers  upon  a  bill  in  equity  filed  by  a 
creditor,  and  afterwards,  upon  a  petition  filed  in  this  suit,  a  decree 
was  made,  ordering  stockholders  to  pay  to  the  receivers  all  amounts 
unpaid  on  their  stock,  and  directing  the  receivers  to  collect  them 
by  suit  from  all  who  did  not  pay  after  sixty  days'  notice. 

In  a  suit  brought  by  the  receivers,  the  proceedings  and  decree  in 
the  equity  suit  were  put  in  evidence  under  objection ;  and  in  dis- 
cussing the  exception  taken  to  their  admission,  the  Supreme  Court 
of  Maryland  say  :  — 

"The  proceedings  of  Baltimore  County  Court  when  sitting  in 
equity,  which  were  objected  to  as  evidence,  were  not  offered  as  an 
adjudication  of  any  of  the  rights  of  the  parties  in  any  suit  between 
them,  and  upon  that  ground  as  admissible  evidence  in  the  present 
controversy,  but  were  offered  without  reference  to  the  parties  thereto, 
for  the  purpose  of  showing  by  what  authority  the  present  action 
was  prosecuted.  In  that  aspect  of  their  being  offered,  they  are 
obnoxious  to  neither  of  the  reasons  urged  for  their  rejection.    The 
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oouit's  order  for  the  instittttion  and  prosecution  of  this  suit  was 
definite  and  final" 

UptoTi  V.  Hiansbarauffh,  ubi  mpra,  is  the  first  case  arising  under  the 
bankrupt  law.  In  that  case  the  unpaid  balance  was  to  be  paid  '*  on 
the  call  of  the  directors,  when  ordered  by  a  vote  of  a  majority  of 
the  stockholders  themselves."  In  that  case  proceedings  were  taken 
in  the  Bankrupt  Court,  similar  to  those  which  were  taken  in  this 
case. 

The  proceeding  in  the  Bankrupt  Court  takes  the  place  of  an 
assessment  by  the  corporation,  and  its  effect  is  the  same,  and  the 
act  of  the  court  is  held  an  exerdse  of  the  power  to  collect  the 
assets  of  the  bankrupt 

But  the  claim  of  the  respondents  is  supported  by  express  adjudi- 
cation. In  re  Bepvblic  Ins.  Co,,  3  Bis&  452 ;  Lamh,  Assignee, 
V.  Lamb,  6  Biss.  420. 

The  claim  is  further  supported  by  the  recent  decisions  of  the 
Supreme  Courts  which  give  to  the  proceedings  in  the  Bankrupt 
Court  the  same  effect  and  no  more. 

The  cases  of  Upton  v.  Tribiiooek,  Sanger  t.  Upton,  and  Webster  y. 
Upton  were  all  actions  brought  to  collect  &om  stockholders  an  as- 
sessment imposed  by  die  Bankrupt  Court  In  every  case  proceed- 
ings in  that  court,  like  those  detailed  in  the  bill,  preceded  the 
suit. 

In  Webster  v.  Upton,  91  U.  S.  65,  the  effect  of  the  decree  making 
the  assessment  was  not  considered  by  the  court,  but  in  this  case,  as 
in  all  the  others,  there  is  not  the  least  suggestion  that  the  decree 
in  the  Bankrupt  Court  was  conclusive.  Each  case  proceeded  on 
the  theory  that  the  stockholder  could  contest  his  liability  in  the 
suit  brought  to  collect  the  assessment  imposed  by  it 

The  same  conclusion  is  sustained  by  Tvmbvil  v.  Payson,  96 
TJ.  S.  418  ;  Chvbb  v.  Upton,  95  U.  S.  665. 

But  even  if  the  respondents  were  ever  liable,  the  provisions  of 
the  United  States  Bankrupt  Act,  §  6067  of  the  Bevised  Stat- 
utes, are  a  bar  to  this  actioa 

Under  that  section  an  assignee  can  maintain  no  suit,  either  at 
law  or  in  equity,  unless  it  is  brought  within  two  years  from  the 
time  the  cause  of  action  accrued  in  his  favor. 

That  this  provision  applies  to  every  suit  by  an  assignee  is 
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setfleA  Aitfey  v.  Glover,  21  Wall  842 ;  Walker  v.  Taumer,  16 
K  B.  R  286. 

The  cause  of  action  accrued  when  the  assignment  was  mada 

A  reference  to  the  circumstances  under  which  the  stock  was 
issued  makes  this  clear. 

In  the  first  place,  all  the  stock,  both  the  original  and  the  in- 
creased capital,  was  issued  as  fully  paid  up.  Neither  the  corpora- 
tion which  issued  it  nor  the  parties  who  received  it  contemplated 
any  further  payment  for  it,  or  intended  to  make  any  contract  which 
would  bind  them  to  pay  for  it. 

The  parties  understood  that  the  shares  issued  in  payment  for  the 
land  were  paid  for  in  full  by  the  land. 

The  persons  who  took  the  corporation's  bonds  at  ninety  cents  on 
a  dollar,  and  at  the  same  time,  as  a  further  consideration  for  their 
money,  received  shares,  did  not  intend,  by  receiving  them,  to  make 
any  contract  to  pay  for  them.  Such  a  contract  would  have  made 
the  receipt  of  the  shares  not  an  inducement  to  buy  the  bonds,  but 
a  reason  for  not  buying  them. 

The  directors  who  took  the  balance  of  the  original  capital  with- 
out paying  for  it  did  not  intend  to  pay  for  these  shares,  —  they 
meant  to  take  them  discharged  of  the  liability  to  pay. 

In  each  case,  if  we  look  only  at  the  intention  of  the  parties,  no 
contract  to  pay  for  the  shares  was  made. 

The  contract  under  which  the  original  recipients  of  the  stock 
were  liable  to  pay  for  it  is  a  contract  implied  by  the  law  against 
the  intent  of  the  parties.  It  is  implied  from  the  receipt  of  the 
shares  and  the  knowledge  of  the  recipients  that  they  had  not  been 
paid  for. 

The  only  promise  that  can  be  implied  from  the  taking  of  stock 
under  such  circumstances  is  the  promise  to  pay  for  it  at  once.  The 
price  of  the  shares  is  due  as  soon  as  the  holder  takes  them.  The 
liability  to  pay  for  them  accrues  then,  fforsei/s  Case,  L.  B.  2  £q. 
167 ;  Terry  v.  Anderson,  95  U.  S.  628,  pp.  635,  636. 

This  case,  therefore  differs  from  those  which  have  been  cited, 
where  the  Bankrupt  Court  has  made  an  assessment.  In  those  cases 
it  was  a  term  of  the  subscriber's  contract  that  there  should  be  an 
assessment  before  he  was  called  upon  to  pay  any  thing.  His  prom- 
ise was  a  conditional  promise ;  until  that  assessment  was  made, 
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there  was  no  debt  from  him  to  the  corporation.  In  such  cases  it 
may  be  said  that  the  right  of  action  does  not  accrue  until  the 
assessment  is  made. 

In  the  case  at  bar  there  is  no  ground  for  interpolating  into  the 
subscriber's  contract  any  new  term,  making  the  payment  dependent 
on  anassessment  to  be  mada  No  call  or  assessment  was  contem- 
plated by  the  subscribers  when  they  took  the  shares.  The  promise 
which  the  law  raises  against  their  intention  is  an  absolute  promise 
to  pay,  implied  firom  the  receipt  of  unpaid  stock.  The  debt  for  the 
price  was  due  the  moment  the  shares  were  taken. 

So  far  as  the  shares  are  concerned,  for  which  the  takers  paid 
nothing,  the  corporation  might  have  sued  at  any  moment  there- 
after.   No  assessment  was  necessary  to  give  it  a  right  of  action. 

The  assignee  acquired  the  corporation's  right,  and  might  have 
sued  for  the  full  value  of  the  shares  as  soon  as  he  received  the 
assignment  No  action  of  the  Bankrupt  Court  was  necessary  to 
give  him  that  right,  and  there  was  no  ground  for  its  interposition. 
Terry  v.  Anderson,  vbi  supra. 

Brief  of  Sidney  BartUtt. 

First.  What  would  be  the  remedy  of  the  corporation  itself  against 
the  parties  to  whom  the  shares  were  thus  fraudulently  issued? 
Carlin^s  Case,  L  R  1  Ch.  D.  115, 124;  De  Buvigne's  Case,  L.  K 
5  Ch.  D.  306,  323 ;  JEb  parte  Currie,  7  L.  T.  N.  s.  486,  L.  R  9 
CL  App.  6. 

Second.  If,  then,  it  be  true  that  the  only  remedy  open  to  the 
corporation  is  as  above  supposed,  the  question  arises.  Have  cred- 
itors, or  an  assignee  representing  creditors,  different  and  distinct 
rights  from  those  of  the  corporation  ?  Spargo's  Case,  L.  R  8  CL 
App.  407. 

The  contract  under  discussion  is,  except  for  the  fraud,  in  its 
consideration,  perfectly  valid. 

The  general  doctrine  as  to  the  rights  of  assignees  to  redress 
wrongs  suffered  by  a  corporation  is  stated  with  precision  by  Lord 
Westbury  in  a  recent  case  in  the  House  of  Lords.  WaterJumse 
V.  Jamieson,  L.  R  2  Sc.  App.  29. 

Having  thus  stated  one  of  the  defences  to  the  claim  of  plaintiff 
to  charge  defendants  who  held  shares  issued  in  payment  for  min- 
ing property,  we  proceed  to  submit  to  the  court  the  other  defences 
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applicable  alike  to  that  claim  and  to  all  the  claims  made  by 
plaintiff's  bill. 

The  first  of  these  defences  is,  that  each  and  all  of  the  shares  on 
which  plaintiff's  claim  rests,  are,  as  shown  by  the  bill,  held  under 
certificates  by  b<ma  fide  purchasers  not  privy  to  the  transactions 
attending  their  original  issue,  and  not  alleged  by  the  bill  to  be 
affected  with  notice  of  the  same,  but  who  took  the  same  on  faith  of 
the  certificates  issued  by  the  company,  and,  as  such  bona  fide 
holders,  we  submit  they  are  not  chargeable  by  the  assignee  with 
the  vice  attending  the  original  issue  or  its  consequences,  but  relief 
must  be  sought  by  him  against  the  original  parties  to  the  wrong. 

1.  All  the  issues,  as  disclosed  by  the  bill,  were,  and  were  in- 
tended to  be,  issues  of  full-paid  shares,  and  it  is  a  necessary  infer- 
ence that  the  certificates  issued  conformed  to  this  expressed  pur- 
pose, and  contained  no  indication  that  they  were  not  shares  of 
that  character,  since  otherwise  a  subsequent  sale  and  transfer 
would  be  dif&cult,  if  not  impossible,  and  the  purpose  of  the  parties 
be  defeated 

2.  That  none  of  the  present  defendants  were  parties  to  the 
transaction  under  which  the  first  issue  of  shares  was  made  is  dis- 
tinctly stated  in  the  bill,  which  gives  the  names  of  those  parties. 
Simpson  v.  FogOy  1  Johns.  &  H.  23 ;  Ayckboum,  Ch.  P.  113 ;  Fo88 
v.  ffarbottle,  2  Hare,  461,  502,  503 ;  Parker  v.  NidioUon,  7  L.  T. 
K.  8.  461. 

3.  Assuming,  then,  that  upon  the  pleadings  and  the  legal  results 
thereof  defendants  are  to  be  deemed  innocent  holders  of  certificates 
of  shares  issued  by  the  company  subsequent  to  the  issue  of  original 
shares  (and  upon  their  surrender),  and  that  said  original  issue  was 
fraudulent  or  without  adequate  consideration,  the  question  is, 
whether,  as  against  creditors  or  an  assignee,  defendants  hold  those 
shares,  charged  with  the  duty  to  pay  the  par  value  thereof  or  any 
sum  whatever,  or  whether  the  assignee  must  resort  to  the  parties  to 
whom,  under  the  fraudulent  contract,  they  were  originally  issued. 
Bank  V.  Lanier,  11  Wall  377;  Lincoln  v.  Wells,  48  N.  Y.  585; 
Mathews  v.  Bank,  1  Holmes,  398 ;  Nicholson's  Case,  26  W.  R  334 

It  is  to  be  noted  that  shares  in  a  corporation  are  not  mere  choses 
in  action  which  a  transferee  takes  subject  to  all  rights  between  the 
original  parties.    They  are  property  in  which  the  legal  title  vests 
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by  transfer  (1  lindL  Partn.  683,  684);  and  further,  that  plain 
certificates  of  shares,  unless  qualified  on  their  face,  contain  noth- 
ing to  put  the  purchaser  on  inquiry.  WaUrhaute  v.  Jamieton,  L. 
R  2  Sc.  App.  29. 

The  biU  seeks  to  chaige  stockholders  of  a  bankrupt  corporation 
severally  upon  two  separate  and  distinct  statements  of  aU^ed  fact, 
namely :  — 

As  holders  of  shares  originally  issued  in  February,  1867,  at  the 
time  of  the  oiganization  of  the  company,  to  the  parties  who  organ- 
ized that  company : 

Also,  as  bidders  of  shares  under  a  subsequent  increase  and  issue 
made  in  April,  1870,  and  sold,  together  with  the  bonds  of  the 
company,  to  parties  purchasers  thereof! 

Of  one  or  the  other  class  of  the  above-described  shares  the  bill 
charges  that  each  of  the  defendants  held,  at  the  date  of  the  decree 
of  bankruptcy,  and  now  holds  a  designated  number,  but  it  does  not 
aver  of  which  issue  either  of  the  defendants  held  shares. 

True,  it  avers  that  the  Bankrupt  Court  has  declared  that  an 
assessment  on  both  classes  of  shares  is  required  to  pay  the  debts  of 
the  company,  but  as  to  the  ownership  of  the  shares  its  averment 
merely  is  that ''  the  certificates  of  the  shares  of  said  stock  were,  at 
the  date  of  the  adjudication,  held  and  owned  by  the  following 
persons :  namely,  H.  J.  Bigelow,  380  shares/'  &a,  &c.,  but  of  which 
issue  the  several  parties  were  thus  holders  is  not  disclosed. 

In  default  of  any  averment  that  each  defendant  holds  shares  of 
both  issues,  if  one  or  more  of  the  defendants  hold  shares  of  the  first 
issue  only,  and  if,  as  to  that  issue,  there  is  apparent  on  the  face  of 
the  bill  a  defence  as  matter  of  law,  is  defendant  shut  off  from 
demurring  and  compelled  to  set  up  the  fact  by  plea,  namely,  his 
ownership  of  that  issue  only,  when  by  law  it  is  the  duty  of  the 
plaintiff  in  his  bill  to  have  averred  how  the  fact  was  ? 

The  rule  that,  on  demurrer,  a  ''  court  is  bound  to  adopt  the  con- 
struction which  i3  least  favorable  to  the  plaintifi*,"  and  *'  every  am- 
biguous statement  must  be  taken  in  the  sense  most  adverse  to  the 
pleader,"  above  referred  to,  need  not  be  repeated.  The  true  test 
isy  If  demurrer  be  overruled  and  no  further  proceedings  had,  and  if 
one  class  of  shares  is,  on  the  face  of  the  bOl,  in  law  not  liable,  then 
what  decree,  and  against  whom,  can  the  court  proceed  to  enter  ? 
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We  submit,  then,  that  it  is  to  be  izifenred  that  some  of  the 
defendants  do  or  may  hold  stock  only  of  one  of  the  issues ;  and  as 
the  question  who  they  are  is  left  by  the  bill  uncertain,  the  objection 
may  be  taken  by  each  defendant  on  general  demurrer  to  the  whole 
bilL 

We  come,  then,  to  another  ground  of  demurrer,  namely,  the  lim- 
itation of  suits  to  be  brought  by  the  assignee  to  two  years  from  the 
time  when  the  cause  of  action  accrued  to  him. 

The  statute  applies  to  all  judicial  contests  between  the  assignee 
and  any  persons  whose  interest  is  adverse  to  his,  including  actions 
for  unpaid  assessments  of  stock.  Baiiey  v.  Ohvery  21  Wall.  342 ; 
Walker  v.  Towner,  16  B.  B.  285;  Payson  v.  Coffin,  referred  to 
in  same. 

In  this  case  the  question  is^  Did  the  cause  of  action  accrue  im- 
mediately upon  the  appointment  of  the  assignee,  or  did  it  only  ac- 
crue at  the  date  of  the  order  for  assessment,  the  4th  May,  1877 
(if  the  same  is  valid),  for  which  order  the  application  was  made  on 
the  26th  April,  1877,  nearly  three  years  after  the  appointment  of 
the  assignee  ? 

The  answer  to  this  inquiry  will  necessarily  involve  the  determi- 
nation of  all  or  of  a  part  at  least  of  the  following  questions  : — 

(a.)  Is  an  assessment  of  any  character  by  the  Bankruptcy  Oourt 
in  any  case  a  necessary  preliminary  to  suit  by  the  assignee,  and,  if 
in  any  case  it  be,  still,  may  he  not  by  bill  in  equity  proceed  to 
cause  such  assessment,  and  also  obtain  in  the  same  suit  decree 
charging  the  stockfacdders  ?  So  that  his  right  of  action  is  immedi- 
ate on  his  appointment. 

(&)  If  such  assessment  by  the  Bankruptcy  Court  is  in  any  case 
necessary,  is  its  necessity  confined  to  cases  where,  by  the  terms  of 
the  subscription  to  shares  or  by  the  charter  or  by-laws,  subscribers 
to  stock  are  by  contract  liable  to  future  calls  only  in  the  mode  and 
at  periods  to  be  thereafter  fixed  by  the  directors  or  corporation,  and 
where  such  calls  have  not  already  been  made  prior  to  bankruptcy  ? 

(a)  Can  such  assessment  ever  be  a  prerequisite  to  bringing  suit 
by  the  assignee  when  not  only  no  right  exists  by  contract  regulating 
the  mode  and  time  of  future  calls,  but  where  shares  are  issued  by 
the  corporation  by  agreement  (fraudulent  in  part  or  in  whole)  aa 
being  fall-paid  shares,  so  that  no  executory  contract  exists  between 
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the  parties,  but  merely  a  right  of  action  for  the  fraud  after  or  with- 
out rescinding  the  contract  ? 

(d.)  If  in  the  case  last  named  an  assessment  be  a  l^;al  prere- 
quisite to  suit  by  the  assignee,  what  is  its  purpose,  and  what  its 
effect  after  it  has  been  obtained,  upon  the  rights  of  the  parties  in 
future  suits  by  assignees  against  shareholders  ? 

(e.)  Has  there  been  in  this  case  any  such  assessment  (if  such  an 
assessment  was  a  necessity),  as  has  complied  with  the  law  or  is 
valid  for  any  purpose? 

1.  It  will  be  conceded,  we  think,  that  it  is  the  right  and  duty 
of  the  assignee  to  enforce  all  the  claims  of  the  corporation,  whether 
against  delinquent  shareholders  or  others,  to  the  end  that,  in  case 
the  property  shall  prove  more  than  sufficient  to  pay  the  debta^ 
all  its  property  and  rights  shall  be  restored  to  the  corporation 
unimpaired. 

The  assignment  vests  in  the  assignee  all  the  corporate  property 
and  rights,  and  among  them  the  right  to  coUect  unpaid  subscrip- 
tions. The  corporation,  though  not  extinct,  is  thenceforth  power- 
less to  collect  or  enforce  those  rights.  However  speedily  the 
Bankruptcy  Act  may  look  to  the  winding-up  of  the  estate,  it  is  obvi- 
ous that  if  it  be  not  the  duty  of  the  assignee  to  enforce  the  pay- 
ment of  delinquent  subscriptions  until  he  has  ascertained  that  they 
are  requisite,  after  exhausting  the  other  assets  for  payment  of  debts^ 
insolvency,  migration,  or  other  causes  may  impair,  if  not  destroy,  aU 
chances  of  their  collection. 

If,  then,  a  bankruptcy  assignee  represents  both  the  corporation 
and  creditors,  it  is  submitted  that,  without  applying  for  any  assess- 
ment, such  assignee  has  the  right  and  duty  to  collect  all  unpaid 
subscriptions  of  the  capital,  whether  needed  to  pay  debts  or 
otherwise. 

Defendants  admit  that  under  the  usual  creditor's  bill,  to  reach 
the  equitable  assets  of  an  insolvent  corporation,  consisting  of  un- 
paid subscriptions  to  shares  or  capital  distributed  among  stock- 
holders, it  has  been  held  that  the  only  equity  of  the  creditors  is  to 
subject  such  unpaid  subscriptions  or  divided  capital  to  their  claims^ 
when  the  ether  assets  of  the  company  shall  have  been  exhausted  or 
shown  to  be  insufficient 

The  ground  upon  which  this  doctrine  rests  would  seem  to  be 
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that,  as  between  a  corporation  and  its  shareholders,  the  capital  is  to 
be  held  as  a  fund  to  be  resorted  to  only  when  there  is  a  deficiency 
of  other  corporate  property,  and  that  creditors  have  no  other  or 
higher  equity,  as  to  this  fund,  than  the  corporation,. —  a  doctrine 
seemingly  open  to  discussion,  at  all  events  inapplicable  in  bank- 
ruptcy, where  the  assignee  is  bound  to  collect  all  assets  for  the 
benefit  as  well  of  the  corporation  as  of  its  creditors. 

The  only  possible  ground,  therefore,  for  petitioning  for  an  assess- 
ment in  the  Bankruptcy  Court  would  seem  to  be  that  by  contract 
between  the  shareholders  and  the  company,  at  the  outset,  the  former 
are  not  to  be  called  on  to  pay  assessments,  except  in  the  mode  and 
at  the  times  fixed  by  that  contract. 

And  such  is  the  judgment  of  the  Supreme  Court  {Terry  v.  Afin 
deraon,  95  U.  S.  628,  635),  which  case  deals  with  the  rights  of 
creditors  against  stockholders  whose  subscriptions  are  not  full  paid, 
thus :  — 

"  There  the  charter  of  the  bank  made  a  call  by  the  directors,  and 
sixty  days'  notice  of  it  to  the  stockholders,  conditions  precedent  to 
the  collection  of  unpaid  stock  subscriptions,  and  it  was  consequently 
held  that  the  statute  did  not  commence  to  run  against  a  liability 
until  the  requisite  call  had  been  made  and  notice  givea 

*'  Neither  in  this  case,  nor  in  Terry  v.  Tubman,  does  any  such 
provision  of  the  charter  appear.  For  all  that  is  shown  in  the 
record  the  stockholders  were  liable  at  any  time  for  the  balance 
due  from  them." 

Further,  it  has  been  determined,  that  in  case  of  bankruptcy,  or 
technical  insolvency,  where  such  contract  exists  (based  as  it  is  upon 
the  assumed  solvency  of  the  corporation),  it  has  no  legal  effect  or 
force.    Henry  v.  Vermillion  Co.,  17  Ohio,  187. 

2.  But  if  it  shall  be  held  that,  notwithstanding  bankruptcy,  such 
contract  with  shareholders,  if  made  originally,  still  subsists,  —  that 
an  assignee  represents  merely  the  creditors  and  not  the  corporation, 
and  that,  in  conformity  with  that  contract,  he  must  in  some  court 
obtain  an  assessment,  —  the  doctrine  could  have  no  application 
to  this  case,  where  there  was  no  contract  as  to  assessments,  but  a 
contract  that  no  future  assessments  should  be  made. 

Whatsoever  remedy  the  corporation  had  for  the  fraud  was  imme- 
diate and  direct    It  is  submitted  that  the  assignee  had  the  im- 
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mediate  right  which  belonged  to  the  company,  and  that  it  cannot 
be  requisite  to  go  through  any  form  prior  to  bringing  suit 

3.  If,  then,  there  was  in  this  case  no  l^;al  necessity  for  an  a»« 
signee  to  procure  an  assessment  in  the  Bankruptcy  Court,  it  is 
hardly  necessary  to  discuss  the  general  character  and  effect  of  such 
assessments,  when  required  and  when  l^ally  made,  nor  of  the 
chai-acter  of  the  one  attempted  in  this  case,  since  it  is  obvious  that 
the  Statute  of  Limitations  began  to  run  with  the  date  of  the  appoint- 
ment of  the  assignee. 

4  But  if  all  this  be  wrong  and  unsound,  and  if  an  assessment 
was  in  some  form  and  in  some  character  a  prerequisite  in  this  case, 
it  may  be  well  to  advert,  first,  to  the  general  purpose  and  effect  of 
such  assessments ;  and,  next,  especially  to  the  character  of  the  pre- 
tended assessment  in  this  case. 

Upon  the  assumption  that  the  assignee  represents  creditors  alone 
and  not  both  creditors  and  the  corporation,  so  that,  as  such  repre- 
sentative, his  rights  are  limited  to  recover  for  unpaid  stock  only 
when  there  is  a  deficiency  of  assets  to  pay  the  debts  and  to  the 
extent  of  that  deficiency,  and  that  there  must  in  all  cases  be  ascer- 
tained at  some  time  and  in  some  mode  the  quantum  of  debt  and  the 
amount  of  assets  to  determine  the  extent  of  the  shareholders'  liabil- 
ity;  it  is  clear,  as  will  be  shown  hereafter,  that  there  are  two  modes 
of  accomplishing  this  object :  One,  by  a  suit  in  equity  in  which 
the  debts  and  assets  can  be  marshalled,  the  extent  of  the  liability 
be  determined;  and  the  question  whether  the  parties  proceeded 
against  are  shareholders,  or  are  or  are  not  chargeable  with  this  liabil- 
ity, can  be  determined  in  a  single  suit  This  is  the  usual  course  in 
regard  to  insolvent  corporations  not  in  bankruptcy,  where  creditors 
or  receivers  seek  to  recover  unpaid  assessments  of  capital  OgUvie 
V.  Knox  Ins.  Co,,  22  How.  380 ;  Ward  v.  Ormooldville  Man%^,  Co,,  16 
Conn.  599 ;  Adler  v.  Miltoaukee  Patent  Brick  Co,,  13  Wis.  61 ;  Htnry 
V.  Vermillum  Co.,  17  Ohio  St  787 ;  Mihan  v.  WhiOock,  9  Paige, 
152 ;  Mann  v.  Fentz,  3  Comst  415. 

The  other  course  usually  adopted  in  bankruptcy,  in  cases  of  un- 
paid subscriptions  to  stock  subject  to  future  caUs,  is  to  apply  by 
petition  to  the  Bankruptcy  Court  for  an  assessment  on  unpaid  sub- 
scriptions, in  which  proceeding  the  question  of  deficiency  of  assets, 
and  the  amount  necessary  to  be  raised  and  the  sum  for  which  the 
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sbares  are  liable,  is  determined  as  against  all  parties,  leaving  the 
assignee  to  enforce  the  assessment  by  suit  at  law  or  in  equity 
against  such  parties  as  shall  prove  to  be  liable  therefor. 

This  course  has  probably  been  adopted  instead  of  a  suit  in  equity 
to  avoid  the  necessity  which  would  otherwise  exist,  in  cases  of  the 
numerous  suits  neeessaiy  to  charge  the  parties  in  different  jurisdic- 
tdons,  of  furnishing  in  each  of  those  suits  proof  of  such  amount  and 
deficiency  and  of  the  sums  due  upon  the  shares. 

In  each  of  the  following  cases  this  last-named  course  has  been 
adopted,  and  in  most  of  them  the  question  of  the  liability  <xf  the 
party  sought  to  be  charged  is,  in  the  suits  brought  to  enforce  such 
assessment,  held  to  be  open  among  the  matters  at  issue ;  and  it  has 
been  further  distinctly  held  that  only  the  qiuintum  of  the  assess- 
ment, as  distinguished  from  the  question  whether  the  defendant  is 
chargeable  therefor,  is  to  be  deemed  settled  by  the  Bankruptcy 
Court  TumbtM  v.  Pay  son,  95  U.  S.  418  ;  In  re  Republic  Ins,  Co,^ 
3  Biss.  452 ;  Lamb  v.  Lamb,  6  Biss.  430 ;  Upton  v.  Hansbrough, 
3  Biss.  452  ;  Upton  v.  3nglehart,  3  DilL  496  ;  Michener  v.  Payson, 
13  B.  R  49 ;  Upton  v.  TribUeock,  91  U.  S.  45 ;  Sanger  v.  Upton, 
91  U.  S.  56 ;  Ohvbb  v.  Upton,  95  U.  S.  665. 

5.  Such  being  the  purposes  and  effect  of  assessments  in  general, 
where  such  assessments  are  by  law  or  original  contract  necessary  as 
preliminary  to  a  suit  by  the  assignee,  although,  as  we  have  seen, 
wholly  inapplicable  to  this  case,  yet,  if  it  would  be  so  applicable, 
this  attempted  assessment  is  wholly  nugatory  and  void. 

An  order  or  decree  which  leaves  the  quanium  of  delinquent 
assessments  unsettled,  and  thus,  if  it  be  valid,  leaves,  in  any  future 
proceedings  in  other  tribunals — facts  open  to  proof  and  contro- 
versy, which  are  essential  to  the  establishing  of  that  quantum,  and 
thus  fails  to  accomplish  the  object  on  which  its  jurisdiction  rests, 
is  a  nullity. 

The  order  or  decree  of  the  Bankruptcy  Court  in  this  (»se  finds 
and  declares  the  amount  of  the  assets,  the  amount  of  debts,  the 
qtuznium  of  deficiency  of  assets  to  pay  those  debts.  It,  then,  instead 
of  ascertaining  and  determining  the  amount  of  unpaid  assessments 
due  upon  the  several  shares  or  classes  of  shares  (which,  as  has 
already  been  suggested,  may  differ  widely  in  the  cases  of  the  several 
defendants),  proceeds  to  order  an  assessment  of  one  hundred  per 
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cent  on  each  share,  leas  whatever  may,  in  future  suits,  be  proved  by 
the  defendants  respectively  to  have  been  paid  on  their  shares.  Is 
it  valid  ? 

It  would  seem  to  be  clear  that  such  a  decree,  which  ascertains 
part  only  of  the  elements  necessary  to  determinS  the  amount  of 
unpaid  assessments,  and  thus  furnishes  part  only  of  the  complete 
foundation  on  which  to  base  future  suits,  to  determine  the  liability 
and  amount  of  liability  of  the  parties  sought  to  be  charged,  cannot 
be  even  received  in  evidence. 

It  need  not  be  added  that,  if  no  valid  order  or  assessment  by  the 
Bankruptcy  Cotirt  is  shown,  then,  if  such  assessment  be  a  prerequi* 
site,  the  bill  must  be  dismissed ;  if  it  be  not  a  prerequisite,  then 
the  Statute  of  Limitations  dates  from  the  accruing  of  the  original 
cause  of  action,  viz.,  from  the  appointment  of  the  assignee. 

We  next  submit  that  even  if  an  assessment  was,  in  this  case, 
one  mode  of  ascertaining  the  deficiency  of  assets  to  which  the  as- 
signee might  lawfully  resort  (which,  and  the  effect  of  which,  in  its 
bearing  on  this  case,  this  defendant  denies),  and  if  this  pretended 
assessment  were  a  real  assessment,  yet  it  cannot  be  in  the  power  of 
an  assignee  to  defeat  the  Statute  of  Limitations  by  postponing  his 
application  for  such  assessment,  as  in  this  case,  until  long  after  the 
statute  has  run  to  completion,  and  thus  continue  defendant's  lia- 
bility indefinitely  at  his  pleasure.  If  the  filing  of  such  petition  for 
assessment  be  deemed  the  commencement  of  a  suit  by  the  assignee, 
of  which  the  present  suit  is  a  mere  continuation,  then  it  was  not 
filed  until  nearly  three  years  after  his  appointment,  and  it  almost 
warrants  the  suggestion  that  its  filing  was  an  experiment  with  a 
view  to  avoid,  it  might  be,  the  bar  which  had  already  matured. 

Finally,  upon  this  point  arising  from  the  Statute  of  Limitations, 
we  submit  that  if  an  assessment  by  the  Bankruptcy  Court  was  one 
of  the  lawful  methods  of  proceeding  in  this  case,  and  it  had  been 
legally  made,  yet  there  was  another  clear  and  complete  remedy 
equally  open  to  the  assignee,  in  which  an  assessment  and  a  final 
decree  could  be  had,  and  the  right  of  which  accrued  to  him  from 
the  date  of  his  appointment 

And  further,  that  he  cannot  lay  by  for  years,  neglect  this 
remedy,  and  finally  resort  to  an  assessment  as  the  means  to  avoid 
the  statute. 
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Defendants  contend  that  the  assignee  had  the  legal  right,  at  any 
period  within  the  two  years,  without  seeking  an  assessment  from 
the  Bankruptcy  Court,  to  bring  a  suit  in  equity,  in  which,  in  con- 
formity with  the  procedure  of  courts  of  Chancery,  all  questions  of 
the  existence  and*amount  of  unpaid  subscriptions  on  the  shares  or 
class  of  shares  held  by  the  defendants  respectively,  the  question  of 
deficiency  of  assets,  the  extent  of  that  deficiency,  the  liability  and 
amount  of  liability  of  each  separate  defendant,  and  the  calls  and  as- 
sessment in  conformity,  could  all  be  ordered,  tried,  and  determined 

Or,  if  it  sha^  be  held  that  such  assessment  can  only  be  had  in 
bankruptcy  courts,  then  the  bill  in  equity,  and  a  proceeding  for 
assessment  in  the  Bankruptcy  Court,  may  be  brought  contempora- 
neously, and  the  former  proceeding,  if  need  be,  stand  or  be  sus- 
pended until  the  order  fixing  the  quantum  of  assessment  on  shares 
held  by  each  class  shall  have  been  passed,  and  then  the  question  of 
defendant's  liability  be  he^rd  and  determined  under  the  bilL 

First.  As  to  the  first  of  the  above  propositions,  it  is  submitted 
that  although  no  case  has  been  found  where  the  assignee  has,  with- 
out procuring  such  assessment^  proceeded  to  accomplish  the  same 
purpose  by  a  bill  in  equity,  yet  it  is  undeniable  that  the  jurisdiction 
of  a  court  of  equity  is  fitted  in  all  respects  to  work  out  and  perfect 
eveiy  step  preliminary,  or  otherwise  necessary  in  case  of  bankruptcy, 
to  charge  the  proper  parties  for  the  proper  amounts  of  unpaid  sub- 
scriptions. 

This  is  shown  by  the  various  cases  in  which  creditors  of  insolvent 
corporations  by  bill,  in  behalf  of  themselves  and  other  creditors,  and 
also  where  receivers  appointed  in  cases  of  insolvency,  have  success- 
fully invoked  the  aid  of  a  court  of  equity  to  attain  the  same  ends 
which  are  sought  in  this  case  by  the  plaintiff.  OgxLvie  v.  Ktuxc  Ins. 
Co.,  22  How.  380 ;  Ward  v.  GriswoldvUle  Manuf.  Co.,  16  Conn.  599; 
AiUr  V.  Milwaukee  Pat.  Brick  Co.,  13  Wis.  61 ;  Henry  v.  Vermillion 
Co.,  17  Ohio,  187;  Hall  v.  Ins.  Co.,  6  Gill,  484;  Mann  v.  Fmtz,  2 
Sandf.  Ch.  257. 

If  the  processes  of  a  court  of  equity  are  thus  found  adequate  to 
accomplish  in  behalf  of  a  creditor  all  that  is  sought  in  this  case,  it 
IB  difficult  to  see  why  the  same  remedy  does  not  exist  in  behalf  of 
an  assignee  in  bankruptcy,  who,  upon  the  theory  above  statied,  is 
the  representative  of  creditors.    The  Bankruptcy  Act  (Bev.  Stats., 
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§§  40,  79,  49,  72)  confers  on  all  district  courts,  includii^  that  in 
which  the  decree  of  bankruptcj  is  made,  and  on  all  circtiit  coorts^ 
full  equity  jurisdiction  in  all  bankruptcy  matters.  Bump,  Bankr. 
Pr.,  9th  ed.,  341,  in  natis,  823,  324 ;  Wilkim  v.  Darns,  2  Low.  611, 
518. 

Second.  As  to  the  second  of  the  above  propositions,  namely,  that 
if  it  is  by  law  requisite  that  the  assessment  be  had  in  a  bankruptcy 
court  only,  yet  a  bill  to  charge  the  defendants  for  their  liability  as 
ultimately  ascertained,  and  a  petition  to  the  bankruptcy  court  to 
assess  the  amount  attributable  to  the  shares  held  by  each  defendant, 
may  be  instituted  at  the  same  time.  For  this  we  refer  to  the  cases 
of  CammontvecUtk  v.  OochittuUe  Bank,  3  Allen,  42;  Baker  v.  Atlas 
Sank,  9  Met.  182. 

The  first  of  these  cases  was  a  bill  in  equity,  by  receivers  of  an 
insolvent  bank,  to  obtain  an  order  conferring  and  carrying  into 
effect  an  assessment  made  by  them  to  enforce  a  statute  liability  in 
fiftvor  of  bill-holders  against  parties  who  were  stockholdei's  when 
the  bank  stopped  payment 

The  defence  was  the  Statute  of  Limitations;  to  which  it  was 
replied  that  the  right  of  action  or  process  against  the  stockholders 
did  ^ot  accrue  until  after  assessment  made  by  the  receivers  in  con- 
formity to  the  statute  ascertaining  the  deficiency  of  assets.  But  it 
was  held  that  the  statute  began  to  run  when  the  bank  stopped  pay- 
ment, and  that  suits  against  the  bank,  under  which  the  assessment 
may  be  ordered  to  be  made,  and  suits  against  the  stockholders  by 
the  bill-^holders,  might  be  commenced  and  go  on  pari  passu. 

This  case  reaffirms  the  same  doctrine  that  is  contained  in  the  last- 
cited  case  (Baker  v.  Atlets  Bank),  which  was  a  creditor's  bill  to 
enforce  against  shareholders  the  statute  liability  for  mismanage- 
ment of  directors.  A  synopsis  of  the  case  wiU  be  found  in  the 
opinion  of  the  court  in  the  Cochituate  Bank  case  above  cited. 
The  argument  in  that  case,  in  answer  to  the  Statute  of  Limitations, 
was  that  the  statute  did  not  begin  to  run  until  the  plaintifis'  right 
to  sue  arose  from  the  refusal  of  the  receiver  to  commence  an  action 
for  their  benefit,  to  which  the  court  replied,  **  If  this  argument 
would  hold  good,  the  plaintiffs  might  delay  the  application  to  the 
directors  or  receivers  any  length  of  time,  and  the  statute  would  be 
inoperative  and  nugatory ; "  and  in  answer  to  the  suggestion  that 
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the  statute  could  only  begin  to  run  after  it  was  first  ascertained 
what  would  be  paid  by  the  assets  of  the  bank,  the  court  declare 
that  suits  against  the  bank  and  against  the  stockholders  may  be 
brought  at  the  same  time. 

Cliffobd,  J.  Fraud  does  not  render  a  contract  void,  but  void- . 
able  only  at  the  option  of  the  party  de&auded,  both  at  law  and  in 
equity,  whether  the  fraud  was  committed  by  one  of  the  contracting 
parties  upon  the  other,  or  by  both  upon  persons  not  parties  to  the 
transaction,  the  rule  being  that  where  the  fraud  was  committed  by 
one  of  the  parties  upon  the  other,  the  contract  remains  operative 
and  in  force  until  it  is  disaffirmed  by  the  injured  party.  Chit 
Cont.  10th  ed.  626;  Add.  Gont  7th  ed.  228;  Clough  v.  BaU- 
way,  L  R  7  Exch.  34 ;  Jtmes  v.  CarUr,  15  M.  &  W.  72 ;  Upton 
V.  JSnglehaH,  3  Dill  496. 

Due  consideration  will  be  given  to  both  defences,  but  it  will  be 
more  convenient  to  examine  the  one  addressed  to  the  merits  before 
considering  the  question  whether  the  claim  is  barred  by  the  Statute 
of  Limitations. 

Considered  broadly,  the  biU  of  complaint  seeks  to  enforce  from 
the  respondents  the  payment  of  the  entire  capital  stock  of  the 
company,  or  such  portion  of  the  same  as  may  be  necessary  to  pay 
the  debts  of  the  corporation  less  the  amount  any  particular  holder 
of  the  stock  may  have  paid  towards  his  shares.  Three  classes  of 
shares  were  issued,  as  plainly  appears  from  the  allegations  of  the 
bill  of  complaint  1.  Shares  to  the  amount  of  $350,790,  fraudu- 
lently issued  to  the  directors  in  payment  for  the  mining  lands 
which  they,  at  a  greatly  overvalued  estimation,  conveyed  to  the  cor- 
poration 2.  Unpaid  shares  to  the  amount  of  $46,210,  issued  to 
the  directors  without  any  consideration.  3.  Shares  to  the  amount 
of  $100,000,  issued  by  the  corporation  to  such  persons  as  took  an 
equal  amount  of  the  mortgage  bonds  of  the  corporation  at  ninety 
per  cent 

Viewed  in  the  light  of  these  su^stions,  it  is  plain  that  it  is 
sufficient  for  the  respondents  to  show  that  the  complainant  cannot 
sustain  any  claim  against  them  as  holders  of  the  first  issue  of  the 
original  stock,  as  the  bill  of  complaint  does  not  charge  that  the  re- 
spondents are  holders  of  any  particular  issue  of  the  stock,  or  either 
of  the  other  issues.    Such  being  the  state  of  the  pleading,  it  is  open 
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to  the  several  Tespondents  to  assume  that  his  stock,  as  charged, 
is  wholly  of  the  first  class  of  the  stock  which  was  issued  to  the 
directors  in  paTzuent  for  the  mining  lands,  the  rule  being  that 
pleadings  which  are  uncertain  or  ambiguous  must  be  taken  in  the 
sense  most  adverse  to  the  pleader.  Story,  Eq.  PL  7th  ed.  §  257 ; 
Foss  V.  Harbottle,  2  Hare,  503 ;  Simpson  v.  Foffo,  1  Johns.  &  H. 
23 ;  Ayckboum,  Ch.  Pr.   113 ;  Farker  v.  Nickson,  7  L.  T.  N.  s.  461. 

Certificates  of  shares  of  that  kind  were  issued  to  the  amount  of 
$350,790  ;  and,  nothing  being  alleged  to  the  contrary,  the  several 
respondents  in  this  controversy  may  properly  assume  that  they  are 
charged  with  holding  of  shares  in  the  capital  stock,  the  certificates 
of  which  were  of  that  issue  which  were  entered  upon  the  books  of 
the  company  as  shares  paid  up  in  fulL  Issued,  as  these  shares 
were,  to  the  directors  in  payment  for  the  mining  lands,  they 
were,  as  between  the  grantors  of  the  land  and  the  directors  issuing 
the  shares,  fully  paid  up,  as  the  shares  paid  for  the  land,  and  the 
land  conveyed  paid  for  the  shares ;  and  all  this  appears  upon  the 
books  of  the  company.  Transferees  of  the  shares  took  the  certifi- 
cates with  nothing  on  their  face  to  show  any  unfairness,  and  with 
nothing  appearing  on  the  books  of  the  company  to  put  them  upon 
inquiry.  Suppose  that  is  so,  still  the  complainant  contends  that 
such  payment  was  made  in  mineral  lands  at  a  fraudulent  valua- 
tion, not  binding  on  the  corporation.  Admit  that,  and  still  the 
fact  remains  that  the  land  was  actually  received  by  the  company 
in  full  payment  for  the  stock,  and  that  the  shares  were  issued  and 
delivered  as  fully  paid  up  shares.  Taken  as  a  whole,  the  averments 
of  the  bill  of  complaint  show  that  the  transaction  in  purchasing  the 
mineral  land,  and  in  issuing  the  first  class  of  stock  in  payment  for 
the  same,  was  a  gross  fraud  upon  the  company  which  cannot  be 
sustained ;  but  it  does  not  follow  that  the  present  suit  against  the 
respondents  is  the  proper  remedy  to  redress  the  injury,  for  the  rea- 
son that  the  contract  was  duly  executed  by  the  execution  of  the 
deed  of  conveyance  to  the  corporation,  and  by  issue  of  fully  paid 
up  shares  to  the  corporation  for  the  whole  amount  of  the  agreed 
consideration  of  the  mineral  land. 

Nothing  can  be  plainer  in  legal  decision  than  that  the  title  to 
the  mineral  land  passed  to  the  corporation,  and  that  the  title  to  the 
paid-up  stock  passed  to  the  directors.    Being  formally  executed 
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the  contract  must  stand  until  it  shall  be  rescinded,  or  the  as- 
signee,  if  he  prefers  that  course,  may  retain  what  the  company 
received  for  the  stock,  and  seek  redress  in  damages  against  those 
who  defrauded  the  corporation.  And  the  redress  is  at  his  com- 
mand, but  he  certainly  cannot  be  allowed  to  disaffirm  the  contract 
only  in  part,  and  affirm  it  as  to  the  residue,  as  he  must  do  in  order 
to  maintain  the  present  suit  against  the  respondents. 

Beyond  all  question  the  present  respondents  are  bona  Jide  pur- 
chasers and  holders  of  shares  in  the  capital  stock  of  the  company, 
which  the  books  of  the  company  show  were  fully  paid  for  by  the 
directors,  and  which,  by  the  terms  of  the  contract  between  the 
directors  and  the  grantors  of  the  mineral  land,  were  fully  paid  in 
the  manner  stipulated  by  the  contract.  Under  such  circumstances 
it  cannot  be  that  the  con\plainant,  without  disaffirming  the  contract, 
can  be  allowed  to  set  up  the  theory  that  the  property  taken  in  pay- 
ment of  the  shares  was  less  than  their  estimated  value,  and  to  seek 
redress  for  the  difference  against  bona  fide  purchasers  of  the  same 
in  the  open  market  Gross  fraud  may  have  been  perpetrated  be- 
tween the  parties  to  the  sale  and  purchase  of  the  mineral  land ;  but 
it  is  nevertheless  true,  so  far  as  the  shares  of  the  capital  stock  are 
involved,  that  the  shares,  as  between  the  corporation  and  innocent 
purchasers  of  the  stock  in  open  market,  without  notice,  knowledge, 
or  means  of  knowledge  of  the  fraud,  were  paid  up,  as  shown  by  the 
books  of  the  corporation.  Notice  of  the  fraud  as  respects  the  re- 
spondents is  not  alleged,  nor  is  there  an  intimation  in  the  bill  of 
complaint  that  any  facts  or  circumstances  were  known  to  the  re- 
spondents, to  put  them  upon  inquiry  in  respect  to  any  such  impu- 
tation. 

Innocent  purchasers  of  the  stock  in  the  open  market  are 
not  liable  in  such  a  case ;  but  the  remedy  of  the  corporation  is 
against  the  guilty  perpetrators  of  the  fraud  in  their  individual 
capacity.  Support  to  the  opposite  theory  is  attempted  to  be  de- 
rived from  the  adjudication  of  the  Bankrupt  Court ;  but  the  decree 
of  the  Bankrupt  Court  was  only  an  adjudication  that,  for  the  purpose 
of  paying  off  the  indebtedness  of  the  company,  a  call  and  assess- 
ment be  made  on  the  stock  of  one  hundred  per  cent,  less  any  sum 
or  sums  that  may  have  been  paid  thereon.  Properly  considered, 
as  a  whole,  the  decree  of  the  Bankrupt  Court  does  not  absolutely 
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fix  and  determine  the  amount  to  be  assessed.  Instead  of  that^  it 
merely  calls  for  one  hundred  per  cent  less  all  payments ;  nor  does 
the  decree  in  any  respect  contradict  the  theory  that  the  class  of 
stock  iSrst  issued  was  folly  paid  up  before  it  was  put  upon  the 
market ;  and,  if  so,  the  court  is  of  the  opinion  that  the  proper 
remedy  of  the  complainant  is  against  the  perpetrators  of  the  alleged 
fraud,  which  he  might  have  enforced  the  moment  he  was  appointed 
assignee  of  the  bankrupt's  estate.  Holders  of  shares  issued  im- 
properly stand  on  a  different  footing  from  the  holders  of  shares 
which  the  company  had  no  power  to  issue,  as  the  purchaser  in  the 
latter  case  acquires  nothing,  and  cannot,  in  general,  be  held  as  a 
contributory.  2  lindL  Partn.  3d  ed.  1381 ;  BaTik  v.  Alison^ 
L.  R  6  G.  P.  54 ;  8.  c.  Id.  222.  But  the  mere  fact  that  a 
person  has  become  a  shareholder  pursuant  to  a  scheme  which  is 
vMra  vires  will  not  relieve  him  from  liability  as  a  contributory,  if 
the  shares  he  has  taken  can  be  considered  as  legally  existing,  and 
he  was  himself  a  party  to  the  scheme,  or  had  knowledge  of  the 
fraud.  Even  where  the  shares  were  fraudulently  issued,  it  is 
necessary  to  give  strict  attention  to  the  precise  facts  in  order  to 
ascertain  what  are  the  rights  of  the  parties  in  the  case.  The  re- 
spondents were  not  subscribers  to  the  stock,  but  the  purchasers  of 
the  shares  in  the  open  market  as  paid-up  shares.  It  was  held  in 
Carlings  Case  that,  where  the  contract  was  to  take  paid-up  shares, 
the  court  could  not  convert  the  contract  into  one  for  unpaid  shares, 
for  reasons  which  are  obviously  sound  and  correct  Carlincfs  Case, 
L  R  1  Ch.  D.  124. 

Where  there  is  a  contract,  even  if  fraud  be  imputed,  the  party 
seeking  redress  must  disaffirm  the  contract,  or  proceed  for  damages 
against  the  perpetrators  of  the  iraud.  Such  a  party  must  throw 
over  tlie  agreement  altogether,  or  he  must  take  it  as  a  whole.  He 
cannot  adopt  as  to  one  part,  and  reject  it  as  to  the  rest  Ds 
Bimffne'a  Case,  L  R  5  Oh.  D.  323.  Certain  shares  of  capital 
stock  were  allotted  as  fully  paid  up  shares,  and  the  court  held 
that,  as  the  shares  had  been  allotted  to  a  stranger  as  paid-up  shares, 
they  could  not  be  considered  otherwise,  and  that  neither  he  nor 
his  alienees  could  be  liable  to  contribute  in  respect  of  the  shares. 
Ex  parte  Currie,  7  L.  T.  N.  B.  486. 

Aigument,  to  show  that  the  transaction  of  issuing  the  stock  in 
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payment  for  the  mineral  land  would  have  been  valid  if  unmixed 
with  fraud,  is  scarcely  necessary,  as  the  proposition  is  one  which 
finds  support  in  the  daily  transactions  of  life.  Spargcfs  Case,  L.  R 
8  CL  App.  413.  Shareholders  are  not  required  to  suspect  fraud 
or  to  institute  inquiries  where  all  seems  fair  and  conformable  to 
the  requirement  of  law  and  fair  dealing.  Waterhouse  v.  Jamieson, 
L  B.  2  H.  L.  Sc.  App.  29.  Where  certificates  of  shares  were  is- 
sued as  fully  paid  up,  when  in  fact  no  payment  had  been  made,  it 
was  held  in  the  Chancery  Court  of  Appeal,  reversing  the  Vice- 
Chancellor,  that  by  the  issue  of  the  certificates  the  company  were 
estopped  from  alleging  that  the  stock  was  not  paid  up,  and  that 
an  innocent  holder  of  the  shares  could  not  be  placed  on  the  list  of 
contributories  in  respect  to  such  shares  as  unpaid  shares.  NichoVs 
Case,  26  W.  R  334. 

Three  of  the  judges  gave  opinions :  The  Master  of  the  Soils  said: 
Where  you  have  a  receipt  given  you  by  the  company,  a  final 
receipt  as  a  certificate  of  payment,  what  more  is  a  bona  fide  pur- 
chaser to  ask  for,  and  what  occasion  has  he  to  make  inquiry? 
He  has  the  representation  of  the  company  by  the  certificate  that 
the  shares  are  fully  paid  up.  It  appears  to  me  the  company,  hav- 
ing made  that  representation  by  the  certificate  to  be  used  by  the 
vendor  as  evidence  of  title,  is  estopped  from  saying  afterwards  that 
the  company  has  not  received  the  money.  ...  It  appears  to  me 
impossible  that  the  company  should  be  allowed  to  say  the  shares 
were  not  paid  up  in  due  course.  James,  L  J.  Every  person  con- 
nected with  the  company  who  issues  a  certificate  for  paid-up  shares 
in  money,  when  the  money  or  value  has  not  been  paid,  is  guilty 
of  a  personal  wrong  towards  the  company,  and  may  be  made 
answerable  for  it  in  exactly  the  same  way  and  to  the  same  extent 
as  if  the  money  had  been  taken  out  of  the  cofiers  of  the  company 
to  pay  up  the  shares,  or  as  if,  by  some  fraud  of  the  directors  and 
officers,  receipts  had  been  given  for  the  payment  when  payment 
had  not  been  made.  If  any  person  is  a  'p&xty  to  such  a  breach  he 
can  be  made  answerable  for  it,  but  that  cannot  affect  the  posi- 
tion of  one  who  says.  You  made  a  representation  to  me,  and  you 
are  bound  by  every  principle  of  law  and  equity  to  make  good  the 
representation  upon  the  faith  of  which  I  was  induced  to  act. 
Thesiger,  L  J.,  held  that  any  such  shareholder  may  show  either 
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that  the  shares  have  been  paid  up  in  fact^  or  that  the  company 
whom  the  liquidator  represents  have,  by  their  words  or  conduct, 
estopped  themselves  from  disputing  that  the  shares  have  been  so 
in  fact  paid  up. 

Certificates  of  shares  in  due  form  were  issued  as  paid-up  shai'es, 
and  there  is  much  reason  to  hold  that  the  corporation,  as  to  inno- 
cent holders  of  the  same,  is  estopped  to  set  up  the  defence  that 
they  are  void.  They  admit  that  the  shares  were  paid  up  to  the 
extent  of  fifty  per  cent,  and  the  opinion  of  the  Bankrupt  Court 
contains  a  finding,  of  the  same  import^  which  strengthens  the  posi- 
tion that  the  corporation  is  estopped  to  set  up  the  defence  that  the 
certificates  are  void.    Biche  v.  Sailway,  L.  B.  9  Ex.  264 

Power  to  issue  shares  was  possessed  by  the  company,  and  hence 
the  rule,  that  the  holder  takes  nothing  where  the  power  is  en- 
tirely wanting,  does  not  apply.  Ferffuson  v.  Zandram,  436;  Stacks 
Case,  L.  B.  4  Ch.  688.  Cases  arise,  however,  where  the  suit 
was  against  the  perpetrators  of  the  fraud,  or  against  holders  of 
the  stock,  with  notice  that  it  was  fraudulently  issued,  or  with 
knowledge  of  such  facts  and  circumstances  as  legally  put  them 
upon  inquiry,  in  which  the  rule  is  different  Equity,  in  such  a  case, 
regards  the  property  of  the  corporation  as  held  in  trust  for  the 
payment  of  the  debts  of  the  corporation,  and  recognizes  the  right 
of  creditors  to  pursue  it  in  whosesoever  possession  it  may  be  trans- 
ferred, unless  it  has  passed  into  the  hands  of  a  Jxmafide  purchaser ; 
and  the  rule  is  well  settled  that  stockholders  are  not  entitled  to 
any  share  of  the  capital  stock,  or  to  any  dividend  of  the  profits, 
until  all  the  debts  of  the  corporation  are  paid.  Bailroad  v.  Howard, 
7  WaU.  409. 

Assignees  in  bankruptcy  in  such  a  case  represent  creditors  as 
well  as  the  bankrupt,  and  may  disaffirm  the  contract,  or  retain 
what  passed  to  the  bankrupt  and  proceed  for  damages  against  the 
perpetrators  of  the  fraud,  or  against  subsequent  transferees  of  the 
stock  with  notice  that  it  was  fraudulently  issued,  or  with  know- 
ledge of  such  facts  and  circumstances  as  legally  put  him  upon 
inquiry.  Decided  cases  which  assert  that  rule  are  quite  numerous 
and  decisive.  Two  or  three  cases  of  the  kind  deserve  consideration, 
of  which  the  following  is,  perhaps,  the  most  important 

Money  was  owed  to  the  corporation  for  a  subscription  to  the 
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capital  stock,  and  the  debtor  and  the  officers  of  the  company 
entered  into  an  agreement  to  extinguish  the  stock  debt,  and  to 
convert  it  into  a  debt  for  the  loan  of  money.  Bankruptcy  of  the 
corporation  ensued,  and  the  assignee  claimed  that  the  stock  debt 
was  due.  Justice  Miller  gave  the  opinion,  and,  in  replying  to  the 
argument  that  the  assignee  can  assert  no  greater  right  than  the 
bankrupt,  said :  ''The  assignee  is  the  representative  of  creditors,  as 
well  as  of  the  bankrupt  He  is  appointed  by  the  creditors.  The 
statute  is  full  of  authority  to  him  to  sue  for  and  recover  property, 
rights,  and  credits  where  the  bankrupt  could  not  have  sustained 
the  action,  and  to  set  aside  as  void  transactions  by  which  the  bank- 
rupt would  be  bound.  .  .  .  Though  it  be  a  doctrine  of  modern  date, 
we  think  it  now  well  established  that  the  capital  stock  of  a  cor- 
poration is  a  trust  fund  for  the  benefit  of  the  general  creditors  of 
the  corporation."  Sawyer  v.  Hoag^  17  Wall.  619.  To  the  same 
effect  also  is  the  case  of  Upton  v.  TribUcoek,  where  the  opinion  was 
given  by  Justice  Hunt  He  decided  that  the  original  holder  of 
stock  in  a  corporation  is  liable  for  unpaid  instalments  of  stock 
without  an  express  promise  to  pay  the  amount,  and  that  a  oontract 
between  such  a  subscriber  and  the  corporation  or  its  agents,  limit- 
ing the  liability  therefor,  is  void,  both  as  to  the  creditors  of  the 
company  and  its  assignee  in  bankruptcy ;  that  representations  by 
the  agent  of  a  corporation,  as  to  the  non-assessability  of  its  stock 
beyond  a  certain  percentage  of  its  value,  constitute  no  defence  to 
the  action  against  the  holder  of  the  stock  to  enforce  payment  of 
the  entire  amount  subscribed,  where  the  holder  has  failed  to  use  due 
diligence  to  ascertain  the  truth  or  falsity  of  such  representations. 
Upton  V.  Tribilcocky  91  U.  S.  45.  Due  care  and  diligence  was  not 
exercised  by  the  purchaser  in  that  case,  although  the  proof  was 
full  to  the  point  that  he  was  legally  put  upon  inquiry.  Thomas  v. 
Bartow,  ^^  N.  Y.  193.  Half  a  century  before  these  cases  were  de- 
cided, Judge  Story  held  that  the  capital  stock  of  a  corporation 
was  a  trust  fund  for  the  pajonent  of  the  debts  of  the  corporation, 
and  that  it  might  be  followed  into  the  hand  of  the  stockholders  or 
of  any  persons  having  notice  of  the  trust  attached  to  it  Wood  v. 
Dv/mmer,  3  Mas.  312. 

Trusts  are  enforced  not  only  against  those  persons  who  are  right- 
fully possessed  of  the  trust  property  as  trustees,  but  also  against 
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all  persons  who  come  into  possession  of  the  propertj  bound  by 
the  trust  and  with  notice  of  the  same,  and  whoever  comes  so  into 
possession  is  considered  as  bound,  with  respect  to  that  special  prop- 
erty, to  the  execution  of  the  trust  Taylor  v.  Plumer,  3  Maule  & 
S.  574 ;  Adair  v.  Shaw,  1  Sch.  &  Lef.  262.  Beported  cases  almost 
without  number  lay  down  the  same  rule,  but  those  referred  to 
will  be  sufficient  to  illustrate  the  principle.  Nothing  is  alleged  in 
the  bill  of  complaint  tending  to  show  that  the  respondents  were 
paiticipants  in  the  fraud,  or  that  they  had  notice  of  the  transac- 
tion, or  knowledge  of  any  facts  or  circumstance  tending  to  put 
them  upon  inquiry ;  and  if  there  were  any  such  matters  alleged  in 
the  bill  of  complaint  it  could  not  benefit  the  complainant,  as  it  is 
settled  law  that  in  such  a  case  the  cause  of  action  arose  in  favor 
of  the  complainant  when  the  estate  of  the  bankrupt  corporation 
vested  in  him  as  the  assignee  in  bankruptcy. 

Where  the  charter  of  a  bank  contained  a  provision  binding  the 
individual  property  of  its  stockholders  for  the  ultimate  redemption 
of  its  bills,  in  proportion  .to  the  number  of  shares  held  by  the 
stockholders  respectively,  the  Supreme  Court  held  that  the  liability 
of  the  stockholder  arose  when  the  bank  refused  or  ceased  to  redeem, 
and  became  notoriously  insolvent  Terry  v.  Tviman,  92  U.  S.  156. 
Just  the  same  question,  with  others,  was  presented  to  the  Supreme 
Court  in  a  subsequent  case  in  which  the  court  held  —  the  Chief 
Justice  giving  the  opinion  —  that  the  liability  of  the  stockholders 
upon  their  unpaid  subscriptions  is  that  of  debtors  to  the  bank,  and 
that  all  such  balances  passed  to  the  assignee  under  the  assignment, 
which,  by  the  Bankrupt  Act,  is  of  all  the  property,  estate,  credits, 
and  assets  of  the  bankrupt^  whether  a  corporation  or  an  individual ; 
and,  for  all  that  is  shown  in  the  record,  the  stockholders  were  liable 
to  suit  at  any  time  for  the  recovery  of  the  balance  due  from  them 
as  such  stockholders.  Kenrudy  v.  Oibson,  8  WalL  505;  Com.  v. 
Barik,  3  Allen,  42;  Barker  v.  Bank,  9  Met  182;  Terry  v.  Anderson, 
95  U.  S.  632.  Apply  that  rule  to  the  case  before  the  court,  and  it 
follows  that,  even  if  the  bill  of  complaint  had  charged  that  the  re- 
spondents had  notice  of  the  fraud,  or  were  put  upon  inquiry  in  that 
regard,  it  would  not  have  benefited  the  complainant,  8»  in  that 
event  his  claim  would  have  been  barred  by  the  two  years'  limitci- 
tion  of  the  Bankrupt  Act    Batiey  v.  Olover,  21  WalL  342. 
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PaTchasers  of  stock,  where  it  appearo  upon  its  face  that  it  was 
only  partially  paid  up,  may  be  held  liable  to  pay  up  the  unpaid  in- 
stalment ;  but  the  authorities  to  that  effect  have  no  application  in 
this  case.  WAder  v.  Upton,  91  U.  S.  65 ;  Upton  v.  ffand>roiLgh,  3 
Biss.  427.  Adjudged  cases,  in  which  it  has  been  held  that  creditors 
or  assignees  in  bankruptcy  may  enforce  such  payments  when  the 
corporation  would  be  estopped  to  do  so,  are  suits  against  original 
subscribers  or  transferees  implicated  in  some  way  in  the  fraudulent 
transaction.  Upton  y.  Tribilcock^  91  U.  S.  45.  Failure  to  use  due 
diligence  when  put  upon  inquiry  was  the  ground  of  the  decision  in 
that  casa  Oakes  v.  Ta/rquand,  L.  B.  2  H.  L  325.  Whatever 
remedy  for  the  fraud  the  assignee  had,  it  is  evident  he  might  have 
pursued  at  any  time  after  he  acquired  title  to  the  bankrupt's 
estate.  £x  parte  Currie,  7  L  T.  N.  s.  486 ;  Carling*B  Case,  L.  R 
1  Ch.  D.  124;  L  E.  9  Ch.  D.  60;  De  Buwffn^s  Case,  L.  E.  5  CL 
D.  323. 

Dem/wrrer  sustained.    Bill  of  complaint  dismissed. 


GusTAVUB  A.  ScoviLL  et  al.  V.  Lemuel  Shaw  et  al,,  Executors. 

Assignees  in  bankrnptcj  are  appointed  by  the  creditors  of  the  bsnkmpt,  and  the  provision 
is^  that  as  soon  as  the  assignee  is  appointed  and  qnalifled,  the  jadge,  or,  where  there  is 
no  opposing  interest,  the  register,  shall,  by  an  instrument  under  his  liand,  assign  and 
conyey  to  the  assignee  all  the  estate,  real  and  personal,  of  the  bankrupt,  and  that  such 
assignment  shall  relate  back  to  the  commencement  of  proceedings  in  bankruptcy. 

Grcnit  courts  have  concurrent  jurisdiction  with  the  district  courts  of  the  same  district,  of 
all  suits  at  law  or  in  equity  which  may  be  brought  by  the  assignee  in  bankruptcy 
against  any  person  claiming  an  adverse  interest,  or  by  such  person  against  such  as- 
signee touching  any  property,  or  rights  of  property,  of  said  bankrupt,  transferable  to,  or 
vested  in,  such  assignee,  but  the  same  section  provides  that  no  suit  at  law  or  in  equity 
shall  in  any  case  be  maintainable  by  or  against  such  assignee,  or  by  or  against  any 
person  claiming  an  adverse  interest  touching  the  said  property,  in  any  court  whatsoever, 
unless  the  same  is  brought  within  two  years  from  the  time  the  cause  of  action  accrued  to 
or  against  such  assignee. 

It  was  held  that  this  claim  was  banred  by  the  Statute  of  Limitations  referred  to. 

The  plaintiffs  were  the  assignees  in  bankruptcy  of  the  Fort  Scott 
Coal  &  Mining  Co.  The  defendants  were  the  executors  of 
Samuel  Hooper,  who  died  Feb.  14, 1875,  and  they  were  appointed 
on  the  15th  of  March  of  that  year.    By  the  law  of  Kansas  any 
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corporation  may  inciease  its  capital  stock  to  anj  amount  not  ex- 
ceeding donble  the  amount  of  its  anthomed  capital    April  19^ 

1871,  the  companj  increased  its  stock  to  $200,000.    On  Oct  16, 

1872,  a  further  increase  of  $100,000  was  made,  and  another  of  the 
same  amount  Dec.  1872.  Thus  the  nominal  capital  was  raised  to 
$400,000.  April  2,  1874,  proceedings  in  bankruptcy  were  b^un 
against  the  corporation,  and  the  plaintiffo  chosen  assignees  April 
29, 1874. 

March  31, 1876,  a  petition  to  assess  the  capital  stock  was  filed 
in  the  court,  and  an  order  was  issued  April  5, 1876,  to  the  stock- 
holders, to  show  cause  why  the  assessment  should  not  be  made. 
June  10,  1876,  a  decree  of  assessment  was  made,  by  which  eveiy 
stockholder  was  assessed  $76  per  share,  less  the  amount  paid  in 
on  his  stock,  and  in  default  of  payment  the  assignees  were  directed 
to  sue.  The  assignees  were  directed  to  make  a  call  and  assessment 
in  conformity  with  the  order  of  court,  and  return  the  same  before 
July  21, 1876.  They  made  the  assessment  and  call  July  17, 1876. 
Suits  were  then  brought  against  the  persons  appearing  to  be  stock- 
holders on  the  books  at  the  time  of  the  failure  of  the  company. 
The  stock  was  all  issued  as  fuU  paid,  the  company  charging  to  dis- 
count, at  the  times  of  the  issues,  the  difference  between  the  amounts 
received  by  it  and  the  par  of  the  stock. 

McComas  &  McKeighan,  with  whom  were  C.  W.  Blair  and  A.  A. 
Banney,  for  the  plaintiff. 

Does  the  two  years'  Statute  of  Limitations  of  Massachusetts,  with 
reference  to  actions  against  executors  and  administrators,  apply  ? 
We  contend  that  it  does  not.    The  section  is  as  follows :  — 

Sec.  5,  Mass.  Gren.  Stats.  491.  "No  executor  or  adminis- 
trator, after  having  given  notice  of  his  appointment  as  provided 
in  §  1,  shall  be  held  to  answer  to  the  suit  of  any  creditor  of 
the  deceased,  unless  it  is  commenced  within  two  years  from  the 
time  of  giving  bond  as  aforesaid,  except  in  the  cases  hereinafter 
mentioned." 

Sec.  721  of  the  Bevised  Statutes  of  the  United  States  provides 
that  "  the  laws  of  the  several  States,  except  where  the  Constitu- 
tion, treaties,  or  statutes  of  the  United  States  otherwise  require  or 
provide,  shall  be  regarded  as  the  rule  of  decision  in  trials  at  com- 
mon law  in  the  courts  of  the  United  States  in  cases  where  they 
apply."      • 
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In  Mcdwiy  v.  SUliman,  3  Pet.  277,  it  was  decided  that,  under 
the  act  of  Congress  cited,  the  same  effect  should  be  given  the  stat- 
utes of  limitations  of  the  several  States  in  the  Federal  as  in  the 
State  courts,  where  no  special  provision  had  been  made  by  Con- 
gress upon  the  subject.  Congress  has  made  a  special  provision, 
and  made  a  statute  of  limitations  upon  the  subject  of  actions  by 
and  against  assignees  in  bankruptcy.  Whether  the  act  which  Con- 
gress passed  includes  the  actions  at  bar,  or  not,  is  not  material,  as 
the  fact  that  action  has  been  taken  by  Congress  on  the  subject  ex- 
cludes State  statutes.  It  was  for  Congress  to  decide  what  classes 
of  actions  should  be  subject  to  limitation,  and,  having  chosen,  the 
legislation  of  Congress  cannot  be  supplemented  by  State  legisla- 
tures. Congress  had  power,  under  the  Constitution,  to  pass  the 
Bankrupt  Act,  and  the  legislation  of  a  State  cannot  enlarge,  control, 
or  modify  the  l^islation  of  Congress  in  the  exercise  of  an  exclusive 
constitutional  right  The  statutes  of  limitations  of  the  States,  as 
the  act  of  Congress  provides,  cease  to  operate  when  the  adjudica- 
tion is  made,  but  no  right  of  action  already  barred  is  reviyed.  This 
is  the  fuU.  extent  of  the  recognition  of  State  limitations. 

Manifestly,  on  the  defendant's  theoiy  that  the  act  of  Congress 
includes  aU  actions,  the  State  statute  has  no  application.  Let  us 
suppose  at  the  date  of  the  assignee's  appointment  Hooper's  execu- 
tors had  been  qualified  one  year  eleven  months  and  twenty-nine 
days,  the  assignees  would  have  had  one  day  to  make  their  applica- 
tion, obtain  their  assessment,  and  to  bring  their  suit  Congress  did 
not  intend  to  .permit  such  absurdities.  We  maintain,  then,  that 
Congress  selected  the  class  of  cases  to  which  there  should  be  a  two 
years'  limitation,  and  that  no  State  statute  can  be  invoked. 

It  is  claimed  that  the  increase  of  stock  from  $200,000  to 
$300,000,  and  from  $300,000  to  $400,000  was  vMra  mres  of  the 
corporation. 

This  might  have  been  a  good  plea  against  the  corporation,  but  is 
not  admissible  here. 

The  doctrine  of  estoppel  is  applied  in  the  following  cases  in  favor 
of  assignees :  Payson  v.  Stoever,  2  DilL  428 ;  Upton  v.  ffansbrottgh, 
3  Biss.  417. 

If  the  increase  was  in  fact  invalid,  it  might  have  been  made 
good  by  an  amendment  of  their  charter  or  the  subsequent  ratifica- 
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tion  by  the  legislature.  Creditors  cannot  be  placed  in  a  worse  posi- 
tion than  if  that  had  been  done  wiiich  might  have  been  dona 
Narraganaett  Bank  v.  Atlantic  SUk  Co.^  3  Met.  287. 

Certificates  required  by  law  to  be  filed  as  compliance  with  the 
law  cannot  be  disputed.    Dooley  v.  Cheshire  Glass  Co.,  15  Gray,  494 

The  individual  members  of  a  corporation  cannot  set  up  their  own 
faults  or  mistakes  against  creditors.  McHose  v.  Wheder,  45  Fa.  St.  32. 

Where  a  stockholder  participates  in  the  proceedings  for  increase 
of  stock,  he  cannot  question  the  validity  of  the  acts.  Kansas  City 
Hotel  Co,  V.  Harris,  51  Mo.  464. 

It  is  well  established  that  the  State  alone  can  inquire  into  the 
validity  of  acts  done  by  a  corporation,  since  it  is  the  creature  of 
the  State.  It  cannot  be  done  in  any  collateral  proceeding.  If  the 
State  sees  fit  to  decline  the  inquiry,  the  company  or  its  members 
cannot  institute  the  investigation  when  sued  by  creditors.  Ang.  & 
A.  Corp.  518,  636 ;  Brower  v.  Appleby,  1  Sandf.  168. 

The  liability  of  the  stockholders  to  pay  the  assignees,  who  repre- 
sent the  creditors,  such  portion  of  the  unpaid  stock  as  may  be  ne- 
cessary to  liquidate  the  bankrupt's  indebtedness,  cannot  be  seriously 
questioned  after  the  numerous  decisions  by  the  Supreme  Court  of 
the  United  States.  The  capital  stock  of  a  corporation  is  a  trust- 
fund  for  the  payment  of  its  debts,  publicly  pledged  to  all  who  deal 
with  it.     Ogilvie  v.  Insurance  Co.,  22  How.  387. 

It  is  a  trust  to  be  managed  for  the  benefit  of  its  shareholders 
during  its  life,  and  for  the  benefit  of  its  creditors  in  the  event  of  its 
dissolution.  This  duty  is  a  sacred  one,  and  cannot,  be  disr^arded. 
Upton,  Assignee,  v.  Tribilcock,  91  U.  S.  47. 

The  capital  stock  is  a  substitute  for  the  personal  liability  which 
subsists  in  private  partnership.  Sanger  v.  Upton,  Assignee,  91  U.  S. 
56. 

No  subscription  or  express 'promise  to  pay  is  necessary:  the 
taking  and  holding  the  stock  raises  and  implies  promise  to  pay. 
Webster  v.  Upton,  Assignee,  91  U.  S.  65,  and  cases  before  cited. 

A  corporation  cannot  give  away  its  stock  and  issue  paid-up  cer- 
tificates. Such  action  is  tdtra  vires,  at  least  as  to  those  who  deal 
with  the  corporation.  Green's  Ultra  Vires;  Sawyer  v.  Hoag, 
17  Wall  610  ;  Tucker^nan  v.  Broum,  33  K  Y.  297 ;  Ogilvie  v.  In- 
surance Co.,  22  How.  380;  Osgood  v.  Laytin,  3  Keys,  521. 
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Does  the  plea  of  the  two  years'  Statute  of  Lmiitations  of  the  Bank- 
rapt  Act  constitute  a  good  defence  to  their  action  ? 

Two  questions  must  be  passed  on  :  — 

1st  Does  the  statute  apply  at  all  to  recover  debts,  or  enforce  a 
mere  money  liability  on  a  contract  ? 

2d  Did  the  specific  right  of  action  to  recover  the  assessments 
here  sued  on  accrue  to  the  assignees  at  the  date  of  the  deed  of 
assignment,  or  when  the  assessments  were  made  and  payment  re- 
fused ? 

§  2  of  the  Bankrupt  Act,  as  it  stood  before  the  adoption  of  the 
Eevised  Statutes,  was  as  follows :  — 

"  Sec.  2.  The  several  circuit  courts  of  the  United  States,  within 
and  for  the  district  courts  where  the  proceedings  in  bankruptcy 
shall  be  pending,  shall  have  a  general  superintendence  and  jurisdic- 
tion of  all  cases  and  questions  under  this  act,  and,  except  when 
special  provision  is  otherwise  made,  may,  upon  bill  of  petition  or 
other  proper  process  of  any  party  aggrieved,  hear  and  determine  the 
case  in  a  court  of  equity.  The  powers  and  jurisdiction  hereby 
granted  may  be  exercised  either  by  said  court  or  by  any  justice 
thereof,  in  term-time  or  vacation.  Said  circuit  court  shall  also 
have  concurrent  jurisdiction  with  the  district  courts  of  the  same 
district  of  all  suits,  at  law  or  in  equity,  which  may 'or  shall  be 
brought  by  the  assignee  in  bankruptcy  against  any  person  claiming 
an  adverse  interest,  or  by  such  person  against  such  assignee,  touch- 
ing any  property  or  rights  of  property  of  said  bankrupt,  transfer- 
able to,  or  vested  in,  such  assignee ;  but  no  suit  at  law  or  in  equity 
shall  in  any  case  be  maintainable  by  or  against  such  assignee,  or 
by  or  against  any  person  claiming  an  adverse  interest,  touching  the 
property  or  rights  of  property  aforesaid,  in  any  court  whatsoever, 
unless  the  same  shall  be  brought  within  two  years  from  the  time 
the  cause  of  action  accrued  for  or  against  such  assignee ;  provided, 
that  nothing  herein  centred  shall  revive  a  right  of  action  barred 
at  the  time  such  assignee  is  appointed." 

The  first  part  of  this  section  is  jurisdictional,  giving,  first,  a  super- 
intending and  supervisory  control  to  the  circuit  courts  over  district 
courts,  and  horn  the  action  of  which  no  appeal  or  writ  of  error  lies 
•  to  the  Supreme  Court ;  and,  secondly,  concurrent  plenary  jurisdic- 
tion, in  a  distinct  and  accurately  described  class  of  cases,  to  the  cir- 
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cuit  coiurts.  It  will  be  conceded  that  the  latter  part  of  the  section 
operates'  as  a  limitation  only  in  the  cases  to  which  concurrent  juris* 
diction  is  given: ''  touching  the  property  or  rights  of  property  afore- 
said "  sufficiently  indicates  that 

As  to  what  cases  the  circuit  courts  had  jurisdiction  of  hy  this 
section  there  have  been  several  decisions  by  circuit  courts,  which 
all  concur  in  denying  jurisdiction  to  actions  necessary  to  recover 
debts  or  money  due  on  contracts,  and  confining  the  jurisdiction  to 
actions  wherein  the  defendant's  claim,  whether  assignee  or  claimant^ 
was  adverse  as  to  some  interest  in  dispute. 

The  language  employed  clearly  indicates  that  the  action  must 
relate  to  something  the  existence  of  which  is  not  the  subject  of  the 
controversy,  but  which  is  adversely  claimed.  This  is  not  so  in  an 
action  to  recover  money  on  a  debt.  The  defendants  here  do  not 
claim  the  debt  alleged,  or  any  interest  in  it  adversely  to  the  assignee. 
The  controversy  is  not,  In  whom  is  the  right  of  property  in  the  debt? 
but,  Is  there  a  debt  ?  If  it  is  decided  that  there  is  no  right  of  prop- 
erty, the  defendants  will  not  succeed  as  having  an  adverse  and 
superior  right  to  the  debt,  or  any  interest  therein. 

The  language  of  the  act  is :  **  Whidi  may  or  shall  be  brought  by 
the  assignee  in  bankruptcy  against  any  person  claiming  an  adverse 
interest,  or  by  such  person  against  such  assignee."  The  "  such  per- 
son "  referred  to  is  the  same  person  before  described  as  an  adverse 
claimant,  —  in  one  case  plaintiff,  in  the  other  defendant.  This  could 
not  be  true  as  to  creditor  and  debtor.  The  defendants  here  could 
not,  in  the  nature  of  things,  have  any  action  to  recover  any  portion 
of  the  assessment  from  the  assignees. 

The  Bankrupt  Act,  in  §  1,  had  conferred  on  the  district  courts 
jurisdiction  for  ''the  collection  of  all  the  assets  "  of  the  bankrupt. 
The  studied  use  of  different  language,  not  pertinent  to  the  mere 
collection  of  debts,  in  two  sections;  one  immediately  following 
the  other,  shows  that  Congress  meant  to  distinguish  between  dif- 
ferent subjects  of  controversy,  having  reference  more  partico* 
larly,  in  §  2,  to  disputes  arising  under  §  35  of  the  act  of  1867. 
The  words  used  are  not  apt  words  to  confer  a  general  juiisdic* 
tion.  They  must  be  distended  materially  to  admit  of  such  a  con- 
struction. Statutes  are  not  to  be  so  construed.  They  must 
receive  the  meaning  which  they  naturally,  and  without  stmuiy 
convey. 
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The  following  decisioDS  constrae  §  2  as  it  stood  in  the  act 
of  1867,  before  revision.  Bachmum,  Assignee,  v.  Jackson,  7  N.  B.  R. 
353 ;  Sedfftvick,  Assignee,  v.  Casey,  4  K  B.  R.  161 ;  Dams,  Assignee, 
V.  Anderson,  6  N.  B.  R.  145 ;  Smith  v.  Crawford,  9  N.  B.  R.  38 ; 
Stevens  v.  JETauser,  39  K  Y.  302 ;  Union  Canal  Co.  v.  WoodmU,  11 
Penn.  176. 

The  act  of  June  22,  1874,  amended  §  2  by  inserting  in  the 
place  of  the  word  "  same,"  in  line  12,  the  word  "  any,"  and,  after 
the  words  "claiming  an  adverse  interest,"  the  words  "  or  owing  any 
debt  to  such  bankrupt." 

If  the  circuit  court  had  jurisdiction  to  recover  debts  before  the 
amendment,  the  amendment  performs  no  office. 

It  will  be  claimed,  however,  that  since  the  amendment  the  lim- 
itation clause  of  §  2  has  been  enlarged  by  the  increased  juris- 
diction given  to  circuit  courts  by  two  things  :  first,  by  the  intimate 
connection  between  the  different  parts  of  the  section,  and  by  the 
phrase,  in  the  limitation  clause,  "touching  the  property  or  rights 
of  property  aforesaid." 

Even  if  §  2,  at  the  date  of  the  amendment,  was  in  force  as 
§  2,  it  would  be  more  plausible  than  sound  to  say  that  the 
phrase  quoted  would  refer  to  debts  which  were  only  brought  into 
the  jurisdictional  clause  by  the  amendment  If  the  decisions  cited 
are  correct,  then  the  limitation  clause  did  not  apply  to  debts.  The 
amendment  does  not  profess  to  amend  the  limitation  clause.  It  is 
left  untouched.  Statutes,  like  contracts,  are  to  be  construed  with 
reference  to  the  objects  sought  to  be  attained  and  the  state  of 
things  existing  at  the  time  of  their  adoption.  Congress,  with  the 
same  ease  and  in  the  same  amendment,  could  have  inserted  in  the 
limitation  clause,  after  the  phrase  ''touching  any  property  or  rights 
of  property,"  the  words  "  or  any  debt  owed  to  the  bankrupt."  It 
did  not  see  fit  to  do  it,  but  left  the  limitation  clause  to  refer  to 
what  it  did  befora 

But  the  defendants  are  not  entitled  to  the  apparent  advantage 
given  them  by  considering  §  2  still  in  foroa^  The  amendment 
of  June  22,  1874,  never  did  take  efiect  as  an  amendment  to  §  2 
as  it  stood  before  the  adoption  of  the  Revised  Statutes.  The 
Revision  went  into  effect  on  the  same  day  of  the  amendment, 
June  22, 1874    Rev.  Stat.  1091, 1092. 
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All  acta  of  Congress  passed  prior  to  Dea  1,  1873,  any  por- 
tion of  which  was  embraced  in  any  section  of  the  Sevision,  were 
repealed  by  express  languaga 

The  Bankrupt  Act  of  1867  was,  of  course,  passed  prior  to  Dea 
1, 1873,  and  the  Eevision  embraced  §  2.  Without,  therefore,  the 
aid  of  another  section  of  the  Bevised  Statutes,  the  amendment  of 
June  22d  would  fall  to  the  ground.  And  the  same  result  follows 
whether  the  amendment  is  considered  as  going  into  efifect  before, 
at  the  same  instant,  or  after  the  repeal 

By  the  Revision  the  different  parts  of  §  2  were  sent  into  inde- 
pendent and  unconnected  sections,  imaffected  by  each  other. 

The  jurisdiction  clause  reappeared  in  §  4979,  the  limitation  in 

§  5057. 

This  is  the  only  statute  of  limitations  in  force  in  the  Bankrupt 
Act,  and  from  it  is  stricken  the  word  "  aforesaid,"  and  the  language 
of  the  section  made  more  emphatic — that  it  bars  only  suits 
"  between  the  assignee  and  a  person  claiming  an  adverse  interest." 

It  cannot  be  claimed  that  §  5057  has  been  amended,  nor  would 
§  4979  be  affected  by  the  amendment  of  June  22,  1874,  were  it  not 
for  §  5601,  p.  1092,  of  the  Revised  Statujies. 

By  the  terms  of  this  section  it  is  plain  that  the  act  of  June  22, 
1874,  can  only  apply  to,  and  amend,  §  4979. 

It  would  seem  that  eveiy  pretence  is  taken  away,  by  the  Revision, 
for  contending  that  the  amendment  enlarging  the  jurisdiction  also 
enlarges  the  Umitation  section.  On  the  contrary,  the  views  we  have 
insisted  on  are  strengthened  by  the  consideration  that  §  4979,  aa 
it  now  stands,  divides  the  suits  over  which  circuit  courts  have  ju- 
risdiction into  two  classes,  —  one  class  being  where  the  claims  of  the 
assignee  and  claimant  are  adverse  as  to  the  subject-matter  of  the 
controversy,  and  the  other  class  being  actions  to  recover  debts  owed 
to  the  bankrupt. 

§  5057  applies,  by  using  the  same  language,  only  to  the  first 
class  of  actions.  There  may  be  reasons  here  for  legislation,  and 
there  may  not ;  but  there  is  no  ground  for  judicial  intervention. 

§  8  of  the  bankrupt  law  of  1841  is,  in  effect,  the  same  as  §  2  of 
1867.  In  the  cases  of  Stevens  v.  ITauser,  39  K  Y.  302 ;  Union  Canal 
Co,  V.  Woodside,  11  Penn.  176 ;  Carr  v.  Lord,  29  Me.  54;  and  In 
re  Conant,  5  Blatchf.  54,  it  was  decided  that  §  8  of  the  act  of  1841 
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both  as  to  jarisdiction  and  limitation  applied  only  to  actions  where 
the  interest  in  the  subject-matter  was  adverse. 

Against  cases  cited,  construing  the  8th  section,  will  be  produced 
only  two  cases  :  Mitchell  v.  Oreat  Works  Milling  Co,,  2  Story ;  PrU^ 
chard  v.  Chandler,  2  Curt.  C.  C.  48. 

We  will  be  referred  to  the  opinion  of  Judge  MUler,  in  Bailey, 
Assigns,  v.  Glover,  21  Wall.  -  345,  in  which  the  strong  language  of 
the  judge  is  supposed  to  favor  the  construction  of  the  defendants. 
That  decision,  however,  must  be  taken  in  connection  with  the  case 
itself,  which  was  a  suit  brought  to  set  aside  a  conveyance  to  a 
fraudulent  grantee.  In  that  case  the  assignee  was  allowed  to  main- 
tain his  action,  although  begun  more  than  two  years  from  his  ap- 
pointment, the  court  holding  that  the  statute  did  not  run  until  the 
fraud  was  discovered  by  the  assignee. 

In  Clark  v.  Clark,  17  How.  315,  in  which  the  Statute  of  lim- 
itations was  pleaded,  the  Supreme  Court  said  :  ''  The  interest  ad- 
versely claimed,  and  which  the  statute  protects,  is  an  interest  in  a 
claimant  other  than  a  bankrupt." 

The  second  question  for  the  court  to  decide  is  when  the  right  to 
recover  the  specific  amount  of  money  sued  for  accrued  to  the 
assignee. 

We  claim  that  when  the  deed  of  assignment  was  made  to  the 
assignees  their  right  of  action  against  the  stockholders  depended 
upon  a  contingency,  viz.,  whether  the  othev  assets  of  the  com- 
pany would  be  sufficient  to  pay  its  debts ;  and  the  amount  which 
they  would  have  a  right  to  sue  depended  upon  what  the  difference 
between  the  assets  and  liabilities  should  turn  out  to  be.  The 
assignees,  representing  the  creditors  only  in  these  suits,  have  no 
other  legal  or  equitable  right  than  that  of  recovering  such  assess- 
ment as  the  Bankrupt  Court  may  determine  necessary  to  discharge 
the  company's  indebtedness.  Adler  v.  MilwavJcee  Patent  Brick 
Co,,  63  Wis.  57 ;  Myers,  Assignee  of  8t,  Louis  Soap  Co,,  v.  Seeley  et 
al,  10  K  B.  E.  411 ;  Kmnedy  v.  ffibson,  8  Wall.  505. 

This  was  held  by  Judge  Treat,  in  the  case  cited  in  10  K  B.  E., 
and  also  in  Chandler,  Receiver,  v.  Keith,  42  Iowa,  99,  and  Payson 
v.  Stoker,  2  Dill.  428.  In  both  the  first  two  cases  the  assignee 
and  receiver  brought  suit  with  an  assessment,  and  their  bills  were 
dismissed,  and  they  remanded  the  proceedings  for  an  assessment 
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In  both  cases  the  reasons  for  the  necessity  of  an  assessment  are 
ably  given,  and  no  court  has  held  otherwisa 

In  the  case  of  Chandler  v.  Siddle,  1  Cent.  L  J.,  341,  Circuit  Court 
of  Iowa,  a  receiver  had  brought  suit.  The  defendants  demurred. 
Justice  Miller,  of  the  United  States  Supreme  Courts  sustained 
the  demurrer,  and  dismissed  the  suit  for  want  of  an  assessment 

A  cause  of  action  does  not  accrue  until  the  existence  of  such  a 
state  of  things  as  will  enable  a  person  having  the  proper  relations 
to  the  property  or  persons  concerned  to  bring  the  aetion.  5  Bam« 
&  C.  269 ;  8  DowL  &  R  346. 

It  will  be  claimed  that  the  right  of  action  of  the  assignees  is  like 
a  note  payable  on  demand,  on  which  suit  may  be  brought  at  once, 
the  suit  being  held  a  sufficient  demand    There  is  no  analogy. 

There  is  more  analogy  in  the  case  of  a  note  payable  at  a  certain 
time  after  demand,  in  which  case  a  demand  is  necessary  before 
suit.  Little  v.  Blunt,  9  Pick.  488 ;  Wenman  v.  Mohawk  Ins.  Co,,  13 
Wend.  267. 

There  must  be  an  assessment  by  the  court,  and  a  &ilure  to  pay 
as  ordered  by  the  court,  before  the  statute  begins  to  run. 

Even  as  against  a  corporation,  the  Statute  of  Limitations  does  not 
begin  to  run  untU  a  call  or  assessment  is  made.  Oibson  v.  Col- 
umbia cfe  JV.  R  Co,,  18  Ohio  St  396 ;  BigeUno  v.  Libby,  117  Mass. 
359. 

HowUmd  V.  EdmAmde,  24  N.  Y.  307,  holds  that  a  deposit  note 
given  to  an  insurance  company  was  due  when  made,  but  the  de- 
cision is  put  upon  the  express  ground  that,  by  the  peculiar  terms 
of  the  act  of  incorporation,  the  deposit  notes  did  not  represent  shares 
of  stock,  but  were  funds  upon  which  the  company  transacted  its 
business ;  but  intimated  that,  if  the  notes  ''  were  to  be  assimilated 
to  the  capital  stock  of  other  corporations  in  the  quality  of  perma- 
nency, to  be  kept  on  foot  during  the  life  of  the  corporation,  then 
it  would  be  necessary  tp  show  losses  in  order  to  determine  what 
portion  of  the  note  should  be  collected." 

We  also  claim  that  the  plea  of  the  Statute  of  Limitations  is  not 
good,  because  these  suits  are  brought  to  enforce  a  trust. 

The  statute  does  not  run  against  an  express  trust  until  after  the 
trustee  has  been  called  upon  to  execute  his  trust  and  he  has  re« 
fused  or  disavowed  the  trust    The  trustee  does  not  hold  adversely 
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to  the  ceUui  que  trust  until  this  refusal  or  disavowal  Ballantine 
on  Limitations,  369 ;  Frevast  v.  Gratz,  6  Wheat  481. 

In  3  Swanst.  585,  Lord  Nottingham  defines  an  express  trust  as 
a  "  trust  raised  or  created  bj  the  acts  of  the  parties,  which  are  de- 
clared either  by  word  or  writing,  and  these  declarations  are  estab- 
lished either  by  direct  and  manifest  proof  or  violent  and  necessary 
presumption."  Tested  by  this  rule  there  is  no  difficulty  in  reach- 
ing the  conclusion  that  the  defendants,  as  members  of  the  corpora- 
tion, are  trustees  of  an  express  trust,  and  they  did  not  hold 
adversely  until  after  the  call  was  made  and  they  refused  to  pay. 

In  Fayne  v.  BuUard,  23  Miss.  (1  Cush.)  88  it  is  held  directly 
that  the  stockholders  could  not  interpose  the  plea  of  the  Statute  of 
Limitations,  as  the  unpaid  stock  was  a  trust  fund. 

Sidney  Sartlett,  W.  Q,  Eussell,  and  Cfeo.  Putnam,  for  the  de- 
fendants. 

In  the  case  of  the  executors  of  Samuel  Hooper,  there  is  the  de- 
fence that  the  action  was  not  brought  within  two  years  from  the 
date  of  the  filing  of  their  official  bond.  Mass.  Oen.  Stats,  c.  97> 
§5. 

The  State  Statute  of  Limitations  applies  in  the  national  courts 
equally  as  in  the  courts  of  the  State.  Brown  v.  JBiatts,  15  Wall 
177-183 ;  Boss  v.  Jones,  22  Wall.  576. 

The  actions  are  all  barred  by  the  Statute  of  Limitations  (Rev. 
Stats.,  §  5057),  which  provides  that  no  suit,  either  at  law  or  in  equity^ 
shall  be  maintainable  in  any  court  between  an  assignee  in  bank- 
ruptcy and  a  person  claiming  an  adverse  interest,  unless  brought 
within  two  years  from  the  time  when  the  cause  of  action  accrued 
for  or  against  such  assignee. 

It  is  settled  that  this  section  applies  to  all  judicial  controversies 
between  the  assignee  and  any  person  whose  interest  is  adverse  to 
his,  including  actions  like  these  now  before  the  court  Bailey  v. 
Glover,  21  WalL  342 ;  Walker  v.  Towner,  16  N.  B.  R  285. 

The  present  actions  against  all  the  defendants  were  brought  more 
than  two  years  after  the  appointment  of  the  assignee;  and  the 
question  therefore  is  whether  the  cause  of  action  then  accrued  to 
him  or  arose  at  a  later  period. 

We  contend  that  it  accrued  immediately  on  his  appointment 

The  cause  of  action  is  the  obligation  of  the  defendants  to  pay  up 
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for  the  benefit  of  creditors  the  amounts  unpaid  upon  stock  held  by 
them  and  issued  as  full  paid.  It  is  not  the  assessment  by  or^er  of 
the  Bankrupt  Court. 

At  any  time  after  the  failure  of  the  corporation  any  creditor 
could  have  brought  a  bill  in  equity  against  the  corporation  and  its 
stockholders  to  enforce  the  payment  of  the  capital  stock,  so  far  as 
it  remained  unpaid.  Hall  v.  Ins,  Co.^  5  Gill,  -484;  Henry  v. 
R  R,  Co,,  17  Ohio,  187 ;  Ogilvie  v.  Knox  Ins,  Co.,  22  How.  380 ; 
Adler  v.  Milwaukee  PatevU  Brick  Co.,  13  Wis.  61 ;  Mann  v.  PenJbi, 

2  Sandf.  Ch.  257. 

All  the  decisions  recognize  that  the  stockholders  who  have  not 
paid  for  their  stock  in  full  are  debtors  of  the  corporation ;  and  it 
has  been  held  that,  upon  the  failure  of  the  corporation,  their  lia- 
bility becomes  absolute  without  any  call  or  assessment  Henry  v. 
R.  R,  17  Ohio,  187 ;  T&rry  v.  Anderson,  95  U.  S.  628. 

Sq  delinquent  stockholders  of  an  insolvent  corporation  may  be 
proceeded  against  by  the  corporation  or  by  those  stockholders  who 
have  paid  in  full  for  their  stock.  Society,  <tc,  v.  Abbott,  2  Beav. 
559 ;  Walworth  v.  Holt,  4  My.  &  Cr.  619 ;  Nathan  v.  TFhitlock,  9 
Paige,  152. 

And,  upon  the  bankruptcy  of  the  corporation,  the  suit,  which 
up  to  that  time  might  have  been  brought  by  any  creditor,  may  be 
brought  by  the  assignee,  who  represents  all  the  creditors.  Sanger 
V.  Upton,  91  U.  S.  46,  62.     WUkins  v.  Davis,  2  Low.  511. 

Probably  the  practice  of  making  an  assessment  under  the  direc- 
tion of  the  Court  of  Bankruptcy  has  arisen  firom  the  following 
considerations  or  some  of  them :  — 

The  fact  that,  in  all  the  cases  in  which  assessments  have  here- 
tofore been  made  in  bankruptcy,  the  stock  was,  and  upon  its  face 
appeared  to  be  only  partially  paid  and  subject  to  assessment 
only  by  regular  calls  or  some  substitute  therefor.  The  subscribers 
contract  was  thought  to  entitle  him  to  a  calL     Chandler  v.  Siddle^ 

3  Dill.  477. 

The  importance  to  the  assignee  of  obtaining  in  advance  the 
sanction  of  the  court  before  entering  upon  litigation  so  complicated 
and  expensive  as  proceedings  to  collect  subscriptions  of  numerous 
and  scattered  stockholders. 

The  convenience  in  litigation  in  various  jurisdictions  of  having 
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the  preliminary  questiona  of  the  deficiency  of  assets,  the  necessity 
of  an  assessment  and  the  amonnt  to  be  raised  settled  in  advance 
and  once  for  alL 

But  in  the  present  case  the  stock  was  originally  issued  as  full 
paid.  No  calls  could  have  been  made  or  were  necessary.  The 
subscribers  became  bound,  upon  taking  full-paid  shares,  to  pay  for 
them  in  fall,  and  no  agreement  on  the  part  of  the  corporation  to 
treat  the  unpaid  portion  as  paid  could  be  set  up  in  any  suit  brought 
for  the  benefit  of  creditors.  Upton  v.  TribUcock^  supra.  The  de- 
fendants, therefore,  so  far  as  liable  at  all,  were  debtors  to  the  cor- 
poration for  payment  of  its  debts  to  the  amount  unpaid  on  their 
shares,  and  those  amounts  could,  immediately  upon  his  appoint- 
ment, have  been  sued  for  by  the  assignee,  in  equity,  and  probably 
at  law,  as  debts  absolutely  dua  Henry  v.  JB.  R.  Co,,  17  Ohio,  187 ; 
Terry  v.  Anderson,  95  U.  S.  628. 

The  first  of  the  reasons  above  assigned  for  an  assessment,  there- 
fore, does  not  apply  to  the  present  case.  There  was  no  contract  to 
pay  upon  assessment  and  call,  and  no  need  of  either. 

But  whatever  reasons  may  have  led  to  assessments  by  the 
Bankruptcy  Court,  instead  of  bringing  biUs  in  equity,  without  pre- 
vious assessment,  it  is  obvious  that  the  difference  between  the  two 
methods  of  procedure  is  one  of  remedy  and  not  of  right,  and  that 
the  cause  of  action  in  both  methods  is  the  same,  viz.,  the  obligation 
of  the  stockholders  and  not  the  assessment  by  the  court. 

It  will  accordingly  be  found  that  in  all  the  actions  which  have 
been  brought  against  stockholders  by  assignees,  including  those 
now  before  the  court,  the  facts  deemed  necessary  to  establish  the 
original  liability  have  been  alleged  and  established  without  relying 
on  the  order  of  the  Bankrupt  Court  as  merging  the  old  cause  of 
action  or  creating  a  new  one.  And  in  most  of  the  cases,  after  the 
assessment  by  the  Bankrupt  Court,  a  trial  has  been  had  upon  the 
original  merits,  and  the  courts  have  dealt  with  all  the  defences  as 
open,  notwithstanding  the  assessments. 

Moreover,  it  is  plain  that  the  assessment  of  the  Bankruptcy 
Court  is  not  such  a  distinct,  specific  decree  against  each  stock- 
holder separately  for  the  payment  of  a  definite  sum  of  money,  as 
to  merge  the  original  cause  of  action,  or  to  become  in  itself  a  new 
cause  of  action  against  the  stockholders  severally.    Sadler  v.  Bobins, 
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1  Camp.  253 ;  Pmninffton  v.  Otbsmiy  16  How.  65 ;  Sdigman  v. 
Kalkman,  17  CaL  153. 

In  suits  of  an  analogous  description  brought  for  the  benefit 
of  creditors,  upon  a  statutory  liability  of  stockholders  to  make  good 
the  impaired  capital  stock  of  the  corporation,  it  was  expressly  de- 
cided in  Massachusetts  that  the  liability  attached  and  the  Statute 
of  Limitations  began  to  run  immediately  upon  the  commencement 
of  proceedings  against  the  corporation,  and  not  at  the  time  when, 
in  the  course  of  the  winding-up,  the  amount  of  the  deficiency  had 
been  determined.  It  was  held  that  if  the  liability  of  stockholders 
to  a  bill  in  equity  or  any  other  process  for  the  benefit  of  the  bill- 
holders  existed,  the  Statute  of  Limitations  began  to  run  from  the 
time  when  such  liability  accrued,  and  would  bar  an  action  to  en- 
force a  remedy  founded  upon  an  assessment  made  in  the  cause^ 
although  that  remedy  had  not  existed  for  the  statute  period. 

It  was  contended  that  the  statute  began  to  run  when  the 
plaintiff's  title  to  the  relief  prayed  for  accrued.  It  was  held 
that  it  began  to  run  when  the  defendant's  liability  in  any  form 
accrued. 

It  was  further  contended  that  the  statute  did  not  begin  to  run 
until  the  amount  of  the  defendant's  liability  was  ascertained  in  the 
winding-up  process ;  but  it  was  held  that  proceedings  against  stock- 
holders might  begin  without  waiting  for  the  amount  of  their  lia- 
bility to  be  so  determined,  and  might  go  on  pari  passu  with  the 
winding-up  proceedings. 

It  was  further  held  that,  if  it  was  otherwise,  it  followed  that  the 
proceedings  for  ascertaining  the  amount  must  be  completed  and 
the  action  be  brought  within  the  statutory  period.  Baker  v. 
Atlas  Banky  9  Met  182;  Commonwealth  v.  CochittuUe  Bank,  3 
Allen,  42. 

The  reasoning  of  these  cases  is  decisive  of  the  present  case.  But 
recent  decisions  of  the  Supreme  Court  of  the  United  States  have  a 
still  closer  application  as  well  as  a  binding  force. 

In  Terry  v.  Tviman,  92  U.  S.  156,  the  court  held  that  the  liability 
of  a  stockholder  of  a  bank,  under  a  statute  providing  that  the  indi- 
vidual property  of  the  stockholders  should  be  bound  for  the  ulti- 
mate redemption  of  the  bilk  of  the  bank,  accrued,  and  the  Statute 
of  Limitations  began  to  run,  immediately  upon  the  notorious  insol- 
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vency  of  the  bank,  eind  not  when  the  deficiency  in  the  assets  of  the 
bank  had  been  ascertained ;  and  in  Terry  v.  Anderson,  96  XT.  S.  628, 
which  was  a  bill  brought  by  a  creditor  against  assignees  and  stock- 
holders of  an  insolvent  bank,  to  compel  the  former  to  collect  and 
the  latter  to  pay  the  amounts  remaining  unpaid  upon  their  shares, 
it  was  held  that  such  unpaid  amounts  were  debts  due  to  the  bank, 
and  might,  in  the  absence  of  any  provision  in  the  charter  of  the 
corporation  requiring  assessments  and  calls  as  a  condition  precedent 
to  liability,  have  been  collected  by  the  bank  at  any  time,  and  were 
therefore  barred  by  the  lapse  of  the  time  limiting  actions  since  the 
failure  of  the  bank 

In  the  present  case  there  is  no  charter  or  statute  entitling  sub- 
scribers to  stock  to  a  call  before  suit ;  and  if  there  were  it  would  be 
inapplicable,  because  such  a  provision  applies  only  where  the  stock 
has  been  issued  as  partially  paid,  and  not  where  it  has  been  issued 
as  fully  paid.  In  the  latter  case  there  is  no  right  to  make  or  to  in- 
sist upon  a  call,  because  the  stock  is  immediately  payable.  If,  then, 
the  company  had  gone  into  bankruptcy  after  the  limitation  of 
actions  by  the  corporation  against  the  stockholder  had  expired, 
Terry  v.  Anderson  is  decisive  that  no  right  of  action  would  have 
accrued  to  the  assignees  and  no  assessment  could  have  been  made. 
Upon  the  same  reasoning,  the  right  of  action  remaining  in  the  cor- 
poration did  accrue  to  the  assignees  immediately  on  their  appoint- 
ment, and  is  barred  by  the  subsequent  lapse  of  two  years  before 
bringing  suit. 

It  may  be  urged  that,  although  the  assignee  might  have 
brought  his  bill  in  equity  against  all  the  stockholders  on  his  ap- 
pointment, he  could  not  have  brought  his  several  actions  at  law 
until  after  an  assessment,  and  that  therefore  the  assessment  is  the 
foundation  of  the  present  actions,  which  for  that  reason  are  not 
barred. 

To  this  we  answer :  — 

According  to  the  reasoning  of  the  authorities  just  cited,  an 
action  at  law  accrued  at  once  to  the  assignee,  upon  his  appoint- 
ment, against  each  stockholder  for  the  amount  unpaid  upon  his 
stock  without  any  call,  because  the  stock  was  issued  as  fully  paid, 
and  therefore  raised  a  liability  in  the  taker  to  pay  it  at  once  with-  ^ 
out  assessment  or  calL 
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If  a  stockholder  were  sued,  he  could  uot  set  up  that,  by  the  by- 
laws of  the  coiporatioQ  or  the  termd  of  his  subscription,  he  was  only 
bound  to  pay  for  his  stock  as  caUs  were  made,  either  by  the  direc- 
tors or  by  some  tribunal  having  in  charge  the  liquidation  of  the 
company,  as  in  the  case  of  holders  of  stock  which  was  issued  as 
only  partly  paid.  The  answer  would  be  that,  having  taken  the 
stock  as  fully  paid,  he  became  bound  to  pay  the  whole,  and  that 
calls  were  only  necessary  where  the  agreement  between  the  stock- 
holder and  the  corporation  provided  for  them,  either  expressly  or 
by  the  nature  of  the  contract  involved  in  the  issue  of  stock  as  and 
for  partly  paid  stock.  No  case  has  arisen  before  in  which  an  as- 
signee has  proceeded  to  Enforce  payment  of  stock  improperly 
issued  as  fully  paid;,  but  it  is  submitted  that  upon  principle  and 
authority  he  might  have  proceeded  directly  as  upon  a  debt  already 
due. 

If  this  were  otherwise,  it  is  nevertheless  a  sufficient  objection 
to  his  maintaining  this  action  that  he  might  have  maintained  his 
bill  in  equity  without  waiting  for  the  assessment  by  the  Bankrupt 
Court. 

He  had  his  election  either  to  proceed  in  equity  at  once,  or  to 
make  an  assessment  under  order  of  the  Bankrupt  Court,  and  then 
proceed  at  law. 

He  might,  with  proper  diligence,  have  obtained  lus  assessment 
in  season  to  have  brought  his  actions  within  the  two  years ;  for  it 
cannot  be  necessary  that  the  precise  condition  of  the  estate  should 
be  ascertained  before  making  an  assessment.  On  the  contrary,  the 
proper  course  is  to  make  an  assessment  at  once  upon  an  approxi- 
mate estimate  of  the  condition  of  the  estate.  KenTiedy  v.  Oibson^ 
8  Wall.  505 ;  Com.  v.  CochittuUe  Bank,  3  AUen,  42,  50 ;  Baker  v. 
Atlas  Bank,  9  Met.^  197,  198. 

And  even  if  tUs  were  not  so,  and  the  actions  at  law  could  not 
with  due  diligence  have  been  brought  within  two  years,  then  it 
was  the  duty  of  the  assignee  to  have  elected  the  remedy  which 
could  be  availed  of  within  the  time  of  limitation.  He  should  have 
brought  his  bill  in  equity. 

It  is  not  the  action,  but  the  cause  of  action,  the  accruing  of 
which  causes  the  statute  to  begin  to  run ;  and  the  assignee  cannot 
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gain  time  to  prosecnte  a  claim  by  electing  a  remedy  which  cannot 
be  made  available  till  after  the  claim  is  barred. 

The  policy  of  the  statute  which  calls  for  speedy  settlement  of 
bankrupt  estates  favors  the  construction  for  which  we  contend. 
Batiey  V.  Glover,  21  Wall.  342. 

And  considerations  of  general  equity  and  public  policy  are  equally 
strong  in  our  favor. 

It  would  be  a  serious  grievance  if  the  stockholders  of  an  insolvent 
corporation  could  be  called  upon  at  any  time,  however  remote,  at 
which  the  assignee  might  choose  to  procure  an  order  of  assessment, 
and  when  the  obligations  of  those  who  should  then  be  living  and 
solvent  should  be  enhanced  by  the  insolvency,  or  the  death,  and  the 
operation  of  special  statutes  of  limitation  upon  the  estates,  of  others. 
In  the  present  case,  the  contribution  of  Mr.  Hooper's  estate  is  lost 
by  the  operation  of  the  State  Statute  of  Limitations  in  favor  of  his 
executors,  and  upon  the  theory  of  the  plaintiffs  another  assessment 
may  have  to  be  made  to  make  good  the  deficiency  thus  caused.  It 
cannot  be  that  Congress  intended  that  there  should  be  no  limitation 
to  suits  by  assignees  against  stockholders;  but  that  is  the  result  if 
these  actions  are  maintained. 

It  cannot  be  contended  that  the  application  for  an  assess- 
ment is  the  proceeding  which  must  be  brought  within  two  years. 
That  application  is  not  a  suit  It  is  not  even  necessary  that  the 
stockholders  should  be  parties  to  it  Upton  v.  Hansbrough,  3  Biss. 
A22 ;  Sanger  v.  Upton,  61  U.  S.  56. 

It  is  only  a  summary  proceeding  in  the  administration  of  the  es« 
tate  of  the  bankrupt  corporation,  and  not  an  action  either  in  law  or 
equity,  within  the  meaning  of  §  5057.  The  actions  in  this  court 
are  the  first  suits  which  have  been  brought  against  these  defendants 
on  their  liability  as  stockholders,  and  afford  them  the  first  oppor- 
tunity they  have  had  for  pleading  the  Statute  of  Limitations. 

Clifford,  J.  Assignees  in  bankruptcy  are  appointed  by  the 
creditors  of  the  bankrupt,  and  the  provision  is,  that  as  soon  as  the 
assignee  is  appointed  and  qualified,  the  judge,  or,  where  there  is  no 
opposing  interest,  the  register,  shaU,  by  an  instrument  under  his 
hand,  assign  and  convey  to  the  assignee  all  the  estate,  real  and 
personal,  of  the  bankrupt,  and  that  such  assignment  shall  relate 
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back  to  the  commencement  of  the  proceedings  in  bankruptcy.  14 
Stat,  at  Ll  522. 

Circuit  courts  have  concurrent  jurisdiction  with  the  district 
courts  of  the  same  district,  of  aU  suits  at  law  or  in  equity  which 
maj  be  brought  by  the  assignee  in  bankruptcy  against  any  person 
claiming  an  adverse  interest,  or  by  such  person  against  such 
assignee,  touching  any  property  or  rights  of  properly  of  said  bank- 
rupt, transferable  to  or  vested  in  such  assignee ;  but  the  same  section 
provides  that  no  suit  at  law  or  in  equity  shall,  in  any  case,  be 
maintainable  by  or  against  such  assignee,  or  by  or  against  any  per- 
son claiming  an  adverse  interest,  touching  the  property  and  rights  of 
property  aforesaid,  in  any  court  whatsoever,  unless  the  same  shall 
be  brought  within  two  years  from  the  time  the  cause  of  action  ac- 
crued for  or  against  such  assignee.  1  Id.  518.  Certain  other  cases 
of  like  character  are  also  described  in  the  transcript  as  pending  in 
the  same  court,  but  it  is  stated  in  the  agreed  statement  that  the 
case  above  mentioned  is  submitted  to  the  court  upon  the  statement 
of  facts  signed  by  the  attorneys  of  the  parties. 

Sufficient  appears  to  show  that  the  complainants  are  the  assignees 
in  bankruptcy  of  the  coal  and  mining  company  which  was  incor- 
porated Nov.  25,  1870,  and  was  adjudged  bankrupt  April  11, 1874, 
as  appears  by  the  record  of  the  bankrupt  proceedings.  On  the  other 
hand  it  appears  that  the  respondents  are  the  executors  of  Samuel 
Hooper,  who  died  Feb.  14^  1875,  and  that  they  were  duly  ap- 
pointed as  such  executors  on  the  15th  of  March  in  the  same  year ; 
that  the  coal  and  mining  company  was  incorporated  with  a  capital 
of  8100,000,  divided  into  shares  of  SlOO  each ;  that  on  the  19th  of 
April  of  the  next  year  the  capital  stock  was  increased  from  $100,000 
to  $200,000.  Two  additional  issues  of  stock  were  made  by  the 
corporation :  one,  Oct.  16,  1872,  of  $100,000,  the  other,  December 
27,  in  the  same  year,  of  a  like  amount.  But  the  respondents  deny 
that  the  corporation  had  any  powers  to  issue  any  such  additional 
stock,  and  claim  that  the  certificates  are  uUra  vires,  and  absolutely 
null  and  void. 

It  is  agreed  that  the  testator,  at  the  time  the  company  was  ad- 
judged bankrupt,  then  being  in  full  Hfe,  held  one  hundred  and  fifty 
shares  of  the  first  two  issues,  upon  which  he  had  paid  to  the  com- 
pany $40  per  share ;  that  he  also  held  of  the  third  issue  seventy- 
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five  other  shares,  on  which  he  had  paid  to  the  company  $50  per 
share.  Proxies  were  executed  by  him  Sept.  24,  1872,  and  De« 
cember  21,  in  the  same  year.  By  the  terms  of  the  first  proxy  he 
authorized  the  person  therein  named  to  vote  at  a  meeting  of  the 
stockholders,  to  be  held  at  the  office  of  the  company  at  the  time 
therein  mentioned ;  but  there  is  no  evidence  that  the  person  named 
attended  the  meeting  or  gave  any  vote.  Whether  he  voted  for  the 
third  issue  of  the  stock,  therefore,  does  not  appear ;  but  it  does 
appear  that  he  held  at  the  time  mentioned  seventy-five  shares  of 
the  axlditional  stock  created  at  that.meeting.  None  of  the  stock 
constituting  the  fourth  issue  was  held  by  the  decedent,  but  it 
appears  that  his  proxy  gave  two  hundred  and  twenty-five  votes  for 
the  increase  authorized  at  the  meeting  which  increased  the  stock 
to  $400,000. 

Taken  as  a  whole,  the  complainants  insist  that  the  evidence 
contained  in  the  agreed  statement  is  sufficient  to  show  .that  the 
testator  of  the  respondents  was  and  is  estopped  to  set  up  the  defence 
that  the  last  issue  of  the  stock  was  without  authority  and  invalid. 

Difficulty  would  attend  the  solution  of  that  question,  but  the 
court  is  of  the  opinion  that  it  is  not  necessary  to  decide  the  ques- 
tion, for  the  reason  given  in  Foreman  v.  Bigdow,  ante,  p.  309,  that  the 
claim  is  barred  by  the  Statute  of  Limitations.  Authorities  referred 
to  in  that  case  will  not,  with  one  or  two  exceptions,  be  reproduced, 
nor  will  the  reasons  there  given  in  support  of  the  conclusion  be 
repeated.  Suffice  it  to  say  that  it  is  now  settled  that  the  Statute 
of  limitations  is  as  applicable  in  the  national  as  in  the  State  courts : 
Brmn  v.  Eiatts,  15  Wall  183 ;  Rosa  v.  Jmes,  22  Wall.  576 ;  and 
that  the  section  of  the  Bankrupt  Act  referred  to  applies  to  all 
judicial  controversies  between  the  assignee  and  any  person  whosid 
interest  is  adverse  to  his,  in  behalf  of  the  bankrupt's  estate,  includ- 
ing actions  like  the  one  now  before  the  court.  Bailey  v.  Olover^ 
21  Wall  342 ;  Walker  v.  Taumer,  16  B.  R  287. 

Creditors,  after  the  failure  of  the  corporation,  could  have  brought 
a  bill  in  equity  against  the  corporation,  and  joined  the  stockholders 
to  enforce  the  payment ;  and  it  is  equally  clear  that  the  assignee 
might  have  sued,  the  moment  the  title  to  the  estate  of  the  bank- 
rupt was  duly  conveyed  to  him  as  such  assignee,  ffall  v.  Ins,  Co., 
5  Gill,  484 ;  ffenry  v.  B.  -B.  Co.,  17  Ohio,  187 ;  Ogilvie  v.  Ins.  Co^ 
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22  How.  380 ;  Adler  y.  Bri4Je  Co.,  18  Met  61 ;  Maifm  v.  Fmtz,  2 
Sand£  Ch.  297.  Stockholders,  under  sach  ciTciiinBtances,  are 
debtors  to  the  corporation ;  consequently,  as  Chief  Justice  Waite 
held,  the  claim  against  them  passed  to  the  assignee  as  part  of  the 
property,  estate,  and  credits  of  the  bankrupt  Terry  Y.Afhdenon,  95 
U.  S.  636.  Since  that  decision  it  seems  to  be  uimecessary  to 
argue  in  support  of  the  proposition,  as  it  is  established  by  the  high- 
est authority  known  to  our  law. 

/  Judgjnenifor  the  drftndanU, 


The  Star  Salt  Caster  Cohpakt  ei  al,  v.  Charles  P.  Cross- 

MAK  etal. 

Contracts  concerning  the  use  and  enjoyment  of  patented  inventions  are  to  be  oonstnied  in 
the  same  way  as  contracts  respecting  other  species  of  property;  that  is,  so  as  to  carry 
in  to  effect  the  intention  of  the  parties  as  collected  from  the  language  employed,  tha 
subject-matter,  and  the  surrounding  circumstances. 

Two  patents  may  both  be  valid  where  the  second  is  an  improvement  on  the  first;  and  if  the 
second  includes  the  first,  neither  of  the  two  owners  can  lawfully  use  the  Invention  of  the 
other  without  such  other's  consent. 

The  patentee  under  a  subsequent  patent  agreed  to  pay  to  (he  owner  of  the  earlier  patent 
two  cents  upon  each  and  every  dozen  of  articles  made  in  confonnity  to  the  specifications 
of  the  second  patent,  whether  made  by  him  as  owner  of  the  patent  or  by  his  licensees. 
The  owner  of  the  earlier  patent  agreed  that  the  articles  (salt-caster  bottles)  made  by  htm 
in  accordance  with  his  patent  should  be  provided  with  wooden  pulverizers,  and  the  pul- 
▼eriaers  used  in  the  bottles  made  by  the  owner  of  the  second  patent  should  be  metalUe 
ones.  Hetd,  that  the  agreement  was  valid,  and  was  such  as  it  was  competent  for  the 
parties  to  make  concerning  the  patents  referred  to. 

The  contract  restricted  the  patentee  of  the  fint  patent  to  the  use  of  wooden  pnlverizen  only, 
and  was  also  a  consent  that  the  owner  of  the  second  patent  might  work  under  that  pat- 
ent, using  metallic  pulverizers. 

The  respondents  knowing  of  the  agreement  between  the  patentees,  at  the  time  their  licenses 
were  acquired,  are  bound  by  it. 

The  making  of  the  bottles  by  the  owners  of  the  first  patent,  with  pnlvorizers  such  as  were 
reserved  to  the  owner  of  the  second  patent  by  the  contract,  and  clumed  in  his  patent,  is 
infringement  on  the  part  of  the  owner  of  the  first  patent. 

Bill  in  equity  to  restrain  the  respondents  from  making  salt 
bottles,  casterSj  &c.,  in  confonnity  with  the  patent  of  the  complain- 
ants. 

The  respondents  owned  a  patent  earlier  in  date  than  that  of  the 
complainant&    The  patentees,  however,  had  made  a  contract  con- 
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oemiDg  their  respective  patents;  in  which  each  one  was  restricted,  in 
his  manufacture  of  the  articles,  to  a  particular  kind  of  pulverizer. 
The  owner  of  the  first  patent  broke  the  agreement^  and  made  pul- 
veiizeis  such  as  were  reserved  to  the  owner  of  the  later  patent^  and 
covered  by  his  claim. 

George  A,  Bruce,  for  the  complainants. 

Thomas  Weston^  Jr.,  for  the  iespondent& 

The  use  of  a  particular  substance  in  the  manufacture  of  a 
patented  article  cannot  be  restricted  by  any  agreement  which  parties 
may  make  under  a  license  to  manufacture  and  sell  under  the  patent, 
nor  would  such  agreement  affect  a  party  not  named  in  the  agree- 
ment 

The  defendants'  demurrer  must  be  sustained. 

The  complainants  cannot  have  the  relief  prayed  for,  as  they  are 
not  the  owners  of  the  patent,  only  licensees.  A  licensee  cannot  ob- 
tain an  injunction  restraining  the  defendants  from  manufacturing 
and  selling.  The  owner  of  the  patent  can  alone  have  the  reliefl 
The  complainants'  remedy,  if  any,  is  an  action  at  law.  Suydam 
V.  Day,  15  Blatchi  23.  Peter  et  al.  v.  HoUwnd,  1  Fish.  Pat.  Cas. 
327. 

The  complainants  are  not  entitled  to  relief  under  their  bilL 

The  defendants  have  a  legal  right  to  manufacture  and  sell  under 
the  Grossman  patent,  ^using  metallic  pulverizers  under  this  agree- 
ment 

If  there  is  any  doubt  as  to  the  meaning  of  this  contract,  it  arises 
on  the  meaning  of  the  words  '*  his  said  patent" 

Parol  evidence  may  be  received  to  explain  the  meaning  of  these 
words,  and  to  show  the  circumstances  under  which  they  were  used. 
Maodonald  v.  ZongboUom,  1  E.  &  E.  977,  987 ;  Stocps  v.  Smith,  100 
Mass.  63. 

The  attempt  to  restrict  the  material  from  which  the  pulverizers 
should  be  made,  in  the  contract  annexed  to  the  complainants'  bill, 
is  not  a  valid  restriction,  and,  as  such,  is  nuU  and  void. 

The  agreement  is  under  a  certain  patent,  and  relates  to  that 
patent  It  can  confer  no  other  rights  than  those  granted  in  the 
letters-patent  The  letters-patent  secured  the  invention  to  the  in- 
ventor. It  does  not  limit  him  to  any  particular  material  The 
license  gave  to  the  party  the  right  to  manufacture  and  sell,  and 
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included  whatever  material  they  saw  fit  to  use  in  their  manufacture 
of  it. 

It  is  not  to  be  presumed  that  a  grantor  intends  to  grant  more 
than  he  has  a  right  to  grant,  or  that  a  grantee  intends  to  receiye^ 
by  way  of  grant,  that  to  which  he  has  a  full  right  without  a  grant. 
Day  V.  Cmy,  1  Fish.  Pat  Cas.  424 

It  18  not  permitl^  for  a  patentee  to  carve  several  monopolies 
out  of  one.     Sanford  et  cU.  v.  Messer  et  al.,  5  Fish.  Pat.  Cas.  513. 

But  even  if  this  was  valid  as  to  Grossman,  it  cannot  be  binding 
on  Morey  &  Smith. 

It  is  a  personal  agreement  with  Grossman.  The  contract  or 
agreement  does  not  extend  to  his  assignee,  or  to  any  party  under 
him. 

He  does  not  restrict  others  than  himself  to  whom  he  might  give 
a  full  and  entire  license  to  manufacture  and  sell. 

If  it  was  not  intended  to  make  it  a  personal  agreement  with 
Grossman,  it  would  have  been  so  stated^  as  in  the  case  of  the  other 
parties  to  the  agreement 

Clifford,  J.  Contracts  touching  the  transfer,  use,  and  enjoy- 
ment  of  patented  inventions  are  to  be  construed  in  the  same  way 
as  contracts  respecting  other  species  of  property,  so  as  to  carry  into 
effect  the  intention  of  the  parties,  as  collected  from  the  language 
employed,  the  subject-matter,  and  the  surrounding  circumstances. 
Add.  on  Cont  (7th  ed.)  164  Two  patents  constitute  the  subject- 
matter  of  the  present  controversy,  one  of  which,  dated  Sept  16, 
1863,  was  granted  to  the  first-named  respondent  It  purports  to 
be  for  a  new  and  useful  improvement  in  salt  boxes,  casters,  &c,  the 
object  of  which,  as  the  patentee  states,  is  to  prevent  the  salt  in  a 
salt-box  from  forming  into  lumps  and  clogging  up  the  perforations 
in  the  cover  of  the  box.  As  stated  in  the  specification,  it  consists 
in  the  employment  or  use,  in  a  salt-box,  of  a  stationaiy  obstruction, 
formed  by  a  series  of  arms  extending  across  the  box,  or  by  wires  or 
any  other  equivalent  means,  in  such  a  manner  that  the  salt  will  be 
pulverized  by  coming  in  contact  with  said  obstruction  whenever 
the  box  is  shaken,  for  the  purpose  of  giving  a  free  discharge  of  the 
salt  through  the  openings  in  the  cover.  Letters-patent  were  also 
granted  to  Greorge  B.  Bichardson,  dated  Dec.  3, 1867,  for  an  im- 
proved salt  bottle  or  box,  which,  as  described  in  the  specification^ 
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consists  in  placing  within  a  salt  bottle  or  box  a  movable  rod  or 
pulverizer,  made  of  cast  metal  or  other  suitable  material,  enlarged 
at  each  end,  and  provided  with  points  or  projections,  so  that,  when 
the  bottle  is  shaken,  the  pulverizer  will  move  within  it  and  effec- 
tually break  up  the  salt  so  that  it  can  escape  freely  through  the 
perforated  cap  of  the  bottle.  Glass  bottles  are  usually  employed, 
and,  in  constructing  the  same,  the  patentee  states  that  he  places  a 
piece  of  cork  or  other  suitable  material  at  the  bottom  of  the  bottle, 
so  as  to  deaden  the  blow  of  the  pulverizer  and  prevent  it  from 
breaking  the  bottle  when  the  latter  is  empty ;  and  he  states  in  his 
specification,  in  that  connection,  that  his  invention  consists  in  the 
combination  of  that  feature  of  the  same  with  the  bottle  and  the 
described  pulverizer,  but  the  claim  is  only  for  the  pulverizer  in 
combination  with  the  bottle,  called  in  the  claim  the  receptacle. 

Two  patents  of  the  kind  may  both  be  valid  where  the  second  is 
an  improvement  upon  the  first,  in  which  event,  if  the  second  in- 
cludes the  first,  neither  can  lawfully  use  that  of  the  other  without 
the  other's  consent.  Plainly  the  second  patent  could  not  be  used 
without  the  consent  of  the  owner  of  the  first,  nor  could  the  owner 
of  the  first  patent  use  the  second  without  the  consent  of  the  owner, 
as  the  patent  contains  an  invention  which  the  owner  of  the  first 
patent  never  made.  Woodworth  v.  Sogers,  3  W.  &  M.  138. 
These  explanations  are  sufficient  to  show  that  ground  of  contro- 
versy existed  between  the  parties  in  the  enjoyment  of  the  several 
rights  secured  to  them  by  the  respective  patents,  and  the  record 
shows  that  difficulty  in  that  regard  did  arise  between  the  respec- 
tive owners  of  these  letters-patent,  and  that  they  entered  into  a 
compromise  agreement  in  writing,  which,  for  the  sake  of  conven- 
ience and  the  purposes  of  this  investigation,  may  be  regarded  as  an 
agreement  between  the  two  patentees  as  the  separate  holders  of  the 
patents  in  question. 

Two  of  the  complainants,  joined  with  the  patentee  of  the  second 
patent,  have  been  stricken  out  of  the  pleadings  by  consent,  and  the 
others  who  remain,  besides  him,  claim  by  virtue  of  his  right  under 
the  agreement.  Nor  is  there  any  difficulty  in  taking  that  view  so 
far  as  respects  the  respondents,  as  the  charge  of  the  bill  of  com- 
plaint is,  that  those  joined  with  the  patentee  of  the  first  patent  had 
knowledge  of  the  agreement  in  question,  which  must  be  proved,  to 
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render  them  liable.  By  the  tenns  of  the  agreement^  the  patentee 
of  the  second  patent  agreed  to  pay  a  royalty  to  the  patentee  of  the 
first  patent,  of  two  cents  upon  each  and  eveiy  dozen  of  salt-bottlea 
made  in  accordance  with  the  second  patent^  whether  made  by  him^ 
as  patentee  of  the  second  patent,  or  by  his  licensees,  and  to  make  a 
full  and  true  return  of  the  same  the  first  day  of  each  month,  during 
the  continuance  of  the  agreement  On  the  other  hand,  the  paten- 
tee of  the  first  patent  agreed  that  the  caster  bottles  made  in  ac* 
cordance  with  his  patent  shall  be  provided  with  wooden  pulverizers, 
and  that  the  salt-bottles  he,  the  patentee  of  the  second  patent^ 
manufactures  or  allows  to  be  manufactured  shall  be  provided,  as  at 
present,  with  metallic  pulverizers.  Based  on  that  agreement,  the 
bill  of  complaint  alleges  that  by  the  contract  it  was  agreed  that  all 
casters  manufactured  by  the  patentee  of  the  first  patent,  under  his 
patent,  should  contain  wooden  pulverizers  only,  and  that  all  salt 
bottles  or  boxes  manufactured  by  the  patentee  of  the  second  patent^ 
made  under  his  patent,  should  contain  only  metallic  pulverizers ; 
and  charges  that  the  respondent  and  his  licensees  are  manufactur- 
ing and  selling  casters  or  bottles  furnished  with  metallic  pulverizers 
in  violation  of  the  said  written  agreement 

Service  was  made,  and  the  respondents  appeared  and  filed  two 
answers. 

1.  Grossman  admits  the  patents,  but  denies  that  there  was  any 
controversy  between  him  and  the  complainants. 

2.  He  alleges  that  the  patentee  of  the  second  patent  wanted  a 
license  from  him,  the  patentee  in  the  first  patent,  to  use  his  inven- 
tion as  described  in  the  firsts  and  that  the  agreement  related  solely 
to  the  second  patent  and  none  other ;  that  no  frights  under  the 
first  patent  were,  or  were  intended  to  be,  conveyed  to  the  com- 
plainanta 

3.  He  admits  the  license  to  the  other  two  respondents,  but  al- 
leges that  he  excepted  from  the  license  any  right  to  manufacture 
salt  boxes  or  casters  under  the  second  patent 

Answer  in  due  form  was  also  filed  by  the  other  two  respondents 
to  the  effect  following :  — 

1.  That  they  are  ignorant  that  any  controversy  existed  between 
the  separate  owners  of  the  patents  as  to  their  respective  rights 
under  the  same. 
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2.  They  allege  tiiat  the  second  patent  was  void,  and  that  the 
agreement  gave  no  right  to  the  complainants  under  the  first 
patent. 

3.  That  the  patentee  of  the  first  patent  has  kept  and  performed 
all  the  conditions  of  the  written  agreement. 

4  That  the  patentee  of  the  first  patent  had  no  right  to  make 
such  an  agreement,  nor  had  the  complainants  any  right  to  receive 
it,  because  it  could  not  be  conferred  by  such  an  agreement. 

6.  They  deny  infringement,  and  insist  that  the  salt  boxes  or  cas- 
ters which  they  manufacture  are  constructed  in  accordance  with 
the  patent  set  up  in  their  answer. 

Demurrer  was  also  filed  by  the  two  respondents,  assigning 
several  causes  for  the  same,  of  which  one  only  will  be  mentioned^ 
which  is,  that  three  of  the  complainants  therein  named  are  not 
interested  to  maintain  the  bill  of  complaint  Suppose  there  was 
such  controversy  between  the  parties  to  the  written  agreement  as 
that  alleged  in  the  bill  of  complaint,  it  would  not  impair  the 
validity  or  operative  character  of  the  agreement;  but  it  is  not 
necessary  to  rest  the  decision  upon  that  ground,  as  the  evidence 
shows  to  the  entire  satisfaction  of  the  court  that  the  allegations  of 
the  bill  of  complaint  in  that  regard  are  true,  which  is  all  that  need 
be  said  in  answer  to  the  first  defence. 

Attempt  is  made  by  the  second  defence  to  give  an  interpretation 
to  the  written  agreement,  which  the  court  cannot  sustain.  Instead 
of  that,  the  court  is  of  the  opinion  that,  by  the  true  construction  of 
the  agreement,  the  patentee  of  the  first  patent  agreed  that  caster 
bottles  made  in  accordance  with  the  patent,  whether  manufactured 
by  himself  or  his  licensees,  should  be  provided  with  wooden  pul- 
verizers, and  that  the  salt  bottles  or  casters  constructed  by  the 
patentee  of  the  second  patent,  or  his  licensees,  should  be  provided 
with  pulverizers  such  as  the  patentee  of  the  second  patent  was  con- 
structing at  the  date  of  the  written  agreement.  No  reasons  are 
assigned  to  support  the  proposition  that  the  patentee  of  the  first 
patent  possessed  no  power  to  make  such  a  contract,  and  it  ia 
believed  that  none  can  be  which  will  be  satisfactory.  Inventions 
secured  by  letters-patent  are  property  in  the  holder  of  the  patent, 
and  as  such  are  as  much  entitled  to  protection  as  any  other  prop- 
erty consisting  of  a  franchise,  during  the  tenn  for  which  the  fran^- 
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chise  or  the  exclusive  right  is  granted.  Such  a  holder  may  sell, 
assign,  lease,  or  give  away  the  property,  or  enter  into  any  arrange- 
ment or  agreement  respecting  the  same,  not  enlai^ging  the  right 
granted,  as  the  same  might  make  with  any  other  personal  property. 
Authorities  to  support  that  proposition  are  not  necessary,  as  the 
statement  of  it  is  quite  sufficient  to  secure  in  its  behalf  universal 
assent.  Parties  are  supposed  to  mean  what  they  say.  If  so,  it  is 
clear  that  the  patentee  of  the  first  patent  contracted  to  use  wooden 
pulverizers  only,  and  consented  that  the  owner  of  the  second  patent 
might  work  under  the  second  patent,  using  only  metallic  pulveriz- 
ers, which  is  a  sufficient  response  to  all  the  propositions  that  the 
contract  gave  the  patentee  of  the  second  patent  no  right  to  practise 
the  invention  secured  by  the  first  patent.  Grant  that,  and  it  fol- 
lows that  the  patentee  of  the  first  patent  has  not  kept  his  cove- 
nants, as  the  proofs  are  full  to  the  point  that  he  has  made,  and  is 
making,  salt  boxes  or  casters  with  metallic  pidverizers,  in  direct 
violation  of  the  agreement. 

Two  of  the  respondents  claim  that  they  are  not  liable,  because, 
as  they  allege,  they  acquired  the  right  to  practise  the  invention 
secured  by  the  first  patent  without  any  knowledge  of  the  written 
agreement ;  but  the  proof  is  the  other  way,  and  shows  not  only  that 
they  knew  what  the  terms  of  the  agreement  were,  but  that  they 
had  a  copy  of  it  in  their  possession  when  they  acquired  their  right 
from  the  patentee  of  the  first  patent ;  nor  is  there  any  merit  in  the 
objection  that  some  of  the  complainants  have  no  interest  to  main- 
tain the  suit,  as  two  of  those  mentioned  have  been  stricken  out  by 
consent,  and  the  record  shows  that  the  other  acquired  an  interest  in 
the  second  before  the  written  agreement  was  executed. 

Nothing  remains  to  be  considered  but  the  charge  of  infringe- 
ment. Sufficient  has  already  been  remarked  to  show  that  the  first- 
named  respondent  has  not  kept  and  performed  his  covenants,  and 
that  the  other  two  respondents,  as  his  assignees,  have  manufactured 
and  sold  salt-bottles  in  accordance  with  the  patent  mentioned  in 
their  answer,  which  the  record  shows  has  a  pulverizer-rod  with 
several  series  of  radial  points  arranged  in  such  a  manner  that  the 
unscrewing  of  the  cup  from  the  neck  of  the  bottle  will  produce  a 
spiral  motion  of  the  points  through  the  contents  of  the  bottle. 
Grossman  admits  that  his  licensees  have  made  salt  boxes  or  casters 
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with  metallic  pulverizeis  and  sold  the  same,  and  that  he  has  re- 
ceived payment  for  all  they  have  sold.  Taken  as  a  whole,  the  evi* 
dence  shows  that  the  two  respondents  have  made  and  sold  salt 
boxes  or  casters  provided  with  metallic  pulverizers,  in  violation  of 
the  said  written  agreement,  and  with  full  knowledge  of  the  exist- 
ence of  that  agreement 

Decree  for  the  complainants  for  an  account,  and  for  an  injunc- 
tioa 


Joseph  F.  Dean,  Trustee,  v.  The  Equitable  Fiee  Insurance 

Company. 

Gonrta  of  equity  have  power  to  correct  mistakes  in  policies  of  insurance,  even  to  the  extent 
of  chaDging  the  material  clauses  of  the  instrument  which  are  the  subjects  of  special 
agreement 

Such  instmments  may  be  reformed  where  it  appears  that,  in  consequence  of  fraud  or  mia- 
take,  they  do  not  express  or  violate  the  intention  of  the  parties. 

Tha  party  alleging  the  mistake  must  show  exactly  in  what  the  error  consists. 

A  person  was  adjudged  a  bankrupt,  May  8, 1876.  In  March  previous  he  conveyed  certain 
real  estate  to  certain  grantees.  The  complainant  was  appointed  trustee  of  the  bankrupt 
estate,  June  8  of  the  same  year.  Soon  after  his  appointment  an  agent  of  the  re- 
spondents told  him  that  he  held  certain  policies  on  the  property,  payable  to  the  ven- 
dees of  the  property.  To  this  he  replied  that  he  would  not  accept  the  same  if  the 
policies  were  payable  to  the  said  vendees  of  the  property,  that  the  property  belongetf  to 
the  estate  of  the  bankrupt  of  which  he  was  trustee,  and  that  the  policies  must  be  made 
payable  to  him  as  such  trustee.  The  bill  contained  an  averment  that  he  thereby  meant 
and  intended  that  his  interest  as  trustee  in  the  premises  should  be  insured,  and  that  the 
respondent  company  had  fair  and  ample  notice  of  such  intention.  No  averment  was 
made  that  he  requested  any  such  policies  to  be  issued  to  him.  Immediately  the  company 
wrote  in  the  policies  "  payable  in  case  of  loss  to  Joseph  F.  Dean,  trustee,"  and  forwarded 
the  same  to  the  complainant  ffeld :  no  mistake  was  made  by  either  party  such  as  would 
warrant  a  court  of  equity  in  reforming  the  policy.  The  mistake  was  one  subsequently 
made  by  the  complainant  ia  taking  a  conveyance  from  the  parties  in  whose  name  the 
policy  was  issued,  without  first  securing  the  assent  of  the  insurance  company. 

This  was  a  bill  in  equity  brought  to  reform  a  policy  of  insurance 
on  certain  real  estate.  It  was  brought  by  Joseph  F.  Dean,  a  citizen 
of  Massachusetts,  trustee  in  bankruptcy  of  the  estate  of  G.  Camp- 
bell, against  the  Equitable  Fire  Insurance  Company  of  Nashville, 
Tenn. 

The  bill  averred  that  Campbell  was  duly  adjudged  bankrupt^ 
that  the  complainant,  was  appointed  trustee,  that  the  bankrupt 
made  a  fraudulent  transfer  of  the  property^  without  consideration^ 
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in  March,  before  he  went  into  bankruptcy  in  May,  later  in  the  same 
year. 

The  following  allegations  were  then  made : — 

"  That  shortly  after  your  orator^s  said  appointment,  John  R  Dor> 
rance^  of  Providence,  R  I.,  acting  for  and  in  behalf  of  said  respon- 
dent  company  and  other  companies  hereinafter  named,  informed 
your  orator  that  he  held  certain  policies  of  insurance  on  said  prem- 
ises, payable  to  said  Haskell  &  Jellerson,  which  he  was  ready  to 
deliver  to  your  orator  upon  payment  of  the  premiums ;  that  your 
orator  thereupon  replied  that  if  said  policies  were  payable  to  Has- 
kell &  Jellerson  he  would  not  accept  the  same ;  that  said  property 
belonged  to  the  estate  of  George  Campbell,  in  bankruptcy,  and  that 
he  was  trustee  in  bankruptcy  thereof;  and  that  said  policies  must 
be  payable  to  him ;  and  your  orator  thereby  meant  and  intended 
that  his  interest  as  such  trustee  in  said  premises  should  be  insured ; 
and  your  orator  avers  that  said  respondent  company  had  fair  and 
ample  notice  of  such  intention,  and  that  your  orator  desired  to  have 
his  interest  in  said  property  insured  by  good,  effectual,  and  valid 
policies ;  that  thereupon  said  respondent  wrote  or  caused  to  be  writ- 
ten its  policy,  insuring  Haskell  &  Jellerson  against  loss  by  fire  on 
said  premises  to  the  amount  of  $2,500,  payable,  in  case  of  loss,  to 
Joseph  F.  Dean,  trustee,  and  forwarded  the  same  to  your  orator ;  and 
your  orator,  believing,  and  having  good  reason  to  believe,  that  said 
policy  insured  your  orator's  interest  in  said  premises,  accepted  the 
same. 

''  That  your  orator  further  shows  your  Honors  that  it  was  the  in- 
tention of  your  orator  and  said  respondent,  in  and  by  said  policy,  to 
insure  said  property  and  your  orator's  interest  therein,  and  the  fail- 
ure to  correctly  word  the  same,  if  it  be  incorrectly  worded,  arose 
without  fault  of  your  orator  and  from  accident  and  mistake." 

The  loss  of  the  buildings  by  fire  was  also  set  out  in  the  bill,  and 
it  was  averred  that  the  vendees  of  the  banknipt  released  all  their 
interest  in  the  property  to  the  trustee  complainant 

The'  respondents  demurred  to  the  bilL 

J.  B,  Bvilardy  for  the  complainant. 

First  The  jurisdiction  of  this  court  to  reform  policies  of  insur- 
ance, when  such  reform  is  necessary  tmd  proper,  is  well  established, 
and  has  been  frequently  exercised.    Harris  v.  CoL  Co.  Ins.  Co^  18 
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Ohio,  116 ;  Fireman's  Ine,  Co.  v.  Powell,  13  B.  Monr.  311 ;  National 
Fire  Ins.  Co.  v.  Crane,  16  MA  260. 

Second.  The  bill  shows  a  proper  case  for  the  interference  of  the 
court,  a  case  complete  in  all  essential  details,  viz. :  — 

The  mistake,  to  wit,  that  the  policy  on  its  face  insures  Haskell  & 
JeUerson,  ''payable  in  case  of  loss  to  Joseph  F.  Dean,  Trustee," 
instead  of  insuripg  "  Dean,  Trustee/' 

The  correction  sought,  to  wit,  the  substitution  of  the  words 
"  Joseph  F.  Dean,  Trustee,"  for  the  words  "  Haskell  &  Jellerson," 
or  generally  by  making  the  policy  cover  Dean's  interest  as  trustee 
in  the  premises. 

The  fact  that  the  mistake  was  mutual  and  common  to  both  par- 
ties. It  sufficiently  and  clearly  appears  from  the  tenor  of  the 
whole  bill  that  both  parties  have  done  what  neither  intended,  and 
that  there  was  a  distinct  agreement  to  do  something  different  For 
example,  see  end  of  second  page  of  bill :  — 

*'  That  your  orator  further  shows  your  Honors  that  it  was  the 
intention  of  your  orator  and  said  respondent  in  and  by  said  policy 
to  insure  said  property,  and  your  orator's  interest  therein,  and  the 
failure  .  .  .  arose  from  mistake." 

These  elements  are  all  the  distinctive  requisites  of  a  bill  to  re- 
form.   Heame  v.  Marine  Ins.  Co.,  20  WalL  491. 

The  bill  is  not  only  to  reform,  but  is  also  for  general  relief, 
and,  besides,  contains  a  distinct  and  separate  prayer  that  the  court 
will  interfere  to  prevent  the  gross  injustice  sought  to  be  worked  by 
the  unfair  and  exceedingly  technical  position  of  the  respondent, 
and  that  a  decree  may  be  entered  ordering  payment  of  the  policy  in 
accordance  with  equity  and  good  conscience. 

The  cause  appeals  strongly  to  the  favorable  consideration  of 
the  court. 

The  complainant  has  acted  in  perfect  good  faith,  in  a  trust  ca- 
pacity, with  only  a  nominal  personal  interest  The  creditors  have 
intrusted  their  rights  to  him,  and  they  alone  are  to  be  affected  by 
the  results.  The  respondent  company,  with  a  fuU  knowledge  of  all 
the  facts,  has  received  a  premium,  insured  the  property,  and  agreed 
to  pay  some  one  the  loss ;  the  property  is  destroyed,  and  the  re- 
spondent, feeling  sure  of  and  threatening  a  defence,  which,  narrow 
and  technical  as  it  is,  would  avail  at  law,  now  endeavors,  by 
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demurrer^  to  prevent  the  court  from  reaching  the  merits  in 
equity. 

The  company  knew  that  "  said  property  belonged  to  the  estate 
of  Greorge  Campbell  in  bankruptcy,  and  that  he  (the  complain* 
ant)  waa  trustee  in  bankruptcy  thereof/'  and  it  therefore  knew 
that  Haskell  &  Jellerson  had  no  insurable  interest  in  the  prop- 
erty. 

The  complainant  did  inform  the  company  that  the  estate  belonged 
to  him  as  trustee.  He  therefore  did  inform  it  that  he  had  the 
insurable  interest  in  it^  and  wished  to  have  that  interest  covered, 
and  the  policy  should  have  been  drawn  to  insure  the  complain- 
ant's interest.  A  new  policy  was  written,  and  it  appears  in  the 
biU. 

The  allegation  of  the  bill  that  the  company  knew  that  Haskell  & 
Jellerson  had  no  insurable  interest,  and  the  all^ation, "  Your  orator 
further  shows  your  Honors  that  it  was  the  intention  of  your  orator 
and  said  respondent,  in  and  by  said  policy,  to  insure  said  property 
and  your  orator's  interest  therein,  and  the  fedlure  to  correctly  word 
the  same  .  .  .  arose  .  /.  from  accident  and  mistake,"  are  conclu* 
sive  allegations  of  the  fact  that  there  was  a  mutual  mistake,  and 
that  bath  parties  did  what  neither  intended. 

F,  D,  Hyde  and  Henry  D,  AUen,  for  the  respondents. 

The  principles  upon  which  a  policy  wiU  be  reformed  are  fully 
stated  in  ffeame  v.  Marine  Ins.  Co.,  20  Wall  490 . 

Now  applying  the  rule  of  law,  in  what  did  the  mistake  of 
the  insurance  company  consist?  They  were  directed  to  make 
the  policies  payable  to  the  complainant  They  did  so.  That  cer- 
tainly was  not  a  mistake.  The  complainant  says  he  informed  the 
agent  of  the  defendant  that  the  property  insured  belonged  to  the 
estate  of  which  he  was  trustee,  but  he  did  not  inform  them  that  he 
had  obtained  either  title  or  possession,  which  in  fact  he  had  not 
What  correction  should  be  made  ?  In  other  words,  how  should  the 
policy  have  been  written,  following  the  instruction  of  the  com- 
plainant's letter  ?  He  does  not  daim  to  have  had  either  title  or 
possession.  The  policy  was  made  payable  to  him  as  directed. 
There  was  no  direction  to  insure  his  interest  as  trustee,  or  to  leave 
Haskell  &  JeUerson  out  of  the  policy,  but  to  make  the  policies 
payable  to  him. 
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The  minds  of  the  parties  never  met  as  to  any  contract,  except  the 
one  expressed  in  the  policy.  There  can  be  no  doubt  how  the  com* 
pany  understood  the  order,  which  was  a  reasonable  and  fair  under- 
standing of  it^  and  they  had  no  motive  to  deliver  a  policy  to  the 
plaintiff  other  than  as  directed  by  him.  The  policy  was  accepted 
as  drawn  and  no  objection  made,  and  it  is  not  claimed  that  the 
plaintiff  could  not  recover  had  the  loss  followed  the  delivery  of  the 
policy,  and  before  Haskell  &  Jellerson  conveyed  the  property  to 
the  plaintiff 

The  only  mistake  made  by  anybody  in  the  premises  was  that  of 
the  plaintiff  in  taking  a  conveyance  of  the  property  from  Haskell  & 
Jellerson,  and  not  notifying  the  defendant  company  and  securing 
their  assent  Had  he  done  that,  all  would  have  been  satisfactory. 
It  was  not  a  mistake  of  the  company  in  writing  the  policy,  but  of 
the  plaintiff  in  allowing  the  title  of  the  property  to  change  without 
notice  to.  the  company. 

The  policy  provides  that "  if  the  property  be  sold  or  transferred, 
or  upon  the  passing  or  entry  of  a  decree  of  foreclosure,  or  upon  a 
sale  under  a  deed  of  trust,  or  if  the  property  insured  be  assigned 
under  any  bankrupt  or  insolvent  law,  or  any  change  take  place  in 
title  or  possession  (except  in  case  of  succession  by  reason  of  the 
death  of  the  assured),  whether  by  legal  process,  or  judicial  decree, 
or  voluntary  transfer  or  conveyance,  .  .  .  then,  and  in  every  such 
case^  this  policy  shall  be  void.'' 

The  following  cases,  out  of  a  great  number  that  can  be  cited, 
state  the  law  folly  as  to  the  relation  of  the  parties  under  the  policy, 
and  when  a  court  will  and  wiU  not  reform  a  contract :  Fogg  U  air 
v.  Middlesex  Mvi,  Im.  Co.,  10  Gush.  337 ;  Carpenter  v.  Prov.  WasHu 
Ins.  Co.,  16  Pet.  495;  WUson  v.  Hall,  3  Met.  66 ;  Hiddm  v.  Slaier 
M.  F.  Ins.  Co,,  2  Cliff  266;  Carroll  et  al  y.  Ins.  Co.,  8  Mass.  615  ; 
Young  et  oL  y.  Eagle  Fbre  Ins.  Co.,  14  Gray,  150 ;  Adams  v.  Ins. 
Co.,  29  Me.  292 ;  1  Story,  Eq.  §§  152-7 ;  Adams,  Eq.  171 ;  An^ 
dreios  v.  Essex  Ins.  Co.,  3  Mas.  10 ;  Sawyer  v.  Hovey,  3  Allen,  331 ; 
Lg7na/n  et  al.  v.  United  Stages  Ins.  Co.,  17  Johns.  (N.  Y.)  373 ; 
Wemph  V.  Stewart,  22  Barb.  154;  Kent  v.  Manchester,  29  id. 
695 ;  Dickinson  v.  Olennsjf,  27  Gona  104 ;  Htbbert  v.  BaUiston,  3 
Brown,  Gh,  571 ;  Bryee  v.  F.  Ins.  Co.,  55  H".  T.  245 ;  Young  et 
al.  V.  MeOoum,  62  Me.  56 ;  Diman  y.RR  Co.,  5  B.  I.  130 ;  Hoover  v. 
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BMly,  2  Abb.  (U.  S.)  471 ;  VaUeUe  v.  Valley  Canal  Co.,  4  McLean, 
192. 

Clifford,  J.  Courts  of  equity  undoubtedly  possess  the  power 
to  correct  mistakes  in  policies  of  insurance,  even  to  the  extent  of 
changing  the  material  clauses  of  the  instrument  which  are  the  sub- 
jects of  special  agreement  But  the  settled  jyractice  is  that  the 
power  should  be  exercised  with  great  caution,  and  only  in  cases 
where  the  proof  is  entirely  satisfactory.  Oliver  v.  Ins.  Co.,  2  Curt 
295.  Instruments  of  this  kind  may  be  reformed  in  equity,  where 
it  appears  that  by  fraud  or  mistake  they  do  not  fulfil,  or  that  they 
violate  the  agreement  between  the  parties ;  but  the  party  alleging 
the  mistake  must  show  exactly  in  what  the  mistake  consists,  and 
the  correction  that  should  be  made.  JETeam  y.  Ins.  Co,,  20  Wall 
490 ;  Hunt  v.  Bovsmaniere,  1  Pet  12. 

The  jurisdiction  of  chancery  courts  in  that  r^ard  is  eyeTywhere 
admitted ;  but  the  question  is,  whether  the  bill  of  complaint  shows 
a  proper  case  for  equitable  interference.  Matters  weU  pleaded  are 
admitted  by  the  demurrer,  but  the  corporation  respondents  deny 
that  the  complainant  has  stated  such  a  case  as  entitles  him  to  the 
relief  prayed  for-  in  the  bill  of  complaint.  Sufficient  appears  to 
show  that  the  title  in  the  premises  insured  was  in  the  bankrupt ; 
that  he,  on  the  18th  of  March,  1876,  for  some  unexplained  cause, 
conveyed  the  same  to  John  H.  Haskell  and  George  S.  Jellerson,  of 
New  York  city,  and  the  complainant  alleges  that  the  conveyemce 
wad  without  consideration,  and  in  fraud  of  the  Bankrupt  Act 

Though  executed  in  fraud  of  the  bankrupt  law,  the  clear  infer* 
Snce  from  the  allegations  of  the  bill  is  that  the  deed  was  in  due 
form ;  and  it  appears  that  the  grantees,  on  the  3d  of  June,  1876, 
insured  the  premises  in  their  own  name  in  the  company  of  the 
corporation  respondents,  in  the  sum  of  $2,500,  against  loss  by 
fire  for  the  term  of  one  year  from  the  date  of  the  policy.  Prior  to 
that,  to  wit,  on  the  8th  of  May,  in  the  same  year,  the  grantor  in 
the  conveyance  was  adjudged  bankrupt,  and  on  the  31st  of  the 
same  month  the  complainant  was  duly  chosen  and  confirmed  as 
trustee  of  the  estate  of  the  bankrupt,  and  on  the  3d  of  June  follow- 
ing became  seized  of  the  bankrupt's  estate  by  due  conveyance,  as 
required  by  law. 

Shortly  after  the  appointment  of  the  complainant,  information 
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was  communicated  to  him  by  an  agent  of  the  respondents,  that  he^ 
the  agent,  held  certain  policies  of  insurance  on  the  said  premises, 
payable  to  Haskell  &  Jellerson,  which  he  was  ready  to  deliver  to 
the  complainant  upon  payment  of  the  premiums ;  to  which  he  re- 
plied, that  if  the  policies  were  payable  to  those  parties  he  would 
not  accept  the  same,  that  the  property  belonged  to  the  estate  of  the 
bankrupt,  of  which  he  was  the  trustee,  and  that  the  policies  must 
be  payable  to  him,  as  such  trustee.  Appended  to  that  allegation  is 
the  averment  of  the  complainant  that  he  thereby  meant  and  in- 
tended that  his  interest,  as  such  trustee,  in  the  pi^mises  should  be 
insured,  and  that  the  respondent  company  had  fair  and  ample 
notice  of  such  intention  that  he  desired  to  have  bis  interest  in  the 
property  insured  by  good,  effectual  policies ;  but  he  does  not  allege 
that  he  requested  that  any  such  policies  should  be  issued  to  him, 
or  that  any  other  alteration  should  be  made  in  the  policy  issued  to 
the  grantees  of  the  bankrupt,  than  what  was  subsequently  made 
by  the  company  before  the  policy  was  delivered  to  him  as  such 
trustee. 

They  immediately  wrote  in  the  policy,  or  caused  to  be  written, 
as  follows :  "  Payable  in  case  of  loss  to  Joseph  F.  Dean,  trustee," 
and  forwarded  the  policy  to  the  complainant ;  and  he  alleges  that 
"  believing,  and  having  good  cause  to  believe,  that  said  policy  in- 
sured his  interest  in  said  premises,  he  accepted  the  same;"  that 
what  the  complainant  wanted  was,  that  in  case  of  loss  the  insur- 
ance should  be  payable  to  him,  as  the  trustee  of  the  bankrupt's 
estate,  and  that  was  fully  accomplished  by  the  amendment  inserted 
in  the  policy.  Neither  party  made  any  mistake  in  that  transac- 
tion, and  the  only  mistake  subsequently  made  was  that  made  by 
the  complainant  in  taking  a  conveyance  from  the  parties  in  whose 
names  the  policy  was  issued,  without  securing  the  assent  of  the  in- 
surance company.  Had  he  done  that,  no  controversy  would  ever 
have  arisen. 

Plainly  it  was  not  a  mistake  of  the  company  in  writing  the 
policy,  but  of  the  complainant  in  allowing  the  title  of  the  property 
to  be  changed  without  complying  with  the  following  condition  of 
the  policy :  "  If  the  property  be  sold  or  transferred,  or  upon  the 
passing  or  entry  of  a  decree  of  foreclosure,  or  upon  a  sale  under  a 
deed  of  trust,  or  if  the  property  insured  be  assigned  under  any 
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bankrupt  or  insolvent  law,  or  any  change  take  place  in  title  or  poe- 
seseion,  except  in  case  of  succession  by  reason  of  the  death  of  the 
assured,  whether  by  l^[al  process,  judicial  decree,  or  voluntary 
transfer  or  conveyance  .  .  .  then  and  in  every  such  case  the  policy 
shall  be  void."  Conditions  of  the  kind  are  frequently  inserted  in 
policies,  and  though  they  often  operate  with  great  severity,  still 
ihey  are  obligatory  in  case  they  are  not  waived  by  the  company. 

It  is  said  that  the  conveyance  was  without  consideration,  but 
that  cannot  make  any  difference,  as  the  fonnal  title  was  changed 
before  any  loss  occurred.  Written  agreements,  whether  executory 
or  executed,  may  be  reformed  in  equity  courts  where  there  is  a 
material  mistake  of  fact  In  all  such  cases,  says  Story,  if  the 
mistake  is  clearly  made  out,  by  proofs  entirely  satisfactoiy,  equity 
will  reform  the  contract  so  as  to  make  it  conformable  to  the  pre- 
cise intent  of  the  partiea  But  if  the  proofs  are  doubtful  and  un- 
satisfactory, and  the  mistake  is  not  made  entirely  plain,  equity  will 
withhold  relief  upon  the  ground  that  the  written  paper  ought  to  be 
treated  as  a  full  and  correct  expression  of  the  intent  of  the  con- 
tracting parties,  until  the  contrary  is  established  beyond  reasonable 
controversy.  1  Story  Eq.  Jur.,  §  162 ;  Adams  £q.  (3d  Am.  ed.) 
171 ;  Andrews  v.  Ins.  Co,,  3  Mason,  10.  Apply  those  rules  to  this 
case  and  it  is  clear  that  the  complainant  is  not  entitled  to  any 
relief. 

Demurrer  sustained  and  bill  of  complaint  dismissed. 


The  Steam-Tug  Burke:  Seth  G.  Sogers  d  al,  Claimants, 
Appellants,  v.  John  Hurnet,  libellant.  Appellee. 

The  Steam-Tug  Glide:  Same  v.  Same. 

Actions  pending  in  a  Federal  conrt,  whether  two  or  more  of  like  nature,  or  relatiTO  to  the 
same  question,  mav  he  consolidated  if  the  court  deems  it  reasonahle,  in  order  to  aroid 
unnecessary  costs,  or  to  prevent  delay. 

In  each  of  the  two  cases  a  schooner  had  dischatiped  her  cai^go,  and  had  come  to  anchor  near 
a  sea-wall,  prohahly  within  the  sweep  of  the  moorings-chains  of  a  powder-boat;  there 
was  a  fresh  breeze,  and  the  schooner  in  each  case  became  entangled  in  the  moorings 
chain  of  the  powder-boat,  that  is,  the  chain  of  the  powder-boat  got  between  the  rudder 
and  the  stem-post  of  the  schooner.  The  schooner  had  no  anchor-watch.  The  tug  went 
alongside,  made  fast  to  the  schooner  without  authority,  and  oommettoed  hauling  upon 
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hisr  while  the  wm  caqght  between  the  rudder  and  stern-post  as  above  stated.  Jnjarj 
was  inflicted  upon  the  schooner  by  this  attempt  of  the  tug.  Held,  that  both  vessels 
were  in  fault,  and  that  the  damages  should  be  divided. 

Admibaltt  appeal  in  a  cause  of  coUiaioa  The  essential  facts 
are  in  the  opinion. 

(7.  0.  Thomas,  for  the  libeUant. 

libellant's  schooner  Alpine  was  one  of  the  numerous  vessels 
employed  in  freighting  stone  for  construction  of  the  State  sea-wall 
in  Boston  harbor. 

On  or  about  Oct  16,  1876,  the  morning  of  the  collision,  the 
Alpine  had  discharged  her  cargo,  and  hauled  out  of 'the  dock 
and  dropped  her  two  anchors  under  the  lee  of  the  wall,  leaving 
sufficient  space  for  the  next  vessel  in  her  turn  to  pass  into  the 
berth  vacated  by  her.  While  thus  lying  at  anchor  under  the 
eyes  and  control  of  her  master  and  crew,  who  were  engaged  in 
putting  stores  and  provisions  aboard  for  another  trip,  at  about 
noon,  and  about  full  tide,  the  cable  or  mopring-chain  of  the  pow- 
der-boat Fawn,  for  a  long  time  kept  anchored  in  that  vicinity 
for  deposits  of  powder,  and  within  the  distance  from  shore  pro- 
hibited by  the  city  ordinances  (1876,  p.  346,  §  5),  with  nobody 
ever  aboard,  except  on  occasions  required  for  the  delivery  of 
powder  by  the  powder  company,  swept  around  as  borne  by  the 
tide  from  her  mooring*post  or  anchor,  and  caught  her  mooring- 
chain  between  the  rudder  and  stem-post  of  the  Alpine,  there 
lying  in  the  same  place  she  took  when  hauled  out  of  the  dock 
that  morning.  The  Alpine  had  both  her  anchors  down,  so  that 
the  powder-boat  could  not  drag  her  but  was  held  fast  until  sub- 
sequently, on  the  arrival  of  the  steam-tug  Burke,  when  one  of  her 
anchors'  cable  was  cut. 

While  thus  held,  though  in  no  immediate  danger  so  long  as  the 
wind  blew  off  shore,  leaving  smooth  water  under  the  lee  of  the  wall, 
the  Alpine's  captain  or  agent  and  crew  were  preparing  to  clear  the 
powder-boat's  chain  from  the  Alpine  by  running  a  line  from  the 
sea-wall  or  fastening-post  to  the  powder-boat,  and  procuring  a 
slack  of  the  powder-boat's  chain,  which  was  kept  constantly  taut 
by  the  ebb  of  the  tide,  when  the  steam-tug  Burke  steamed  up  and 
seized  hold  of  the  Alpine,  made  fast  to  her,  forward,  and  com- 
menced hauling  and  trying  to  swing  her  from  larboard  to  starboard. 
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At  the  same  time  they  were  forbidden  to  meddle  with  the  Alpine. 
Not  heeding  this,  and  being  unable  to  swing  or  drag  the  Alpine 
while  her  two  anchors  were  down,  to  attain  their  purpose,  they 
cut  the  port  anchor's  cable^  and  thus  enabled  the  tug  to  swing 
the  Alpine  from  larboard  to  starboard  till  they  pulled  out  the 
deadwood,  which  in  this  vessel  formed  part  of  the  frame,  so  as  to 
let  the  water  into  her  hull,  whereby  the  vessel  was  cleared,  and 
soon  afterwards  sank  a  short  distance  from  the  powder-boat 

If,  instead  of  first  taking  hold  of  the  Alpine,  which  was  station- 
ary and  immovable,  they  had  taken  hold  of  the  powder-boat  and 
got  a  slack  in  the  powder^boat's  chain,  which  was  held  taut  by 
the  ebb  tide,  by  hauling  her  towards  the  Alpine,  then  the  chain 
would  have  dropped  from  between  the  Alpine's  rudder  and  stem- 
post  by  its  own  weight.  His  honor.  Judge  Lowell^  held  it  to  be  an 
imperative  duty  on  the  part  of  the  tug  to  have  first  notified  the 
owners  of  the  Alpine,  and  given  them  an  opportunity  to  extricate 
their  own  vessel ;  that  if  without  any  authority  they  took  posses- 
sion of  the  Alpine,  and  undertook  to  extricate  her,  they  took  the 
risk,  and  made  themselves  liable  for  aU.  damages  resulting. 

Neglect  to  have  anchor-watch  not  a  fault,  unless  the  fact  con- 
tributes to  the  collision.     The  Lincoln,  1  Low.  46. 

Where  one  vessel  drives  upon  another  which  is  at  anchor  in  a 
proper  position,  the  presumption  is  that  the  former  is  in  fault 
The  Lincoln,  1  Low.  46. 

A.  D.  Cliandler,  for  the  claimants. 

The  Alpine,  while  anchored  at  a  poor  anchorage,  without  any 
person  on  board,  in  close  proximity  to  other  vessels,  was  exposed 
to  a  high  wind  from  ofif  shore,  dragged  her  anchor,  and  would 
have  gone  down  the  harbor  had  she  not  collided  and  become 
entangled  with  the  powder-boat  Fawn,  which  was  permanently 
moored  in  a  place  she  was  entitled  to  occupy. 

It  is  elementary  that  under  such  circumstances  the  Alpine  was 
presumably  at  fault  (she  was  found  to  be  so  by  the  court  below), 
and  that  the  libel  should  be  dismissed.  1  Pars.  Shipp.  573 ;  Ths 
Lion,  1  Sprague,  ^0;  The  Granite  State,  3  Wall  310,  313 ;  The 
Clarita  and  the  Clara,  23  Wall.  l,14,\Tht  Lincoln,  1  Low.  46,  48 ; 
The  Lady  Franklin,  2  Low.  220. 

It  is  indisputable  that  the  proximate  cause  of  this  collision  was 
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the  absence  of  the  Alpine's  captain  and  crew,  and  it  is  equally 
beyond  question  that  up  to  the  time  of  the  airival  of  the  tug 
Burke,  neither  the  powder-boat  (which  is  not  libelled)  nor  the  tug 
(for  it  had  not  yet  touched  the  Alpine)  had  contributed  to  the  col- 
lision.  So  far,  then,  the  application  of  the  familiar  division  rule  in 
determining  the  liability  for  damages  is  forbidden  by  the  authori- 
ties. The  division  rule  cannot  be  applied  unless  both  vessels  have 
contributed  to  the  collision.  BaUtan  v.  TJu  State  Rights,  Orabbe, 
22,  43 ;  WiUcm  v.  The  Enwyy,  1  Phila.  138,  139 ;  The  Alhamira, 
2  Ben.  158,  166 ;  Ward  et  al.  v.  T?i6  ScJuxmer  M.  Dotisman,  6 
McLean,  231. 

The  two  in  collision,  it  was  now  the  duty  of  the  powder-boat, 
which  was  not  disabled,  to  render  all  possible  assistance  to  the 
abandoned  Alpine,  though  the  Alpine  was  in  fault.  1  Pars. 
Shipp.  529,  and  cases  cited ;  The  Clarita  and  the  Claras  23  WalL 
1,18. 

This  assistance  was  at  once  brought  and  carefully  tendered ;  ^and 
because  of  the  extension  of  this  civility,  of  the  performance  of  this 
duly,  the  vessel  aided  has  the  assurance  to  Ubel  the  party  to  whom 
it  is  in  truth  indebted.  To  be  sure,  if  the  aid  so  tendered  had 
been  accompanied  by  gross  carelessness,  there  might  be  an  excuse 
for  the  injured  party  in  seeking  reparation.  But  no  wanton  injury 
was  done  the  Alpine ;  no  hann  at  all  was  done  the  Alpine  in  ex- 
tricating her,  beyond  a  single,  unavoidable,  trivial  break,  and  it 
was  well  said  by  Mr.  Justice  Campbell,  in  The  Steamers  Magnolia 
and  AtUocrat  (3  Am.  Law  Eeg.  465,  476),  that  "  A  party  who  has 
involved  himself  and  others  in  peril  cannot  be  heard  to  complain  of 
their  want  of  the  clearest  judgment  in  the  selection  of  the  modes 
of  extrication." 

If  the  tug  Burke,  in  giving  aid,  was  grossly  careless,  then  a  tort, 
a  trespass,  would  have  been  committed,  and  the  tug  have  been 
wholly  responsible,  if  responsible  at  alL  Yet  the  learned  judge  in 
the  court  below,  blending  a  subsequent  tort  with  a  previous  col- 
lision, has  applied  the  division  rule.  It  is  respectfully  submitted 
that  the  division  rule  cannot  be  applied  to  such  a  tort^  a  trespass, 
as  it  were,  dehors  the  coUisioa  The  position  the  claimants  take  is, 
that  for  a  tort  occurring  several  hours  after  the  collision,  either  the 
tug  is  answerable  for  all  the  damages  or  for  none :  in  short,  the 
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common-law  rule  as  to  the  measure  of  damages  applies  to  such  a 
tort  as  this,  if  tort  there  is. 

Again,  if  the  tug  is  responsible  for  all  the  damage,  yet  on  this 
appeal  the  tug  can  be  held  for  no  more  than  was  decreed  below, 
because  the  libellant  has  not  appealed.  2  Pars.  Shipp.  208^  209  ; 
The  Stephen  Morgan,  94  U.  S.  699. 

But  as  the  tug  used  due  care,  while  the  Alpine  was  guilty  of 
n^ligence,  the  libel  is  to  be  dismissed. 

To  have  abandoned  the  Alpine  when  cognizant  of  her  leaky 
condition,  and  with  that  full  knowledge  of  the  collision  to  which 
libellant's  witnesses  testify,  was  wanton  and  reckless  conduct,  and 
any  damages  then  sustained  which  the  captain  and  crew  might 
have  prevented  (as  by  taking  the  Alpine  to  the  dock  or  wharf,  or 
by  securing  loose  articles  on  deck,  for  the  night),  cannot  be  re- 
covered. Settled  by  The  Baltimore,  8  Wall  377,  387  \  The  Thu- 
ringia,  41  L.  J.  Adm.  44;  The  Flying  Fish,  B.  &  L  436 ;  The 
BdOee,  3  Hagg.  367 ;  The  Columbus,  3  W.  Eob.  159, 166  ;  Tindall 
V.  Bell,  11  M.  &  W.  232 ;  Maclachlan  299  (2d  ed.),  (case  of  The 
Boyal  Oak) ;  2  Kay,  926, 927 ;  Boyd,  Mer.  Ship.  260 ;  1  Pars.  Shipp. 
639. 

In  feu^t,  such  was  the  condition  of  the  Alpine  after  hanging  three 
hours  on  the  chain,  that,  had  she  cleared  herself  without  any  aid, 
she  would,  unless  promptly  cared  for,  have  sunk  in  a  short  time ; 
and  this  the  libellant  knew.  .  The  sinking  was  the  ordinary 
natural  sequence  of  the  libeUant's  negligence.  Wharton,  Neg. 
§332. 

The  settled  rule  in  Massachusetts  is  stated  in  the  leading  case  of 
Murphy  v.  Deane,  101  Mass.  455,  466,  as  follows,  per  Wells,  J. : 
*^  Whenever  there  is  negligence  on  the  part  of  the  plaintiff  con- 
tributing directly,  or  as  a  proximate  cause,  to  the  occurrence  from 
which  the  injury  arises,  such  negligence  will  prevent  the  plaintiff 
from  recovery;  and  the  burden  is  always  upon  the  plaintiff  to 
establish  either  that  he  himself  was  in  the  exercise  of  due  care,  or 
that  the  injury  is  in  no  degree  attributable  to  any  want  of  proper 
care  on  his  part"  So,  too,  Dickey  v.  Tel.  Co.  43  Me.  492,  496 ; 
Allyn  V.  B.  &  A,  £.  R,  105  Mass.  77,  78 ;  3  Kent  Com.  232,  n.  1,  6. 
(12th  ed.).  ' 

No  want  of  care  can  be  rightly  charged  to  the  tug. 
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Thus  the  reasons  for  dismissiug  the  libel  are :  — 

1.  From  the  negligence  of  her  captain  and  crew  the  Alpine  was 
at  fault  (as  found  by  the  Court  below)  in  getting  foul  of  the  pow- 
der-boat BaUiffs  of  Bommey  Marsh  v.  Trinity  Houae,  L.  K  5 
Exch.  208;  Wharton,  Neg.  §  123 ;  The  ZauMana,  3  WalL  164. 

2.  The  tug  Burke,  which  appeared  subsequent  to  the  collision, 
did  no  harm  except  to  the  pawl-bitt,  which  is  insignificant.  Some 
force  was  necessary.  Any  loss  beyond  that  of  the  pawl-bitt  must 
be  attributed  exclusively  to  the  n^ligence  of  the  schooner,  which 
she  could  easily  have  avoided. 

3.  The  tug  was  employed  to  protect  valuable  property,  and  to 
prevent  a  possible  calamity.  She  did  not  exceed  her  legal  author- 
ity. The  breaking  of  the  pawl-bitt — a  petty  incident  —  was  un- 
avoidable, and  was  justifiable,  and  did  not  contribute  to  further 
damage.    Almy  v.  Orinnell,  12  Met  63. 

4  The  proximate  cause  of  the  loss  was  the  misoonduct  —  the 
prolonged,  the  suspicious  absence  —  of  the  captain  and  crew  of  the 
Alpine,  and  the  Alpine  is  not  shielded  from  her  own  wrong  by 
proof  of  fault  on  the  part  of  the  tug,  which  had  no  connection 
with  ihe  proximate  cause.  The  Carroll,  8  WalL  302,  306 ;  The 
Fdirhanks,  9  Wsll  420,  426 ;  The  Fannie,  11  WeiH  238,  243 ;  The 
McholU,  7  WalL  656,  666  ;  The  Continental,  14  WalL  346,  366 ;  1 
Pars.  Shipp.  596. 

6.  The  division  rule  has  no  application  to  such  a  case  as  this. 

6.  If  the  tug  is  to  be  held  liable  in  such  a  case  as  this,  it  may 
put  a  premium  on  abandoning  scows  to  be  entangled  in  the  ship- 
ping of  Boston  harbor. 

7.  The  allegations  in  the  libel  are  not  sustained  by  the  proof ; 
they  are  strikingly  at  variance,  —  hence  the  libel  must  be  dis- 
missed. Bich  V.  Lambert,  12  How.  347,  356  ;  Ths  New  England, 
Newb.  481,  488  ;  Campbell  v.  Steamer  Uhele  Sam,  1  McAU.  77,  78. 

8.  Mistakes  made  in  moments  of  danger  do  not  excuse  the  col- 
liding vessel  Bentley  v.  Coyne,  4  WalL  609,  612  ;  The  Jupiter,  1 
Ben.  536,  ©41 ;  The  Belle,  1  Ben.  317,  319 ;  The  Favorita,  8  BL 
C.  C.  539,  540. 

Gliffobd,  J.  Actions  pending  in  a  Federal  court,  whether  two 
or  more,  of  like  nature,  or  relative  to  the  same  question,  may  be 
consolidated  if  the  Court  deems  it  reasonable,  in  order  to  avoid  un- 
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necessary  costs,  or  to  prevent  delay.  3  Stat,  at  L  21 ;  Bev.  Stats. 
§  977  ;  ConkL  Treatise  (4th  ed.),  363. 

Two  libels  were  filed  in  the  District  Court  by  the  libellant,  as 
the  owner  of  the  schooner  Alpine,  one  against  the  steam-tug 
Burke,  and  the  other  against  the  steam-tug  Glide,  each  in  a  cause 
of  coUision,  in  which  the  libellant  claimed  damages  for  the  de- 
struction of  the  schooner,  and  for  the  loss  of  the  stores,  utensils, 
and  working  apparatus  which  she  had  on  board  at  the  time  she 
sank. 

Sufficient  appears  to  show  that  the  schooner  was  employed  in 
freighting  stone  for  the  construction  of  the  sea-wall  in  Boston 
harbor,  and  that  prior  to  the  collision,  on  the  morning  of  the  16th 
of  October,  1876,  she  had  discharged  her  cargo  and  hauled  out  of 
the  dock  and  come  to  anchor  under  the  lee  of  the  wall,  leaving 
space  enough  to  allow  the  next  vessel  in  turn  to  pass  into  the 
vacated  berth  for  the  discharge  of  a  similar  cargo. 

What  the  libellant  alleges,  in  the  case  of  the  Burke,  is  that 
while  the  schooner  was  thus  lying  safely  at  anchor,  the  steam-tug, 
without  authority,  came  alongside  and  made  fast  to  the  schooner, 
and  commenced  hauling  upon  her,  and  continued  so  to  do,  until  by 
reason  of  the  injuries  so  inflicted  the  schooner  sank  and  became  a 
total  losa 

Service  was  made,  and  the  owners  of  the  steam-tug  appeared 
and  filed  an  answer  denying  the  allegations  of  the  libeL  They 
also  set  up  the  defence  that  the  steam-tug  was  sent  to  the  schooner 
to  remove  her  from  fouling  the  powder-boat  anchored  in  the  har- 
bor for  the  deposit  and  safe-keeping  of  powder ;  that  the  schooner 
was  found  caught  between  her  rudder  and  stem-post  by  the  ckhle  or 
mooring-chain  of  the  powder-boat  which  was  kept  moored  there  to 
receive  deposits  of  powder  manufactured  by  the  powder  company ; 
and  they  also  all^e  that  the  schooner  had  drifted  from  her  anchor- 
age while  she  was  abandoned  by  her  officers  and  crew,  and  that 
she  was  without  an  anchor-watch,  in  violation  of  the  city  ordi- 
nance. Under  those  circumstances,  the  claimants  a<|Qiit  that  the 
steam-tug  made  fast  to  the  schooner  for  the  purpose  of  extricating 
the  vessel  from  entanglement  with  the  mooring-chain  of  the  pow- 
der-boat, but  they  aver  that  the  steam-tug  used  all  due  care  and 
skill  in  her  endeavors  to  accomplish  that  purpose ;  and  they  also 
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allege  that  those  in  charge  of  the  steam-tug  were  successful  in 
relieving  the  schooner,  and  that  they  used  no  more  force  than  the 
peculiar  circumstances  required. 

Charges  of  a  similar  character  are  .also  made  against  the  steam- 
tug  Glide^  to  the  effect  following,  that  on  the  succeeding  day  she 
steamed  up  to  the  schooner  and  made  fast  to  her  without  authority, 
and  that  she  continued  to  haul  upon  the  schooner  until  she  broke 
her  to  pieces,  rendering  the  vessel,  her  tackle,  apparel,  and  furni- 
ture, valueless,  and  that  she  destroyed  the  stores,  utensils,  and 
working  apparatus,  which  the  schooner  had  on  board  at  the  time 
the  alleged  unlawful  acts  were  committed.    * 

Due  service  was  also  made  in  this  suit,  and  the  owners  of  the 
steam-tug  appeared  and  filed  an  answer.  They  deny  the  alleged 
injuries  to  the  schooner,  ,but  admit  that  the  steam-tug  went  to  the 
relief  of  the  schooner  to  remove  her  from  fouling  the  powder-boat 
moored  in  the  harbor,  and  allege  that  the  schooner  was  found  on 
her  beam-ends  mostly  under  water,  so  near  to  the  powder-boat 
that  both  vessels  were  in  imminent  danger ;  that  the  schooner  was 
abandoned  by  her  of&cers  and  crew,  and  that  those  in  charge  of  the 
steam-tug  used  due  care,  skill,  and  precaution,  in  their  endeavors 
to  relieve  the  schooner,  and  that  they  succeeded  in  that  behalf 
without  doing  serious  injury  to  the  vessel,  or  using  more  force  than 
the  circumstances  required. 

Both  cases  were  heard  together  in  the  District  Court,  and  the 
Court  there  entered  a  decree  and  order  to  the  effect  that  both  par- 
ties in  each  case  were  in  fault,  and  that  the  damages  sustained  by 
the  libellant  in  each  case  should  be  divided,  sending  both  causes  to 
a  Master  to  compute  the  amount.  Prompt  report  was  made  by 
the  Master,  to  which  the  respondents  excepted  for  the  reasons 
stated  in  the  record,  but  the  Court  overruled  the  exceptions  and 
entered  a  final  decree  in  the  case  of  the  steam-tug  Burke,  that  the 
libellant  do  recover  the  sum  of  $180.10  damages,  and  one-fourth  of 
the  aggregate  of  costs  in  the  two  cases,  amounting  to  $84.27.  Half 
damages  were  <  also  recovered  by  the  libellant  in  the  case  of  the 
steam-tug  Glide,  and  the  Court  entered  a  decree  in  that  case  at  the 
same  time  in  favor  of  the  libellant  for  the  same  amount  of  dam- 
ages and  costs  as  in  the  other  case. 

Seasonable  appeal  was  taken  by  the  respondents  in  each  case  to 
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the  Circuit  Court  Separate  hearings  in  the  respective  cases  were 
granted  here,  but  inasmuch  as  the  two  cases  were  heard  together 
in  the  District  Court,  and  the  exceptions  to  the  Master's  report 
are  joint,  only  one  opinion  will  be  given  in  the  two  appeals. 

Beyond  all  doubt  the  two  cases  might  have  been  consolidated, 
as  the  respective  causes  of  action  are  of  a  like  nature,  and  involve 
substantially  the  same  questions,  nor  have  the  respondents  any 
light  to  complain  that  the  master  embraced  both  cases  in  one  re- 
port, as  the  record  shows  that  they  joined  in  their  exceptions  to 
the  same,  without  making  any  objection,  in  the  exceptions,  that  the 
two  cases  had  not  been  separately  considered  by  the  Master.  Com- 
ing to  the  merits,  the  evidence  shows  to  the  satisfaction  of  the 
Court  that  the  schooner  discharged  her  cargo  as  alleged  in  the  re- 
spective libels,  and  that  she  came  to  anchor  under  the  lee  of  the 
sea-wall,  probably  within  the  sweep  of  the  mooring-chains  attached 
to  the  powder-boat. 

Prior  to  the  collision,  and  during  the  forenoon  of  that  day,  the 
wind  was  from  the  northwest,  blowing  a  fresh  breeze,  and  the  evi- 
dence is  full  to  the  point  that  the  schooner  became  entangled  in 
the  mooring-chain  of  the  powder-boat,  or,  in  other  words,  the  moor- 
ing-chain  of  the  powder-boat  got  between  the  rudder  and  the  stern- 
post  of  the  schooner.  Differences  of  opinion  exist  among  the 
witnesses  as  to  whether  the  schooner  was,  or  was  not,  in  much 
danger ;  nor  is  it  of  much  importance  to  ascertain  which  of  the  two 
theories  is  correct,  as  all  appear  to  concur  that  it  was  quite  proper 
that  the  schooner  should  be  extricated  from  her  entanglement  with 
the  powder-boat's  mooring-chain.  When  the  collision  occurred, 
neither  the  officers  nor  the  men  were  on  board  the  schooner,  and 
she  was  without  an  anchor-watch  on  deck,  but  workmen  employed 
there  were  in  sight  of  the  vessels,  and  one  of  them  testifies  that  he 
instructed  some  of  the  men  to  get  lines  and  go  to  her  relief. 

Suffice  it  to  say,  in  this  respect,  that  the  evidence,  taken  as  a 
whole,  shows,  beyond  all  reasonable  doubt,  that  the  charge  of  the 
libel  in  the  case  of  the  Burke  is  true ;  that  she  went  alongside  of 
the  schooner,  and  made  fast  to  her,  without  authority,  and  com- 
menced hauling  upon  her  while  she  was  held  by  the  mooring-chain 
of  the  powder-boat  with  which  she  was  caught  between  her.  rudder 
and  stern-post,  as  more  fully  explained  in  the  record. 
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Entangled  as  the  schooner  was  with  the  mooring-chain  of  the 
powder-boat,  it  was  plainly  a  rash  act  to  tindertake  to  pull  her 
dear  of  the  mooring-chain  by  swinging  her  from  starboard  to  port, 
as  the  attempt  was  made,  as  shown  by  the  evidence.  Difficult  as 
the  attempt  was,  stUl  the  proofs  show  that  the  effort  was  continued 
until  it  was  accomplished,  but  that  the  schooner  immediately  sank. 
Considerable  injury  must  have  been  inflicted  upon  the  schooner,  as 
it  appears,  in  extricating  her  from  the  mooring-chain,  the  steam-tug 
pulled  out  the  dead-wood  in  the  stem  of  the  schooner,  which  in 
vessels  of  that  construction  is  a  part  of  the  frame  of  the  vessel 
Vessels  constructed  in  that  way  are  unusually  strong,  as  the  dead- 
wood  and  cutwater  are  a  part  of  the  frame,  so  that  when  the  dead- 
wood  was  pulled  out  it  left  a  hole  in  the  vessel  which  caused  her 
to  sink,  lying  on  her  beam  ends,  and  with  her  mf^ts  to  the  south* 
east,  the  upper  side  of  the  vessel  being  just  above  the  water. 

Viewed  in  the  light  of  the  whole  evidence,  the  district  judge  was ' 
of  the  opinion  that  both  parties  were  in  fault  That  the  schooner 
was  in  fault  because  she  came  to  anchor  too  near  to  the  powder- 
boat  ;  and  that  the  Burke  was  in  fault  because  she  was  wanting  in 
due  care  in  her  endeavors  to  extricate  the  schooner  from  her  en- 
tanglement with  the  mooring-chains  of  the  powder-boat^  and  I  am 
of  the  opinion  that  the  district  judge  was  correct  in  both  of  these 
conclusions. 

Whether  any  efforts  were  made  by  the  Burke  to  raise  or  rescue 
the  schooner  from  the  place  where  she  sank  does  not  appear,  but 
it  does  appear  that  she  remained  there  until  the  following  day, 
when  the  steam-tug  Glide,  without  authority,  made  fast  to  her  by 
a  hawser  for  the  purpose  of  removing  her  to  some  less  exposed 
locality.  Those  in  charge  of  the  steam-tug  made  fast,  in  the  first 
place,  to  one  of  the  aft  timber-heads  of  the  schooner ;  but  imme- 
diately when  they  got  a  strain  on  the  sunken  schooner  the  timber- 
head  gave  way,  and  then  they  made  fast  to  the  lower  part  of  the 
mast,  and  hauled  the  wreck  up  on  to  the  flats,  where  they  left  her 
in  a  damaged  condition,  with  her  sails  loose  and  torn,  her  hatches 
gone,  her  mast  damaged,  her  cabin  furniture,  stores,  and  outfit 
gone,  as  more  fully  set  forth  in  the  testimony. 

Hearing  was  had  in  this  case  before  the  district  judge  at  the 
same  time  the  other  case  was  heard,  and  he  came  to  the  conclusion 
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that  both  parties  were  also  at  fault  in  this  case,  and  I  am  clearly  of 
the  same  opinion,  and  for  the  same  reasons  as  those  given  in  the 
case  of  the  Burke. 

Common  prudence  dictated  that  the  schooner  should  not  anchor 
within  the  sweep  of  the  powder-boat's  mooiing-chain ;  and  it  is 
equally  plain  that  the  steam-tugs,  if  one  or  both  volunteered  the 
effort  to  extricate  her,  should  use  ordinary  care  and  skill  in  any 
attempt  they,  or  either  of  them,  might  make  to  accomplish  that 
purpose.  Much  stress  is  laid  upon  the  fact  that  neither  the  mas- 
ter nor  crew  of  the  schooner  were  on  board  at  the  time  the  respec- 
tive tugs  made  fast  to  the  schooner,  but  it  is  manifest  that  those  in 
charge  of  the  respective  tugs  knew  well  enough  that  the  schooner 
was  not  abandoned,  and  that  they  could  easily  have  found  the  mas- 
ter and  crew  or  the  owners  of  the  schooner,  if  they  had  desired  any 
information  upon  the  subject 

Joint  exceptions  were  filed  by  the  claimants  in  the  two  cases  to 
the  report  of  the  master  in  respect  to  the  damages,  to  the  effect 
following :  — 

1.  That  loss  which  could  have  been  prevented  by  ordinary  mari- 
time skill  and  care  on  the  part  of  the  libellant  and  crew,  after  notice 
of  the  disaster,  are  not  recoverable  against  the  claimants. 

2.  That  the  evidence  shows  wanton  and  reckless  neglect  of  plain 
duty  on  the  part  of  the  libellant  and  crew  in  omitting  to  care  for 
the  schooner  during  the  rise  and  fall  of  two  tides,  after  they  had 
notice  of  the  alleged  wrongful  acts  of  the  two  steam-tugs. 

Argument  to  show  that  the  schooner  was  in  fault  is  unnecessary, 
nor  are  any  authorities  necessary  in  such  a  case  to  support  the 
proposition  that  the  libellant  can  only  recover  a  moiety  of  the 
damages,  however  much  the  respondents  may  have  violated  mari- 
time rules.  Though  in  fault,  the  libellant  may  recover  a  moiety  of 
the  damage  if  the  other  party  was  also  in  fault ;  nor  can  the  libel- 
lant here  recover  more  than  that,  in  any  view,  as  he  did  not  appeal 
from  the  decree  of  the  District  Court,  where  the  damages  were 
divided  between  the  parties. 

Common-law  authorities,  which  show  that  a  plaintiff  who  is 
guilty  of  contributory  negligence  cannot  recover  compensation  for. 
injuries  received  are  not  applicable  in  the  case,  the  rule  being  well 
settled  in  the  admiralty  court  that  where  both  parties  are  in  fault 
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the  damage  done  to  both  vessels  should  be  added  together,  and  the 
combined  amount  should  be  equally  divided  between  the  two. 
The  Atlas,  93  U.  S.  310 ;  De  Vaux  v.  Salvador,  4  Ad.  &  EL  431. 

Loss  which  might  reasonably  have  been  prevented  after  notice 
of  a  collision,  should  not  be  allowed,  but  that  rule  is  no  answer 
to  a  claim  for  damages  inflicted  before  the  notice  was  given  or 
received.  Such  an  exception  without  any  specification  of  the  dis- 
puted items  is  hardly  sufficient,  but  the  decision  is  not  placed  up- 
on that  ground.  Instead  of  that,  the  Master's  report  has  been 
examined,  and  it  is  not  perceived  that  it  furnishes  any  just  pre- 
text for  the  complaint  involved  in  the  second  exception.  The 
fact  that  the  schooner  was  without  an  anchor-watch  affords  no 
defence  to  the  claimants  for  the  failure  to  exercise  due  care  and 
skill  in  their  efforts  to  extricate  the  schooner  from  the  mooring- 
chain  of  the  powder-boat  For  these  reasons  I  am  of  the  opinion 
that  the  decision  of  the  district  judge  in  the  two  cases  is  in  all 
respects  correct,  and  that  the  respective  decrees  should  be  affirmed. 

Decree  affirmed  in  each  case,  with  costs. 
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Carpenter. 

Ploperty  onc«  charged  with  a  valid  trust  will  be  followed  in  eqnitjr  in  whoeefloever  hands  it 
comes,  and  the  holder  will  be  charged  with  the  execution  of  the  trust,  unless  he  is  • 

.    purchaser  for  value  without  notice. 

Whatever  persons  or  corporations  are  capable  of  having  the  l^gal  title  or  beneficial  interest 
cast  upon  them  bj  gift,  gprant,  bequest,  descent,  or  operation  of  law,  maj  take  the  same, 
subject  to  a  trust,  and  thej  will  become  trustees,  provided  the  existence  of  the  trust  is 
fully  proved. 

Here  deposit  of  money  in  a  savings  bank,  with  entry  in  the  pass-book  in  the  form  shown 
in  this  case,  that  it  was  in  trust  for  the  alleged  ctabti  que  trust,  without  notice  to  the 
supposed  ctttui  que  trust,  is  not  sufficient  to  show  that  the  money  deposited  passed  to 
him,  especially  when  he  knew  nothing  of  the  deposit  until  after  the  decease  of  the  de- 
positor, and  the  appointment  of  an  administrator.  , 

Jurisdiction  was  assumed,  although  one  of  the  parties  respondent  was  a  citizea  of  the  same 
State  as  the  complainant,  it  appearing  that  the  suit  was  auxiliary  to  the  original  suit 
previously  commenced,  and  still  pending  between  citizens  of  different  States. 

Gases  occur  where  a  person  may  constitute  himself  trustee  of  a  fund  for  another,  when  the 
fund  remains  in  his  control;  but  in  this  case  the  testator  kept  the  pass-book,  and  never 
notified  the  alleged  cestui  que  trust  that  any  disposition  in  his  favor  had  been  made  of 
the  trnsC 
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This  was  a  bill  of  interpleader,  brought  by  the  complainant  as 
president  of  an  institution  for  savings,  to  determine  to  which  of 
two  claimants  a  fund  or  deposit  in  the  bank  belonged. 

J.  H,  Sherburne  and  D,  F.  Fitz,  for  the  complainant 

Horatio  G.  Parker  and  Benjamin  Poole,  for  the  respondent  Greorge 
Carpenter. 

"  If  the  settler  proposes  to  convert  himself  into  a  trustee,  then 
the  trust  is  perfectly  created,  and  will  be  enforced  so  soon  as  the 
settler  has  executed  an  express  declaration  of  trust,  intended  to  be 
final  and  binding  upon  him,  and  in  this  case  it  is  immaterial 
whether  the  nature  of  the  property  be  l^al  or  equitable,  —  whether 
it  be  capable  or  incapable  of  i^ransfer."  Lewin  on  Trusts,  ch.  6,  p. 
60,  §  2,  and  cases  cited ;  Morgan  v.  Mailieon,  10  L  R  £q.  475 ; 
Armstrong  v.  Timpson,  24  L.  T.  275 ;  JEx  parte  Du  Bast,  18  Ves. 
140  ;  Vandtmierg  v.  Palmer,  4  K.  &  J.  204-212 ;  WheatUy  v.  Purr, 
1  Eeene,  551. 

Knowledge  of  the  gift  on  the  part  of  the  donee  is  not  essential. 
Same  cases,  and  Wells,  J.,  in  Brabrook  v.  Five  Cents  Savings  Bank, 
104  Mass.  231. 

A  trust  of  chattels  personal  may  be  created  by  parol  Lewin  on 
Trusts,  47,  48,  and  cases  cited ;  Mass.  Gen.  Stats,  ch.  105 ;  Hill  on 
Trustees,  55-59  :  Witzel  v.  Chapin,  3  Bradf.  386. 

Here  is  a  delivery  of  the  money  to  a  third  person  for  the  benefit 
of  the  defendant  Carpenter,  and  a  delivery  of  the  book  to  this 
third  person. 

No  construction  can  be  put  upon  the  declarations  of  Alonzo  C. 
Jackson,  save  that  he  intended  to  create,  and  believed  he  had  ere* 
ated,  a  trust  for  the  defendant  Carpenter. 

It  is  sufficient  to  say,  that  this  by-law  is  made  for  the  protection 
of  the  bank,  and  though  it,  perhaps,  could  set  it  up  as  a  defence  in 
an  action  at  law  brought  against  it,  it  cannot  avail  in  equity  to  de- 
stroy a  trust  between  other  parties,  when  the  carrying  out  of  that 
trust  can  in  no  way  prejudice  the  bank. 

A  decree  in  this  case,  that  the  money  shall  be  paid  to  the  de- 
fendant Carpenter,  will  be  a  full  protection  to  the  bank. 

That  decree,  if  thought  necessary,  may  provide,  as  part  of  it,  that 
the  bank  book  be  delivered  to  the  bank. 

Neither  of  the  cases^  Brabrook  v.  Boston  Five  Cents  Savings  Bank, 
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104  Mass.  228,  and  Clark  v.  Cflark  and  Trustee,  108  Mass.  622, 
can  avail  against  ns. 

The  facts  ate  different 

In  the  first  case,  which  the  Court  say  is  decisive  of  the  second, 
the  depositor  was  affirmatively  shown  to  have  deposited  the  money 
in  his  name  as  trustee  for  the  sole  purpose  of  avoiding  the  pro- 
vision of  Mass.  Oen.  Stat  ch.  67,  §  141,  and  to  have  received  the 
dividends  thereon  to  his  own  use.  In  the  second  case,  no  evidence 
of  any  intention  to  create  a  trust  was  offered,  and  the  depositor 
deposited  her  own  money  by  h&  own  hand. 

They  were  both  actions  at  law.  The  defendant's  counsel  in 
the  first  case  claimed  only  that  the  plaintiff  could  not  recover  in 
that  action,  relying  upon  the  by-law.  And  the  Court  say,  "  We 
have  not  considered  the  technical  question,  whether  any  action 
could  be  maintained  between  these  parties,  because  that  question 
seemed  to  be  waived  by  the  submission  upon  agreed  facts."  Here 
the  Court  will  do  equity  without  regard  to  the  form  of  action,  and 
carry  out  the  trust,  if  it  shall  find  that  there  was  an  intention  to 
create  a  trust,  and  sufficient  done  to  perfect  it. 

In  Potoers  v.  Tfie  Provident  Institution  for  Savings,  decided  by 
the  Supreme  Judicial  Court  of  Massachusetts,  April,  1878,  Beport- 
er.  Vol.  6,  No.  19,  May  8, 1878,  559,  the  Court  says,  "  Even  if  the 
deposits  had  been  made  and  entered  '  in  trust  for  A.  B.,'  it  would 
be  open  to  proof  by  parol  evidence,  that  the  money  was  absolutely 
owned  by  the  depositor,  and  thus  deposited  for  convenience,  and 
without  intent  to  give  'A.  B.'  any  right  or  interest  in  it,"  and  cites 
the  two  above-named  Massachusetts  cases  as  only  going  so  far  as 
to  sustain  that  position ;  thus  implying  that  a  deposit  made  as  in 
this  case  would  create  a  valid  trusty  unless  there  was  evidence  to 
show  the  contrary.  * 

In  our  case  we  show  an  intent  to  do  something  for  the  defendant 
Carpenter,  in  the  way  it  was  done  or  some  other,  the  carrying  out 
of  that  intent,  and  there  is  no  evidence  going  to  show  any  other 
intent  than  to  create  the  trust  we  claim. 

K  G,  Berry,  for  the  respondent  R  R  Bishop. 

No  diligent  search  had  been  made  for  the  letter  referred  to  in 
George  Carpenter's  deposition  to  lay  the  foundation  for  secondary 
evidence,  if  any  such  letter  ever  existed.    Carpenter  testifies  that 
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the  letter  was  shown  to  him  by  Mrs.  Knight  as  being  written  to 
her  by  A.  C.  Jackson.  The  letter  is  the  best  eyidenca  Parol 
evidence  of  its  contents  conld  not  be  given  till  it  was  shown 
that  the  letter  was  lost  or  destroyed  Mrs.  Knight's  deposition 
should  have  been  taken,  and  she  required  to  produce  it  1  GieenL 
Ev.  §  82. 

The  trust  was  incomplete.  The  by-law  required  a  delivery  of 
the  pass-book,  or  some  order  or  assignment  of  it  The  relation 
of  trustee  and  cestui  que  irud  was  not  perfected.  Brabraok  v.  Bo^ 
ton  Five  CerUs  Savings  Bank,  104  Mass.  228 ;  Clark  v.  Clark,  108 
Mass.  522 ;  McCloskey  v.  Prov.  Insi.  far  Savings,  103  Mass.  300 ; 
Wall  V.  Wall,  3  Allen,  96 ;  Cha$e  v.  Breed,  5  Gray,  440;  Matnaard 
V.  Maifiard,  10  Mass.  456 ;  Sampson  v.  7Tu}mton,  3  Met  275. 

CuFFORD,  J.  Property  once  charged  with  a  valid  trust  will  be 
followed  in  equity  into  whosesoever  hands  it  comes,  and  the  holder 
will  be  charged  with  the  execution  of  the  trust  unless  he  is  a  pur* 
chaser  for  value,  without  notice.  Whatever  persons  or  corpoiationa 
are  capable  of  having  the  legal  tide  or  beneficial  interest  cast  upon 
them  by  gift,  grant,  bequest,  descent,  or  operation  of  law,  may  take 
the  same,  subject  to  a  trusty  and  they  will  become  trustees,  provided 
the  existence  of  the  trust  is  fully  proved.  Perry  on  Trusts,  §  38. 
Two  sums  were  deposited  by  the  supposed  donor  in  the  savings 
bank  named  in  the  record,  amounting,  with  interest  and  dividends^ 
to  the  sum  of  $1,600.  Entry  was  made  of  one  deposit  by  his 
direction  in  the  books  of  the  bank  in  the  words  and  figures  follow- 
ing:— 

''  No.  3749.  A.  C.  Jaekson,  in  trust  for  George  Carpenter,  De- 
cember 31, 1863,  deposited  one  hundred  and  fifty-two  -^  dollars." 

A  bank  pass-book  was  then  delivered  to  said  Jackson  by  said 
bank  containing  the  above  entry,  and  afterwards,  on  April  19, 1865, 
said  Jackson,  by  his  agent,  made  another  deposit  in  the  same  ac- 
count of  $565.00,  as  appears  by  the  bill  of  complaint  Claim  to 
the  same  was  made  by  each  of  the  respondents,  and  in  addition  to 
that  the  said  George  Carpenter,  a  citizen  of  New  Hampshire,  com- 
menced a  suit  in  this  court  against  the  savings  bank,  a  citizen  of 
Massachusetts,  to  recover  the  amount  of  the  deposit,  including 
interest  and  dividends.  Pending  that  suit,  the  savings  bank,  by 
its  president,  instituted  the  present  suit  of  interpleader  against  the 
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present  respondents.  The  first  respondent  claims  the  deposit  as 
administrator,  with  the  will  annexed,  of  the  estate  of  the  depositor. 
On  the  other  hand,  the  other  respondent  claims  the  deposit  as 
cestui  que  trust,  assuming  that  the  money  was  deposited  by  the 
depositor  as  a  trust  in  his  favor.  All  these  facts  are  set  forth  in 
the  bill  of  interpleader,  and  the  complainant  alleges  that  he  is 
uncertain  to  which  of  the  said  two  persons  said  money  belongs,  and 
prays  that  they  may  set  forth  to  whom  the  same  is  payable,  and 
may  be  decreed  to  interplead  touching  their  several  claims.  Pur- 
suant to  the  order  of  the  Court  the  respective  respondents  appeared 
and  made  the  answers  exhibited  in  the  record.  Jurisdiction  of  the 
suit  will  be  assumed,  though  one  of  the  respondents  is  a  citizen  of 
the  same  State  with  the  complainant,  it  appearing  that  the  suit  is 
auxiliary  to  the  original  suit  previously  commenced  and  still  pend- 
ing between  citizens  of  different  Statea  Freeman  v.  Howe  et  al., 
24  How.  460  ;  Pennock  etalv.  Cos,  23  How.  124 ;  Otu  v.  Canal  Co., 
24  How.  262. 

Jackson  made  a  will  and  gave,  devised,  and  bequeathed  all  his 
property  and  estate  of  every  description  to  his  brother,  Charles 
Fox  Jackson,  if  living  at  his  decease,  and  if  not^  to  tUe  children  of 
his  said  brother.  Bishop,  as  the  administrator  with  the  will  an- 
nexed of  his  estate,  claims  the  fund  as  belonging  to  the  estate  of 
the  testator.  Beyond  all  doubt  the  money  deposited  belonged  to 
the  depositor  at  the  time  it  was  deposited  in  the  savings  bank.  It 
was  deposited  in  the  name  of  the  depositor,  in  trust  for  Greorge 
Carpenter,  but  the  depositor  retained  the  pass-book,  and  never 
gave  the  person  named  as  cestui  que  trust  any  notice  of  what  he 
had  done,  nor  did  he  have  any  knowledge  of  the  deposit  until  after 
the  death  of  the  depositor.  Money  deposited,  the  by-laws  provided, 
shall  not  be  withdrawn  except  by  the  depositor,  or  by  some  person 
by  him  or  her  authorized  by  a  written  order  signed  by  the  deposi- 
tor, and  witnessed,  or  otherwise  legally  authorized,  and  on  pro- 
ducing the  original  book  of  deposit  that  such  payment  may  be 
made  thereon,  and  in  all  cases  of  withdrawal,  one  week's  notice 
may  be  required.  Cases  arise,  two  of  which  are  cited  in  favor  of 
the  respondent  Carpenter,  where  it  is  held  that  a  person  may  con* 
stitute  himself  a  trustee  of  a  fund  for  another,  when  the  fund  re- 
mains in  his  control ;  but  the  difficulty  with  the  respondent  in  this 
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case  is,  that  the  testator  kept  the  pass-book,  and  never  notified  the 
supposed  cestui  que  trust  that  any  such  disposition  of  the  deposit  had 
been  made  in  his  favor.  Vanderberg  v.  Falmer,  4  Kay  &  Johns. 
212  ;  Armstrong  v.  Templeton,  24  L  T.  N.  s.  276.  Without  more, 
it  is  clear  that  the  mere  entry  in  the  pass-book,  in  the  form  there 
exhibited,  is  not  sufficient  to  show  that  the  money  deposited  passed 
to  the  supposed  cestui  que  trust.  Authorities  to  support  that 
proposition  are  full,  to  the  point,  and  decisive.  Clark  y.  Clark,  108 
Mass.  523  ;  Brabrook  v.  Savings  Bank,  104  Mass.  230. 

Attempt  is  made  to  take  the  case  out  of  the  rule  of  decision 
adopted  in  those  cases  by  the  evidence  introduced  in  the  casa 
None  of  the  evidence  deserves  much  consideration,  except  what 
relates  to  the  supposed  letter  alleged  to  have  been  written  by  the 
depositor  to  Mrs.  Knight,  which  fails  to  be  satisfactory  for  at  least 
two  reasons:  — 

1.  Because  the  evidence  to  show  that  such  a  letter  was  ever  sent 
to  the  witness  is  not  sufficiently  full  and  explicit  to  receive  implicit 
credit 

2.  Because  the  evidence  of  search  is  entirely  unsatisfactorj  to 
admit  parol  evidence  of  the  contents  of  the  letter. 

Viewed  in  that  light,  it  is  clear  that  the  parol  OAidenoe  of  the 
contents  of  the  letter  must  be  excluded,  and  without  that  evi- 
dence it  is  manifest  that  the  case  is  controlled  by  the  decisions 
ali^ady  referred  to  of  the  Massachusetts  court.  For  these  reasons 
the  Court  here  is  of  the  opinion  that  the  fund  belongs  to  the  estate 
of  the  depositor,  inasmuch  as  it  never  passed  to  the  supposed  cestui 
que  trust. 

Decree  in  favor  of  the  first-named  respondent 


Maby  W.  Shattuck,  Administratrix,  v.  The  Mutual  Lifb  In- 
surance Company  of  New  York. 

Contracts  of  insnrance  are  completed  when  the  proposals  of  one  party  hare  been  accepted 

by  the  other  by  some  appropriate  act  signifj'ing  snch  acceptance. 
The  place  or  seat  of  the  contract  is  the  place  where  it  is  accepted. 
If  an  agent  appointed  in  a  State  other  than  the  one  that  chartered  the  insnnnce  oompanj. 
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or  in  which  it  hu  its  home  office,  forward  the  papers  to  that  office,  and  the  policy  ia 
thereupon  executed  and  sent  to  the  applicant,  the  contract  is  made  in  the  State  where 
the  home  office  is  situated. 

Since  acceptance  of  the  proposals  is  the  test  of  completion,  it  follows  that  a  transmission  of 
the  policy  by  mail  to  the  agent,  to  be  by  him  delivered,  if  the  policy  conforms  to  the 
proposals,  would  have  the  like  effect,  unless  it  was  not  to  be  binding  until  counter- 
signed by  the  agent 

In  this  case  the  contract  was  complete,  because  the  proposals  were  submitted  by  the  dece- 
dent, were  accepted  by  the  company  at  its  home  office,  and  the  acceptance  made  known  to 
the  applicant  in  the  accustomed  way. 

The  following  ia  the  substance  of  the  agreed  statement  upon 
which  the  case  was  aigued. 

^is  is  an  action  on  a  policy  of  insurance,  issued  bj  the  defen- 
dant upon  the  life  of  the  plaintiff's  intestate^  Noah  Q.  Shattuck. 
The  plaintiff  is  a  citizen  of  the  State  of  Massachusetts.  The  de- 
fendant is  a  corporation  organized  under  the  laws  of  the  State  of 
New  York,  and  having  its  place  of  business  in  the  city  of  New 
York,  and  is  engaged  in  the  business  of  issuing  policies  of  insur- 
ance upon  the  lives  of  persons  residing  in  the  various  parts  of  the 
United  States. 

It  has  agents  appointed  for  certain  specific  purposes.  As  ap- 
pears on  the  face  of  the  policy,  these  agents  ''  are  not  authorized  to 
make,  alter,  or  discharge  contracts  or  waive  forfeiturea''  It  also 
appears  on  the  face  of  the  policy  that  the  same  is  issued  by  the 
company  in  consideration,  among  other  things,  of  the  payment  by 
the  assured  of  the  first  and  each  succeeding  premium  at  its  of&ce 
in  the  city  of  New  York,  that  the  policy  is  executed  at  said  office 
and  the  loss  payable  thereat  It  appears,  by  the  receipts  for  pre- 
miums delivered  to  such  of  the  assured  as  transmit  their  premiums 
to  said  office  in  the  city  of  New  York,  that,  for  the  convenience  of 
such  assured,  the  company  appoints  agents  who  are  authorized  to 
receive  such  premiums,  but  only  on  the  production  of  the  com- 
pany's receipt  -duly  signed  by  the  president,  vice-president,  secre- 
tary, assistant  secretary,  or  cashier  thereof  These  agents  are  only 
authorized  to  receive  applications  from  persons  desiring  insurance, 
and  forward  such  applications  to  the  office  of  the  corporation  in 
New  York,  where,  if  the  application  is  accepted,  a  policy  is  issued 
and  sent  by  mail  to  the  agent  in  the  State  in  which  the  application 
is  made,  to  be  there  delivered  by  said  agent  to  the  insured  upon 
payment  by  the  assured  to  the  agent  of  the  first  premium.    But 


600  MASSACHUSETTS  DISTRICT. 

Shftttnck  9.  Mutaal  Life  Inturance  Companj. 

Buch  applications  are  not  forwarded  by  said  agents  to  the  office  of 
the  company  in  New  York  until  the  applicants  have  been  exam- 
ined by  physicians  appointed  by  the  company  in  the  State  in 
which  the  applicants  reside,  and  have  been  recommended  by  said 
physicians,  upon  said  examination,  as  suitable  subjects  for  insur- 
ance in  said  company. 

For  convenience  of  the  policy-holdeis,  receipts  for  all  subsequent 
premiums  are  forwarded  from  New  York  to  said  agent,  to  be  de- 
livered by  him  in  his  State  to  the  insured  upon  payment  of  the 
sama 

The  defendant  corporation,  on  Nov.  22, 1869,  at  its  office  in  New 
York,  issued  a  policy  of  insurance  on  the  life  of  the  said  Noah  O. 
Shattuck,  the  plaintiffs  intestate,  for  one  thousand  dollars  ($1,000). 
At  the  time  said  policy  was  issued  said  defendant  corporation  was 
doing  business  in  this  Commonwealth,  in  accordance  and  in  com- 
pliance with  the  laws  of  this  Commonwealth,  and  especially  in 
accordance  and  in  compliance  with  the  law  of  this  Commonwealth 
as  found  in  Mass.  Gen.  Stat,  ch.  58,  §§  68,  69,  in  reference  to 
foreign  insurance  companies,  viz.,  §  68 :  ''  Every  foreign  insurance 
company,  before  doing  business  in  this  State,  shall  in  writing  ap- 
point a  citizen  thereof,  resident  therein,  a  general  agent  upon  whom 
all  lawful  processes  against  the  company  may  be  served  with  like 
effect  as  if  the  company  existed  in  this  State ;  and  said  writing  or 
power  of  attorney  shall  stipulate  and  agree,  on  the  part  of  the  com- 
pany making  the  same,  that  any  lawful  process  against  said  com- 
pany, which  ist  served  on  said  general  agent,  shall  be  of  the  same 
legal  force  and  validity  as  if  served  on  said  company." 

''  A  copy  of  the  writing,  duly  certified  and  authenticated,  shall 
be  filed  in  the  office  of  the  insurance  commissioners,  and  copies 
certified  by  them  shall  be  sufficient  evidence.  This  agency  shall 
be  continued  while  any  liability  remains  outstanding  against  the 
company  in  this  State,  and  the  power  shall  not  be  levoked  until 
the  same  power  is  given  to  another,  and  a  like  copy  filed  as  afore- 
said." 

"  Service  upon  said  agent  shall  be  deemed  sufficient  service  upon 
the  principal." 

Sect.  69.  ''The  general  agent  shall,  before  any  insurance  is 
made  by  said  company,  give  a  bond  to  the  treasurer  of  the  Com- 
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monwealth,  with  one  or  more  sureties  to  be  approved  by  him,  in 
the  sum  of  $2,000,  with  condition  that  he  will  accept  service  of  all 
lawful  processes  against  the  company  in  the  manner  provided  in 
this  chapter.  Every  agent  of  a  foreign  insurance  company  doing 
business  in  this  State  shall,  before  any  business  is  done  by  him  for 
said  company,  give  a  bond  to  the  treasiirer,  with  one  or  more  sure- 
ties to  he  approved  by  him,  in  the  sum  of  $1,000,  with  conditions 
that  he  will,  on  or  before  the  15th  day  of  November  in  each  year, 
make  a  return  on  oath,  to  the  treasurer,  of  the  amounts  insured  by 
him,  the  premiums  received,  and  assessments  collected  during  the 
year  ending  on  the  31st  day  of  the  October  preceding,  and  at  the 
same  time  pay  to  the  treasurer  the  taxes  provided  in  the  following 
section." 

Said  policy  was  sent  by  mail  to  the  said  defendant's  agent  in 
said  Commonwealth  of  Massachusetts,  and  by  him  delivered  to  the 
said  Noah  G.  Shattuck,  in  Massachusetts,  upon  payment  of  the 
required  premium  to  said  agent 

Noah  G.  Shattuck  died  Nov.-  8, 1876,  and  due  notice  and  proof 
of  his  death  was  given  by  the  plaintiff  to  the  defendant 

Quarterly  premiums,  in  accordance  with  the  conditions  of  the 
policy,  were  payable  on  the  22d  of  February,  May,  August,  and 
November  respectively  in  each  year.  These  premiums  were  paid 
by  the  assured,  and  received  by  the  defendant,  up  to  and  includ- 
ing the  payment  due  May  22, 1874,  since  which  date  no  money  on 
account  of  said  premiums  has  been  paid  by  the  insured  or  re- 
ceived by  the  defendant. 

By  reason  of  the  non-payment  of  said  premiums  and  in  accord- 
ance with  condition  number  two  (2)  of  said  policy,  said  company 
was  "  not  liable  for  the  payment  of  the  sum  assured  or  any  part 
thereof,  and  this  policy  "  ceased  and  determined  unless  it  was  kept 
in  force  by  the  provisions  of  the  Mass.  Stat  1861,  ch.  186.  It 
was  further  provided  by  said  policy,  that  in  every  case  wherein  the 
said  policy  should  cease  or  determine,  aU  the  premiums  paid  should 
be  forfeited  to  the  company.  All  other  conditions  in  said  applica- 
tion and  policy  were  complied  with  by  the  assured,  except  the  pay- 
ment of  the  quarterly  premiums  subsequent  to  May  22,  1874 

If,  upon  the  foregoing  facts,  the  Court  shall  hold  that  the  Mass. 
Stat.  1861,  ch.  186,  applies  to  the  contract  made  between  the 
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defendieLnt  and  the  insured,  and  that  by  reason  of  said  statute  the 
policy  was  in  full  force  and  efiTect  at  the  death  of  said  Koah  Gr. 
Shattuck,  judgment  is  to  be  entered  for  the  plaintiff,  for  $925.00, 
being  the  amount  of  said  policy  less  the  unpaid  premiums ;  other- 
wise judgment  for  the  defendant 

T.  H.  Sweetser  and  G»  A.  A.  Fevey,  for  the  plaintiff. 

We  are  to  undertake  in  this  argument  to  ascertain  whether  or 
not  the  Mass.  Stat.  1861,  cL  186,  applies  to  the  contract  made  be- 
tween the  defendant  and  the  assured. 

See  Stat  1872,  ch.  325,  §  7,  in  reference  to  the  sama  Also  Stat 
1870,  ch.  349,  §  5  ;  Stat.  1867,  ch.  267,  §  5. 

Upon  the  facts  as  agreed  in  this  case,  it  becomes  material  in  the 
first  place  to  ascertain  the  place  of  the  conti^act  Add.  Con.  §  241 
(Amer.  ed.),  note  (1),  and  cases  cited ;  Chitty,  Con.  (10th  ed.),  p.  90, 
note  by  and  cases  cited ;  Story,  Con.  (5th  ed.),  §  802. 

When,  therefore,  was  the  contract  of  insurance  in  question  com- 
pleted ?  At  what  place  did  the  minds  of  the  parties  meet,  and  the 
proposals  offered  by  either  assented,  to  by  the  other  ? 

The  defendant  at  New  York  accepted  the  application,  issued 
the  policy  at  their  office  in  New  York,  and  sent  it  by  mail  to  the 
agent  in  Massachusetts,  "  to  be  delivered  there  by  said  agent  to 
the  insured  upon  payment  by  the  assured,  to  the  agent,  of  the  first 
premium."    May  on  Insurance,  §  66. 

The  defendant  assented  to  the  policy  provisionally,  that  is,  upon 
payment  to  the  agent  of  the  first  premium.  Before  the  premium 
was  paid  the  applicant  had  not  assented  to  the  policy,  and  had  not 
complied  with  the  conditions  upon  which  the  policy  was  issued. 
Mutual  Lift  Ins.  Co.  of  N.  Y.  v.  Ymng,  23  Wall.  85. 

We  will  suppose  that  the  agent  handed  the  policy  to  the  appli- 
cant merely  for  inspection,  and  the  applicant  had  retained  it,  not 
paying  the  premium,  and  no  waiver  of  payment  being  made. 

In  such  a  case,  can  it  be  said  that  the  applicant  could  lawfully 
hold  the  policy  or  have  any  rights  under  the  same  which  he  could 
enforce  against  the  defendant  company,  or  could  he  in  such  a  case 
be  called  the  assured  ? 

It  appears  not 

In  Markey  v.  Mviual  B&MfU  Life  Ins,  Co,  of  New  Jersey^  103 
Mass.  78,  the  facts  show  that  the  policy  was  handed  by  the 
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agent  to  the  applicant  merely  for  inspection,  so  that  the  applicant 
might  determine  whether  or  not  to  accept  the  policy  and  pay  the 
premium.  The  Court  say :  "  At  the  most,  this  [delivery]  was  a 
mere  proffer  of  the  instrument  which  contained  the  contract ;  re- 
quiring, upon  the  other  side,  acceptance  and  payment  of  the  pre- 
mium to  give  it  {i.e.  the  policy]  legal  effect  and  operation  as  a  con- 
tract. The  payment  of  the  premium  and  delivery  of  the  policy 
were  dependent  upon  each  other.  The  mere  act  of  manual  posses- 
sion, under  the  circumstances,  does  not  vest  the  legal  title  in  the 
plaintiff,  nor  prove  that  it  was  so  delivered."    Ibid,  p.  89. 

One  party  is  not  bound  by  such  a  proposal  until  the  other  is 
bound  ^y  the  acceptance,  ffoyt  v.  Mutual  Benefit  Life  Ins,  Co,,  98 
Mass.  539,  644. 

Hence,  the  place  of  the  delivery  of  the  policy  and  the  payment 
of  the  premium  is  the  place  of  the  contract.  Bliss  on  life  Insur* 
ance  (2d  ed.),  §  362,  p.  613 ;  Heinman  v.  Phoenix  Mutual  Life  Ins. 
Co.  of  Conn.,  17  Minn.  153 ;  Schwartz  v.  Germania  Life  Ins,  Co,,  18 
Minn.  448. 

The  agreed  facts  show  that  the  agent  had  no  power  to  deliver 
the  policy  until  the  premium  was  paid ;  and  the  second  condition 
of  the  policy  apprised  the  agent,  as  well  as  the  applicant,  that  the 
contract  was  not  to  be  complete  until  the  premium  was  paid ;  and 
that,  upon  payment,  the  policy,  as  evidence  of  the  same,  should  be 
delivered  to  the  applicant,  who  then  became  the  assured.  Fawnce 
V.  State  Mviual  Life  Ins,  Co,,  101  Mass.  279 ;  Baiiey  v.  Hope  Fire 
Ins,  Co.,  56  Me.  474 ;  •  Collins  v.  Insurance  Company  of  Philadelphia, 
7  Phil.  Eep.  201 ;  Tayhe  v.  MereharUs'  Fire  Ins.  Co.,  9  How.  402. 

In  that  case  the  Court  say  that  the  offer  was  continuous 
until  it  rei^ched  the  applicant,  and  was  in  due  time  accepted  or 
rejected  by  him ;  and  that  the  place  of  the  contract  was  the  place 
of  the  acceptance.  Daniels  v.  Hudson  Fire  Ins,  Co.,  12  Cush.  422 ; 
Heebner  v.  Eagle  Ins.  Co.  of  Cincinnati,  10  Gray,  131 ;  Pomeroy  v. 
Manhattan  Life  Ins,  Co.,  40  IlL  398. 

The  payment  of  the  premium  is  always  regarded  as  essential  to 
the  contract  of  insurance  by  the  companies.  See,  among  many 
other  cases,  Lodge  v.  Mutual  Life  Ins.  Co.,  U.  S.  C.  Ct.  Ky. ;  Sogers 
v.  Charter  Oak  Life  Ins.  Co.,  41  Conn.  97 ;  Cooper  v.  Pacific  Mutual 
Ins.  Co.,  7  Nev.  116. 
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In  a  recent  case  in  Canada^  the  place  of  the  payment  of  the 
premium  was  held  the  place  of  the  contract. 

In  that  case  the  policy  was  executed  in  the  United  States,  at  the 
office  of  the  company,  and  sent  to  the  agent  in  Canada  for  delivery 
there.  It  was  held  that  the  contract  was  made  in  Canada,  and  the 
rights  of  the  parties  must  be  governed  by  the  laws  of  Canada. 
Meagher  v.  jEtna  Ins.  Co,,  20  U.  C.  Q.  B.  607. 

"  Such  contracts  (i  e.,  between  a  foreign  insurance  company  and 
a  citizen  of  another  State)  are  not  inter-state  transactions,  though 
the  i>arties  may  be  domiciled  in  different  States.  The  policies  do 
not  take  effect  untQ  delivered  by  the  agent  in  Virginia."  Field,  J., 
in  Paid  v.  Virginia,  8  Wall  168. 

This  contract,  having  been  made  in  Massachusetts,  is  to  be  con- 
strued and  interpreted,  as  before  stated,  by  the  laws  of  Massachu- 
setts then  in  existence.  Blanehard  v.  BusseU,  13  Mass.  16 ;  Pavl  v. 
Virginia,  8  Wall  168. 

Insurance  companies  stand  in  just  the  same  position,  in  respect 
to  the  statements  just  made,  as  a  natural  person. 

When  a  foreign  corporation  comes  by  its  officers,  within  the 
jurisdiction  of  another  State,  and  there  engages  in  business,  it 
becomes  amenable  to  the  laws  of  the  latter  State,  upon  the  same 
principle  and  to  the  same  extent  that  companies  incorporated  by 
the  latter  State  would  be.  Austin  y.  N,  Y.  A  ErU  R.  B,  Co.,  1 
Dutch.  381 ;  Warren  Mdnuf.  Co.  v.  jEtna  Ins.  Co.,  2  Paine,  501 ; 
Columbia  Fire  Ins.  Co.  v.  Kinyon,  37  N.  J.  L.  35 ;  Martins  v.  Inter- 
national  Life  Ins.  Society,  53  N.  T.  339. 

The  consent  given  this  defendant  company  to  transact  business 
in  Massachusetts  may  be  accompanied  by  such  conditions  as 
Massachusetts  may  think  fit  to  impose,  *'  and  these  conditions  must 
be  deemed  valid  and  effectual  by  other  States  and  by  this  Court, 
provided  they  are  not  repugnant  to  the  Constitution  or  laws  of  the 
United  States,  or  inconsistent  with  the  rules  of  public  law  which 
secure  the  jurisdiction  and  authority  of  each  State  from  encroach- 
ment by  all  others,  or  that  principle  of  natural  justice  which  forbids 
condemnation  without  opportunity  for  defence."  Curtis,  J.,  in 
Lafayette  Ins.  Co.  v.  French  et  al.,  18  How.  406 ;  Paul  v.  Virginick, 
8  Wall.  168 ;  BavJc  of  Augusta  v.  Earh,  13  Pet.  589 ;  Kennebec  Co. 
V.  Augusta  Ins.  &  Bank.  Co.,  6  Gray,  208;  Angell  &  Ames  oa 
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Corp.  §  273 ;  TJuyrne  et  al.  v.  TravelUnl  Ins.  Co.,  80  Penn.  St.  15 
(1877). 

In  1869^  at  the  date  of  this  contract^  insurance  companies  were 
subject  to  the  law  of  1861,  ch.  186.  Every  contract  made  by  the 
defendant  since  said  Act  of  1861,  ch.  186,  went  into  effect,  and 
prior  to  its  repeal  in  1877,  has  been  made  in  yiew  of  and  in  sub- 
ordination to  the  law  of  1861,  ch.  186,  which  has  thus  been  sub- 
stantially incorporated  into  the  contract.  Sh4iw  v.  Berkshire  Life 
Ins.  Co.,  103  Mass.  254 ;  Pitt,  Adm'x,  v.  Same,  100  Mass.  500 ; 
Morris  v.  Penn.  Life  Ins.  Co.,  120  Mass.  503 ;  Chamberlin  v.  N.  H. 
Fire  Ins.  Co.,  55  K  H.  249 ;  Em&ry  v.  P.  F.  &  Marine  Ins.  Co,,  52 
Me.  322. 

Hence,  the  obligations  of  this  contract  depend  upon  and  neces- 
sarily refer  to  the  law  of  1861,  cL  186.  Cooley,  Const  lim. 
285 ;  Ogden  v.  Saunders,  12  Wheat  259 ;  McCracken  v.  Hayioard, 
2  How.  612. 

ThiB  defendant  company  cannot,  by  its  policy,  annul  the  obliga- 
tions of  said  statute  of  1861,  ch.  186,  and  said  plaintiff's  intestate 
could  not  be  bound  by  terms  in  said  policy  contrary  to  its  man- 
dates. This  "  statute  does  not  annul  this  policy,  having  provisions 
at  variance  with  its  requirements.  It  simply  annuls  and  renders 
void  these  provisions.  It  leaves  the  policy,  in  all  other  respects, 
in  full  force."  Appleton,  C.  J.,  in  Emery  v.  P.  F.  &  Marine  Ins, 
Co.,  52  Me.  322. 

Consequently,  this  statute  of  1861  applies  to  this  contract,  and 
must  determine  the  rights  of  these  parties  under  the  same,  imless 
it  comes  within  the  provisos,  before  cited  in  the  opinion  given  by 
Curtis,  J.,  in  Lafayette  Ins.  Co.  v.  French  et  al.,  18  How.  406. 

It  is  a  well-known  maxim  of  law  that  forfeitures  in  insurance 
policies  are  always  strictly  construed  by  the  courts  against  the 
companies,  and  in  favor  of  the  assured ;  and  that  courts  will  find  a 
waiver  on  slight  evidence.  Tov/ng  v.  Mutual  Life  Ins.  Co.  of  N.Y. 
(1873),  23  WaU.  85 ;  4  Bigelaw,  life  &  Ace.  Ins.  Eep.,  5. 

And  in  construing  this  policy,  the  same  rule  will  no  doubt  be 
applied  by  this  Circuit  Court,  in  considering  the  law  of  1861  as 
applied  to  this  contract  The  legislature  of  Massachusetts,  in 
passing  said  law,  and  the  Supreme  Courts  in  opinions  upon  the 
same,  had  in  view  the  same  law  in  reference  to  forfeitures. 
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Said  Supreme  Court  has  decided  that  said  law  of  1861  applies 
both  to  foreign  and  domestic  companies.  Morris  v.  Penn.  Mut. 
Life  Ins,  Co,,  120  Mass.  503. 

And  by  the  above  decision  they  have  passed  upon  the  v^dity  of 
said  law,  and  from  comparison  of  the  decisions  of  the  Supreme 
Court  of  the  United  States,  upon  laws  enacted  by  States  in  regard 
to  foreign  companies  doing  business  in  a  State  in  which  they  were 
not  incorporated,  we  fail  to  see  in  what  way  this  statute  of  1861, 
ch.  186,  is  repugnant  to  the  rule  of  law  affirmed,  as  before  cited, 
upon  this  question. 

It  has  been  held  by  the  Supreme  Court  of  the  United  States 
that  ''  a  bankrupt  and  insolvent  law  which  discharged  both  the 
debtor  and  his  future  acquisitions  of  his  property  was  not  a  law 
impairing  the  obligations  of  contracts,  so  far  as  respects  debts 
contracted  subsequent  to  the  passage  of  said  law."  Baldwin  v. 
Hale,  1  Wall  231 ;  Sturgis  v.  Crouminshield,  4  Wheat  199  5  Pot- 
ter's Dwarris  on  Statutes,  475,  476. 

That  statute  of  1861,  ch.  186,  as  far  as  this  contract  is  concerned, 
is  still  in  existence,  and  the  statute  of  1877,  ch.  61,  can  have  no 
retroactive  effect  upon  the  rights  and  liabilities  which  the  parties 
respectively  incurred  when  they  entered  into  this  contract  in 
November,  1869.  Hill  v.  Duncan,  110  Mass.  238,  240,  and  cases 
cited ;  Kelsey  v.  Kendall,  48  Vt  24 

Dwighi  Foster  and  Alfred  D.  Foster,  for  the  defendant 

By  the  express  terms  of  this  statute  its  provisions  are  limited  to 
life-insurance  companies  ''chartered  by  the  authority  of  this  Com- 
monwealth." 

The  defendant  corporation  was  created  by  the  laws  of  New  York 
and,  for  the  purposes  of  Federal  jurisdiction,  is  held  to  be  a  citizen 
of  that  State;  in  Massachusetts  it  is  ''a  foreign  insurance  com- 
pany," liable  to  be  excluded  altogether  from  this  Commonwealth, 
or  to  be  admitted  to  do  business  here  upon  any  conditions  the 
State  may  impose  and  the  company  accept  Paul  v.  Virffiniu,  8 
Wall.  181 ;  Ins.  Co  v.  Morse,  20  WalL  445 ;  Doyle  v.  Continental 
Ins.  Co.,  94  U.  S.  535.  ' 

Possibly  the  suggestion  may  be  made  that  the  present  case  is 
affected  by  Stat  1870>  ch.  349,  §  5,  and  Stat  1872,  ch.  325,  §  7, 
as  construed  in  Morris  v.  Penn.  Ins.  Co.,  120  Mass.  503,  the  head- 
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note  of  which  case  is,  "The  Stat  1861,  ch.  186,  relating  to  the 
forfeiture  of  policies  of  life-insurance,  applies  by  force  of  the  Stat  of 
1872,  ch.  325,  §  7,  to  foreign  as  well  as  to  domestic  insurance  com- 
panies." If  80,  the  following  answers,  briefly  stated,  are  believed 
to  be  sufBcient :  — 

The  present  policy,  issued  Nov.  22, 1869,  before  the  passage  of 
either  of  these  statutes. 

The  Massachusetts  non-forfeiture  law  does  not  apply  to  policies 
issued  by  Massachusetts  companies  prior  to  its  passage.  Shaw  v. 
Berkshire  Ins.  Co.,  103  Mass.  254. 

Neither  of  the  other  statutes  referred  to  purports  to  be  retro- 
active, but  each  is  limited  to  future  contracts  made  within  and 
governed  by  the  laws  of  the  State  of  Massachusetts. 

''  All  corporations,  Ac,  doing  business  in  this  State,  &c.,  shall  be 
considered  and  deemed  to  be  life-insurance  companies  within  the 
meaning  of  the  laws  relating  to  life-insurance  within  this  State, 
and  shall  not  make  any  such  insurance,  &c.,  except  in  accordance 
with,  and  under  the  conditions  and  restrictions  of,  the  statutes  now 
or  hereafter  regulating  the  business  of  life-insurance."  Stat* 
1872. 

A  statute  afiecting  the  rights  of  parties  is  never  allowed  a  retro- 
active operation  when  this  is  not  required  by  express  command  or 
by  necessary  and  unavoidable  implication.  Murray  v.  Gibson,  16 
How.  423 ;  Harvey  v.  Tyler,  2  Wall.  347 ;  Sohn  v.  Waterstm,  17 
Wall.  598 ;  King  v.  Tirrell,  2  Gray,  333. 

If  these  statutes,  or  any  other,  expressly  undertook  to  apply 
the  provisions  of  the  Massachusetts  non-forfeiture  law  to  pre- 
viously existing  contracts  of  life-insurance,  they  would  be  ob- 
noxious to  the  constitutional  provision  which  declares  that  no 
State  shall  pass  any  law  impairing  the  obligation  of  contracts. 
Const  U.  S.  art.  1,  §  10. 

Any  deviation  from  the  terms  of  a  contract,  by  postponing  or 
accelerating  the  period  of  performance  which  it  prescribes,  impos- 
ing conditions  not  expressed  in  the  contract,  or  dispensing  with 
those  that  are,  impairs  its  obligation.  Van  Hoffman  v.  Quiney, 
4  Wall.  553;  Edwards  v.  Kearzy,  S.  C.  U.  S.,  Oct  Term, 
1877. 

No  aigument  is  required  to  show  that  a  statute  which  does  away 
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with  an  express  condition  forfeiting  a  life-insurance  policy  for  non- 
payment of  premiums,  and  enlarges  the  liability  of  the  company 
beyond  the  terms  of  the  contract,  by  extending  the  duration  of  the 
policy,  falls  within  this  definitioa 

Furthermore,  the  policy  of  insurance  in  the  present  instance  is 
not  a  Massachusetts  but  a  New  York  contract  No  legislation  of 
Massachusetts  could  possibly  affect  its  provisions.  The  policy  was 
written,  dated,  and  delivered  in  New  York ;  the  premiums  and  the 
loss  are  there  payable.  Scvdder  v.  Union  Bank^  91  U.  S.  413; 
Insurance  Co.  v.  Davis,  95  XT.  S.  425 ;  Ex  parte  MsideBnick,  2  Low. 
525 ;  Wharton's  Conflict  of  Laws,  §  465 ;  Packen  v.  Royal  Exck.  Ins. 
Co.,  8  Ct  of  Sess.,  2d  ser.  365 ;  Ruse  v.  Mut.  Rm.  Lift  Ins.  Co., 
23  N.  Y.  521 ;  Myde  v.  Goodnow,  3  N.  Y.  265 ;  SpraiUy  v.  Mid. 
Ren.  Life  Ins.  Co.,  Kentucky  Ct  of  App.  1874 ;  4  Bigelow'a  Ins. 
Gases,  84;  Green  v.  Collins,  3  Cliff.  506. 

Other  pending  suits  will  require  a  full  discussion  of  the  question, 
what  life-insurance  policies  are  governed  by  the  laws  of  Massachu- 
setts, so  that  its  legislation  is  incorporated  into  their  provisions  as 
a  part  of  the  contract  For  the  purposes  of  the  present  cause  it  is 
deemed  sufficient  to  refer  to  the  foregoing,  which  are  only  a  few  of 
the  leading  authorities,  and  to  observe  that  the  question  is  believed 
to  be  one  of  general  commercial  jurisprudence  and  not  of  local  law, 
and  that  in  Morris  v.  Penai.  Ins.  Co.,  120  Mass.  563,  this  question 
was  not  alluded  to  in  the  opinion  of  the  learned  judge,  who  pro- 
nounced the  judgment  of  the  Court,  except  in  the  final  sentence  of 
his  opinion,  which  treats  it  as  disposed  of  by  the  agreement  of 
parties. 

CuFFOBD,  J.  Contracts  of  insurance  are  completed  when  the 
proposals  of  the  one  party  have  been  accepted  by  the  other  by  some 
appropriate  act  signifying  such  an  acceptance,  and  it  follows  from 
that  rule  that  the  place  or  seat  of  the  contract  is  the  place  where 
it  was  accepted.  Consequently  if  an  agent  appointed  in  a  State 
other  than  that  which  chartered  the  company,  and  in  which  the  com- 
pany has  its  home  office,  forwards  the  requisite  papers  to  that  office, 
and  a  policy  is  thereupon  executed  there,  and  mailed  directly  to 
the  applicant,  the  contract  is  a  contract  made  in  the  State  where 
the  home  office  is  situated ;  and  since  the  acceptance  of  the  pro- 
posals is  the  test  of  completion,  it  follows  that  a  transmission  of 
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the  policy  by  mail  to  the  agent,  to  be  delivered  by  him  to  the 
applicant,  if  the  policy  confonna  in  all  respects  to  the  proposals, 
would  have  the  like  effect,  unless  by  the  terms  of  the  policy  it  wad 
not  to  be  binding  until  it  was  countersigned  by  the  agent  who 
forwarded  the  proposals.  May  on  Insurance,  §  66 ;  JSyde  v.  Good- 
now,  3  N.  Y.  266 ;  HtmOey  v.  MerrUl,  32  Barb.  566 ;  West&m  v. 
Ins.  Co.,  12  N.  Y.  263. 

Agents  are  appointed  by  the  defendant  corporation  for  certain 
specific  purposes,  but  the  agreed  facts  show  that  they  are  not 
authorized  to  make,  alter,  or  discharge  contracts,  or  to  waive  for* 
feiturea  Policies  are  issued  by  the  company  in  consideration, 
among  other  things,  of  the  payment  by  the  assured  of  the  first  and 
each  succeeding  premium,  at  its  office  in  New  York,  where  the 
policy  in  this  case  was  issued,  and  where  the  loss,  if  any,  is  pay- 
able. For  the  convenience  of  such  of  the  assured  as  transmit 
their  premiums  to  the  home  office,  the  company  appoints  agents 
who  are  authorized  to  receive  such  premiums,  but  only  on  the 
production  of  the  company's  receipt,  duly  signed  by  the  president, 
vice-president,  secretary,  assistant  secretary,  or  cashier  thereofl 
These  agents  are  only  authorized  to  receive  applications  from  per- 
sons desiring  insurance  and  to  forward  the  same  to  the  home  office 
of  the  corporation,  where,  if  the  application  is  accepted,  a  policy  is 
issued  and  sent  by  mail  to  the  agent  in  the  State  in  which  the 
application  is  made,  to  be  there  delivered  by  said  agent  to  the 
insured  upon  payment  by  the  insured,  to  the  agent,  of  the  first 
premium.  Applications  of  the  kind,  however,  are  not  forwarded  by 
the  agents  to  the  home  office  of  the  company  until  the  applicants 
have  been  examined  by  physicians  appointed  by  the  company  in  the 
State  in  which  the  applicants  reside,  and  have  been  recommended  by 
said  physicians  as  suitable  subjects  for  insurance  in  said  company. 
Receipts  for  all  subsequent  premiums  are,  for  the  convenience  of 
the  policy-holders,  forwarded  from  the  home  office  to  the  agent,  to 
be  delivered  by  him  in  his  State  to  the  insured,  upon  payment  of 
the  same. 

On  the  22d  of  November,  1869,  the  policy  in  this  case,  on  the 

life  of  the  plaintiff's  intestate,  was  issued  at  the  home  office,  in 

New  York,  by  the  defendant  corporation,  in  the  sum  of  $1,000, 

a  copy  of  which  is  annexed  to  the  agreed  statement     Before 

VOL.  IV.  89 
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that  date,  the  company  had  complied  with  the  requirements  of 
the  Qeneral  Statutes  of  Massachusetts  in  respect  to  the  appoint- 
ment of  an  agent  in  the  State,  upon  whom  all  lawful  processes 
against  the  company  might  be  served.  Gen.  Stat  ch.  58,  §§  68, 69. 
Said  policy  was  sent  by  mail  to  the  agent  of  the  company,  and  was 
by  him  delivered  to  the  insured,  and  the  agreed  facts  show  that 
the  insured  died  Nov.  8, 1875,  and  that  due  notice  and  proof  of  his 
death  was  given  by  the  plaintiff  to  the  defendant  corporation. 
It  is  admitted  by  the  counsel  of  the  plaintiff,  in  his  aigument,  that 
proposals  for  insurance  were  made  by  the  decedent  in  due  form,  and 
that  they  were  properly  forwarded  by  the  agent  of  the  company  to 
the  home  office  of  the  defendant  corporation ;  and  that  the  defend- 
ant corporation,  at  their  home  office,  accepted  the  proposals,  and 
there  issued  the  requested  policy,  and  sent  the  same  by  mail  to  the 
agent  who  forwarded  the  proposals,  to  be  delivered  by  said  agent 
to  the  insured  upon  payment  by  the  insured,  to  the  agent,  of  the 
first  premium.  Beyond  all  question  the  admissions  of  the  plaintiff 
to  that  extent  conform  in  every  particular  with  the  agreed  facts, 
and  the  plaintiff  also  admits  that  the  contract  in  such  a  case  is 
complete  when  the  proposals  of  one  party  have  been  accepted  by 
the  other  by  some  appropriate  act  signifying  the  acceptance,  and 
that  the  place  of  the  acceptance  is  the  place  of  the  contract 

Suppose  that  is  so,  of  which  there  can  be  no  reasonable  doubt, 
the  Court  is  then  of  the  opinion  that  the  proposals  of  the  decedent 
were  accepted  by  the  defendant  corporation,  at  their  home  office, 
within  the  plaintiff's  own  rule  of  law ;  that  the  defendant  corpora- 
tion, in  issuing  the  policy  in  exact  accordance  with  the  terms  of 
the  proposals,  and  in  sending  it  by  mail  to  the  agent  who  forwarded 
the  proposab  of  the  applicant,  to  be  delivered  there,  by  said  agent, 
to  the  insured  upon  payment  by  the  insured  to  the  agent  of  the 
first  premium,  did  signify  the  acceptance  of  the  proposals  by  an 
appropriate  act,  if  not  by  the  only  act  adapted  to  make  known 
their  intention  to  insure  the  life  of  the  applicant  What  the 
plaintiff  contends  is,  that  before  the  premium  was  paid,  the  appli- 
cant had  not  assented  to  the  policy  and  that  he  had  not  complied 
with  the  conditions  upon  which  the  policy  was  issued ;  but  the 
agreed  facts  show  that  the  premiums  were  paid  by  the  insured  and 
were  received  by  the  defendant  corporation  up  to  and  including 
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May  22, 1874,  four  years  and  a  half  from  the  date  of  the  policy, 
since  which  time  no  money  was  paid  on  account  of  premiums. 
Nor  can  the  proposition  submitted  by  the  plaintiff  be  sustained,  for 
three  reasons :  — 

1.  Because  the  proposals  were  submitted  by  the  decedent 

2.  Because  the  contract  became  complete  when  the  proposals 
were  accepted  by  the  defendant  corporation. 

3.  Because  acceptance  of  the  proposals  without  variation  was 
made  known  to  the  applicant  in  the  usual  and  accustomed  mode. 

Attempt  is  made  to  support  the  theory  of  the  plaintiff  by  refer- 
ence to  the  case  of  Ins.  Co,  v.  Young,  23  Wall  85,  in  which  the 
opinion  was  given  by  Mr.  Justice  Swayne,  but  it  is  obvious  that 
the  case  affords  no  support  whatever  to  the  theory,  for  reasons 
which  pervade  the  whole  opinion. 

1.  Because  the  acceptance  was  a  qualified  one. 

2.  Because  new  terms  were  added  to  the  proposals. 

3.  Because  the  proposals  contained  conditions. 
4  Because  the  delivery  was  conditionaL 

5.  Because  the  policy  did  not  conform  to  the  proposals. 

Much  discussion  of  the  other  points  in  the  case  is  unnecessary,  as 
they  are  the  same  as  those  decided  in  the  preceding  case,  to  which 
reference  is  made  for  the  reasons  which  induce  the  Court  to  hold 
that  the  home  office  of  the  defendant  corporation  is  the  place  of 
the  contract,  and  that  the  Massachusetts  statute  referred  to  is 
not  applicable  in  such  a  case.  Pursuant  to  the  agreed  facts  the 
defendants  are  entitled  to  judgment 

Judgment  for  defendants. 


H.  H.  Burt  et  al  v,  James  Delano. 

Subject  to  tlie  qnaliflcatioa  that  judgments  are  open  to  inquiry  as  to  the  jorisdiction  of  the 
ooort  wliere  they  were  rendered,  and  as  to  notice  to  the  defendant,  the  judgment  of  a 
State  court,  not  reversed  by  a  superior  court,  nor  set  aside  by  a  direct  proceeding  in 
dianoery,  is  conclusive  in  the  courts  of  all  other  States  where  the  subject-matter  in 
controversy  is  the  same. 

Fnsonal  judgments  are  without  any  validity,  if  rendered  by  a  State  court  in  an  action  upon 
a  money  demand  against  a  non-resident  of  the  State  upon  whom  no  personal  service  of 
process  was  made  witliin  the  State,  unless  he  appeared  and  answered  to  the  action,  nor 
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will  Bach  judgment  Affect  his  propertj  beyond  what  he  posseesed  in  the  State  where  the 
suit  WM  brought. 
f  414,  California  Statutes,  Code  of  Civil  Procedure,  provides:  ''When  the  action  is 
against  two  or  more  defendants,  jointly  or  severally  liable  on  a  contract,  and  the  sum- 
mons is  served  on  one  or  more,  but  not  on  all  of  them,  the  plaintiff  may  proceed  against 
the  defendants  served  in  the  same  manner  as  if  they  were  the  only  defendants."    Three 

j  persons  were  liable  in  the  original  suit,  but  service  was  made  on  one  only,  and  judgment 

was  obtained  against  him.    HM^  under  the  State  statute  the  judgment  was  valid  in  the 

I  jurisdiction  where  it  was  obtained,  and  thus  equally  valid  in  all  the  other  States,  and  in 

the  Circuit  Court  of  the  United  States. 

I 

The  case  was  submitted  on  an  agreed  statement  of  facts  as 
follows :  — 

This  is  an  action  of  contract  upon  a  judgment  rendered  by  the 
District  Court  for  the  Second  Judicial  District  of  the  State  of  Cali- 
fornia, in  and  for  the  county  of  Tehama,  in  favor  of  the  plaintiflb, 
who  are  citizens  of  the  State  of  California,  against  John  Gr.  Wright, 
Lester  Goodwin,  and  James  Delano,  copartners  under  the  firm  name 
of  Wright,  Goodwin,  &  Delano,  and  having  their  usual  place  of 
business  in  Boston,  within  the  District  of  Massachusetts,  and  who, 
at  the  time  said  action  was  brought,  were  citizens  of  the  State  of 
Massachusetts.  A  copy  of  said  judgment  is  hereto  annexed, 
marked  «  A." 

Service  of  the  writ  was  made  upon  the  defendant,  James  Delano, 
in  California,  he  being  then  transiently  in  that  State.  No  service 
was  made  upon  either  of  the  other  defendants. 

By  the  terms  of  the  judgment  it  was  '*  to  bind  the  partnership 
property  of  all  the  defendants  in  said  action,  but  if  there  be  no 
partnership  property,  or  if  there  be  not  sufficient  thereof  to  satisfy 
said  judgment,  then  the  judgment,  or  any  deficiency  therein,  shall 
be  satisfied  out  of  the  separate  and  individual  property  of  defend- 
ant Delano  alone." 

The  declaration  and  answer  in  this  court,  the  whole  record  of 
the  proceedings  in  the  California  Court,  and  the  statutes  of  the 
State  of  California,  may  be  referred  to. 

If  upon  the  above  fEu^ts  the  Court  shall  hold  that  this  action  may 
be  maintained,  the  judgment  for  the  plaintifis,  the  amount  to  be 
determined  by  the  Court;  otherwise,  judgment  for  the  defendant 
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IN  THE  DISTRICT  COURT,    SECOND  JUDICIAL  DISTRICT   IN  AND 
FOR  THE  COUNTY  OF  TEHAMA,  STATE  OF  CALIFORNIA. 

Tipton  &  Burtt,  plaintiffs,  v.  Wright,  Goodwin,  &  Delano, 
partners,  defendants. 

The  Court  having  filed  findings  in  the  above-entitled  cause  to 
the  effect  that  the  plaintiffs  therein  are  entitled  to  judgment  against 
the  defendants  in  said  cause,  in  the  sum  of  82,448^^,  with  interest 
thereon  at  the  rate  of  ten  per  cent  per  year  from  the  23d  of  Sep- 
tember, 1872,  to  the  11th  of  February,  1876,  in  the  sum  of  $667, 
and  for  costs  of  suit,  the  judgment  payable  in  gold  coin  of  the 
United  States,  and  to  bind  the  partnership  property  of  all  the  de- 
fendants in  said  action,  but  if  there  be  no  partnership  property,  or 
if  there  be  not  sufficient  thereof  to  satisfy  said  judgment,  then 
the  judgment  or  any  deficiency  therein  shall  be  satisfied  out  of  the 
separate  and  individual  property  of  defendant  Delano  alone. 

Wherefore  it  is  ordered  and  adjudged  that  the  plaintiffs  do  have 
and  receive  judgment  in  said  cause  in  the  sum  of  $2,448^^,  with 
interest  thereon  at  the  rate  of  ten  per  cent  per  year,  from  the 
23d  of  September,  1872,  to  the  11th  of  February,  1876,  in  the  sum 
of  $667,  and  for  costs  of  suit,  the  judgment  payable  in  gold  coin  of 
the  United  States,  and  to  bind  the  partnership  property  of  all  the 
defendants  in  said  action,  but  if  there  be  no  partnership  property, 
or  if  there  be  not  sufficient  thereof  to  satisfy  said  judgment,  then 
the  judgment,  or  any  deficiency  therein,  shall  be  satisfied  out  of 
the  separate  and  individual  property  of  defendant  Delano  alone. 

JT.  W,  Svter  and  Frederick  Dabney,  for  the  plaintiffs. 

The  judgment  declared  on  in  this  case  is  valid  by  the  laws  of 
the  State  of  California.     CaL  Code  Civ.  Pro.,  §§  388,  414. 

The  judgment  is  binding  personally  upon  defendant  Delano. 
Stockwell  V.  McCrackeny  109  Mass.  84. 

In  order  to  ascertain  whether  a  judgment  can  be  enforced  in 
personam  against  a  defendant,  by  an  action  on  the  judgment,  we 
must  see  whether  it  is  evidence  against  him.  This  is  the  test. 
Doll  V.  Tremper,  2  John.  87 ;  BaTik  of  Columina  v.  Newwmh^  6 
John.  98 ;  Taylor  v.  Pettibone,  16  John.  66 ;  Tovmsend  v.  Carman, 
6  Cow.  695 ;  Marvin  v.  Kumbel,  23  Wend.  293 ;  Oakley  v.  Aspin- 
wall,  4  Comst  514;  I/Arcy  v.  Ketchum,  11  How.  165. 

The  judgment  in  this  case  is  absolute  in  form.    The  qualification 
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13  of  the  execution  only,  and  is  of  no  effect  beyond  the  State  of 
California  The  judgment  has  no  extra-territorial  force  except  as 
evidence.  Freeman  on  Judgments,  §  2 ;  Green  y.  Sarmiento,  Pet 
C.  C.  74 ;  Knapp  v.  Abell,  10  Allen,  490. 

The  plaintiffs  are  under  no  obligation  to  levy  on  the  joint 
property,  even  if  there  could  be  any  found.  Backus  v.  Dennison, 
Kirby,  421. 

The  burden  is  on  the  defendant  to  show  any  satisfaction  of 
the  judgment.  Linton  v.  Hurley,  114  Mass.  76 ;  (fNeal  v.  KU- 
tredge,  3  Allen,  470. 

The  plaintiff  are  entitled  to  judgment  for  the  amount  of  the 
judgment  declared  on  and  interest  at  the  rate  of  seven  per  cent 
per  annum,  all  in  gold  coin.     Cal.  Civ.  Code,  §  1920. 

Dwight  Foster  and  Alfred  D,  Foster,  for  the  defendant. 

In  the  first  suit  the  firm  of  Wright,  Goodwin,  &  Delano  were  all 
joined  as  defendants,  but  service  was  made  on  Delano  alone,  and 
he  is  the  only  defendant  in  the  present  action.  Judgment  was 
rendered  against  all  the  defendants  to  bind  the  partnership  property, 
''or  if  sufficient  thereof  to  satisfy  sai3  judgment  cannot  be  found, 
then  the  deficiency  to  be  satisfied  from  the  separate  and  individual 
property  of  the  said  defendant,  James  Delano.** 

Such  a  judgment,  entered  against  all  the  joint  debtors  after 
service  on  one  of  them  only,  and  restricted  in  its  operation  to  their 
joint  or  copartnership  property,  is  authorized  by  the  laws  of  Call- 
fornia.  Cal.  Civ.  Code,  §§  388,  414;  Kelly  v.  Van  Austin,  17 
CaL  566. 

But  the  California  record  shows  no  judgment  against  Delano 
for  any  definite  sum  to  be  satisfied  from  his  property  or  to  run 
against  his  person.  His  liability  is  expressly  declared  to  be  con- 
tingent only  and  for  a  deficiency  of  partnership  property. 

"  The  law  implies  a  promise  to  pay  a  definite,  not  an  indefinite 
sum."  Sadler  v.  Robins,  1  Camp.  253 ;  Carpenter  v.  Thornton,  3 
B.  &  Aid.  52  ;   Henley  v.  Soper,  8  B.  &  C.  16. 

A  judgment,  to  be  the  foundation  of  an  action,  must  be  in  per* 
sonant  for  an  ascertained  sum.     Westlake's  Pr.  Int  Law,  376. 

It  is  maintainable  "  only  when  the  decision  of  the  Court  can  be 
fulfilled  by  the  mere  payment  of  an  ascertained  sum  of  money." 
Fennmgton  v.  Gibson,   16    How.  77;  Dimick  v.  Brooke,   21  Vt 
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569 ;  Battey  v.  ffolbrook,  11  Gray,  212 ;  Thomer  v.  Batary,  41  Mi 
593. 

An  award  is  in  the  nature  of  a  jadgment,  and  one  in  the  form  of 
the  present  judgment  would  be  bad  for  uncertainty,  and  no  action 
upon  it  could  be  maintained.  SamorCs  Case,  5  Coke,  77 ;  Lincoln 
V.  Whittmton  MiUs,  12  Met.  31 ;  Fletcher  v.  Webster,  5  Allen,  566 ; 
Camochan  v.  Christie,  11  Wheat.  446. 

Should  it  be  suggested  that  by  the  laws  of  California  an  absolute 
judgment  might  have  been  rendered  against  the  present  defendant, 
who  was  served  with  process  there,  the  simple,  and  conclusive  an- 
swer is,  Ko  such  judgment  was  rendered.  Nor  does  the  California 
record  show  the  existence  of  the  contingency  upon  which  alone  the 
liability  of  the  defendant  was  thereby  made  dependent.  There  is 
no  evidence  that  any  deficiency  of  copartnership  property  to  satisfy 
the  decree  of  the  court  existed 

If  the  contingency  upon  which  the  liability  of  the  present  de- 
fendant was  intended  and  declared  to  depend  in  fact  existed,  this 
ought  to  appear  as  of  record  in  the  California  court  by  the  return 
of  an  execution  against  the  partnership  property,  imsatisfied  in 
whole  or  in  part,  and  an  adjudication  that  a  deficiency  of  partner- 
ship property  exists  to  a  specified  amount. 

Then  possibly  some  equitable  remedy  might  be  awarded  in 
another  jurisdiction.     Barber  v.  Barber,  21  How.  582. 

If  the  plaintiffs  are  entitled  to  recover,  they  can  have  interest 
only  at  the  rate  of  six  per  cent  per  annum  instead  of  ten  per  cent 
as  demanded  By  the  laws  of  California  the  rate  of  interest  on 
judgments  is  seven  per  cent.  Cal.  Laws,  p.  699  (1870) ;  Clark  v. 
Ihinnam,  46  Cal.  207. 

But  in  actions  on  a  judgment  in  another  jurisdiction,  not  interest 
but  damages  will  be  allowed ;  as  to  which  the  lex  fori  governs. 
Baringer  v.  King,  5  Gray,  11 ;  Perkins  v.  Fowmiquet,  14  How. 
330;  Goddard  v.  Foster,  17  Wall.  143. 

The  rate  in  Massachusetts  is  six  per  cent.  Gen.  Stats,  ch.  53, 
§  3 ;  ch.  133,  §  8 ;  Stats.  1867,  ch.  56. 

Clifford,  J.  Subject  to  the  qualification  that  judgments  are  open 
to  inquiry  as  to  the  jurisdiction  of  the  court  where  they  were  given, 
and  as  to  notice  to  the  defendant,  the  judgment  of  a  State  court, 
not  reversed  by  a  superior  court,  nor  set  aside  by  a  direct  proceeding 
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in  chancery,  is  conclusive  in  the  courts  of  all  the  other  States  where 
the  subject-matter  in  controversy  is  the  same.  ChristToas  v.  Russelly 
5  Wall.  291 ;  Mills  v.  Daryce,  9  Cran.  483 ;  2  Story,  Const.  (Sded), 
1313 ;  Bissell  v.  Briggs,  9  Mass.  462.  Judgment  was  rendered  in 
a  State  court  of  California  in  favor  of  the  plaintiffs,  citizens  of  that 
State,  against  John  G.  Wright,  Lester  Goodwin,  and  James  Delano, 
citizens  of  Massachusetts,  doing  business  in  the  latter  State  under 
the  firm  name  of  Wright^  Gk)odwin,  &  Delano.  Service  of  the  writ 
in  that  suit  was  made  upon  the  defendant,  James  Delano,  in  Cali- 
fornia, he  being  then  transiently  in  that  State.  No  service  was 
made  upon  either  of  the  other  defendants.  By  the  terms  of  the 
judgment  it  was  ''to  bind  the  partnership  property  of  all  the 
defendants  in  said  action,  but  if  there  be  no  partnership  property, 
or  if  there  be  not  sufficient  thereof  to  satisfy  said  judgment,  then 
the  judgment,  or  any  deficiency  therein,  shall  be  satisfied  out  of 
the  separate  and  individual  property  of  defendant  Delano,  alone." 

Suit,  in  due  form,  is  commenced  here,  which  is  equivalent  to 
an  action  of  debt  at  common  law,  leave  being  given  to  refer  to 
the  declaration  and  answer,  and  to  the  California  record  and 
the  statutes  of  that  State.  Judgment  is  to  be  rendered  for  the 
plaintiff  if  the  action  is  maintainable,  otherwise  for  the  defendant 

Sufficient  appears  to  show  that  the  former  suit  was  against  all 
of  the  members  of  the  firm,  but  that  service  was  mad^  only  on  the 
present  defendant,  the  other  two  members  of  the  firm  not  being 
found  in  the  State  where  the  suit  was  brought ;  that  the  present 
defendant  employed  counsel  and  made  defence,  both  for  himself 
and  in  behalf  of  the  firm,  but  that  no  appearance  in  the  case  was 
entered  for  the  partnership.  Delano  appeared  for  himself  and 
filed  a  counter-claim  as  due  to  the  firm,  but  no  appearance  was 
entered  for  any  one  except  the  paity  served. 

Nothing  is  shown  to  warrant  the  conclusion  that  any  property 
of  the  partnership  was  found  in  that  State.  Without  service  upon 
the  other  two  members  of  the  firm,  judgment  was  rendered  against 
all  three,  subject  to  the  condition  already  reproduced.  Outside  of 
the  State  where  the  judgment  was  rendered,  it  is  clear  that  the 
judgment  as  to  the  members  of  the  firm  is  null  and  void,  as  they 
had  no  notice  of  the  suit ;  and  it  appears  to  be  equally  clear  that 
it  was  without  legal  effect  even  as  against  those  defendants  in  that 
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State,  as  the  partnership  held  no  property  within  the  jurisdiction 
of  the  court 

Personal  judgments  are  without  any  validity,  if  rendered  by  a 
State  court  in  an  action  upon  a  money  demand  against  a  non-resi- 
dent of  the  State,  upon  whom  no  personal  service  of  process  was 
made  within  the  State,  unless  be  appeared  and  answered  to  the 
action,  nor  will  such  a  judgment  aflfect  his  property  beyond  what 
he  possessed  in  the  State  where  the  suit  was  brought.  Pmnoyer 
V.  Neffy  95  U.  S.  714.  Concede  that,  and  still  it  is  contended  that 
the  judgment  is  equally  invalid  where  the  suit  is  against  two  or 
more  non-residents,  and  only  one  was  served;  that  it  is  of  no 
greater  validity  as  to  the  one  served  than  as  to  those  not  served. 
Support  to  that  proposition  is  certainly  found  in  the  rules  of  the 
common  law,  but  the  Court  is  of  the  opinion  that  the  statutes  of 
California  provide  otherwise.  In  case  of  no  partnership  property,  or 
any  deficiency  of  such  property,  the  condition  of  the  judgment  was, 
that  the  judgment  or  deficiency  should  be  satisfied  from  the  sepa- 
rate and  individual  property  of  said  Delano. 

In  a  suit  against  a  partnership,  if  one  partner  is  not  within  the 
jurisdiction  of  the  court,  and  is  not  served  with  process,  and  does 
not  voluntarily  appear  and  answer  to  the  suit  by  himself  or  his 
attorney,  the  judgment  against  the  partnership  cannot  be  enforced 
against  him  out  of  the  local  jurisdiction,  even  though,  by  the  lex 
loci,  a  service  on  the  partner  resident  within  the  jurisdiction  is 
sufficient  to  authorize  a  judgment  against  all  the  partners. 

Attorneys  may,  in  many  cases,  enter  a  general  appearance,  but 
in  an  action  against  a  partnership  such  an  appearance  must  be 
construed  to  be  an  appearance  for  the  partners  as  partners,  and  for 
the  purpose  of  defending  the  action  against  the  partnership,  and 
not  as  an  appearance  for  the  partners  individually,  severally,  and 
personally,  so  as  to  render  a  judgment  against  the  partnership  in 
such  action  binding  on  an  individual  partner  in  another  jurisdic- 
tion, by  whom  such  an  appearance  was  not  authorized.  One 
partner  has  no  implied  power  to  enter  an  appearance  in  a  suit 
except  for  the  partnership,  and  cannot,  by  such  an  appearance,  bind  a 
partner  personally  and  individually  who  is  not  within  the  jurisdic- 
tion, and  has  not  been  served  with  process.  Phelps  v.  Brewer,  9 
Cush.  390.    Bemarks  are  found  in  the  opinion  of  the  Court  in 
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BewMtt  v.  Stiekney,  17  Vt  532,  somewhat  at  vaiiaDce  with  the 
ruling  of  the  Court  in  the  preceding  case,  but  the  difference  of 
opinion  between  the  two  courts  is  immaterial  in  the  case  before  the 
Court. 

Due  service  having  been  made  upon  the  defendant  in  the  former 
suit,  the  sole  question  is,  whether  the  judgment  rendered  against 
him  is  binding  and  operative,  which  must  depend  in  this  case  upon 
the  California  Statutes,  Code  Civ.  Pro.  §  414 :  "  When  the  action  is 
against  two  or  more  defendants,  jointly  or  severally  liable  on  a 
contract,  and  the  summons  is  served  on  one  or  more,  but  not  on  all 
of  them,  the  plaintiff  may  proceed  against  the  defendants  served 
in  the  same  manner  as  if  they  were  the  only  defendants."  Three 
in  this  case  were  liable  on  the  contract,  and  one  only  was  served, 
and  it  is  clear  that  the  judgment,  under  the  rule  prescribed  by 
that  provision,  is  a  valid  judgment  against  the  defendant  served,  and 
if  valid  in  the  State  where  the  judgment  was  rendered  it  is  equally 
valid  in  all  the  other  States,  and  in  the  Circuit  Court  of  the  United 
States.  Conclusive  authority  to  that  effect  is  found  in  the  reported 
decision  of  the  Supreme  Court  of  Massachusetts.  Stockwell  v. 
McCracken,  109  Mass.  87.  Special  reference  is  made  in  that  case 
to  the  statute  laws  of  CaUfornia,  which  contain  the  same  provision 
as  the  Code,  and  the  Court  remarks  that  that  provision,  if  in  force, 
shows  that  the  judgment  would  be  good  against  the  party  per- 
sonally served,  however  defective  the  service  may  have  been 
against  the  other  party.  Viewed  in  the  light  of  these  suggestions, 
it  is  clear  that  the  plaintiff  is  entitled  to  judgment  for  the  amount 
of  the  judgment  set  forth  in  the  declaration,  with  interest,  as  dam- 
ages, at  the  rate  of  six  per  cent    Barringer  v.  JKnjr,  5  Gray,  12. 

Judgment  for  plaintiff. 


The  United  States,  Plaintiffs  in  Error,  v.  Frederick  C.  Hills, 

et  aLf  Defendants. 

Sureties,  if  answerable  at  all  for  interest  beyx>nd  tbe  amount  of  the  penalty  of  the  bond 
given  by  their  principal,  can  only  be  held  for  such  an  amount  as  accmed  from  their 
own  default  in  unjustly  withholding  payment  after  being  notified  of  the  default  of  the 
principal. 
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When  allowed,  it  is  upon  the  ground  that  a  debt  which  ib  due,  and  the  payment  of  which  it 
wrongfully  delayed,  should  carry  interest 

Interest  from  the  date  of  the  writ  may  be  allowed,  and  for  no  greater  amount,  where  tha 
case  is  heard  on  an  agreed  statement  of  facts. 

The  defendants  were  princi]>al  and  sureties  on  an  official  bond  for  the  faithful  performance 
by  the  first-named  defendant  of  his  duties  as  pa^nnaster  in  the  navy.  Default  was 
made  in  the  performance  of  such  duties.  Suit  was  brought,  service  made,  and  the  de- 
fendants defaulted.  Subsequently  they  appeared,  and  the  default  was  taken  off.  Judg- 
ment was  finally  rendered  for  the  amount  claimed  by  the  United  States,  and  with 
interest  from  the  date  of  the  writ  to  the  date  of  the  judgment.  The  surety  had  no 
notice  of  the  default  of  the  principal  until  the  date  of  the  commencement  of  the  action. 
Held,  that  the  judgment  be  affirmed. 

This  was  an  action  of  contract  brought  by  the  United  States 
against  certain  signers  on  an  official  bond  of  a  paymaster  in  the 
United  States  navy,  and  conditioned  for  the  faithful  performance 
of  his  duties  as  such  officer. 

The  bond  was  for  $5,000. 

Oeorge  F.  Sanger,  United  States  Attorney,  for  the  United 
States. 

HUlardy  Hyde,  &  Dickinsort,  for  the  defendant. 

Clifford,  J.  Sureties,  if  answerable  at  all  for  interest  beyond 
the  amount  of  the  penalty  of  the  bond  given  by  their  principal,  can 
only  be  held  for  such  an  amount  as  accrued  from  their  own  default 
in  unjustly  withholding  payment  after  being  notified  of  the  default 
of  the  principal.  Lyon  v.  Clark,  8  N.  Y.  155 ;  Wdch  v.  Clarkson,  6 
T.  E.  304  When  allowed,  it  is  upon  the  ground  that  a  debt  which  is 
due,  and  the  payment  of  which  is  wrongfully  delayed,  should  carry 
interest  Tfie  Northumbria,  L  R,  3  Adm.  &  Ecc.  11.  Interest 
from  the  date  of  the  writ  may  be  allowed,  and  for  no  greater 
amount,  where  the  case  is  heard  on  an  agreed  statement  of  facts. 
Ives  V.  Bank,  12  How.  164. 

Sufficient  appears  to  show  that  Frederick  C.  Hills  was  ap- 
pointed acting  assistant  paymaster  and  clerk  in  the  navy :  that  he 
gave  an  official  bond  in  the  penal  sum  of  $5,000,  conditioned 
that  he  should  faithfully  discharge  all  his  duties  as  such  officer ; 
and  that  the  defendant  was  one  of  his  sureties  in  that  bond. 
Contrary  to  the  stipulation  of  the  bond  the  principal  made  default, 
as  charged  in  the  declaration ;  that  is,  he  did  not  faithfully  dis- 
charge all  his  duties  as  such  assistant  paymaster  and  clerk.  In- 
stead of  that,  he  failed  to  pay  over  to  the  United  States  property, 
money,  and  bonds  in  his  hands,  belonging  to  the  United  States^ 
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which  it  was  his  duty  to  pay  over  and  account  for,  within  the 
meaning  of  his  said  official  bond.  Due  request  to  the  principal  is 
alleged,  and  his  refusal  to  comply.  Service  was  made,  and  the 
principal  and  surety  failing  to  appear,  they  were  defaulted  But 
they  subsequently  appeared,  and  the  default  was  taken  off.  Suffice 
it  to  say,  without  entering  into  the  details  of  the  proceedings,  that 
judgment  was  rendered  against  the  principal,  in  favor  of  the  United 
States,  for  the  whole  amount  claimed  by  the  United  States,  includ- 
ing principal,  with  interest  from  August  24, 1864,  to  December  31, 
1877,  the  date  of  the  judgment,  and  taxable  costs.  Interest  as 
against  the  surety  was  allowed  only  from  the  date  of  the  writ,  the 
judgment  against  him  being  for  the  sum  of  $515  debt,  and  interest 
from  the  date  of  the  writ  to  the  date  of  the  judgment,  with  costs 
of  suit.  Exceptions  were  duly  filed  by  the  plaintiffs  to  the  ruling 
of  the  District  Court  that  the  surety  was  liable  for  interest  only 
from  the  date  of  the  writ.  Error  to  that  effect  having  been  duly 
assigned,  the  plaintiffs  sued  out  a  writ  of  error  and  removed  the 
cause  into  this  court. 

Interest  is  only  claimed  by  the  plaintiffs  from  the  date  of  the 
last  sum  received  by  the  principal.  When  the  accounts  of  the 
principal  were  adjusted  by  the  accounting  officers  of  the  Treasury 
does  not  appear ;  but  it  does  sufficiently  appear  that  no  demand 
was  ever  made  of  the  surety ;  nor  is  it  pretended  that  he  ever  had 
any  notice  of  the  default  of  the  principal,  prior  to  the  commence- 
ment of  the  suit.  Authority  for  the  rule  adopted  by  the  District 
Court  is  found  in  the  case  of  M^OiU  v.  Bavky  12  Wheat.  514, 
where  interest  was  allowed  only  from  the  date  of  the  writ.  Prior 
to  that  there  was  no  default  of  the  surety,  as  he  had  no  notice  that 
the  principal  had  committed  any  breach  of  the  bond.  Where  a 
bond  with  a  penalty  is  given  for  the  performance  of  covenants,  the 
recovery  must  be  limited  to  the  penalty,  especially  in  the  case  of 
sureties.  Bank  v.  Magill,  1  Paine,  C.  C.  670.  Had  there  been  any 
previous  demand  of  the  penalty,  or  any  acknowledgment  that  the 
whole  was  due,  the  Court  intimated  in  that  case  that  interest  might 
have  been  recoverable  from  that  time. 

Sureties  are  only  bound  to  the  extent  of  the  obligation  expressed 
in  their  covenants,  unless  they  are  themselves  guilty  of  default,  or 
appear  and  make  defence,  in  which  case  they  become  responsible 
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for  costs,  and,  in  many  cases,  for  interest  by  the  way  of  damages 
for  the  delay  of  payment.     Ths  Wanata,  95  U.  S.  612. 

Aid  may  also  be  derived  in  the  solution  of  the  question  from  the 
decisions  of  the  British  courts  in  construing  the  Act  of  Parliament 
passed  to  limit  the  liability  of  ship-owners.  By  that  act  the  lia- 
bility of  ship-owners,  in  the  cases  therein  specified,  was  limited  to 
the  value  of  the  ship  and  freight.  Cases  have  arisen  under  that 
act  where  it  is  held  that  the  Court  cannot  decree  against  the 
owner  for  any  excess  of  damages  beyond  the  proceeds  of  the 
ship.  The  Volant,  1  W.  Rob.  383.  But  it  is  settled  law  that 
defending  owners,  in  such  a  case,  are  liable  for  costs  even  beyond 
the  proceeds,  because  to  that  extent  they  are  in  fault.  The  John 
Dunny  Id.  160.  And  Lord  Denman  sustained  the  ruling  of  the 
admiralty  court  Ex  parte  Rayns,  1  Gale  &  D.  377 ;  OaU  v.  Laurie, 
5  B.  &  C.  163. 

Replevin  bonds  are  bonds  with  a  penalty,  and  where  property 
was  replevied  and  a  bond  given  for  a  return,  in  case  the  plaintiff 
was  defeated,  the  recovery  of  the  property  having  been  demanded 
and  refused,  a  suit  was  brought  upon  the  bond.  Held,  by  the 
Supreme  Court  of  Massachusetts,  that  judgment  should  be  rendered 
for  the  penal  sum  of  the  bond,  with  interest  from  the  demand. 
Zeighton  v.  Brovm,  98  Mass.  516 ;  McCludcy  v.  Cromwell,  11  N.  Y. 
593.  Interest,  say  the  same  Court,  in  another  case,  where  the 
suit  was  against  the  sureties  of  a  defaulting  cashier,  is  to  be  added 
as  damages  for  the  detention  of  the  money,  for  such  time  as  the 
case  shows  that  the  defendants  have  been  in  default  for  its  non« 
payment  As  a  general  rule,  say  the  Court  in  that  case,  where  a 
debtor  is  in  default  for  not  paying  money  in  pursuance  of  his  con- 
tract, he  is  liable  for  interest'  thereon  from  the  day  of  his  default, 
and  when  a  demand  is  necessary  to  put  the  debtor  in  fault,  interest 
is  to  be  given  only  from  the  demand.  Where  interest  is  not 
stipulated  for  as  part  of  the  contract,  it  is  given  by  way  of  damages 
for  the  detention  of  the  money:  If  the  surety  becomes  charged, 
by  the  default  of  the  principal,  for  the  amount  of  the  penalty,  or 
any  portion  of  it,  then  it  is  his  duty  to  pay  the  same  on  demand, 
and  if  he  neglects  or  refuses,  the  general  principle,  as  stated, 
applies,  and  the  interest  is  added  by  way  of  damages  for  his  own 
default,  not  as  enlarging  in  any  degree  his  liability  for  the  miscon- 
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duct  of  the  principaL  Bank  v.  Smith,  12  Allen,  252 ;  Brangioin  y. 
Perrott,  2  W.  BL  1190.  Interest  may  be  recovered  on  the  judg- 
ment, transit  in  rem  Judicatam,  but  not  on  the  bond.  McClure  v. 
Dunkin,  1  East,  436 ;  ffeffard  v.  Alger,  1  Taunt  220 ;  Clark  v.  Busk, 
3  Cow.  158. 

Authorities  of  a  standard  character  decide  that  the  surety,  as  a 
general  rule,  is  not  liable  beyond  the  amount  of  the  penalty,  even 
though  the  principal  and  interest  due  by  the  condition  of  the  bond 
exceed  that  amount.  Yet  the  same  authorities  admit  he  may 
make  himself  liable  for  interests  and  costs  even  beyond  that 
amount,  if  he  delays  the  collection  of  the  money  by  litigation. 
Mower  v.  Kip,  6  Paige,  88. 

Whenever  a  debtor,  whether  principal  or  surety,  ia  in  default 
for  not  paying  money,  delivering  property,  or  rendering  services 
in  pursuance  of  his  contract,  justice  requires  that  he  should  in- 
demnify the  creditor  for  the  wrong  which  he  has  done  him  by  such 
neglect.  Van  Bensselaer  v.  Jewett,  2  N .  Y.  140 ;  Leggett  v.  Hum-- 
phreys,  21  How.  75.  Except  where  there  is  an  express  contract  to 
pay  interest,  it  is  only  recoverable  as  damages  for  the  detention  of 
the  money  which  the  party  ought  to  pay.  Abbott  v.  Wilmot,  22 
Vt.  437 ;  Bvans  v.  Beckwith,  37  Vt.  285 ;  Simmons  v.  4lmy,  103 
Mass.  36. 

Bail-bond  sureties,  say  the  same  Court,  are  liable  only  for  the 
penalty  of  the  bond,  with  interest  from  the  return  of  non  est  in- 
ventus as  to  the  principaL  Id.  398.  Suppose  that  is  so,  still 
the  attempt  is  made  in  argument  to  show  that  the  United  States 
are  entitled  to  greater  rights  by  virtue  of  the  provision  contained 
in  §  26  of  the  Judiciary  Act,  which  provides  that  in  certain  cases 
the  Court  before  whom  the  action  is  shall  render  judgment  for 
the  plaintiflF,  to  recover  so  much  as  is  due  according  to  equity. 
1  Stat,  at  L  87 ;  Rev.  Stat.  §  961.  Under  that  provision  the  judg- 
ment is  not  for  the  penalty  of  the  bond,  but  for  so  much  as  is 
due  according  to  equity;  and  the  provision  is,  that  if  the  sum 
for  which  judgment  should  be  rendered  is  uncertain,  it  shaU, 
if  either  of  the  parties  request  it,  be  assessed  by  a  jury.  Neither 
party  made  any  such  request  in  this  case,  and  the  matter  was 
properly  determined  by  the  Court  But  the  provision  has  no 
application  whatever  to  the  question  involved  in  the  present  writ 
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of  error.  It  is  cited  in  argument  as  a  new  provision,  but  it  has 
"been  in  force  since  our  judicial  system  was  organized,  and  it  was 
never  heard  that  it  was  intended  to  enlarge  the  liability  of  a 
surety  in  such  a  case  as  that  before  the  Court.  United  States  v. 
Curtis,  decided  Mass.  District,  May  Term,  1876.  For  these  reasons 
I  am  of  the  opinion  that  there  is  no  error  in  the  record. 
Exceptions  overruled,  and  judgment  affirmed. 
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FROGEEDIKGS  OF  THE  BENCH  AND  BAR  OF  THE  CIBCUIT  GOUBT  OF  THE 
UNITED  STATES,  IN  THE  FIBST  aBCUIT  AND  DISTBICT  OF  ICASSA- 
CHUSETTS,  UPON  THE  DECEASE  OF  HON.  BENJAMIN  BOBBINS  CUBTIS. 


MEETING   OP    THE    BAB. 

OCTOBBB  7,  1874. 

PuBSUANT  to  the  call  of  the  Committee  appointed  at  the  meet- 
ing of  the  bar  held  Sept  18, 1874,  the  members  of  the  bar  assem- 
bled in  the  court-room  of  the  Circuit  Court,  Oct  7, 1874,  at  ten 
o'clock.  Mr.  Sidney  Bartlett  presided.  The  Committee,  through 
their  chairman,  presented  their  report,  and  members  of  the  bar 
added  their  tribute  to  the  memory  of  the  distinguished  deceased. 

REPOET   OF   THE    COMMITTEE. 

ClBCUIT  COUBT  OF   TBB  UlTITXD   StATBB,  DISTRICT  OT  MA8B1CHU8STT8. 

October  7, 1874. 

The  members  of  the  bar  of  this  court,  brought  together  by  the 
news  of  the  decease  of  their  brother  and  friend,  Benjamin  Kobbins 
CuBTis,  desire  to  place  upon  the  records  of  the  court  the  expression 
of  their  sense  of  personal  bereavement  and  of  the  loss  which  the  bar, 
the  courts,  ^nd  the  country  at  large  have  sustained  by  his  death. 

They  recognized,  with  fraternal  pride,  in  Mr.  Curtis  all  the  ele- 
ments of  a  great  lawyer  and  judge. 

Thoroughly  grounded  in  the  common  and  commercial  law,  master 
of  equity  in  the  peculiar  yet  broad  domain  of  jurisprudence  admin- 
istered in  the  courts  of  the  United  States,  the  fulness,  breadth,  and 
accuracy  of  his  learning  were  not  surpassed  at  the  bar  or  on  the 
bench  of  his  time. 

With  a  strong  mind  carefully  trained  and  disciplined,  capacious 
and  retentive  memory,  sound  and  cautious  judgment,  the  mental 
qualities  which  illustrated  and  gave  full  force  and  efieot  to  the  rest 
were  an  almost  intuitive  capacity  to  discern  the  pi^ints  on  which  a 
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cause  hinged,  and  the  power  of  simple,  clear,  comprehensive  state- 
ment, —  in  method  and  manner  as  perfect  when  oral  as  when  written, 
and  which  gave  to  the  enunciation  of  legal  principles  something  of 
the  beauty  and  precision  of  the  exact  sciences. 

His  manners  at  the  bar  and  on  the  bench  were  quiet,  courteous, 
and  marked  by  a  modest  dignity  and  firmness  which  won,  or,  if  need 
be,  commanded  respect. 

We  may  not  better  express  the  admiration  and  esteem  in  which 
Judge  Curtis  was  held  than  to  say  that  when  the  last  two  vacancies 
occurred  in  the  Chief-Justiceship  of  the  Supreme  Court  of  the  United 
States,  he  was  deemed,  by  his  brethren  of  the  bar  throughout  the 
country,  eminently  fitted  by  wisdom,  learning,  love  of  justice,  and  a 
thoroughly  judicial  mind,  to  discharge  the  duties,  of  that  exalted 
trust. 

Of  Judge  Curtis,  as  an  associate  and  friend,  it  may  be  said  that 
the  better  he  was  known  thQ  more  highly  he  was  esteemed.  Under 
a  calm  and  quiet  exterior,  which  to  strangers  seemed  like  coldness, 
he  had  warm  affections  and  generous  sympathies.  Careful  observa- 
tion of  life  and  manners,  a  liberal  culture  outside  of  his  profession, 
conversation  thoughtful  and  suggestive,  and  marked  by  curious  felic- 
ity of  expression,  made  him  a  most  interesting  and  instructive  com- 
panion. 

The  name  of  Judge  Curtis  is  to  be  added  to  the  list  of  great  law- 
yers and  judges,  who,  not  as  a  matter  of  sentiment  merely,  but  as 
the  result  of  careful  study  and  reflection,  were  firm  believers  in  the 
great  truths  of  Christianity.  Not  inattentive  to  modem  scientific 
thought  or  speculation,  catholic  in  spirit,  unwilling  to  judge  others, 
he  retained  to  the  last  his  conviction  and  sense  of  the  being  and 
providence  of  God  and  the  hope  of  immortal  life. 

Recalling  to-day  his  services  to  the  cause  of  jurisprudence,  his 
fidelity  to  duty,  the  amenity  of  his  manners  and  the  kindness  of  his 
heart,  his  pride  in  his  profession  and  the  lustre  and  dignity  he  im- 
parted to  it,  and,  above  all,  the  integrity,  weight,  and  influence  of  his 
character,  his  brethren  of  the  bar  gratefully  pay  this  tribute  to  his 
memory. 

REMARKS  OF  HON.  E.  ROGKWOOD  HOAR. 

Mb.  Chairman,  —  I  move  that  the  sentiihents  of  the  bar,  in 
regard  to  the  death  of  Judge  Curtis,  as  reported  by  your  Committee, 
be  presented  by  the  District  Attorney  to  the  Circuit  Court,  which 
shall  come  in  this  morning,  with  the  request  that  they  be  entered  on 
the  records  of  the  court. 
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I  do  not  f e«l,  Mr.  Chairman  and  brethren,  that  it  is  necessary  for 
me  to  add  any  thing  to  the  very  complete  expression  of  our  thoughts 
and  feelings  on  this  occasion,  which  the  report  of  the  Committee  con- 
tains ;  yet  I  desire  to  add  my  personal  expression  of  oar  sense  of 
loss,  and  the  more,  because,  to  my  own  sorrow  and  regret,  I  could 
not  attend  the  funeral  servioes  of  our  friend.  Judge  Curtis  was  a 
man  in  his  position  and  relations  in  life  so  admirable  and  so  complete, 
that  a  statement  of  his  merits,  modelled  upon  his  own  style  of  presen- 
tation, seems  to  me  the  most  appropriate.  What  a  monument  at 
Mount  Auburn  records  of  one  of  his  early  associates  at  the  bar  is 
eminently  true  of  him,  —  that  ^^  He  had  the  beauty  of  accuracy  in  his 
understaiiding,  and  the  beauty  of  uprightness  in  his  character."  1 
think  that  his  loss  at  the  present  time  is  a  national  one,  for  this  more 
than,  perhaps,  any  other  reason,  that  in  the  Supreme  Court  at  Wash- 
ington he  was  a  model  to  the  lawyers  of  the  'country ;  that  in  these 
days,  when  there  are  so  many  defects  of  taste,  he  was  a  model  of 
good  taste  in  the  profession ;  that  he  did  nothing  in  excess,  while  all 
his  professional  performances  were  adequate  to  the  occasion.  I  think 
the  loss  of  no  lawyer  in  the  country  would  be  so  much  felt  by  the 
members  of  that  high  tribunal.  In  these  days  of  loose  and  turgid 
eloquence,  and  of  imperfect  legal  training,  of  which  there  are  so  many 
exhibitions  before  them,  they  must  have  constantly  felt  it  a  relief, 
and  pleasure,  and  satisfaction,  when  they  could  turn  for  an  hour  or 
two  to  listen  to  that  master  of  lucid  statement,  with  a  wealth  of  learn- 
ing never  paraded,  but  always  ample  in  furnishing  what  the  case  and 
the  presentation  of  it  required,  with  clear  perception  of  the  point  at 
issue,  rigidly  confining  himself  to  conveying  it  clearly  to  the  mind 
of  the  tribunal  which  he  addressed,  and  then  stopping.  I  think  it  is 
felt  among  the  profession  throughout  the  country  that  one  of  its 
pillars  has  fallen,  as  well  as  one  of  its  ornaments.  Entirely  concur- 
ring with  what  the  paper  presented  by  the  Committee  states  of  the 
personal  courtesy,  generosity,  and  kindliness,  which  were  exhibited 
by  our  departed  friend,  I  think  that,  meeting  here  as  members  of  the 
bar,  we  are  entitled  to  say  besides  that  our  Commonwealth  and  this 
bar  has  famished  to  the  country  in  him  one  who  must  be  recognized 
everywhere  as  a  great  lawyer.  Judge  Curtis  had  his  limitations.  I 
do  not  know  that  I  should  be  prepared  to  say  or  to  think  that,  aside 
from  what  he  was  as  a  lawyer,  he  was  also  a  great  man.  By  this  I 
mean  that  I  do  not  suppose  he  has  produced  upon  the  country  or  the 
world  any  leading  or  great  impression  from  any  thing  that  he  has 
said  or  done,  except  so  far  as  he  has  made  his  profession  respected, 
so  far  as  he  has  administered  the  law  in  his  judicial  position,  and  as 


628  APPENDIX; 

be  has  spplied  its  principles,  in  hia  adrooaey  of  oaaes,  in  a  manner 
which  tended  to  strengthen  the  foundations  of  society,  and  to  illns- 
trate  the  value  of  absolute  justice.  But  the  man  who  has  made  these 
contributions  to  society,  who  has  done  so  much  to  keep  the  adminis- 
tration of  justice  steady  and  useful  to  mankind,  to  make  all  the  mi^ 
chinery  of  government  in  its  daily  applications  serviceable  to  tiie 
interests  of  his  fellow-men,  has  a  solid  claim  to  respectful  memory. 
Perhaps  he  has  made  no  contribution  to  judicial  science  of  the  im- 
portance of  those  which  were  made  by  his  predecessor,  Judge  Btory. 
Perhaps,  as  development  did  not  seem  to  be  the  order  of  his  being  to 
so  great  an  extent  as  in  some  odier  great  judges,  it  may  have  been 
well  that  in  the  earlier  and  formative  period  of  our  jurisprudence  a 
man  of  a  different  character  occupied  the  seat  which  he  afterwards 
adorned.  But  for  clearness,  learning,  steadiness,  and  uprightness,  he 
has  left  a  judicial  fame  that  any  man  might  envy. 

REMARKS  OF  GEN.  BENJAMIN  F.  BUTLER. 

Mb.  Chaibmav,  —  Being  called  to  another  sphere  of  public  duty, 
I  was  unhappily  unable  to  mingle  my  regrets  with  my  brethren  at 
the  bar  at  the  meeting  of  which  this  is  an  adjournment,  at  the  great 
loss  the  bar  of  the  nation  has  sustained  in  the  death  of  our  late  asso- 
ciate. Judge  Curtis.  I  have  used  the  extended  words,  ^  the  bar  of 
the  nation,"  because  I  deem  the  loss  of  such  a  lawyer,  with  so  great 
a  national  reputation,  of  accumulated  acquirements  and  extensive 
practice  in  the  highest  branches  of  jurisprudence,  a  national  loss.  It 
is  a  tradition,  and  a  true  one,  that  the  memory  of  the  work  of  a  great 
lawyer  exists  only  in  the  traditions  of  the  bar ;  and  even  when  embodied 
in  the  form  of  decisions  of  the  bench,  they  are  only  sought  after  by 
his  brethren  for  a  different  purpose,  and  hardly  in  commemoration 
of  his  fame.  Still,  I  think  the  memory  of  Judge  Curtis  will  live 
many,  many  years  in  that  most  able  opinion  delivered  by  him  in  the 
Dred  Scott  decision,  worthy  to  be  compared  with  that  of  Lord 
Mansfield  on  a  kindred  subject,  which  opened  and  developed  an  idea 
as  to  the  rights  of  citizens,  which  has  since  been  embalmed  in  con- 
stitutional law. 

If  I  were  to  venture  to  add,  sir,  a  word  to  the  resolutions  now 
before  us,  so  happily  framed,  it  would  be  wherein  they  describe  the 
lucidity  and  comprehensiveness  of  statement  which  so  eminently 
characterized  our  deceased  associate,  and  would  add  the  word  *'  ex- 
haustive." Having  had  occasion  to  observe  him  in  the  greatest  and 
most  solemn  trial  had  before  the  highest  tribunal  ordained  by  the 
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CoDBtitation  of  hi«  oonntry,  the  Senate  of  the  XJnited  States,  of  the 
impeaohinent  of  Andrew  Johnson,  I  may  be  permitted  with  truth  to 
say,  that  after  Jadge  Cartis  had  finished  his  opening  statement  for 
his  distingobhed  client,  thereafterwards  in  that  trial  in  his  behalf, 
although  many  things  were  said,  and  well  said,  by  the  learned  and 
eminent  counsel  with  whom  he  was  associated,  yet  nothing  more  that 
was  new  or  pertinent  was  said. 

Because  of  the  deep  feeling  of  profound  admiration  which  I  have 
for  the  legal  attainments,  the  judicial  character,  of  Judge  CnrtiB,  I 
am  exceeding  glad  that  it  has  been  permitted  to  me  on  this  occasion, 
eyen  by  a  single  word,  to  testify  my  respect  for  his  yirtues,  and  to 
mingle  my  sorrows  here  with  those  of  his  brethren  of  this  bar. 

The  Chairman  here  read  the  following  letter  which  he  had 
received  from  Judge  Campbell,  formerly  of  the  United  States 
Supreme  Court :  — 

JUDGE  CAMPBELL'S  LETTER. 

169  ftr.  Paul  Stbett, 
Bai^timors,  Sept  20, 1874. 

Ht  DBAS  SiB, — The  melancholy  intelligence  of  the  death  of  our 
friend.  Judge  Curtis,  reached  me  through  the  press.  I  cannot  refrain 
from  expressing  my  sorrow  for  the  bereavement  which  the  legal  pro> 
fession  of  the  country,  his  friends,  and  the  community  have  sustained, 
to  one  of  his  most  valued  friends  and  associates.  My  relations  to 
him  commenced  after  my  appointment  to  the  Bench  of  the  Supreme 
Court  of  the  United  States,  in  1853.  Before  that  appointment  was 
made.  Justices  Catron  and  Curtis  informed  President  Pierce,  on 
behalf  of  the  court,  that  it  would  be  acceptable  to  the  justices.  My 
reception  in  the  court,  as  then  existing,  was  cordial,  and,  as  the  sur^ 
vivor  of  all  the  members  that  composed  it,  I  may  be  indulged  in 
making  the  statement,  that,  in  all  of  the  consultations  of  that  court, 
and  in  all  of  the  official  acts  of  its  members,  there  was  a  seemliness 
and  dignity  of  deportment,  an  earnest  endeavor  to  execute  justice 
and  to  maintain  truth,  and  an  impress  of  personal  honor  upon  their 
deliberations  and  judgments,  which  commanded  and  was  entitled  to 
the  approbation  and  esteem  of  the  jurists  of  the  land  and  the  confi-> 
dence  of  the  people. 

In  that  court.  Justice  Curtis  was  an  able  and  an  esteemed  men^ 
ber.  He  examined  the  causes  submitted  with  caution  and  candor ; 
he  meditated  the  opinions  he  gave  in  the  conference  with  care,  and 
ddivered  them  with  precision,  considerateness,  and  deference  to  the 
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opinions  of  others.  The  opinions  he  prepared  have  made  for  him  a 
lasting  reputation.  My  own  relations  with  him  were  always 'those  of 
kindness  and  good-will,  and  these  relations  were  not  affected  by  the 
war,  which  created  so  many  estrangements.  I  find  in  my  library,  in 
a  Yolome  concerning  the  ^^  Worthies  of  England,"  a  description  of 
one  of  the  judges  of  the  Queen's  Bench  in  the  sixteenth  century. 
To  this  judge  is  attributed  <<  a  great  happiness  in  all  the  four  facul- 
ties that  make  a  lawyer :  1.  A  sharp  invention  and  clear  comprehension 
to  search  all  the  oircumstaaces  of  a  case  propounded;  2.  Judgment 
to  examine  and  weigh  the  particulars  invented  and  apprehended,  for 
truth  lieth  in  things  as  gold  in  mines ;  3.  Memory  to  retain  what  is 
judged  and  examined ;  4.  A  prompt  and  ready  delivery  of  what  is 
conceived  and  retained,  set  out  with  ingenuity  and  gravity.  Oratio 
protnpta  non  audax.  What  he  said  was  dose  and  pinching,  and  not 
confident  and  earnest;  allowing  passion  not  to  disturb  either  the 
method  or  delivery  of  his  discourse,  but  to  quicken  it."  On  the 
margin  of  the  page  is  written,  *^  Justice  Curtis,"  in  pencil. 

I  do  not  know  that  I  could  express  my  opinion  of  his  characteris- 
tics with  more  satisfaction  to  myself  than  by  adopting  a  description 
which  I  had  applied  as  suitable  to  him. 

In  the  apparent  decay  of  an  ambition  purely  professional,  and  the 
diminution  of  profound  and  various  learning  which  can  only  be 
obtained  through  such  an  ambition,  among  the  bar  of  the  Union,  the 
loss  of  such  a  jurist  is  a  loss  to  the  bar.  In  these  tumultuous  and 
anarchical  times,  when  landmarks  are  so  little  respected,  the  los9  of 
a  calm,  conscientious,  learned,  independent,  and  approved  constitu- 
tional lawyer  may  be  regarded  as  a  public  calamity. 

With  much  respect  and  esteem, 

I  am  very  truly  yours, 

John  A.  Cakfbbix. 

Hon.  SiDNXT  Bartlbtt,  Boston,  Mass. 

REMAUKS  OF  MR  H.  WELD  FULLER. 

Mb.  Ckaibman, — I  came  here  to  listen,  not  to  speak.  But  esteem- 
ing and  loving  Judge  Curtis  as  I  did,  and  having  occupied  a  plaoe 
under  him  daring  almost  the  whole  of  his  judicial  career,  I  trust  yon 
will  pardon  me  for  breaking  the  temporary  silence  which  has  followed 
the  eloquent  utterances  of  others. 

Many  are  present  who  knew  him  more  intimately  and  shared 
more  closely  his  confidence ;  and  they  can  better  speak  of  his  social 
qualities  and  portcay  his  noble  charaoter  and  hig^  attainments.    Bat 
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m J  memory  goes  back  to  bis  college  days,  and  to  tbe  rank  be  tben 
beld  as  a  thinker  and  writer.  He  was  distingoished  before  his 
entrance  to  the  law  school  at  Cambridge.  Even  then  the  tendency 
of  his  mind  to  matters  of  government  and  law  was  manifest.  His 
priae  essay  had  for  its  subject,  ^  How  far  can  Absolnte  Governments 
depend  upon  the  Ignorance  of  the  People  ?''  Indeed,  his  step  from 
boyhood  to  manhood  seemed  nearly  instantaneous  I  There  was  a 
thoughtf ulness  and  thoroughness  unusual  for  his  age.  As  a  student 
he  was  indefatigable,  and  all  his  accumulations  of  knowledge,  and 
the  inferences  incident  thereto,  were  so  classified  and  arranged  as  to 
be  at  all  times  at  his  command.  During  his  whole  life  they  seemed 
to  come  at  his  call,  without  confusion  and  clear  as  crystaL  By  this 
power  of  memory  and  association  —  modified  by  a  sound  judgment 
and  a  right  application  to  legitimate  issues  —  he  could  see  and  show 
to  others  the  most  striking  features  of  a  case,  and  hold  the  subject 
out,  like  a  solid  substance,  for  inspection. 

It  was  said  of  Lord  Mansfield  that  his  statement  of  facts  was  often 
equal  to  another  man's  argument ;  and  this  may  be  said  of  Judge 
Curtis.  Without  overstating  or  exaggerating  the  facts,  he  coald  so 
order  and  connect  them  with  apt  allusions  and  natural  suggestions  as 
to  make  the  deepest  and  most  favorable  impression.  His  cases  were 
always  hinged  on  their  strongest  points,  and  opened  to  the  most 
practicable  view.  Although  strong,  very  strong  in  his  friendships, 
he  never  exhibited  any  favoritism  on  the  bench.  He  was  courteous 
to  all.  The  parties  before  him  were  as  algebraic  characters.  He 
looked  steadfastly  at  a  legitimate  result.  Faithful  and  fearless,  he 
was  never  arrogant  or  disdainful.  It  was  a  pleasure  to  serve  him. 
He  may  have  had  his  faults,  but  in  my  intercourse  with  him  I  could 
not  see  them.  We  can  truly  say,  Happy  is  the  State  which  has  such 
men  for  counsellors  and  judges  I  When  they  leave  us  we  are  bereft, 
indeed. 

REMARKS  OF  MR.  ELIAS  MERWIN. 

Mb.  Chaibmak, — It  is  impossible  for  me  to  add  any  thing  to  the 
just  and  eloquent  tributes  which  have  been  paid  to  Judge  Curtis  by 
the  distinguished  brethren  who  have  preceded  me.  Did  I  consult 
my  own  feelings,  —  feelings  which  you,  Mr.  Chairman,  who  experi- 
enced, through  so  many  years  and  to  so  great  an  extent,  the  con* 
stancy  and  reality  of  his  friendship,  will  not  fail  to  excuse,  —  my 
part  to^ay  would  be  only  that  of  a  sorrowing  silence.  The  charac- 
ter of  Judge  Curtis  was  unique,  but  it  was  complete.    Great  as  were 
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hill  intelleot  and  learning,  he  poflsessed  in  an  equal  degree  those  ster- 
ling personal  qualities  which  give  to  human  friendships  their  charm 
and  value,  and  strength  and  solidity  and  dignity  to  character.  It  is 
true  that  he  did  not  ^  wear  his  heart  upon  his  sleeye,"  but  with  the 
modesty  and  reserve  which  belong  to  the  most  thoroughly  great  and 
genuine  natures,  he  cherished  the  precious  gift  in  a  breast  that  was 
as  pure  and  transparent  as  crystal.  The  waters  were  silent,  but  they 
ran  deep.  The  predominant  traits  of  his  charactei  and  the  controll- 
ing forces  of  his  conduct,  it  always  seemed  to  me,  were  justice, 
charity,  and  truth.  Judicial  in  his  moral  as  well  as  in  his  mental  tem- 
perament, no  considerations  of  expediency  or  self-interest  marred  the 
spotless  integrity  of  his  life.  From  this  characteristic  it  followed 
that  it  teas  impossible  for  him  to  be  a  partisan,  or  that  his  patriotism 
should  ever  be  a  thing  to  be  made  or  marred  by  popular  clamor. 
Generous  but  unostentatious  in  giving,  as  in  every  other  act  and  habit 
of  his  life,  he  likewise  illustrated  that  rarer  and  higher  form  of  char- 
ity, which  thinketh  no  evil.  Detraction  never  fell  from  his  lips,  and 
to  envy  he  was  as  superior  as  to  falsehood.  In  these  respects  he 
seemed  to  dwell  upon  a  serener  height  and  to  breathe  an  untainted 
air.  He  was  incapable  of  uttering  or  acting  any  thing  whijch  he  did 
not  mean,  and,  therefore,  in  his  case,  when  he  did  speak,  it  was 
speech,  rather  than  silence,  that  was  golden.  Some  men  we  honor 
for  the  prompt  indignation  with  which  they  would  repel  and  rebuke 
a  dishonest  suggestion.  Others  there  are,  and  have  been,  to  whom 
it  is  impossible  that  such  a  suggestion  could  be  made.  Judge  Curtis, 
I  think,  was  one  of  these.  The  wonderful  precision  and  accuracy  of 
his  mental  operations,  I  cannot  but  believe,  were  due  in  a  large  meas- 
ure to  the  singular  rectitude  and  force  of  his  character.  No  baser 
metal  thwarted  its  action,  or  caused  the  magnet  to  deviate  ^om  the 
pole. 

In  contemplating  the  character  of  Judge  Curtis,  no  one  can  fail  to 
be  impressed  with  the  beautiful  contrast  presented  by  the  rich  diver- 
sity of  his  great  intellectual  gifts  and  attainments,  and  the  absolute 
simplicity  and  unity  of  his  moral  nature.  In  him  was  exemplified 
that  contradiction  of  traits  which  inspiration  has  depicted  as  the 
highest  type  of  manhood,  —  in  understanding  a  man,  in  malice  a 
child.  In  recalling  that  illustrious  career  at  the  bar  and  upon  the 
bench,  we  are  at  some  loss  to  determine  in  what  department  of  juris- 
prudence he  was  most  accomplished  or  most  distinguished.  Super- 
ficial in  nothing,  he  seemed  in  turn  to  be  equally  master  of  each. 
As  he  threaded  his  way  —  which  he  made  luminous  at  every  step  — 
through  the  intricate  maies  of  some  complex  patent  cause,  it  seemed 
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for  the  time  as  if  this  certainly  was  his  forU  and  province^  pre- 
eminently. But  then  again  his  mastery  of  commercial  and  maritime 
law  was  complete,  and  he  could  expound  and  apply  each  with  a  prao- 
tioal  sagacity  and  facility  which  one  might  suppose  was  due  only  to 
an  experience  that  had  been  gathered  in  the  counting-room  and  upon 
the  quarter-deck.  At  the  same  time  there  was  apparently  no  exigency 
in  human  affairs,  arising  from  accident,  mistake,  or  the  frauds  of 
men,  for  which  his  thorough  familiarity  with  the  principles  and  spirit 
of  equity  jurisprudence  could  not  find  some  relief.  Above  and  b^ 
yond  all  these,  summoned,  as  he  frequently  was,  to  deal  with  the 
graver  and  grander  problems  of  constitutional  and  international  law, 
he,  of  all  others,  by  the  precision  of  his  statement,  the  vigor  of  his 
logic,  the  repressed  fervor  of  his  convictions,  and  the  elevated  tone 
of  his  simple  eloquence,  called  back  for  a  while  the  now  departed 
glories  of  Marshall  and  of  Webster. 

REMARKS  OF  MR.  CYRUS  COBB. 

I  am  impelled  to  speak  for  the  younger  members  of  the  bar.  It 
was  remarked  at  the  former  meeting,  held  immediately  after  his 
death,  that  to  many  Judge  Curtis  seemed  cold  and  distant.  An  un< 
doubted  test  of  an  elderly  man's  heart  is  the  estimation  in  which  he 
is  held  in  the  hearts  of  young  men ;  and  in  this  regard  I  would  bear 
testimony  in  behalf  of  the  young  men,  whom  I,  on  a  recent  occasion^ 
had  the  honor  tb  represent  in  connection  with  Judge  Curtis. 

Last  June  the  first  reunion  of  the  Alumni  of  the  Boston  Univer* 
sity  School  of  Law  occurred.  In  preparing  for  this  event,  the  mem- 
bers of  the  Alumni  sent  invitations  to  the  various  members  of  the 
Faculty,  with  the  request  that  they  respond  to  toasts  to  be  given  at 
the  meeting.  Judge  Curtis,  though  one  of  the  Faculty,  had  never 
been  able  to  ofiSciate  as  such ;  hence  no  personal  relations  had  arisen 
between  him  and  the  students,  and  they  viewed  him  as  one  that 
could  hardly  be  approached.  At  their  request,  however,  I  waited 
upon  Judge  Curtis,  and  made  known  their  desires.  He,  with  pecu- 
liar and  unexpected  urbanity,  expressed  his  regrets  that  he  could 
not  grant  their  request,  explaining  that  he  had  been  forbidden  by 
his  physicians  to  expose  himself  to  the  night  air,  on  account  of  a  dis- 
ease of  the  throat  from  which  he  was  then  suffering.  I  reported  the 
result  of  the  interview  to  my  fellow-students.  Then  the  suggestion 
was  made  that  a  note  from  Judge  Curtis,  to  be  read  at  the  reunion, 
would  be  very  highly  prized,  and  the  wondering  query  was  expressed 
whether  he  would  be  willing  to  write  such  a  note.    I  consented  to 


634  APPENDIX. 

wait  on  Judge  Curtis  again,  with  this  object  in  view.  I  did  so,  and 
the  response,  which  was  in  the  affirmative,  was  gracious  in  the  ex- 
treme. There  was  in  both  interviews,  in  which  conversation  was 
entered  into  by  the  deceased,  a  singular  courtesy  and  kindliness  of 
manner,  imparting  an  indefinable  charm,  which  lingers  with  me  still. 
The  note  was  sent  and  read,  and  will  be  ever  cherished  by  the 
Alumni. 

I  would  further  say,  that  so  strongly  was  Judge  Cnrtis's  largeness 
of  heart  impressed  upon  my  own,  I  felt,  when  I  heard  of  his  death, 
as  if  some  respected  relative  had  departed,  whom  I  had  known  and 
revered  for  years. 

REMARKS  OP  HON.  CHARLES  LEVI  WOODBURY. 

I  had  intended,  Mr.  Chairman,  to  have  refrained  from  saying  any 
thing  to-day,  coming  here  simply  to  listen ;  but  I  cannot  forbear  to 
add  my  tribute  to  the  memory  of  one  whom  I  had  known  for  nearly 
thirty  years,  and  whose  progress  I  had  watched  with  admiration  and 
esteem.    When  Judge  Curtis  came  to  the  bench  of  the  United 
States  it  probably  was  acc<Hnpanied  with  the  unanimous  consent  of 
all  the  bar  of  the  circuit  that  he  was  the  most  fitting  man  to  fill  the 
seat  then  vacant    Before  he  left  the  bench  it  became  my  duty,  as 
dbtrict  attorney,  to  watch  the  proceedings  of  the  court,  and  I  can 
therefore  cheerfully  bear  my  testimony  to  those  merits  which  have 
beeti  acknowledged  on  all  sides.    There  is  one  thing  in  Judge  Cur- 
tis's  personal  character  which  has  been  hardly  dwelt  upon  as  much 
as  it  should  have  been,  and  that  was  that  beneath  the  cold  exterior, 
beneath  the  calm  and  regulated  manner,  there  was  borne  a  heart  as 
warm  and  generous  as  any  man  could  desire  to  be  the  possessor  of, 
true  in  its  instincts,  and  firm  in  its  resolves.    I  have  known  him,  in 
cases  where  he  had  thought  the  judgment  had  fallen  too  hard  upon 
his  client,  to  turn  and  relinquish  every  dollar  of  his  fee,  in  order  to 
soften  the  adverse  blow,  and  that,  too,  without  a  word,  without  any 
open  demonstration,  and  probably  without  anybody  knowing  it  ex- 
cept myself,  his  book-keeper,  and  client.    With  such  knowledge  of 
his  personal  character,  I  think  no  one  can  fail  to  believe,  as  I  believe, 
that  Judge  Curtis  filled  out  the  accurate  calibre  of  a  man,  in  all  its 
fulness  and  fairness.    Of  the  great  loss  his  death  has  caused  to  the 
profession,  to  the  bench,  and  to  those  who  unfortunately  are  involved 
in  litigation,  none  can  refrain  from  admitting.    I  have  no  more  to 
say  than  this,  but  I  have  said  it  simply  to  add  one  single  point  to  the 
well-merited  eulogies  given  by  the  members  of  this  bar. 
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REMARKS  OF  MR.  GAUSTEN  BROWNE. 

Ms.  Ceulibman,  —  I  beg  the  indulgence  of  the  bar  while  I  add  a 
few  words  to  those  expressions  of  respect  and  attachment  with  which 
we  are  now,  as  a  body,  taking  leave  of  oar  late  distinguished  associ- 
ate and  friend.  I  am  sure  we  should  all  be  willing  to  lengthen  out 
the  minutes  of  this  hour,  the  last  in  which  we,  who  knew  him  well, 
knew  him  as  a  class  better  than  any  other  men  did,  can  speak  here 
to  one  another  of  those  qualities  which  we  most  loved  to  contem- 
plate in  him  while  he  lived,  and  shall  most  love  to  remember  in  him 
now  that  he  is  gone.  We  are  in  no  danger  of  being  immoderate  in 
our  speech.  None  of  us  ever  knew  a  man  whose  memory  would 
more  reproach  us  than  his  would  do,  if  for  any  cause  we  should  fall 
into  exaggeration  or  extravagance  in  what  we  have  occasion  to  say. 

In  regard  to  the  character  and  the  foundation  of  Judge  Curtis's 
professional  fame,  I  wish  to  make  but  one  remark ;  and  that  relates 
to  the  completeness  of  his  equipment,  intellectual  and  moral,  for  the 
work  of  his  life.  It  might  not  be  difficult  (it  certainly  would  not  be 
easy)  to  find  a  man  with  as  fine  a  natural  capacity  for  the  acquisition 
and  digestion  of  legal  learning  as  he  had ;  or  a  man  as  comprehen- 
sively and  exactly  read  in  the  law  as  he;  or  a  man  having  his 
knowledge  of  the  law  as  perfectly  in  hand  for  use  on  the  ^<  occasion 
sudden  "  as  was  his ;  or  a  man  of  like  power  of  legal  reasoning,  illus- 
tration, and  expression ;  or  even  a  man  with  the  same  exquisite  habit 
of  mind,  always  calm,  always  vigilant,  always  ready.  But  to  find  a 
man  who  had  all  these  possessions  combined,  and  thus  to  make  good 
the  loss  which  this  bar  and  the  bar  of  the  nation  has  sustained,  would 
be  a  very  difficult  task  indeed.  I  believe  that  the  depth  of  the  im- 
pression which  he  made  as  a  lawyer  upon  the  minds  of  his  time  was 
not  so  much  owing  to  the  degree  in  which  he  possessed  one  or  more 
of  the  cardinal  qualities  I  have  mentioned  as  to  the  fact  that  he  pos- 
sessed them  all,  each  in  first-rate  degree,  and  all  in  perfect  balance 
and  proportion. 

A  young  man,  conung  a  stranger  into  a  large  and  strong  bar  like 
this  (as  I  did  in  the  year  1852,  when  Judge  Curtis  had  just  gone 
upon  the  bench),  is  apt  to  be  deeply  impressed  by  the  marked 
manifestation  on  the  part  of  the  bench  of  certain  moral  qualities, 
which  others,  not  so  anxiously  situated,  might  take  for  granted ;  and 
it  is  of  some  of  these  qualities,  very  conspicuous  in  Judge  Curtis, 
that  I  wish  to  speak. 

He  was  a  very  patient  judge.    I  suppose  he  thought  that  it  was  as 
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much  a  judge's  duty  to  be  patient  as  it  was  to  be  learned,  and  that 
his  possession  of  much  learning  did  not  ezcase  him  from  the  obliga- 
tion of  patience  towards  those  who  had  less.  And,  in  his  case,  I 
early  observed  that  whatever  enconragement  or  exhilaration  a  yoang 
advocate  might  miss  in  the  frigid  and  reserved  and  distant  manner 
which  was  maintained  by  the  bench,  was  more  than  made  up  by  the 
steadiness  conferred  upon  the  speaker  by  the  quiet  and  courteous 
attention  with  which  he  was  listened  to  from  the  beginning  to  the 
end  of  what  he  had  to  say.  If  a  young  advocate  happened  to  be 
making  bad  work  of  it,  he  was  at  any  rate  not  helped  downward  by 
the  slightest  manifestation  of  weariness  or  vexation  from  the  bench. 

He  was  a  perfectly  impartial  judge.  If  we  are  to  speak  of  this 
trait  in  its  highest  aspect,  we  cannot  do  better  than  to  apply  to  Judge 
Curtis  the  language  which  he  himself  applied  to  another  distinguished 
jurist  of  this  bench  (I  mean  —  and  I  delight  in  this  brief  opportunity 
of  doing  him  honor — Mr.  Justice  Sprague)  on  the  occasion  of  his  re* 
tirement  from  judicial  life  :  ^  The  bar  have  found  in  you  that  abso- 
lute judicial  impartiality  which  can  only  exist  where  an  instructed 
and  self-reliant  intellect  is  joined  to  a  tender  and  vigilant  conscience 
and  a  firm  will."  Not  a  word  can  be  spared  from  this  definition.  It 
was  all  true  of  Judge  Sprague.  It  was  all  true  of  his  judicial  comrade, 
Judge  Curtis.  We  may  assume  now  that  all  judges  mean  to  be  impar- 
tial, as  it  is  here  defined.  But  it  is  not  possible  that  all,  or  more  than 
a  very  few,  should  have  an  intellect  at  once  instructed  and  self- 
reliant,  and  a  conscience  at  once  tender  and  vigilant,  as  well  as  a  firm 
will;  and  without  them  all,  it  is  most  true  that  absolute  judicial 
impartiality,  to  be  useful  to  the  world  as  well  as  meritorious  in  its 
possessor,  cannot  exist 

He  was  an  absolutely  independent  judge,  —  independent  not  only 
in  conduct,  so  that  in  his  judicial  seat  he  neither  feared  nor  favored 
any  man,  but  by  natural  sentiment,  so  that  he  could  be  and  was 
single-minded,  having  no  ends,  large  or  small,  to  accomplish,  outside 
of  and  apart  fi'om  the  great  end  of  doing  justice.  He  had  an  ambi- 
tion, of  course,  to  command  the  respect  of  his  contemporaries  and  to 
make  himself  a  lasting  reputation  as  a  wise  and  learned  judge ;  but 
he  had  no  judicial  ambition  beyond  this.  How  he  would  appear, 
what  people  would  say,  how  his  or  anybody's  personal  feeling  would 
be  affected  if  he  decided  thus  or  thus,  were  thoughts  of  which  he  was 
simply  incapable.  He  was  that  kind  of  man  that  could  not  lower 
himself  to  entertain  such  considerations.  The  result  of  the  possession 
and  steady  exercise  of  this  principle  or  instinct  of  independence  was 
to  make  the  administration  of  the  law  in  his  court  profoundly  re- 
spected« 
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Patient,  impartial,  independent,  posseBsing  these  three  qualities  in 
absolute  perfection,  he  might  have  been  much  leas  able  and  much  less 
learned  than  he  was,  and  stUl  have  been  a  judge  whose  time  we 
oould  look  back  upon  with  pride  and  gratitude. 

After  Judge  Curtis's  return  to  the  bar,  I  enjoyed  frequent  profes- 
sional intercourse  with  him,  mostly  as  his  colleague ;  and  it  was  in 
this  relation  of  senior  counsel  that  I  find  much  to  remember  with 
peculiar  interest  and  admiration.  It  was  here  that  the  characteristics 
I  have  mentioned,  of  his  holding  his  power  calmly  in  reserve  and 
letting  it  forth  in  full  strength  at  the  instant  it  was  called  for,  and 
hb  having  his  learning  always  ready  in  hand  for  use  as  the  occasion 
sudden  might  require,  made  him  so  supremely  valuable  to  a  junior 
associate.  He  was  patient  and  courteous  in  consultation  with  him ; 
generous  in  giving  him  his  opportunity  in  the  trial  or  hearing  of  the 
cause ;  considerate  and  forbearing  towards  his  mistakes ;  ready,  on 
occasion  of  his  successes,  with  words  of  commendation,  very  few, 
very  appropriate,  and  (it  could  never  be  doubted)  perfectly  sincere. 
Towards  the  court  he  maintained  a  dignified  courtesy  which  was  so 
perfect  as  to  be  a  model.  The  principles  by  which  he  guided  his 
conduct  towards  the  court  were  the  highest.  He  was  incapable  of 
abusing  the  trust  which  every  court  must  put  in  its  counsellors*  In 
matters  pertaining  to  this  trust,  he  walked  in  the  light  of  a  "  tender 
and  vigUant  conscience "  as  well  as  an  ^instructed  and  self-reliant 
intellect,"  and  neither  did,  advised,  nor  permitted  any  thing  which  did 
not  at  the  time  stand  approved  by  that  scrutiny. 

I  would  fain  linger  for  a  moment  on  one  .or  two  traits  which 
marked  Judge  Curtis  in  his  private  intercourse  with  his  friends. 
You  can  bear  witness,  Mr.  Chairman,  that  none  who  did  not  know 
him  at  home  knew  him  at  all.  He  was  indeed  (how  strange  it  seems 
to  us  who  so  knew  him,  that  it  should  surprise  anybody  I)  a  very 
warm-hearted,  tender-hearted  man.  He  prized  the  affection  of  his 
friends.  He  relied  much  upon  it  for  his  enjoyment  of  life.  It  might 
be  truly  said  of  him  that  the  friends  he  had,  and  their  adoption  tried, 
he  grappled  them  to  his  soul  with  hooks  of  steel.  He  sympathized 
readily  and  tenderly  in  their  distresses,  and  testified  that  sympathy 
by  many  and  many  an  act,  very  fragrant  in  the  memory  now,  but  of 
which  he  never  spoke.  I  must  resist  the  temptation  to  dwell  longer 
on  such  recollections.  One  more  thought  let  me  express  before  I 
take  my  seat. 

Others  may  have  left  as  much,  nay,  in  some  respects,  perhaps, 
more  than  he  did,  to  command  the  admiration  of  us,  the  younger  men 
of  this  bar;  but  no  one  has  left  us  so  much  that  we  could  safely  and 
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reasonably  imitate.    If  we  shall  do  so  sncoessfolly,  we  shall  do  honor 
to  onrselves  and  to  oar  profession. 

REMARKS  OF  HON.  RICHARD  H.  DANA,  JR. 

Mb.  Chairman,  —  I  had  not  the  fortune  to  know  Jndge  Cartis 
privately,  well.  I  can  therefore  only  speak  as  to  that  side  of  his 
character  which  was  presented  to  the  public  And  erery  thing  has 
been  so  well  said  that  I  should  not  rise  were  it  not  that  I  am  unwil- 
ling to  lose  an  opportunity  of  at  least  attempting  to  express  my  own 
sense  of  what  every  one  here  feels. 

Seeing  you,  sir,/ reminds  me  of  the  first  time  I  heard  Judge  Curtis, 
when  he  was  at  the  age  of  thirty-three,  in  the  trial  of  the  great  case 
of  the  Overseers  of  the  Poor  of  Boston  against  certain  proprietors 
of  lands  in  the  city.  It  was  a  great  cause,  from  the  amount  involved, 
from  the  principles  necessary  to  be  passed  upon,  and  from  the  emi- 
nence  of  the  counsel  engaged  in  it,  of  whom  I  now  recall,  besides 
yourself,  Charles  Loring,  Judge  Fletcher,  and  Mr.  Curtis,  the  young- 
est of  the  counsel.  I  mention  it,  because  I  know  you  will  agree 
with  me  that  he  then  made  a  deep  and  lasting  impression  upon  the 
bar  and  the  bench.  It  is  no  breach  of  confidence,  I  suppose,  for  me 
to  say  that  at  the  close  of  one  day's  great  debate,  at  Mr.  Loring^s 
office,  where  I  was  a  student,  one  of  the  counsel  said,  *^  That  young 
man  ought  to  be  Chief  Justice  of  Massachusetts."  Mr.  Loring  re- 
plied, '^  There  is  no  coui*t  in  Christendom  he  is  not  fitted  now  to  preside 
over."  This  was  a  great  deal  to  be  said  of  so  young  a  man,  and  by 
such  an  authority  as  Mr.  Loring;  but  I  do  not  think  any  large  deduo- 
tion  need  be  made  from  it  by  those  who  have  watched  Mr.  Curtis's 
career  to  its  close. 

About  twenty-two  years  ago,  the  bar,  the  political  world,  and  the 
public  were  extremely  excited  by  the  Fugitive  Slave  trials.  There 
was  a  strong  tide  setting  for  the  conviction  of  the  rescuers.  I  felt 
deeply  on  the  subject  on  account  of  my  political  opinions,  and  as 
counsel  in  the  cases.  Judge  Curtis  presided.  I  regretted  deeply  the 
conclusions  to  which  he  had  arrived  on  the  law.  I  knew  he  would 
conduct  t)ie  trials  with  impartiality.  What  I  now  wish  to  say  is 
that  I  felt  then,  and  have  felt  ever  since,  that  there  was  in  the  con- 
duct of  those  trials  more  than  passive  impartiality.  There  was,  on 
his  part,  an  affirmative  determination  that  the  trial  should  be  had 
with  absolute  fbimess.  At  a  critical  stage  of  one  case,  he  volunteered 
a  suggestion  in  favor  of  the  accused  as  to  the  weight  of  testimony, 
which,  I  think,  in  the  measuring  oast,  secured  the  verdict  of  acquittal. 
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And  they  who  remember  how  things  then  stood  at  Washington  in 
those  days  will  see  the  force  of  the  suggestion  that  Judge  Curtis  had 
not  been  confirmed  by  the  Senate,  but  was  acting  upon  an  executive 
appointment,  made  during  a  recess  of  the  Senate. 

As  I  knew  but  little  of  Judge  Curtis  privately,  I  can  only  speak  of 
him  as  his  constitution  and  temperament  were  a  kind  of  study  to  a 
spectator  who  respected  him  as  much  as  I  did.  I  think  I  am  not 
wrong  in  the  belief  that  from  the  earliest  he  exercised  over  himself 
an  extraordinary  command,  and  enforced  a  constant  mental  and 
moral  self-discipline.  I  think,  perhaps,  we  may  say  that  in  the  small* 
est  matters  and  in  his  social  relations  he  held  a  kind  of  court  within 
himself,  and  weighed  evidence  and  settled  the  principles  applicable 
to  the  case,  before  he  allowed  himself  to  express  an  opinion,  or  say 
any  thing  that  might  affect  the  rights  or  feelings  of  any  man.  An  ex- 
aggeration was  to  him  an  untruth ;  and  he  would  have  felt  himself 
dishonored  if  he  said  more  than  was  necessary  at  any  time  on  any 
subject.  Enough,  perhaps,  has  been  said  already  on  the  subject  of 
Judge  Curtis's  precision  and  conciseness.  It  would  be  presumption 
for  me  to. pass  judgment  upon  his  higher  powers,  his  instincts  or  his 
qualities  as  a  jurist,  but  I  certainly  may  express  the  admiration  I  felt, 
beginning  with  the  trial  I  have  spoken  of,  for  his  power  of  condensed 
statement,  —  a  power  which  none  could  appreciate  so  well  as  those 
who  had  prepared  themselves  upon  the  same  subject.  And  whenever 
I  have  heard  Judge  Curtis  state  his  propositions  on  a  subject  which  I 
had  myself  made  a  matter  of  study,  I  listened  to  it  with  something  of 
that  surprise  and  delight  with  which  one  who  has  labored  through 
the  slow  and  repetitious  processes  of  arithmetic  sees  his  work  done 
before  his  face  by  the  methods  and  signs  of  algebra.  I  think,  though 
relative  criticism  is  rarely  well,  it  would  be  no  disparagement  to  the 
members  of  any  bar  in  America  to  say  that  for  condensed  statement 
he  has  not  left  his  superior;  and,  brethren,  speaking  of  our  own  bar, 
were  it  not  that  the  presiding  officer  of  this  meeting  is  still  active 
among  us,  we  might  safely  say  that  in  that  respect  he  has  not  left  his 
equal. 

At  the  elope  of  Mr.  Dana's  remarks,  the  Beport  of  tho  Commit- 
tee was  unanimously  adopted. 
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CIRCUIT  COURT  OF  THE  UNITED  STATES. 

DISTRICT    OF   MASSACHUSETTS. 

MAY   TERM,    1874. 


HONORABLB    NATHAK  CLIirORD,   ABSOOUn    JUSHCB  Of    TffI    SUPIU 
COURT  or  TUB  UNITBD  8TATBS,  ASSIGMBD  TO  TEB  FIB8T  CIBCUIT ; 

HONORABLB  GBORGB  F.  SHBPLBT,  CIRCUIT  JUDGB  01  TEB  UNITBD  STATBS, 
rntST  JUDICIAL  CIRCUIT; 

HONORABLB  JOHN  LOWBLL,  DISTRICT  JjfOOM  Of  THB  UNIXBD  8TATB8  DIS- 
TRICT Of  1IA88ACHU8BTT8 

The  District  Attorney  addressed  the  court  as  follows :  — 

Mat  it  please  toub  Hohobs,  —  When  the  sad  intelligence  of 
the  death  of  Judge  Curtis,  coming  over  the  wires,  was  announced  to 
the  court  upon  the  day  of  his  decease,  Mr.  Justice  Shepley,  who  was 
presiding,  at  once  directed  the  court  to  be  adjourned.  Upon  the 
day  of  the  funeral  the  court  also  adjourned,  that  the  members  of  the 
bar  might  attend  the  services,  and  that  they  might  hold  a  meeting  to 
take  such  action  as  should  be  deemed  proper  upon  the  occasion  of 
his  decease.  That  meeting  was  attended  in  unusual  numbers  by 
members  of  the  bar  from  every  district  in  this  circuit,  and  from  other 
districts,  all  profoundly  penetrated  with  undissembled  sorrow  at  the 
death  of  their  distinguished  brother,  leader,  and  friend ;  and  eminent 
counsellors  from  the  great  metropolis  gave  utterance  to  their  common 
sympathy  with  the  members  of  this  bar  and  the  profession  everywhere 
at  the  great  loss  which  the  country  had  sustained  in  the  death  of  Mr- 
Curtis.  At  that  meeting  a  Committee  was  appointed,  to  report  at  an 
adjourned  meeting  the  sentiments  of  this  bar  upon  the  occasion  of 
the  death  of  Mr.  Curtis.  That  adjournment  has  been  held  this  morn- 
ing, and  the  expressions  of  the  sentiments  reported  by  the  Committee 
were  adopted ;  and  in  accordance  with  the  custom  of  this  bar,  the 
attorney  of  the  United  States  has  been  requested  to  present  them  to 
the  Court,  and  to  ask  to  have  them  spread  upon  its  records.  In  com- 
pliance with  this  request,  and  also  moved  by  the  deepest  admiration 
for  the  unsurpassed  ability  and  attainment  of  the  decease^,  as  a  law- 
yer, judge,  and  jurist,  and  with  the  highest  respect  for  his  professional, 
judicial,  and  personal  character,  I  respectfully  request  of  your  Honors 
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that  these  expressions  of  the  sentiments  of  the  bar,  after  they  have 
been  read  by  the  chairman  of  the  Committee,  may  be  extended  upon 
the  records  of  the  court. 

Hon.  Benjamin  F.  Thomas,  Chairman  of  the  Conunittee  of  the 
Bar,  read  the  expression  of  the  sentiments  of  the  bar,  as  reported  by 
the  Committee  and  unanimously  adopted  at  the  bar  meeting. 

Mr.  Sidney  Bahtlett  addressed  the  court  as  follows :  — 

*'May  it  pleasb  toub  Honobs,  —  The  resolutions  drawn  up  and 
presented  by  the  chairman  of  the  Committee  express  in  a  truthful  and 
I  think  not  exaggerated  form  the  estimate  in  which  Judge  Curtis 
was  held  by  his  associates  of  this  bar.  It  is  now  forty  years  since 
he  removed  to  this  city  and  began  here  his  professional  life.  During 
nearly  that  entii*e  period,  relations  the  most  friendly,  perhaps  I  may 
say  intimate,  have  subsisted  between  him  and  myself.  I  cannot, 
therefore,  suffer  him  to  pass  away  without  uttering  my  vain  regrets, 
nor  without  briefly  stating  some  of  the  features  of  his  mind  and  char* 
acter  by  which  he  won  and  deserved  the  great  eminence  to  which  he 
attained,  —  the  profound  respect  and  regard  in  which  he  was  held. 
To  those  who  hold  that  intellectual  qualities  are  usually  to  be  traced 
to  a  preceding  generation,  I  have  too  scanty  means  to  furnish  infor- 
mation. That  he  was  the  son  of  a  mother  of  great  intelligence  and 
of  the  highest  womanly  virtues,  is  known  to  me;  and  among  his  col- 
lateral  kindred  was  one,  recently  departed,  who,  in  addition  to  hui 
many  other  virtues  and  accomplishments,  stood  among  the  foremost 
in  the  field  of  letters,  —  the  author  of  the  '*  History  of  Spanish  Lit- 
erature.'' Of  his  earliest  training  nothing  can  be  known  beyond  the 
circle  of  his  home;  but  his  life  in  college  gave  token  of  his  high 
faculties,  and  his  career  in  the  law  school  at  Harvard,  under  the 
charge  of  the  learned,  acute,  and  able  Ashmun,  drew  the  attention  of 
his  instructor  and  of  his  classmates,  and  led  to  the  firm  anticipation 
of  his  future  success.  So  much  by  tradition  was  known  of  Judge 
Curtis  by  his  brethren  when  he  became,  in  18d4,  a  member  of  this 
bar;  and  from  that  period  until  his  death  he  has  walked  before  uf^, 
his  conduct  and  qualities  are  personally  known  to  us,  and  we  can 
speak  of  them  truthfully  with  such  discrimination  as  our  recent  loss 
and  the  deep  regard  in  which  we  held  him  permit. 

As  the  result  of  this  retrospect,  I  feel  confident  it  may  be  said  that 
the  great  distinction  attained  by  Judge  Curtis  was  in  his  mastery  of 
the  common  law*    I  do  not  mean  to  say  that  with  a  mind  so  wide  as 
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hiB,  and  Alliog  the  great  judicial  position  he  did»  he  failed  to  beoome 
familiar  with  the  rulee  and  principles  of  equity  jurisprudence ;  nor 
that,  like  some  admirars  of  the  common  law,  ho  held  that  admirable 
system  in  disesteem.  Whoever  will  peruse  his  recorded  judgments 
will  find  how  thoroughly,  when  the  occasion  arose,  he  mastered,  and 
how  acutely  and  comprehensively  he  applied  those  principles ;  but,  if 
I  mistake  not,  he  may  also  find  slight  though  not  disfiguring  traces  of 
a  mind  thoroughly  imbued  with  the  prineiples  of  the  common  law, 
and  which  that  common  law  had  moulded.  In  this  his  favorite 
science,  he  had  among  us  no  superior  and  but  few  equals.  But  legal 
scholarship,  however  wide  and  thorough,  might,  without  the  addition 
of  his  other  marked  qualities,  have  limited  him  to  the  life  of  an 
author  and  a  student;  furnishing,  through  his  pen,  thoughts  and 
principles,  the  weight  and  value  of  which,  in  their  practical  applica- 
tion, must  be  found  and  wrought  out  by  others.  Had  he  lacked  the 
power  of  giving  weight  to  his  words  by  the  mode  of  their  utterance, 
he  could  hardly  have  attained  distinction  at  the  bar ;  but  he  added 
to  his  other  learning  a  familiar  acquaintance  with  the  beauties  and 
the  strength  of  the  tongue  he  spoke,  and  from  them  he  formed  for 
himself  a  style  of  surpassing  simplicity  and  power.  The  clothing  he 
thus  gave  his  thought,  striking  as  it  was,  would,  with  the  thought 
itself,  have  failed  of  its  true  effect,  if  he  had  not  added  to  it  a  clear- 
ness of  statement  and  a  rigorous  logic  that  I  have  .rarely  known  to  be 
excelled.  Quick  in  his  perceptions,  he  had  also  a  power  of  memory 
which  was  almost  wonderful.  I  recollect  to  have  heard  him  state 
that  when  he  had  finished  the  study  of  Stephen  on  Pleading,  he 
found  himself  aUe,  without  recurrence  to  the  book,  to  state  in  their 
order  every  proposition  it  contained.  It  is  possible  that  his  severe 
training  in  the  common  law  may  be  supposed  by  some  to  have  made 
his  mind  too  highly  technical ;  but  if  this  were  so,  it  would  be  difficult 
to  point  out  an  occasion  where  in  professional  or  judicial  life  it 
effectively  obscured  his  vision  of  the  r^t,  or  narrowed  the  breadth 
of  his  view. 

We  are  too  near  the  period  of  the  nation's  great  struggle  to  expect 
a  uniform  concurrence  in  the  estimate  to  be  fi>rmed  of  Judge  Cur- 
tis's  merits  as  a  student  and  expositor  of  the  Gonslitution.  It  has 
sometimes  been  said  that  sound  and  broad  views  of  constitutional 
law  require  in  addition  to  the  powers  of  a  jurist  those  of  a  states- 
man familiar  with  the  actual  administration  of  the  government,  as 
well  as  a  thorough  knowledge  of  its  early  history.  Judge  Curtis  held 
no  political  office  except  for  a  short  period  when  he  was  a  member  of 
the  State  legislature.    He  took  no  part  in  what  is  usually  termed  the 
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administration  of  the  goyemment,  State  or  nsdonal ;  bnt  whereso- 
ever, in  civil  controversies,  he  was  called  on  to  determine  the  rights 
of  parties  to  property  or  estate  ander  the  Constitution,  it  is  believed 
there  is  a  complete  concurrence  in  the  estimate  of  the  strength  and 
sonndness  of  his  views.  Whatsoever  may  be  the  difierenoe  of  opinion 
as  to  the  merits  and  conclusiveness  of  his  arguments  or  judgments  on 
questions  of  constitutional  law,  involving  political  considerations,  few, 
I  think,  can  peruse  his  address  to  the  Senate,  in  the  case  of  the  im- 
peachment of  Prendent  Johnson,  and  his  admirable  judgment  in  the 
Dred  Scott  case,  without  conceding  that  he  had  thoroughly  studied 
the  Constitution,  was  familiar  with  the  history  of  our  governments. 
State  and  national,  and  that  on  the  powers  he  exhibited  on  both 
those  occasions  may  well  be  rested  his  reputation  as  a  constitutional 
lawyer,  a  jurist,  and  an  advocate. 

I  have  thus  stated  to  your  Honors  the  estimate  in  which  the  char- 
acter, capacity,  and  learning  of  our  friend,  as  a  lawyer,  whether  ex- 
hibited at  the  bar  or  on  the  bench,  must,  I  think,  be  held  by  those 
who  knew  him.  With  what  clearness,  vigor,  courtesy,  and  fairness 
these  faculties  were  applied  at  ntst  prtus  is  known  to  us  all.  No 
counsel  or  client  could  have  ever  left  his  court,  whatsoever  might 
have  been  the  issue,  without  feeling  assured  that  bis  cause  had  been 
disposed  of  ably,  carefully,  and  without  bias. 

As  a  citizen,  as  a  man  filling  the  relations  of  domestic  and  of  social 
life,  Judge  Curtis  was,  I  think,  less  widely  known.  Not  that  he  held 
aloof  from  affairs  of  public  interest,  nor  that  he  failed  to  form  and  to 
express  to  those  who  sought  them,  his  views  and  judgment  upon  the 
important  events  or  questions  of  his  day ;  but  he  had  an  inherent  dis- 
inclination to  be  publicly  and  actively  engaged  in  giving  efieot  to  the 
results  of  his  careful  thought  on  public  topics,  and  contented  himself 
with  communicating  and  discussing  the  same  with  those  with  whom 
he  was  familiar.  Of  his  bearing  and  the  mode  in  which  he  filled  the 
relations  of  private  life,  it  is  difficult  for  me  to  speak  measoredly.  It 
was  obvious  to  those  who  knew  him  best  that  his  whole  life  was  a  life 
of  discipline.  Grave  almost  to  a  fault,  unless  life  is  to  be  exclusively 
devoted  to  serious  purposes,  he  yet  carried  with  him  a  heart  capable 
of  the  widest  and  most  generous  sympathies,  but  which  was  careful 
not  to  suffer  itself  to  be  led  astray  by  false  or  exaggerated  sentiment. 
Thus  constituted,  he  carefully  fulfilled  the  duties  of  life,  but  not  to 
the  exclusion  of  cordial  and  intimate  friendships,  the  memory  of 
which  will  be  a  melancholy  pleasure  to  many  beyond  the  professional 
circle.  A  few  lines  occur  to  me  at  this  moment  which  admirably,  I 
think,  sam  up  the  character  of  Judge  Curtis :  — 
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« Though  deep,  yet  dear;  though  gentte,  yet  not  doll ; 
Strong  without  rage ;  without  o'erflowing,  fUI." 

May  it  please  yoar  Honors,  —  oar  associate  is  lost  to  ns.  The 
ranks  close  up.  In  the  firm  step  and  manly  bearing  of  the  column 
which  presses  on  may  be  had  the  assurance  that  soon  other  talent, 
other  learning  and  discipline  will  be  found  to  scale  the  eminences  of 
the  law ;  but  to  those  who,  side  by  side  with  him,  have  been  so  long 
engaged  in  the  contests  of  the  profession,  may  be  permitted  the  trite, 
melancholy,  but  not  thoughtless  exclamation,  We  shall  not  look  opon 
his  like  again ! 


REPLY  OP  THE  COURT. 

Mr.  Justice  Clutosd  replied  to  the  Address  of  the  Bar  as  fol- 
ows:  — 

GsiTTLBMEir  OF  THE  Bab,  —  Of  all  tho  lessons  of  life,  the  most 
solemnly  instructive  is  death,  as  the  lesson  of  death  accords,  in  its 
teachings,  with  the  substance  of  the  divine  admonition  that  the  great 
aim  of  •man  here  should  be  to  prepare  for  his  own  well-being  in  the 
life  to  come.  Bereavements  which  sever  even  the  dearest  ties  of  love 
and  friendship  are  of  constant  occurrence,  and  they  should  admonish 
the  bereaved  that  it  "  is  not  all  of  life  to  live,  nor  all  of  death  to  die,*^ 
as  man  should  live  to  fulfil  the  law  of  his  Creator,  and  to  promote  as 
well  as  he  may  all  the  great  ends  of  his  being,  and  should  never  for- 
get that  his  works  will  follow  him  into  the  spirit  world.  Admoni- 
tions of  the  kind  have  more  than  once;  since  the  presiding  justice 
came  into  the  court,  been  addressed  to  the  members  of  this  bar, 
when  they,  as  now,  have  been  called  to  mourn  the  loss  of  some  one 
of  the  most  eminent  and  highly  esteemed  of  their  present  or  former 
associates.  Experience  shows  that  none  are  exempt  from  the  sen- 
tence, as  it  applies  to  the  whole  human  family  without  regard  to  sta- 
tion, attainment,  or  usefulness. 

Tour  most  polished  and  eloquent  orator  bowed  to  the  inexorable 
doom,  within  the  period  mentioned,  while  yet  in  the  midst  of  his  use- 
fulness, and  the  great  magistrate  of  your  State  obeyed  the  dread 
summons  only  a  few  years  later ;  and,  more  recently,  the  great  philan- 
thropist of  the  country,  who  at  one  time  was  the  reporter  of  the 
decisions  of  the  most  learned  judge  who  ever  presided  over  the  de- 
liberations of  this  court,  followed  his  eminent  patron  to  the  grave. 
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Webster  also  is  gone,  though  he  died  at  an  earlier  period,  and  yet 
the  demands  of  the  Destroyer  are  not  satisfied. 

Such  vacancies  unqnestionably  served  to  weaken  for  the  time  th0 
power  and  influence  of  your  circle,  but  it  still  embraced  one  of  the 
eminent  leaders  of  the  American  bar.  Better  evidence. need  not  be 
required  than  is  exhibited  in  the  assemblage  here  convened,  that 
death  has  again  invaded  your  ranks ;  and  the  appropriate  resolutions 
presented  in  behalf  of  the  bar  announce,  what  was  but  too  well-known 
before,  that  you  are  now  called  to  mourn  the  loss  of  your  distin- 
guished leader,  of  whom  it  may  be  properly  said,  he  had  no  living 
superior  at  the  American  bar.  Equals,  undoubtedly,  he  had,  who 
still  survive  to  honor  and  adorn  the  record-roll  of  the  legal  profession, 
yet  it  may  nevertheless  'be  safely  affirmed  that  your  deceased  brother 
had  no  living  superior  practising  in  the  Federal  Courts,  without  fear 
of  contradiction  from  the  bench  or  bar.  You  have  assembled  to  ex- 
press your  sorrow  for  the  loss  which  the  bar  of  this  court,  and  of  the 
country  everywhere  have  sustained  by  the  decease  of  our  lamented 
brother,  and  to  pay  appropriate  honors  to  his  memory,  and  the  court 
is  here  to  mingle  their  sorrows  for  the  great  bereavement  with  those 
of  the  bar,  and  to  unite  and  co-operate  with  the  bar  in  such  proceed- 
ings as  they  may  deem  it  proper  to  adopt  on  the  occasion,  and  to 
comply  with  their  request  that  their  proceedings  may  be  entered  in 
the  records  of  the  court.  Death  having  removed  from  your  circle, 
and  from  the  extended  sphere  of  his  professional  employment,  an 
associate  so  distinguished,  and  with  whom  you  have  so  long  main- 
tained such  intimate  social  and  professional  relations,  it  is  eminently 
fit  and  proper  that  you  should  pause  in  the  midst  of  your  usual  avoca- 
tions, and  give  public  expression  to  your  sense  of  the  great  loss  you 
have  sustained,  and  to  the  profound  respect  and  veneration  you  enter- 
tain for  the  private  virtues  and  distinguished  professional  services  of 
the  eminent  jurist  whose  earthly  career  is  now  closed  for  ever.  In- 
fluenced by  such  considerations,  the  court  cordially  approves  the 
resolutions  presented  in  your  behalf,  and  unhesitatingly  assures  the 
members  of  the  bar  that  they  do  heartily  unite  with  them  in  respond- 
ing to  the  sentiments  which  the  resolutions  so  appropriately  express. 

Such  a  manifestation  of  the  sense  of  the  great  loss  which  has  been 
sustained  by  the  decease  of  our  esteemed  brother  is  no  more  than 
what  is  fitting  on  the  occasion,  and  entirely  accords  with  our  own 
views  and  feelings  upon  the  subject. 

More  than  forty  years  have  elapsed  since  he  commenced  his  career 
at  the  bar,  and  yet  it  may  not  be  amiss  to  remark  that  he  came  into 
the  legal  profession  without  any  deficiencies  to  supply  in  his  prepara- 
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tory  education,  and  that  the  biatorj  of  the  time  shows  that  he  enttfed 
at  once  into  a  saccessf al  and  remunerative  practice. 

Competition  at  the  State  bar  was,  perhaps,  never  greater  than  at 
that  period,  as  the  ranks  of  the  profession  were  filled  with  men  of 
great  legal  learning,  erudition,  and  experience,  but  all  admit  that  be 
was  eminently  successful  in  every  point  of  view  which  evidences  the 
rising  prospects  of  the  younger  members  of  the  profession.  Day  by 
day  his  reputation  as  a  sound  lawyer  and  successful  advocate  in- 
creased throughout  the  whole  period  of  his  professional  life  which 
preceded  his  elevation  to  the  beneh  of  the  Supreme  Court  of  the 
United  States. 

Years  before  that  event  occurred  he  was  second  to  none  of  his 
associates,  except  the  great  leaders  of  the  bar,  such  aa  Webster  and 
Mason,  all  of  whom,  with  one  accord,  upon  the  decease  of  the  late 
Mr.  Justice  Woodbury,  joined  with  the  other  members  of  the  bar  in 
presenting  his  name  to  the  President,  to  fill  the  vacancy  created  by 
the  decease  of  that  distinguished  jurist.  Appointed  to  that  ben^ 
as  it  were,  by  common  consent,  and  carrying  with  him  into  the  court 
the  fruits,  not  only  of  his  excellent  early  training,  but  of  the  untiring 
studies  of  his  riper  experience,  his  success  in  that  new  and  responsi- 
ble sphere  of  duty  was  not  a  matter  of  surprise  to  any  of  his  old  aa- 
sociates,  as  all  well-informed  persons  knew  that  he  possessed  good 
health,  and  an  active,  vigorous,  and  logical  mind,  well  stored  with 
legal  knowledge  and  erudition,  as  the  fruits  of  patient  industry  and 
long  and  active  experience  at  the  bar ;  nor  were  the  public  expecta- 
tions disappointed,  as  the  result  showed  that  he  was  able  to  meet 
every  demand  upon  the  station,  whether  it  had  respect  to  the  per- 
formance of  the  varied  and  responsible  duties  it  imposed,  or  to  the 
dignity  of  the  office,  or  to  the  elevation  of  the  individual  character  of 
the  incumbent.  Throughout  the  comparatively  brief  period  of  his 
judicial  life,  his  opinions  delivered  in  the  Supreme  Court  are  published 
in  the  volumes  of  that  period,  which  also  contain  the  opinions  de- 
livered by  all  his  learned  associates,  and  it  is  no  more  than  just  to  say 
that  his  opinions  compare  f  av<Hrably  with  the  opinions  delivered  within 
the  same  period  by  the  other  members  of  the  Supreme  Court.  Con- 
sidered as  a  whole,  they  are  characterized  by  a  clear  statement  of  the 
facts  of  the  case,  and  by  an  accurate  appHeation  ol  sound  principles  of 
law  to  the  well-ascertained  state  of  the  case.  Consequently  his  judg- 
ments remain  undisturbed,  and,  it  would  seem^  must  ever  remain  as 
safe  precedents  and  correct  exporitions  of  law,  as  i4[>plied  to  the  eases 
then  before  the  court.  Two  v^umes  of  his  opinions,  delivered  im  the 
Circuit  Court,  have  also  been  published^  and  Uiose  decisiona  are  every- 
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where  admitted  to  be  of  great  value  to  all  whose  duty  it  is  either  to 
diacuM  or  decide  legal  or  constitutioiial  questiona. 

Complete  auocess  attended  him  as  a  judge  in  the  performance  of 
all  his  dotiee  while  he  remained  on  the  bench,  and  many  of  his  friends 
were  much  disappointed  when  he  resigned  his  seat  to  resume  the 
practice  of  the  profession  which  he  relinquished  when  he  accepted 
the  commission  of  Associate  Justice  of  the  Supreme  Oourt.  Deep 
regrets  undoubtedly  were  felt  by  many  at  his  decision,  but  no  one 
erer  qaestioned  hi^  right  to  resign,  and  pursue  a  more  lucrative  em- 
ployment, as  the  compensation  of  a  Supreme  Court  judge  at  that 
period  was  quite  small  when  compared  with  the  remuneration  which 
a  jurist  of  his  acquirements  and  experience  might  reasonably  expect 
to  receive  from  a  full  practice*  Friends  left  behind  him  Imow  full 
well  that  he  more  than  once  remarked  that  it  was  the  duty  he  owed 
to  his  family  that  induced  him  to  resign,  which  is  certainly  a  motive 
that  all  are  bound  to  respect.  Eminently  successful  though  he  was 
as  a  judge,  it  is  nevertheless  true  that  his  highest  eminence  and  wid^ 
est  reputation  were  acquired  in  his  forensic  displays  as  a  lawyer  and 
advocate,  and  in  one  respect  his  reputation  derived  from  that  source 
18  as  peculiar  as  it  is  exalted  and  resplendent. 

Other  living  examples  of  the  kind  there  are,  but  they  are  few,  where 
a  judge  of  a  high  court  has  been  able  to  leave  the  bench  and  resume 
the  practice  of  the  law,  and  find  himself  able  to  win  new  professional 
honors  beyond  what  were  accorded  to  him  before  his  elevation,  and 
to  secure  and  retain  for  a  long  period  a  much  increased  and  greatly 
more  lucrative  practice  than  he  enjoyed  before  he  aooepted  the  sta- 
tion from  which  he  subsequently  retired.  Instances  are  certainly 
more  frequent  where  the  retiring  judge,  though  he  left  the  bench 
with  high  expectations  of  renewed  professional  success,  has  either 
fallen  a  prey  to  some  lurking  disease,  and  become  incapable  of  pro- 
tracted mental  exertion,  or  lived  to  find  that  all  his  hopes  of  profes^ 
iional  preferment  were  vain,  and  finally  to  linger  out  an  existence 
rendered  unhappy  by  chagrin  and  disappointment  that  younger  men 
than  himself  have  succeeded  to  the  fruition  of  the  hopes  which  in« 
dnoed  him  to  withdraw  from  the  bench,  and  return  to  the  profession 
from  which  he  had  been  promoted. 

Nothing  of  the  kind  occurred  in  the  case  of  our  deceased  brother, 
as  all  will  bear  witness  who  were  in  a  situation  to  see  and  know  what 
took  place.  Instead  of  that,  old  clients  hastened  to  ojQTer  new  retain- 
ers, and  new  clients  flocked  in  the  same  direction,  securing  to  the 
new  applicant  for  professional  employment,  in  a  brief  space  of  time* 
more  important  and  remunerative  engagements  than  he  ever  repre* 
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aented  before  he  was  promoted  to  the  high  place  from  which  he  vol- 
untarily  retired.  Sach  peculiar  events  in  the  history  of  a  professional 
man  evince  beyond  controversy  that  the  individual  in  question  pos- 
sessed unusual  qualifications  to  serve  the  interests  of  those  who  with 
such  alacrity  and  spontaneous  concurrence  hastened  to  engage  his 
professional  services.  Nor  was  that  impression  a  fanciful  one,  for  his 
forensic  power  in  the  discussion  of  questions  of  law  and  constitutional 
questions,  as  they  arise  in  controversies  between  party  and  partj, 
were  scarcely  ever  surpassed,  especially  in  cases  where  law  and  fact 
are  both  in  dispute.  Beyond  all  doubt  he  was  a  good  Jury  lawyer, 
but  his  highest  eminence  was  acquired  in  the  discussion  to  the  court 
of  mixed  questions  of  law  and  fact,  as  he  never  failed  to  exhibit  the 
whole  substance  of  the  case  in  such  a  concise,  clear,  and,  at  the  oame 
time,  comprehensive  form  that  the  tribunal  addressed  seldom  or  never 
found  much  difficulty  in  deterpiining  that  he  was  either  right  or 
wrong  in  his  view  of  the  case ;  and  if  right,  it  almost  invariably  fol- 
lowed that  his  client  was  entitled  to  prevail,  for  he  never  intended  to 
ask  the  court  to  apply  to  the  case  an  unsoimd  legal  or  constitutional 
principle. 

Though  uniformly  faithful  to  his  client,  he  was,  nevertheless,  true 
to  the  court,  and  never,  for  the  sake  of  success,  would  consent  to  ex- 
ert his  forensic  power  to  subvert  sound  principles  of  law,  to  mislead 
the  court,  or  to  confound  the  rules  of  right  between  man  and  man. 
Skilful  advocates  in  such  cases  have  often  appeared  here  and  in  the 
Supreme  Court,  but  none  are  remembered,  within  the  period  men- 
tioned, who  excelled  our  deceased  brother  in  dealing  with  large 
masses  of  complicated  testimony,  where  it  became  necessary,  in  the 
opening  of  the  case,  to  present  a  summary  view  of  the  whole  in  a 
succinct,  clear,  and  at  the  same  time  sufficiently  comprehensive  fonn 
to  convince  the  tribunal  addressed  that  it  embraced  the  whole  sub* 
stance  of  the  principal  matters  in  controversy  between  the  parties* 
Such  a  statement,  if  made  orally,  in  order  to  be  effectual,  must  be 
comparatively  brief  and  always  clear,  and  it  must  be  just,  and  eni« 
brace  the  substance  of  the  matters  in  controversy,  else  it  will  fail  to 
be  convincing ;  but  if  it  possess  all  of  those  requisites,  it  is  oftentimes 
the  best  argument  which  can  be  addressed  to  a  court. 

Success  was  often  won  by  the  subject  of  these  remarks  by  such 
efforts,  for  which  the  character  of  his  mind,  aided  by  his  great  ex- 
perience, was  strikingly  fitted.  Much  of  his  success  in  the  great  con- 
troversy as  to  the  title  of  the  quicksilver  mine,  in  which  he  was 
opposed  by  one  of  the  most  effisctive  advocates  of  our  country,  was 
due  to  the  exercise  of  that  high  faculty  of  his  mind.    Beyond  all 
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doubt,  it  was  the  efieotive  and  maaterly  opening  statement  made  by 
the  deceased  in  the  great  impeachment  trial  that  contribated  very 
largely  to  give  his  distinguished  associate  an  easy  and  triumphant 
victory  in  closing  the  case  for  the  accused  President.  Examples  of 
the  kind  almost  without  number  might  be  given  in  which  his  success 
here  and  in  the  Supreme  Ck>urt  was  due,  in  a  great  measure,  to  his 
superior  power  and  skill  in  stating  the  case,  but  the  occasion  is  not 
one  for  any  such  details.  Logical  force,  clearness,  and  precision,  and 
a  ready  perception  characterized  his  intellect,  as  evidenced  by  his 
judicial  decisions  and  by  all  of  his  forensic  efforts  at  the  bar.  His  rule, 
it  is  underatood,  was,  before  he  entered  upon  an  argument,  to  learn 
the  whole  substance  of  the  material  facts,  which  he  did  by  consults* 
tion  with  his  client  or  his  associates,  or  by  his  own  personal  study  of 
the  record,  without  which  not  even  his  wonderful  power  of  statement 
would  have  been  of  much  avail,  as  it  is  difficult  for  an  advocate  to 
explain  to  the  court  what  he  himself  does  not  understand.  Having 
mastered  the  facts,  his  own  reflection,  aided  by  the  inexhaustible 
stores  of  legal  knowledge  which  he  possessed,  enabled  him  to  ao* 
complish  the  rest  without  much  additional  preparation,  as  he  was  able 
to  see  almost  at  a  glance  the  legal  weight  and  significance  of  every 
well-ascertained  fact  in  the  case,  whether  considered  separately  or  as 
a  whole. 

Instructive  examples  are  remembered  when,  at  the  outsetf  he  com- 
pressed the  facts  of  the  case  into  a  statement  so  concise  that  it  could 
not  be  forgotten,  and  yet  so  just,  forcible,  and  exhaustive  that  it 
really  left  little  occasion  for  further  elaboration  or  enlargement  of 
the  argument.  He  seized,  as  it  were,  intuitively,  the  salient  points 
of  the  case,  which,  in  the  clear  illumination  of  his  extensive  learning, 
usually  impressed  the  tribunal  addressed  with  the  conviction  that  the 
points  made  by  him  deserved  consideration,  and  in  doing  so  he  uni* 
formly  dismissed  all  minor  matters,  and  bent  the  whole  energies  of 
his  mind  to  the  propositions  of  law  and  fact  which  he  believed  should 
decide  the  controversy.  Few  men  were  better  able  to  define  a  doubt- 
ful constitutional  provision  or  to  interpret  correctly  an  ambiguous 
statute,  or  to  analyze  a  confused  record,  or  to  explain  a  complicated 
machine,  or  to  ascertain  the  exact  question  presented  in  an  agreed 
statement,  or  the  precise  effect  of  an  obscure  or  intricate  pleading,  or 
the  true  construction  of  the  conflicting  and  uncertain  provisions  of  a 
written  contract,  deed,  or  will. 

Experience  had  made  him  familiar  with  every  branch  of  jurispru- 
dence, whether  common  law  or  equity,  commercial  law  or  admiralty^ 
patent  law  or  the  law  of  insolvency  and  bankruptcy,  and  his  experi« 


660  APPENDIX. 

enoe  as  a  judge,  and  his  long  pracUoe  in  the  Federal  Coufts,  had  also 
made  him  familiar  with  the  law  of  prize,  and  the  law  of  nations. 

Probably  he  never  had  much  practice  in  criminal  cases,  bat  his  re- 
ported decisions  rendered  in  the  Circuit  Court  during  the  six  years 
be  was  in  commission  as  an  Associate  Justice  of  the  Supreme  Oourt, 
f uUj  justify  the  remark  that  he  was  also  familiar  with  the  criminal 
law,  as  well  as  with  every  branch  of  civil  jurisprudence. 

Clearness,  brevity,  force,  and  good  judgment  characterized  all  his 
forensic  efforts  in  the  discussion  of  matters  of  fact  or  issues  of  law,  to 
the  court.  His  address  was  dignified,  calm,  and,  thoughtful,  and  he 
never  f uled  to  impress  the  mind  of  the  tribunal  addressed  that  his 
propositions  were  entitled  to  weight,  by  the  justness  and  logical  force 
of  his  arguments,  which  were  expressed  in  language  so  pure  and  ap- 
propriate that  his  sentiments  never  needed  the  adjunct  of  fervor  or 
impassioned  appeal  to  make  his  remarks  effective,  for  the  reason  that 
neither  fervor  nor  appeal  could  add  any  thing  to  their  force.  Arti- 
fices he  never  employed,  nor  would  it  have  been  appropriate,  as  hia 
power  of  reasoning  was  sufficiently  great  to  render  any  appeal  to 
sympathy,  prejudice,  or  feeling,  quite  unnecessary,  and  he  seldom  in- 
dulged in  any  such  course  of  remark.  But  it  is  a  mistake  to  suppose 
that  his  arguments  were  devoid  of  warmth  and  earnest  conviction. 

On  the  contrary,  occasions  are  remembered  when,  under  the  w^ht 
of  heavy  responsibility,  and  impelled  by  strong  convictions,  he,  as  it 
were,  involuntarily  gave  utterance  to  passages  of  deep  solemnity  and 
impressiveness,  which  showed  that  he  possessed  a  cultivated  imagina- 
tion as  well  as  great  logical  resource.  Marked  success  attended  him 
both  as  a  Justice  of  the  Supreme  t)ourt  and  in  all  his  career  as  an 
advocate  at  the  bar,  in  both  of  which  callings  he  was  at  times  exposed 
to  great  responsibilities.  Few  examples  there  are  where  a  judge  has 
been  compelled  to  assume  a  greater  responsibUity  than  was  devolved 
upon  the  distinguished  jurist,  whose  death  is  the  occasion  of  these 
observanees,  when  he  was  constrained  by  a  sense  of  duty  to  dissent 
from  the  majority  of  the  court  in  the  great  case  which  was  decided 
during  the  last  term  he  ever  sat  in  the  Supreme  Court  bendL 

Judges  and  jurists  may  differ  in  opinion  whether  he  was  right  or 
wrong,  but  all  must  agree  that  he  acted  from  a  sense  of  public  duty, 
and  that  he  vindicated  his  conclusion  by  an  ability  and  a  course  of 
reasoning  rarely  ever  surpassed.  Courage  is  well-nigh  as  essential 
in  a  judge  as  in  a  miUtary  commander,  and  aU  must  admit  that  the 
dissenting  judge  showed  by  his  course  on  the  occasion  referred  to 
that  he  was  prepared  to  go  wherever  conscientious  duty  pointed  out 
the  pathway.     Besponsibilities  of  an  unusual  character  were  also 
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assumed  by  him  when  he  engaged  to  assist  in  oondacting  the  defence 
of  the  President. 

Public  men  differed  widely  upon  the  subject,  but  no  one  who  eyer 
read  the  record  of  his  masterly  opening  statement  of  the  case  will 
deny  that  he  met  the  whole  matter  of  the  accusation  in  the  most  fear- 
less manner,  answering  every  part  of  the  charge  by  a  clear  statement 
of  the  facts,  and  by  a  sound  exposition  of  every  legal  and  constitu- 
tional question  involved  in  the  case.  Never,  perhaps,  did  the  great 
qualities  of  his  mind  shine  brighter  than  on  those  two  occasions,  — 
the  one  showing  his  high  qualifications  as  a  judge,  and  the  other  his 
unrivalled  powers  as  an  advocate.  It  seems  almost  superfluous  to 
speak  of  the  character  of  our  deceased  brother,  as  all  admit  that  it 
was  spotless,  and  that  he  lived  a  life  of  uprightness  and  purity  from 
his  youth  to  the  moment  when  he  yielded  up  his  spirit  to  the  great 
Creator. 

Except  for  a  brief  period,  his  whole  professional  life  has  been  spent 
here,  and  it  must  be  gratifying  to  his  immediate  friends  to  know  that 
all  those  who  have  known  him  most  intimately  are  the  freest  to  ad- 
mit that  in  all  their  intercourse  with  him  he  was  always  actuated  by 
a  strict  regard  to  what  was  right,  and  by  a  faithful  adherence  to  every 
professional  engagement.  Such  a  vacancy  creates  a  great  void,  which 
is  deeply  felt  by  the  court  as  well  as  by  the  bar. 

Many  years  of  intimate  relations  had  endeared  him  to  the  court  as 
an  example  of  high  professional  honor,  and  as  a  friend  always  to  be 
trusted  without  fear  that  any  confidence  reposed  would  ever  be  mis- 
placed. 

Our  loss,  my  brethren,  is  great ;  but  the  loss  of  his  family  is  much 
greater,  and  to  them  we  tender  our  sincere  sympathies. 

Pursuant  to  the  request  of  the  bar,  it  is  ordered  that  the  resolu- 
tions presented  in  their  behalf,  and  the  proceedings  of  the  bar,  to- 
gether  Ivith  the  remarks  made  by  the  members  of  the  bar  in  their 
support,  and  the  remarks  of  the  court,  be  entered  in  the  record,  and 
the  court  stands  adjourned  until  to-morrow  momtng  at  ten  o'dook. 
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AD  VALOREM  DUTY. 

1.  By  f  16  of  the  act  of  Aug.  30,  1842,  the  actual  market  Talae  or  wholeaak 
price  of  merchandise  imported  into  the  United  States  and  subject  to  an  W 
valorem  duty,  or  where  the  duty  imposed  was  regulated  by,  or  based  upon,  the 
yalae  of  the  square  yard,  or  of  any  specific  quantity  of  the  same,  was  required 
to  be  ascertained,  as  it  was  in  the  principal  markets  of  the  country  from  which 
the  same  was  imported,  and  at  the  time  the  merchandise  was  purchased,  and 
that  there  should  be  added  thereto,  as  the  true  yalue  upon  which  the  duties 
should  be  assessed,  all  costs  and  charges  except  insurance,  but  including  a 
charge  for  commissions.    Harding  y.  Whitney,  96. 

3.  The  same  provision  was  incorporated  into  the  act  of  March  8, 1851,  except 
that  the  actual  market  value  or  wholesale  price  of  the  merchandise,  under  the 
latter  act,  was  to  be  ascertained  at  the  period  and  place  of  exportation.    Ibid, 

3.  Under  the  act  of  March  3,  1851,  where  the  liability  of  the  merchandise  to  im- 
port duty  depends  upon  the  value  of  a  given  quantity  or  parcel  of  the  same, 
there  is  no  necessity  for  a  preliminary  appraisement  in  order  to  ascertain 
whether  it  is  subject  to  duty  at  all,  or  entitled  to  free  entry,  before  it  is  ap- 
praised as  required  by  law  to  ascertain  its  dutiable  value.    Ibid,  97. 

4.  Where  wool  was  baled  up  before  it  was  purchased,  the  words  "market  value  " 
in  the  act  of  Aug.  30, 1842,  include  the  cost  of  covering  as  well  as  the  goods. 
Ibid, 

5.  On  entry  of  imported  merchandise  actually  purchased,  or  procured  otherwise 
than  by  purchase,  the  owner,  consignee,  or  agent  may  make  such  addition  in  the 
entry  to  the  cost  or  value  given  in  the  invoice,  as  may,  in  his  opinion,  raise 
the  same  to  the  true  market  value  of  such  imports  in  the  prindpid  markets  of 
the  country  where  the  importation  is  made,  and  may  add  thereto  all  costs  and 
charges  which  would  form  a  part  of  the  true  value  at  the  port  where  the  same 
was  entered.    Ibid, 

6.  No  duties  can,  however,  be  assessed  upon  an  amount  less  than  the  invoice  or 
entered  value.    Ibid, 

7.  Where  the  price  paid  for  the  merchandise  included  the  box,  package,  or  cover- 
ing, the  appraisers  ascertain  the  actual  market  value  or  wholesale  price  of  the 
merchandise,  in  the  condition  as  purchased  at  the  time,  in  the  principal  markets 
of  the  country  from  which  the  same  was  imported.    Ibid, 

8.  Charges  for  baling  or  covering  in  such  cases  are  not  to  be  added,  because  they 
are  included  in  the  purchase  as  a  part  of  the  merchandise.    Ibid. 

9.  Ad  valorem  duties,  where  they  are  required  to  be  assessed  on  a  given  weight, 
must  be  so  assessed  on  the  actual  weight  when  landed,  as  ascertained  by  the 
proper  officer  of  the  customs.     United  State*  v.  Nath  et  al,,  107. 
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10.  Appraisers  determine  the  actual  market  value  or  mrholeaale  price  of  the  mer- 
chandise in  the  principal  markets  of  the  conntry  from  which  the  same  were 
imported ;  but  they  have  no  authority  to  determine  the  weight  or  qointity  of 
the  importation.    Ibid. 

11.  Appraisers  must  determine  what  are  the  principal  markets  of  the  oounizy 
from  which  the  goods  were  imported,  in  order  to  determine  what  was  the  actual 
market  yalue  or  wholesale  price  there  at  the  period  of  exportation ;  but  th^ 
powers  do  not  authorise  them  to  extend  their  inquiries  beyond  what  is  neoea- 
sary  to  enable  them  to  appraise  the  value  of  the  merchandise  as  required  by  law. 
I6id. 

12.  Although  included  in  the  invoice,  goods  lost  on  the  voyage  axe  not  subject  to 
doty.    Ibid. 

13.  Under  {  18, 13  Stat  at  L.  216,  teas  imported  from  London  were  subject  to  a 
duty  of  25  cents  per  pound,  and  also  20  per  cent  ad  valorem.    Ibid. 

14.  Certain  importers  of  teas  stated  to  a  deputy  collector  of  customs  that  thej 
would  make  a  tender  of  a  certain  amount  of  duties  due  on  the  same,  and  he  told 
them  they  need  not  do  so,  as  he  would  acknowledge  the  tender.  SiM,  no 
tender,  especially  as  none  was  pleaded.    Ibid. 

15.  A  deputy  collector  of  customs  has  no  authority  to  make  such  a  waiver.    I6id. 

16.  When  teas  are  booght  in  England  for  export,  what  is  delivered  as  one  hun- 
dred pounds  actually  weighs  more,  and  importers  into  this  country  reckon  their 
profits  with  reference  to  the  difference  between  the  weight  there  and  here. 
Beldp  that  the  customs  oi&ceiB  here  were  not  bound  by  the  invoice  weight. 
Ibid. 

17.  Where  the  United  States  weigher  ascertained  the  exact  weight  of  the  teas, 
the  collector  was  bound  to  adopt  that  quantity,  and  the  value  ascertained  bj 
the  appraiser  as  ike  legal  basis  for  the  assessment  of  the  duties.    Ibid. 

18.  Silk  and  cotton  velvet  ribbons,  sQk  being  the  component  material  of  chief 
value,  are  ribbons  within  the  meaning  of  §  8  of  the  act  of  June  30, 1864,  whk^ 
provides  that  there  shall  be  levied,  collected,  and  paid  "  on  all  dress  and  piece 
•silks,  ribbons,  and  silk  velvets,  or  velvets  of  which  silk  is  the  component  mate- 
rial of  chief  value,  sixty  per  centum  ad  vahrewtJ*    Lam  v.  BmwU^  122. 

ALLEGATIONS. 
See  PiSADDTG,  6-13. 

AMENDMENT. 

Applications  for  leave  to  amend  are  generally  addressed  to  the  discieiioa  of  ilia 
court,  and  the  ruling  thereon  is  not  generally  the  subject  of  exception  or  a  writ 
of  error.    McQUnckg  v.  United  Statee,  312. 

APPEAL. 

1.  Stnce'the  passage  of  the  act  of  March  3, 1803,  appeals  are  allowed  to  the  Cir- 
cuit Court  from  any  decree  rendered  m  the  District  Court  in  any  cause  of 
admiralty  and  maritime  jurisdiction,  where  the  matter  in  dispute,  exdusiw  of 
costs,  exceeds  the  sum  or  value  of  fifty  dollars.    Ayer  v.  Steamer  Olauems,  166. 

2.  The  rules  of  the  Supreme  Court  provide  that  the  testimony  given  in  the  Dis- 
trict Coui-t  may  be  taken  down  by  the  clerk  and  transmitted  to  the  C^nmit 
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Court,  or  it  may  be  xetakea  bj  depoaition ;  and  tlie  fiftieth  role  proTides  that 
Initber  proof  may  be  taken  in  the  Oircoit  Court.  This  shows  that  the  laets,  as 
well  as  the  law,  are  open  to  re? ision  in  the  Ciromt  Court  Ibid. 
S.  Where  the  appeal  is  on  a  question  of  &ct,  the  burden  is  on  the  appeDant  to 
show  that  the  decision  of  the  inferior  oourt  was  erroneous ;  but  the  court  of 
paramount  jurisdiction  will  examine  the  whole  testimony  in  the  ease.    Hid. 

See  Amu^n  Covxr. 

APPELLATE  COURT. 

There  are  cases  in  which  it  is  suggested,  if  not  decided,  that  an  appellate  court 

will  not  in  general  examine  the  decree  of  the  subordinate  oourt  upon  the  merits, 

where  the  matter  in  issue  depends  upon  the  credibility  of  witnesses,    ufyer  t. 

Stwmer  Qlaucw^  166. 

See  AftkaIi,  8. 

BANKRUPTCY. 

1.  A  resolution  adopted  by  the  creditors  of  a  bankrupt,  aeoeptiag  a  certain  per 
cent  for  his  indebtedness  to  them,  is  a  question  which  is  subject  to  review,  un- 
der the  revisory  power  of  the  Circuit  Court,  of  eases  in  bankruptcy.  SotUk 
Boston  Co.y  p€iUumer9y  348. 

8.  Law  and  hid  may  be  reviewed,  in  this  case,  under  a  petition  in  due  form,  if 
seasonably  filed  according  to  the  lequirenients  of  the  Bankrupt  Act;  but  the 
petition  must  state  specifically  the  errors  complained  of  in  the  ruling  or  order 
of  the  District  Court.    Ibid, 

8.  Nothing  is  open  for  reiisw  but  the  assignments  of  error  set  forth  in  the  peti- 
tion.   Ibid. 

4.  Although  separate  creditors  of  each  partner,  as  well  as  the  creditors  of  the 
company,  may  prove  their  respective  debts  when  the  partnership  is  adjudged 
bankrupt,  yet  the  net  proceeds  of  the  joint  estate  is  to  be  appropriated  to  pay 
the  co-partnership  creditors,  and  the  proeeeds  of  the  separate  estate  of  each 
partner  is  to  pay  the  separate  creditors.    Ibid, 

5.  Balances  of  the  separate  estates  are  to  be  added  to  the  joint  estate,  for  the  pay- 
ment of  the  joint  creditors,  and  after  the  payment  of  the  partnership  debts^  the 
balance,  if  any,  is  to  be  divided  among  the  several  partners.    Ibid. 

6.  Creditors  of  the  separate  partners  have  no  right  to  participate  in  a  meeting  of 
creditors  of  the  partiiership,  notified  and  held  to  determine  whether  an  ofTer  of 
compromise  proposed  by  tiie  bankrupt  partnership  shaQ  or  not  be  accepted. 
IHd. 

7.  Claims  against  the  bankrupt  estate  may  be  proved  by  attorney.    Ibid. 

8.  Each  of  several  bankrupts  received  a  sum  out  of  the  partnership  fund ;  but  the 
facts  were  known  to  the  creditors  at  their  meeting,  when  they  accepted  the 
debtor's  proposition,  and  the  resolution  to  -accept  the  proposition  ought  not  to 
be  set  aside  on  that  state  of  facts.    Ibid, 

9.  Assignments  of  errors  must  be  explicit.    Ibid, 

10.  The  Boston,  Hartford,  &  Erie  Railroad  executed  a  mortgage,  called  the  Ber- 
dell  mortgage,  and  issued  bonds  for  certain  specific  purposes,  under  which  the 
individual  defendants  were  trustees,  and  in  possession  of  the  leasehold  interest. 
Afterwards  the  Norwich  &  Worcester  Railroad  Co.  was  leased  to  the  Boston, 
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Hartford,  A  Erie  Go.  Aftenrards  the  Boston,  Hartford,  ft  Erie  was  declared 
bankrupt  daring  the  existence  of  the  Norwich  ft  Worcester  lease.  Bill  in 
eqnity  was  brought  by  the  assignees  in  bankmptcy  of  the  Boston,  Hartford,  ft 
Erie  Eoad,  prajing  that  the  trustees  under  the  mortgage  might  be  decreed  to 
pay  to  the  assignees  all  the  profits  and  monejs  received  by  them,  and  to  deliver 
the  leasehold  interest  of  the  said  road ;  and  that  the  Norwich  &  Worcester 
Bx>ad  should  pay  over  all  moneys  by  it  received  under  the  lease.  Held,  the 
prayer  of  the  bill  must  be  denied,  because  the  leasehold  interest  acquired  by 
the  lease  passed  to  the  trustees  as  after-acquired  property.  Barnard  et  al.r. 
N.  ^  r.  Railroad  Co.,  851. 

11.  A  railroad  corporation  was  insolvent,  and  unable  to  pay  its  commercial  and 
business  paper,  and  was  brgely  indebted  to  the  first-named  respondent.  Meas- 
ures were  devised  by  the  directors  to  pay  or  secure  that  claim  without  making 
any  corresponding  provision  for  the  other  creditors.  Votes  of  the  executive 
committee  were  passed,  approving  the  schedules  of  claims  of  the  said  respondent^ 
who  was  a  member  of  said  committee,  and  present  at  the  meeting.  At  a  sub- 
sequent meeting  of  the  directors,  of  which  the  said  respondent  was  one,  the 
action  of  the  executive  committee  was  approved.  The  road  was  put  into  bank- 
ruptcy, and  the  complainants  appointed  assignees;  they  brought  a  bill  praying 
for  an  account  of  the  funds,  notes,  and  bonds  put  into  the  hands  of  the  respond- 
ents, and  that  they  should  be  decreed  to  pay  over  to  said  assignees  such  sums  as 
might  be  found  due  them  as  such.  Held,  that  complainants  were  entitied  to  a 
decree  that  the  votes  of  the  executive  committee  and  of  the  directors  were  in' 
fraud  of  the  compkinants  as  assignees  of  the  bankrupt  corporation  ;  that  the 
respondents  had  acquired  no  valid  rights  to  the  funds ;  and  that  the  respondents 
be  perpetually  enjoinjed  from  setting  up  any  right  to  the  bonds  or  funds  by  vir- 
tue of  said  votes.    Bradley  et  al,  v.  Convene  el  al,,  376. 

19.  Assignees  in  bankruptcy  are  appointed  by  the  creditors  of  the  bankrupt,  and 
the  provision  is,  that  as  soon  as  the  assignee  is  appointed  and  qualified,  the 
judge,  or,  where  there  is  no  opposing  interest,  the  register,  shall,  by  an  instru- 
ment under  his  hand,  assign  and  convey  to  the  assignee  all  the  estate,  real  and 
personal,  of  the  bankrupt,  and  that  such  assignment  shall  relate  back  to  the 
commencement  of  proceedings  in  bankruptcy.    Seooill  v.  SAaw^  6i9. 

See  Equnr,  15-17. 

BUEDEN  OP  PROOF. 

Complainant,  universally,  has  the  burden  of  proving  infinngement  Sudetm  ▼. 
Draper,  178 

See  VATMxrr,  5 ;  IirTBivoBiaNT,  7. 

CIRCTJMSTANTIAL  EVIDENCB. 

1 .  Great  latitude  is  given  in  the  reception  of  circumstantial  evidence,  the  aid  of 
which  is  constantly  required  in  the  administration  of  justice.  Lawrence  v. 
Dana,  4. 

8.  Whenever  the  necessity  for  the  use  of  such  evidence  arises,  either  from  the 
nature  of  the  inquiry,  or  the  failure  of  direct  proof,  objections  to  the  relevani^ 
of  evidence  are  not  fkvored,  for  the  reason  that  the  force  and  effect  of  dream- 
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stantial  facts  usually  and  almost  always  depend  upon  their  oonneotioit  with  each 
other.    Ibid. 
8.  Circumstances  altogether  inoonclosife,  if  separately  considered,  may,  by  their 
nnmber  and  joint  operation,  especially  if  corroborated  by  moral  coincidences,  be 
sufficient  to  constitute  full  and  condusiye  proof.    Ibid.  6. 

See  Collision,  4,  6,  7* 

COLLISION. 

1.  Both  yessels  in  this  case  were  bound  to  observe  and  follow  the  mles  and  regula- 
tions established  by  Congress  to  preyent  collisions,  and  if  they  had,  the  collision 
would  not  haye  occurred.    Jyer  y.  Steamer  Olaucms,  166. 

8.  This  was  not  a  case  of  ineyitable  accident,  because  one  or  the  other,  or  both, 
were  in  fault.    Ibid.  ' 

8.  Steamships  are  required  to  keep  out  of  the  way  of  sailing  yessels  when  the  two 
are  proceeding  in  such  directions  as  to  inyolye  risk  of  collision,  and  the  sailing 
yessel  is  required  to  keep  her  course  subject  to  the  qualification  applicable  to 
both,  which  is,  that  due  regard  must  be  had  to  all  dangers  of  nayig^on,  and 
also  to  any  special  circumstances  which  may  exist  at  the  time,  rendering  de- 
parture from  the  requirement  neoeasary  in  order  to  avoid  immediate  dimger. 
Ibid. 

4.  When  witnesses  on  the  different  sides  make  ineooneilable  statements,  the  ques- 
tion as  to  which  shall  be  belieyed  is  to  be  determined  by  ascertaining  who  had 
the  best  means  of  knowledge  and  obseryation,  as  to  the  facts  upon  which  the 
conflicting  eyidence  is  given.    Ibid. 

6.  The  master,  mate,  wheelsman,  and  two  seamen  were  on  the  deck  of  a  schooner 
at  the  time  of  her  collision  with  a  steamer.  Three  persons — the  pilot,  second 
mate,  and  wheelsman — were  in  the  pilot-house  of  the  steamer,  and  one  seaman 
on  her  deck.  These  observed  the  schooner  when  a  mile  distant,  and  testified 
that  she  subsequently  changed  her  course  before  the  collision.  The  witnesses 
on  the  schooner  testified  that  she  did  not.  Held,  in  this  case,  the  witnesses  on 
board  the  schooner  had  the  best  means  of  knowledge  as  to  what  her  manage- 
ment was.    Ibid. 

'6.  Circumstantial  evidence  may  be  sufficient  to  control  direct  testimony,  but  in 
such  case  the  circumstantial  facts  from  which  the  inference  is  to  be  drawn 
should  be  fully  proved.    Ibid. 

7.  An  inference  from  an  inference  does  not  have  much  probative  force.    Ibid. 

8.  A  schooner  in  a  clear  night,  with  proper  lights  set,  was  heading  north-west  by 
west  A  steamer  was  heading  east  by  north.  Witnesses  in  the  pUot-house  of 
the  steamer  said  they  saw  both  the  red  and  green  light  of  the  schooner,  and  as 
the  two  yessels  approached  each  other  the  green  light  disappeared,  firom  which 
it  was  argued  that  she  must  have  ported  her  helm,  and  fallen  off  to  the  leeward. 
A  seaman  on  the  deck  of  the  steamer,  and  standing  on  her  starboard  bow,  saw 
only  the  red  light  of  the  schooner,  and  reported  the  same  to  the  pilot  ffeld, 
it  was  a  case  where  it  was  the  duty  of  the  steamer  to  keep  out  of  the  way  of 
the  schooner.    Ibid. 

9.  The  yessel  of  the  libellants  was  sailing  close-hauled  on  the  wind,  on  her  star- 
board tack ;  that  of  the  respondents  had  the  wind  free.  Both  had  proper  signal 
lights  and  lookouta.    When  at  a  distance  of  about  a  mile  firom  each  other  they 
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were  approacluDg  jysKAy  head  on.  Both  Teasels  kept  their  connes  nmta  ivithin 
one  hundred  and  fifty  feet  of  each  other.  The  vessel  of  the  libellants  was  to  the 
windward.  When  very  close  together  the  libellants  put  their  wheel  hard  np^ 
and  at  the  same  time  the  respondents'  vessel  fell  off,  and  the  collision  ensued. 
Held,  libeUants  were  in  fault  in  changing  their  course.  Soffen  y.  Sekr.  S,  B. 
Wheeler,  189. 

10.  The  vessels  were  in  such  position  that,  if  no  change  had  been  made  bj  either, 
they  would  have  passed  each  other  in  sidEety.    Ibid. 

11.  All  rules  of  navigation  must  be  construed  with  due  regard  to  the  dangers  of 
navigation,  and  to  any  special  circumstances  which  may  exist  in  any  particular 
case,  rendering  a  departure  from  a  rule  necessary,  m  order  to  avoid  immediate 
danger.    Ibid, 

13.  In  each  of  the  two  eases  a  schooner  had  discharged  her  oargo,  and  had  oome 
Ho  anchor  near  a  sea-wall,  probably  within  the  sweep  of  the  mooiing-chains  of  a 
powder-boat ;  there  was  a  fresh  breese,  and  the  schooner  in  each  case  became 
entangled  in  the  mooring-chain  of  the  powder^boat,  that  is,  the  diain  of  the 
powder-boat  got  between  the  rudder  and  the  stem-post  of  the  schooner.  The 
schooner  had  no  anchor-watch.  The  tag  went  alongside,  made  £ut  to  the 
schooner  without  authority,  and  commenced  hauling  upon  her  while  she  was 
caught  between  the  rudder  and  stem-post  as  above  stated.  Lguxy  was  inflfoted 
upon  the  schooner  by  this  attempt  of  the  tug.  Held,  that  both  vessels  were  in 
&nlt,  and  that  the  damages  should  be  divided.    Bogen  et  ok  v.  Hurtug^  583. 


COMMON  CAIUEOEE. 

Packages  of  liquorsi  marked  with  the  libellanfs  name,  were  shipped  at  New 
York,  on  one  of  the  respondents'  steamers,  marked  "  Portsmouth,  N.  H.,  via 
Eastern  KR."  While  the  goods  were  in  the  respondents'  freight-shed  in  Port- 
land, Me.,  they  were  seized  by  a  deputy  sheriff  as  liquors  kept,  deposited,  and 
intended  for  sale  in  violation  of  the  State  law.  Seizure  was  made  without  pro- 
cess, but  two  days  afterwards,  complaint  was  made  before  the  municipal  judge 
of  Porthind,  upon  which  the  judge  issued  his  warrant,  under  which  tiie  ^eriff 

.  seized  the  liquors.  The  sheriff  then  filed  a  libel  against  the  liquors,  alleging^ 
that  they  were  intended  for  sale  in  violation  of  the  State  kw.  After  monition 
and  service  the  liquors  were  declared  forfeited,  and  were  destroyed.  Libel  in 
the  United  States  District  Court  to  recover  the  value  of  the  liquors,  on  the 
ground  that  the  respondents  were  liable  sa  common  carriers,  notwithstanding 
the  seizure  and  destruction.  Held,  that  the  seizure,  forfeiture,  and  destrootion 
of  the  liquors  being  made  in  conformity  with  the  laws  of  Maine,  the  libellants 
could  not  recover.     WeUt  v.  Steamehip  Co.,  838. 


CONSOLIDATION  OP  ACTIONS. 

Actions  pending  in  a  Pederal  court,  whether  two  or  more  of  like  nature,  or  rda- 
tive  to  the  same  question,  may  be  consolidated  if  the  court  deems  it  reasonable, 
in  order  to  avoid  unnecessary  costs,  or  to  prevent  delay.  Bogen  ei  al,  v.  Hmt- 
ney,  683. 
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CONSPIRACY. 

1.  Conspiracy,  as  known  ai  common  law,  not  being  defined  by  any  act  of  Congress, 
as  an  offence  against  the  authority  of  the  United  States,  is  not  cognizable  as 
such  in  the  Pederal  courts.     United  Slates  v.  Martin,  156. 

2.  Two  persons,  one  of  whom  was  cashier  of  a  national  bank,  and  the  otber  not 
an  officer  of  any  bank,  were,  under  §  30  of  the  act  of  March  2, 1867,  and  §  55 
of  the  act  of  June  3, 1864,  indicted  for  conspiring  together  to  abstract  certain 
money  from  the  bank.  Demurrer  to  the  indictment,  upon  the  ground  that, 
under  the  act  of  June  3, 1864,  the  two  could  not  be  properly  indicted  for  a' 
conspiracy  to  commit  an  offence  which,  under  the  act  of  March  3, 1867,  could 
only  be  committed  by  one,  to  wit,  the  bank  officer.  Held,  that  under  the  act 
of  March  2,  1867,  it  is  an  offence  for  an  officer  of  such  an  association  to  con- 
spire with  another,  not  an  officer,  to  abstract  or  embeszle  the  funds  thereof,  and 
that  the  indictment  charging  such  two  persons  with  a  conspiracy  to  commit 
sucli  oi&nee  was  good.    Ibid, 

CONSTRUCTION. 
See  Patut,  1,  2, 3. 

CONTRACT. 

1.  If  parties  make  a  memofandum  of  an  agreement,  not  at  that  time  regarded  as  a 
contract,  but  afterwards  adopt  the  memoiandum  as  a  contract,  and  understand* 
ingly  execute  it  as  such,  their  rights  under  it  must  be  ascertained  from  the  lan- 
guage employed,  as  applied,  in  view  of  the  surrounding  ciicamstances,  to  the 
subject-matter  of  the  negotiation.    Lawrence  y.  Dana, 

2.  The  stipulations  contained  in  the  memorandum  in  this  case  were  held  to  con- 
fftitute  a  perfected  agreement,  and  not  a  mere  proposaL    Ibid, 

3.  Mere  proposals  may  in  general  be  withdrawn  before  they  are  accepted ;  and 
ordinary  contracts,  executoiy  on  both  sides,  may  in  certain  cases  be  regarded 
as  forfeited,  where  the  reciprocal  stipulations  are  dependent,  and  where  the  party 
seeking  to  enforce  performance  has  omitted  to  do  something  required  to  be  per- 
formed by  him  as  a  condition  precedent  to  his  right  of  action.    Ibid, 

4.  A  party  may  be  estopped  from  setting  up  a  particular  contract,  where  he  has 
agreed,  in  due  form  of  law,  for  a  valuable  consideration  to  relinquish  its  benefits 
or  not  to  enforce  its  provisions ;  or  where  he  has  designedly  caused  the  other 
party  to  belieye  that  the  contract  has  been  discharged  or  would  not  be  enforced, 
and  thus  induced  such  other  party  to  act  on  that  belief  to  his  pecuniary  preju- 
dice.   Ibid. 

6.  Contracts  executed  on  one  side  and  unperformed  on  the  other  are  under  the 
operation  of  a  very  diffierent  principle  from  those  where  nothing  has  been  done 
by  either,  so  fietr  as  they  relate  to  the  party  who  has  fnlfiUed  his  obligation. 
Rights  and  obligations  secured  or  imposed  under  such  oixcumstanoes  have  be* 
come  vested  and  absolute.    Ibid, 

6.  If  the  delinquent  party  seeks  to  avoid  the  obligation  imposed  on  him,  he  must 
allege  and  prove  a  new  contract,  amounting  to  a  release ;  or,  that  the  other  pafty 
is  estopped  to  enforce  the  obligation  by  virtue  of  some  operative  agreement  to 
relinquish  the  benefits  of  the  same ;  or,  he  must  allege  and  prove  that  he  has 
been  designedly  misled  by  the  admissions  and  representations  of  the  other  party. 
Ibid, 
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7.  None  of  tbe  elements  of  estoppel  exist  in  this  branch  of  this  case,  becanae  the 
complainant  did  not  agree  that  he  vonld  discharge  the  memorandum.    IM. 

8.  The  agreement  in  this  case  was  that  Mrs.  Wheaton,  who  held  the  legal  title  of 
the  copyrights,  should  make  no  use  of  the  notes  in  a  new  edition  without  the 
written  consent  of  the  complainant,  and  that  she  would  give  him  the  right  to 
make  any  use  of  the  same  he  might  see  fit,  which  was  in  all  respects  equiralent 
to  a  contract  to  transfer  and  assign  to  him  the  legal  title  to  the  copyrights. 
Ibid,  3. 

9.  Equity  would  have  compelled  the  execution  of  the  formal  instrument  therein 
stipuhited,  if  the  right  to  demand  it  had  not  been  waited  by  the  complainant. 
Ibid. 

10.  In  this  case,  Mrs.  Wheaton,  by  rirtue  of  the  agreement  with  the  complainant, 
became  the  absolute  owner  of  the  notes  as  they  were  prepared,  so  far  as  respects 
the  editions  in  question ;  and  she  also  acquired  therewith  the  right  to  copyright 
the  same  for  the  protection  of  the  property ;  but  she  did  not  acquire  thereby 
any  right  or  title,  legal  or  equitable,  to  use  the  notes  in  a  third  edition  of  the 
annotated  work  without  the  consent  of  the  comphiinant.    Ibid. 

11.  Contracta  concerning  the  use  and  enjoyment  of  patented  iuTcntions  are  to  be 
construed  in  the  same  way  as  contracts  respecting  other  species  of  propeitf ; 
that  is,  so  as  to  carry  into  effect  the  intention  of  the  parties  as  collected  from 
the  language  employed,  the  subject-matter,  and  the  anmranding  eireumstancea. 
Star  Salt  Carter  Co,  y.  Crotman,  568. 

13.  The  patentee  under  a  subsequent  patent  agreed  to  pay  to  the  owner  of  the 
earlier  patent  two  cents  upon  each  and  erery  dozen  of  articles  made  in  con- 
formity to  the  specifications  of  the  second  patent,  whether  made  by  him  as 
owner  of  the  patent  or  by  his  licensees.  The  owner  of  the  eariier  patent  agreed 
that  the  articles  (salt-caster  bottles)  made  by  him  in  accordance  with  his  patent 
should  be  provided  with  wooden  pulyerizers,  and  the  puWerizers  used  in  the 
bottles  made  by  the  owner  of  the  second  patent  should  he  metallic  ones.  HM^ 
that  the  agreement  was  valid,  and  was  such  as  it  was  competent  for  the  partiea 
to  make  concerning  the  patents  referred  to.    Ibid. 

13.  The  contract  restricted  the  patentee  of  the  first  patent  to  tbe  use  of  wooden 
pulverizers  only,  and  was  also  a  consent  that  the  owner  of  the  second  patent 
might  work  under  that  patent,  using  metallic  pulyerizers.    Ibid. 

14.  The  respondents  knowing  of  the  agreement  between  the  patentees,  at  the  tfane 
their  licenses  were  acquired,  are  bound  by  it.    Ibid, 

COPYBIGHT. 

1.  Under  the  copyright  act  now  in  force,  copyright  may  be  granted  to  the  author 
of  any  book  within  the  classes  described  in  {  1,  if  the  author  is  a  dtizen  of  the 
United  States.    Laiorenee  y.  Dana,  S. 

9.  Executors,  administrators,  apd  legal  assigns  of  the  author  axe  also  indudwi 
within  the  purview  of  that  section.    Ibid. 

3.  Where  tbe  author  is  the  owner,  he  is  entitled  to  the  copyright ;  but  if  he  has 
parted  with  the  ownership,  the  requirement  of  the  law  is  that  the  clerk  of  the 
District  Court  shall  give  a  copy  of  the  title,  under  seal  to  the  proprietor.    Rid. 

4.  Proprietors  of  such  books,  though  not  authors,  are  entitled  to  the  benefits  of 
the  act  under  a  provision  of  $  4.    Ibid. 
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fit.  Legal  pTOjHieton,  although  not  authors,  may  recover  of  persons  who  print  or 
publish  any  manuscript  owned  bj  such  proprietors,  without  their  oonsent,  all 
damages  occasioned  by  such  injury.    Ibid. 

6.  Where  services  in  editing  and  preparing  a  certain  work  for  publication  were,  by 
agreement,  gratuitous  as  to  two  editions  thereof^  it  was  held  that  the  contributions 
of  the  editor  became  the  property  of  the  proprietor  of  the  work  just  as  effect- 
ually as  if  the  editor  had  been  paid  for  bis  work  on  those  editions,  and  the  title 
to  the  same  vested  in  the  proprietors  of  the  original  work,  as  the  Ubor  was  done 
to  the  extent  of  the  gift  subject  to  the  trust  in  favor  of  the  donor  as  necessa^ 
rily  implied  by  the  terms  of  the  arrangement.    Ibid, 

7.  Delivery  was  made  as  the  work  was  performed,  and  the  proprietor  of  the  book 
needed  no  other  muniment  of  title  than  what  was  acquired  when  the  agreement 
was  executed.    Ibid, 

8.  The  proprietor  needed  no  assignment  from  the  contributor,  because  the  contribu- 
tor had  no  title  to  the  contributions,  nor  any  inchoate  right  of  copyright  in  the 
editions  of  the  work.    Ibid. 

9.  In  order  to  the  obtaining  of  a  copyright,  deposit  must  be  made  before  publica- 
tion, if  the  subject-matter  is  a  book,  of  a  copy  of  such  book  in  the  clerk's  office 
of  the  District  Court,  and  the  applicant  must  give  information  of  copyright  be- 
ing secured,  by  causing  to  be  inserted,  in  the  several  copies  of  each  and  every 
edition  published,  during  the  term  secured,  on  the  title-page,  or  page  succeed- 
ing, the  following  words :  "  Entered  according  to  the  act  of  Congress,  in  the 
year  ,  by  A.  B.,  in  the  clerk's  office  of  &e  District  Court  of"  (as  the  case 
may  be).    Ibid,  3. 

10.  Omission  to  comply  with  these  requirements  renders  the  copyright  invalid. 
Ibid. 

11.  §  5  of  the  act  does  not  require  that  the  same  notice  be  inserted  in  the  sev- 
.eral  copies  of  each  and  every  edition  published  during  the  term  secured,  so 
that  the  second  and  every  subsequent  edition  may  correctly  specify  the  date  of 
the  original  entry.    Ibid. 

12.  Acts  of  Congress  are  construed  by  the  rules  of  the  common  law,  and  the  con- 
struction should  be  such  as  to  cany  into  effect  the  true  intent  and  meaning  of 
the  legislature ;  but  the  province  of  construction  can  never  extend  beyond  the 
language  employed  as  applied  to  the  subject-matter  and  the  surrounding  cir- 
cumstances.   Ibid. 

13.  Change  of  date  in  the  notice  required  in  case  of  successive  editions  of  the 
same  book  is  not  required  by  §  5,  but  the  meaning  of  the  provision  is,  that  a 
new  notice  in  the  same  prescribed  form  shall  be  given  in  every  improved  edition 
published  during  the  term.    Ibid, 

14.  When  the  original  edition  is  published,  eomplianoe  with  that  requirement  is 
protection  for  that  edition,  but  not  for  a  second  edition  with  notes,  or  any  sue* 
ceeding  edition  with  improvements.    Ibid. 

15.  Copyrightfi  to  editions  of  a  work  other  than  the  original  one  are  granted  for 
additions  to  or  emendations  of  the  work,  and  every  copyright  should  bear  date 
of  the  day  when  secured.    Ibid. 

16.  Subsequent  editions  without  change  or  addition  should  have  the  same  entry 
as  the  first ;  subsequent  editions  with  notes  or  improvements  are  new  books 
within  the  meaning  of  the  copyright  acts.    Ibid. 

17.  Copyrights  like  patents,  afford  no  protection  to  what  was  not  in  existence  at 
the  time  they  were  granted.    Ibid. 
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IS.  Protection  is  afforded  hy  rirtoe  of  a  copyright  of  a  book,  if  duly  granted,  to 
all  the  matter  the  book  contained  when  the  printed  copy  of  the  same  was  depos- 
ited in  the  office  of  the  clerk  of  the  District  Court.    Idid. 

19.  Whenever  a  renewal  is  obtained  under  §  3  of  the  Copyright  Act,  the  require- 
ment is,  that  the  title  of  the  work  so  secured  shall  be  a  second  time  recorded, 
bat  there  is  nothing  to  show  that  the  date  of  the  original  entry  shall  be  specified 
in  each  successive  edition.    I6id. 

80.  Literary  property,  even  when  secured  by  copyright,  differs  in  many  respects 
from  property  in  personal  chattels,  and  the  tenure  of  the  property  is  governed 
by  somewhat  different  rules ;  but  the  nature  and  tenure  of  copyright  property  is 
still  more  unlike  the  tenure  of  other  property,  before  the  copyright  b  taken  out^ 
and  while  the  right  to  that  protection  is  inchoate.    I&id. 

31.  Title  to  the  notes  or  improvements  prepared  for  a  new  edition  of  a  book  pre- 
viously copyrighted  may,  in  certain  cases,  be  acquired  by  the  proprietor  of  a 
book  from  an  employ^  by  virtue  of  a  oontr&ct  of  employment,  and  without  any 
written  assignment.    Ibid, 

22.  But  such  cannot  be  held  to  be  a  mere  license,  when,  as  in  this  case,  the  con- 
tract was  that  the  proprietor  of  the  book  should  take  the  exclusive  right  to  the 
contributions  for  two  successive  editions,  together  with  the  right  to  copyright 
the  same  for  the  protection  of  the  property.    Ibid,  4. 

33.  The  inchoate  right  of  the  copyr^t  passed  to  the  proprietor  of  the  book  by 
the  same  arrangement.    Ibid, 

84.  The  inchoate  right  is  incapable  of  any  other  limitation  than  that  prescribed  by 
the  copyright  act,  so  that  the  proprietor  of  the  book  in  this  ease  took  out  the 
copyright  in  the  usual  form.    Ibid. 

25.  She  took  it  out  for  her  own  protection  and  for  that  of  the  complainant^  when 
her  property  in  the  notes  should  cease.    Ibid, 

36.  New  materials  are  the  subjects  of  copyright ;  so  also  are  old  materials  ar- 
ranged according  to  a  new  plan.  Damages  are  recovered  in  the  one  case  for  the 
use  of  the  new  materials,  in  the  other  for  the  use  of  the  old  materials,  according 
to  tlie  new  arrangement,  combination,  or  plan.    Ibid, 

37.  Under  a  bill  for  an  injunction,  and  an  account  for  the  infringement  of  a  copy- 
right, substantial  damages  cannot  be  allowed,  where  it  appears  that  the  matters 
charged  have  not  worked  any  prejudice  to  the  complaining  party.  Ckoie  v. 
Sanborn,  306. 

38.  No  suit  can  be  maintained  against  a  party  for  infiringement  in  a  case  where  no 
evidence  of  copyright  is  introduced  by  the  complainant.    Ibid, 

89.  The  complainant  must  show,  under  the  old  copyright  law,  that  a  printed  eopy 
of  the  title-page  of  the  book  was  deposited  in  the  clerk's  office  of  the  district 
wherein  the  author  resided,  and  also  that  this  was  done  before  publication,  as 
required  by  §  4  of  that  act. 

30.  He  must  also  prove  that  within  three  months  from  the  publication  of  the  book, 
a  copy  thereof  was  delivered  to  the  clerk  of  the  said  District  Court.    Ibid. 

31.  The  burden  is  on  the  complainant  to  prove  his  title  to  the  copyright  as  well 
as  the  infringement.     Ibid, 

32.  Authors,  as  well  as  inventors,  must  comply  with  the  conditions  Congress  has 
seen  fit  to  annex  to  their  acquiring  the  exclusive  privileges  allowed  them  by  law. 
Ibid. 

S3.  In  New  Hampshire  the  judges  of  the  Superior  Court  prepare  the  head-notes 
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to  tlie  opimons  wbiok  they  respectiTelj  deliver.  The  reporter,  therefore,  Iaa  no 
copyright  in  the  Tolomes  he  edits,  and  can  oonyej  no  exclnaiye  right  to  any  one 
dae.    Ibid. 

See  CovTiuoT,  8,  9, 10;  Equnrr,  1,  S. 

CX)8TS. 

1.  The  bill  of  complaint  contained  an  allegation  to  the  effect  that  the  defendant  in 
the  present  sui^  while  judge  of  the  Supreme  Judicial  Court  of  tiie  State  of 
Maine,  ordered  judgment  for  himself  in  a  suit  m  that  court  where  he  was  plain- 
tiff, and  the  present  complainant  defendant.  This  allegation  was  not*  true,  but 
the  record  of  the  State  courts  by  the  omission  of  the  clerk  thereof,  seemed  to 
afford  ground  therefor.  After  the  beginning  of  this  suit,  the  record  of  the 
State  court  was  amended  by  the  court,  so  as  to  conform  to  the  fact,  which  was 
that  the  judgment  had  been  ordered  by  another  justice  of  the  State  court,  and 
not  by  this  respondent.  Held,  that  the  respondent  in  this  case  was  still  entitled 
to  his  costs.     Oilman  v.  Libbey,  450. 

S.  If  the  State  court  record  did  suggest  the  error,  if  inquiry  had  been  made,  it 
could  have  been  ascertained  that  this  respondent  was  not  presiding  in  the  State 
court  when  the  judgment  in  lus  faror  was  entered.    Ibid, 

COUETS  OE  KECORD. 

1.  Courts  of  record  have  power  at  any  time,  as  well  after  at  during  the  term  at 
which  any  entry  is  made,  of  their  own  motion,  or  at  the  suggestion  of  any  party 
interested,  and  without  notice  to  any  one,  to  correct  the  mistakes  and  supply 
the  omissions  of  their  clerks  or  recording  officers,  so  as  to  make  the  record 
conform  to  the  truth  of  the  case.     Oilman  y.  Libbey,  450. 

8.  They  are  the  exclusive  judges  of  the  necessity  and  propriety  of  so  amending 
and  correcting  their  records,  and  of  the  sufficiency  of  the  proo&  offered  to  show 
the  necessity  of  such  action.    Ibid. 

8.  It  is  a  universal  rule  that  the  mere  omission  or  misprision  of  a  clerk  cannot  be 
permitted  to  deprive  a  party  of  his  rights,  if  the  means  of-  supplying  the  defect 
or  correcting  the  mistake  are  within  the  reach  of  the  tribunal  whose  proceedings 
are  incorrectiy  recorded.    Ibid. 

DAMAGES. 
See  CoPTBiGHT,  37. 

DAMAGES  IN  COLLISION  CASES,  DIVISION  OE. 

See  CoLLisioK,  12. 

DEFECT  IN  HIGHWAY. 

1.  The  question  whether  the  way  was  out  of  repair,  or  defective,  or  not,  is  one  of 
£act  for  the  jury,  and  that  having  been  submitted  to  them  under  instructions  to 
which  no  exception  was  taken,  the  court  was  not  inclined  to  question  the  find- 
ing or  set  the  verdict  aside  on  the  ground  that  that  was  an  improper  finding. 
Merrill  v.  Portland,  138. 
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S.  It  was  maiiifeflt  thai  the  jury  found  the  awning  to  be  a  defect;  thenfore,  the 
question  for  the  court  was,  whether  the  plaintiff  reoeiTed  the  iiyory  by  leaaon 
of  such  defect,  under  the  existing  statute  of  this* State,  conferring  the  right  of 
action  in  such  cases.    Hid. 

3.  Travellers  may  leoeiye  injuries  while  travelling  upon  defective  highwajs,  and 
such  as  are  not  occasioned  by  the  defects  or  their  own  negligence,  and  still  the 
town  required  to  keep  the  same  way  in  repair,  not  be  liable  for  the  injuiy. 
IM. 

4.  An  injury  may  be  produced  by  the  united  effect  of  a  want  of  repair  in  a  road, 
and  some  other  cause,  and  the  injured  party  not  be  entitled  to  recover  from 
those  whose  duty  it  was  to  keep  the  way  in  repair.    Ibid. 

5.  If  an  obstruction  be  left  in  a  street  by  a  responsible  party,  still,  if  the  town,  by 
its  own  neglect,  allow  the  obstruction  to  remain  until  it  is  chargeable  with 
notice,  the  town,  ftc.,  is  liable  to  a  person  injured  by  reason  of  the  ATiaiAw^  of 
such  obstruction.    Ibid, 

See  Towv  Qeghwatb,  Madix,  I-IO. 

DEFENCE. 

1.  Although  abundant  evidence  existed  to  show  that  the  defendant  was  willing  to 
concede  the  complainant's  claim  to  a  certain  part  of  the  matter  in  dispute,  still, 
as  the  complainant  elected  to  stand  on  the  original  memorandum  of  agreement, 
and  such  part  was  not  included  therein,  it  was  held  he  had  relinquished  such 
part.     Lawrence  v.  Dana,  2. 

8.  When  fraud  is  set  up  as  a  defence  to  a  contract,  the  burden  is  on  the  party 
setting  it  up ;  and  it  must  be  satisfsctorily  proved.     I6id, 

8.  Inferences  sought  to  be  drawn  from  correspondence  of  parties  are  not  sufficient 
to  substantiate  the  defence  of  fraud  in  the  making  of  a  contract  otherwise  legal 
and  binding.    Ibid, 

4.  Persons  charged  as  infringers  may  set  up  the  defence  that  the  patentee  was  not 
the  original  and  first  inventor  of  the  alleged  improvement ;  but,  if  the  suit  is  in 
equity,  they  must  allege  in  the  answer  the  names  and  places  of  residence  of 
those  whom  they  intend  to  prove  have  possessed  the  prior  knowledge  of  the 
thing,  and  where  the  same  has  been  used.    Qrakam  v.  Maeom,  88. 

5.  Such  notice  is  required  for  the  benefit  of  the  compUinant  to  prevent  surprise; 
but  an  answer  does  not  meet  that  requirement  if  it  frmiishes  to  the  complainant 
no  means  of  knowing  the  respondent's  theoi^  of  the  construction  of  the  patent. 
Ibid, 

6.  A  combination  for  canceUing  stamps  was  described  in  general  terms,  and  there 
was  a  description  of  an  endless  chain  with  thirty-one  links,  with  figures  project- 
ing from  them,  for  printing  the  various  numbers,  from  one  to  thirty-one,  to 
indicate  the  days  of  the  month;  but  the  patent  gave  no  explanation  of  the  pro- 
cess by  which  the  figures  were  to  be  formed.  On  account  of  the  imperfect 
description,  it  could  not  be  held  to  anticipate  a  subsequent  patent,  in  which  the 
description  of  the  parts  and  operation  was  clear  and  exact  Budtom  v.  Draper, 
178. 

7.  When,  as  a  defence  to  a  reissue  patent,  it  is  set  up  that  the  reissue  covers  more 
than  was  embraced  in  the  original,  the  respondent  must  introduce  in  evidence 
the  original  to  support  the  allegation.    Dokeriy  v.  Hajfnee,  291. 
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8.  Oihenriw  it  will  be  assamed  that  the  inyentioii  deseribed  in  the  reiBsne  patent 
is  the  same  as  that  secaied  by  the  originaL    Rid, 

9.  The  respondent  must  0YeRX>me  bj  proofs  the  prima  facie  presmnption  afibrded 
by  the  comphdiianfs  patent,  that  the  patentee  was  the  original  and  first  inventor 
of  what  is  therein  described  as  his  improyement    IHd, 

10.  Where  the  thing  patented  is  an  entirety,  the  statutory  defences  must  be  ad- 
dressed to  the  invention  itself,  not  merely  to  some  one  or  more  of  the  separate 
features  which  it  comprises.    Kelleher  y.  Darling^  434. 

.  11.  But  this  does  not  prevent  each  patent  in  suit,  or  each  invention  contained 
therein,  as  set  forth  in  the  distinct  claims,  from  being  made  the  subject  of 
separate  pleas  in  defence,  if  the  party  so  elects.    Ibid, 

13.  Experimental  models  or  incomplete  devises,  not  capable  of  use  as  operative 
machines,  cannot  impair  the  rights  of  the  patentee,  but  if  the  invention  has  been 
made  and  practised  prior  to  himself,  however  restricted  such  knowledge  and 
use  may  be,  it  is  fatal  to  the  patent.    Jbid. 

13.  Mere  delay  in  applying  for  patent  after  invention  made,  works  no  forfeiture 
of  right.    Ibid, 

14.  If,  however,  others  practise  the  invention  in  this  country,  whether  with  or 
withont  the  knowledge  or  consent  of  the  paten&e,  more  than  two  years  prior  to 
the  filing  of  his  application,  the  patent  is  invalid  under  the  exbting  law.    Ibid. 

15.  A  plea  in  defence,  that  "the  invention  named  was  in  public  use,  and  on  sale 
more  than  two  years  prior  to  the  supposed  invention  of  the  complainants/' 
overruled^  as  not  within  any  one  of  those  allowed  by  statute.    Ibid, 

16.  There  being  two  patents  in  suit,  reissue  6098  and  6099,  for  boot  and  shoe 
pacs,  both  of  which  had  been  introduced  by  the  comphiinants,  thus  affording 
prima  facie  evidence  of  first  and  original  inventorship,  and  the  respondents 
having  failed  to  set  up  separate  defences  for  the  shoe-pac  patent^  as  distinct 
from  those  for  the  boot-pac,  judgment  awarded  for  complainant,  without  regard 
to  any  plea  alleged  other  than  that  of  non-infringement.    Ibid. 

See  PxTEKT,  4-8. 

DEMURBJIE. 
See  CoiisnBACT,  8 ;  PuBADnra,  3 ;  Jubudioziov^  S. 

DEPUTY  COLLECTOR  OP  CUSTOMS- 
See  Ad  Yalobxic  Dutt,  14, 16. 

DUTIES  ON  IMPORTS. 

1.  Under  §  50  of  the  act  of  March  3, 1799,  merchandise  free  of  duty  cannot  be 
lawfully  unhiden  and  delivered  without  a  written  permit  from  the  collector  and 
naval  officer,  if  any,  for  such  unlading  and  delivery.  Umted  Siaiee  v.  Schooner 
S.  B,  Harrii,  147.  . 

3.  The  permit  required  by  §  50  is  the  same  as  the  one  mentioned  in  §  49,  and  that 
manifestly  is  a  written  permit.    Ibid, 

3.  If  Congress  had  intended  that  goods  not  dutiable  should  be  unladen  and  deliv- 
ered without  the  permit  described  in  §  49  of  the  Collection  Act,  evidence  of 
such  intention  would  be  found  in  some  part  of  the  act  None  such  is  to  be 
found.    Ibid, 
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4.  Innooence  of  iniention  cannot,  any  more  than  ignonnce  of  law,  afford  a  defence 
to  the  master  or  owner  of  a  vessel  for  a  yiolation  oi  the  prohibitioa  contained  in 
{  50,  of  the  act  of  March  2, 1799.    IM. 

6.  If  goods  (mackerel)  were  the  property  of  an  American  citizen,  taken  on  board 
an  American  vessel  at  a  foreign  port  and  consigned  to  American  consignees, 
were  landed  at  a  foreign  port  for  trans-shipment  to  the  American  port^  were 
caught  in  an  American  vessel  by  American  fishermen,  and  shipped  to  the 
American  port  in  the  American  vessel,  still  they  could  not  be  unladen  at  the 
American  port  without  a  written  permit  under  {  50  of  the  Collection  Act 
Ibid. 

6.  Some  of  the  goods  removed  from  the  bonded  warehouse,  and  then  brought 
back,  were  seized  by  the  United  States  as  goods  unlawfully  imported  in  a  cer- 
tain ship  or  vessel  without  having  a  manifest  on  board,  ffeld^  the  record  of 
that  proceeding,  when  offered  in  evidence,  was  not  an  estoppel  to  the  ri^t  of 
the  plaintiffs  to  recover  in  this  case.    McOlinch^  v.  United  Staiet,  312. 

7.  Where  goods  were  withdrawn  from  a  United  States  bonded  warehouse,  to 
avoid  the  payment  of  the  internal  revenue  tax  thereon,  exported  from  a  domes- 
tic port,  carried  beyond  the  jurisdiction  of  the  United  States,  and  then  brought 
bac^into  a  domestic  port,  they  are  imported  goods,  although  not  actually 
landed  in  any  foreign  port  or  place.    Ibid. 

8.  The  facts  are  the  same  in  this  case,  and  the  reasoning  equally  applicable,  as  in 
MoGlinchy  v.  United  States.    Ferkint  v.  United  States,  321. 

EQUITY. 

1.  In  this  case  it  was  held  that  the  complainant,  in  the  view  of  a  court  of  equity, 
was  the  equitable  owner  of  the  notes,  including  the  arrangement  of  the  same, 
and  the  mode  in  which  they  are  therein  combined  and  connected  with  the  text, 
and  of  the  copyrights  taken  out  by  the  proprietor  of  the  book  for  the  protection 
of  the  property.    Lawrence  v.  Dana,  4. 

8.  Whatever  puts  a  party  upon  inquiry  is  in  equity  sul^cient  notice.    Ibid. 

3.  Equity  will  not  interfere,  by  injunction,  to  prevent  further  use  of  a  copyrighted 
book,  when  the  amount  copied  is  small  and  of  Kttle  value,  if  there  is  no  proof 
of  bad  motive,  or  where  there  is  a  well-founded  doubt  as  to  the  legal  titie,  or 
where  there  has  been  long  acquiescence  in  the  infringement,  or  culpable  negli- 
gence in  seeking  redress,  especially  if  the  delay  has  misled  the  respondent. 
Ibid.  6. 

4.  Suits  in  equity  to  recover  gains  and  profits,  or  actions  at  law  to  recover  dam- 
ages for  the  infringement  of  letters-patent,  may  be  maintained,  in  a  proper  case, 
after  the  patent  has  expired,  if  the  alleged  infringement  took  place  during  the 
term  for  whidi  the  patent  was  granted,  and  the  suit  was  commenced  before  the 
right  of  action  was  barred  by  the  Statute  of  Limitations.    Howee  v.  Ifute,  173. 

5.  Courts  of  equity  possess  the  power  to  correct  mistakes  in  policies  of  insurance, 
even  to  the  extent  of  changing  the  most  material  clauses;  but  the  power  should 
be  exercised  with  great  caution,  and  only  when  the  proof  is  entirely  satisfiBctory. 
Eeam  v.  Ine.  Co.,  192. 

6.  Where  an  instrument  is  intended  to  carry  into  effect  an  agreement,  whether  in 
writing  or  by  parol,  but  by  mistake  of  the  draughtsman,  either  of  law  or  hot, 
does  not  fulfil,  or  violates,  the  manifest  intention  of  the  parties,  equity  vill  cor- 
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rect  the  mistake  so  as  to  prodaoe  oonfonnitj  of  the  instnunent  to  the  agreement. 
Ibid, 

7.  When  there  is  a  settled  form  of  charter  in  a  particolar  trade,  underwriters  are 
bonnd  to  know  the  onstomary  stipulations  of  a  charter  in  that  trade,  and  when 
informed  by  an  applicant  that  the  vessel  is  chartered  in  such  trade,  the  contract 
of  insarance  must  he  considered  to  be  made  with  the  understanding  that  the 
charter  is  framed  in  the  usual  way,  unless  the  correspondence  leads  to  a  differ- 
ent conclusion.    Ibid. 

8.  In  their  letter  of  acceptance  of  the  proposed  insurance,  the  underwriters  said 
that  it  was  worth  something  to  cover  the  risk  at  the  port  of  loading.  Held, 
this  implied  that  it  was  not  to  be  the  same  as  the  port  of  discharge,  and  know- 
ing that  the  outward  cargo  was  coal,  the  underwriters  were  bound  to  know  that 
charters  for  such  voyages  usually  contained  a  stipulation  allowing  a  second  port 
for  loading  the  return  cargo.    Ibid, 

9.  Equity  will  reform  a  policy  not  containing  such  a  permission  when,  as  in  this 
case,  the  antecedent  correspondence  of  the  parties  showed  that  the  complainant 
intended  to  secure  such  protection,  and  that  the  respondent  knew  such  to  be 
his  understanding.    Ibid. 

10.  When  the  contract  is  agreed  to,  whatever  it,  by  fair  interpretation,  includes, 
the  underwriters  are  bound  to  insert  in  the  policy,  and  if  they  omit  to  do  so, 
the  insured  has  a  light  to  insist  upon  strict  conformity  to  the  original  agree- 
ment.   Ibid. 

11.  Courts  of  equity  have  jurisdiction  of  fraud,  misrepresentation,  and  fraudulent 
suppression  of  material  facts,  in  matters  of  contract.     Oindrai  v.  Dane,  260. 

19.  But  where  the  cause  of  action  is  a  purely  legal  demand,  and  the  defence  at 
law  may  be  set  up  as  complete  as  in  equity,  a  suit  in  equity  will  not  be  sus- 
tained.   Ibid. 

13.  Such  a  case  is  controlled  by  {  16  of  the  Judiciary  Act.    Ibid. 

14.  In  equity  the  rule  is,  that  when  parties  intend  to  create  a  lien  upon  property, 
not  then  in  actual  existence,  it  attaches  as  soon  as  the  person  who  grants  the 
lien  acquires  the  possession  and  title  of  the  same.  Barnard  et  al.  v.  N,  §  W. 
BaUroad  Co.,  351. 

15.  Assets  of  an  incorporated  company  are  regarded  in  equity  as  held  in  trust  for 
the  payment  of  the  debts  of  the  corporation.  JBradiey  et  al.  v.  Conoeree  et  al., 
375. 

16.  Courts  of  equity  will  enforce  the  execution  of  such  trusts  in  favor  of  the 
oreditors,  even  when  the  matters  in  controversy  may  not  be  cognizable  in  a 
court  of  law.    Ibid. 

17.  Directors  will  not  be  permitted  by  a  court  of  equity  to  obtain  any  undue 
advantage  for  themselves,  to  the  injury  of  those  for  whom  they  are  acting  in  a 
Muciary  relation.    Ibid. 

18.  Courts  of  equity  may,  in  certain  cases,  give  the  parties  a  new  hearing,  but 
nothing  of  that  kind  will  be  allowed  in  a  hearing  on  exceptions  to  master's 
report.    Feleh  v.  Hooper^  489. 

19.  Applications  for  a  review  at  law  or  in  equity,  and  proceedings  upon  master's 
report,  are  altogether  different  proceedings.    Ibid, 

See  Bahkbtjptct,  10,  II ;  Conz]u.ct,  8,  9;  Lien,  S;  Retobmation  oj  Polict, 

2,  3;  Stalk  Claim,  I,  2;  Statutb  of  Likiiatigns,  1-4;  Tkadx-Marks» 

3,  6,  8, 10. 
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EQUIVALENTS. 
See  IvTBiNGEicENT ;  Patest  Gabbs,  6-8. 

ESTOPPEL. 

1.  Expressions  of  a  doubtful  character  are  not  sufficient  to  support  a  defence  to 
a  contract  executed  on  the  part  of  the  complainant.    Lawrence  y.  Dana,  1. 

2.  Estoppels  are  allowed  to  shut  out  the  truth  only  when  it  is  uecessarj  to  protect 
a  party  setting  up  such  a  defence  against  an  injury  to  which  he  is  exposed  with- 
out his  own  fault,,  in  consequence  of  having  trusted  to  the  representations 
designedly  made  by  the  other  party  in  order  to  expose  him  to  such  injury,  which 
representations  were  of  such  character  that  a  man  of  ordinary  prudence  would 
take  them  as  true,  and  believe  that  he  should  act  upon  them  as  exhibiting  the 
true  state  of  the  case. 

These  representations  must  be  proved,  and  they  will  not  by  implication  be  ex- 
tended beyond  their  pbtin  import.  Ibid. 
8.  The  complainants  brought  suit  against  the  defendants,  under  their  original 
patent,  and  the  suit  was  dismissed,  the  respondents  reooyering  costs.  The 
parties  entered  into  a  stipulation  to  the  effect  that  tilie  defendants,  by  the  use 
of  a  certain  machine,  had  infringed  one  of  the  patents  named  in  the  bill,  but 
had  settled  therefor ;  that  in  order  to  estop  the  complainants  from  reasserting 
claims  of  infringement  set  forth  in  the  bill,  as  £&r  as  plaster  moulds,  French 
machine,  or  old  pot-stuff  were  concerned,  the  bill  was  dismissed  with  oostSj  and 
that  judgment  was  satisfied.    Fiekering  ei  al.  y.  PhiUipe  et  al.,  383. 

4.  The  patent  was  subsequently  reissued  by  complainants.  It  was  insisted  by 
respondents  that  the  complainants  were  estopped  from  maintaining  their  seoond 
suit,  by  the  agreement.  Held,  that  agreement  extended  no  further  than  to 
estop  the  owners  of  the  original  patent  from  prosecuting  the  respondents  for 
infringing  the  right  set  up  iu  that  first  bill  of  complaint,  no  mention  being  made 
of  any  right  except  the  one  set  up  in  the  bill  of  complaint.   Ibid. 

5.  The  agreement  did  not  operate  as  a  license  to  the  respondents  to  make  and 
use  the  invention  secured  by  the  reissued  patent,  nor  did  it  estop  the  complain- 
ants from  prosecuting  the  respondents  under  that  patent.    Ibid, 

See  Covtbjlcs,  4,  7. 

EVIDENCE. 

1.  Slight  evidenoe  may  be  sufficient  in  equity  to  show  an  assignment  or  setting 
apart  in  equity  of  a  fund  in  a  case  like  the  present;  but  here  there  was  no  oyI- 
dence  whatcYer.    Sullivan  y.  JEUUlroad,  23. 

2.  If  the  agreement  for  the  setting  apart  of  the  four  per  cent  was  valid,  the  remedy 
for  the  breach  of  it  was  against  the  old  corporation.    Ibid, 

3.  Acquiescence  in  the  course  pursued  by  the  old  corporation  in  this  respect  was 
laches  on  the  part  of  the  complainants.    Ibid. 

4.  Parol  evidence  is  not  admissible,  in  an  application  for  a  reissue,  to  enlarge  the 
scope  and  nature  of  the  invention  beyond  what  was  described,  suggested,  or 
indicated  in  the  original  specification.    Glue  Co.  y.  Upton,  237. 

6.  The  complainant  pledged  certain  shares  of  stock  to  a  bank  as  collateral  aooantj 
for  a  loan.  The  debt  not  being  paid,  the  shares  were  sold  by  the  bank.  The 
complainant  alleged  that  they  were  thus  disposed  of  without  notice  to  him,  and 
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without  the  oppoTtnnity,  on  his  part,  to  redeem.  Hia  allegatioiis  were  sustained 
by  his  own  evidence,  which  was  oontradic^ted  by  one  of  the  bank  officers.  Held, 
that  the  compkinant  had  not  orercome  the  force  of  the  allegations  of  the  answer. 
Hazard  y.  National  Bank,  294. 

6.  In  cases  of  £dse  valuation  of  goods  in  the  invoice,  legal  evidence  of  other 
fraudulent  acts  of  a  similar  nature  committed  at  about  the  same  time,  and  when 
the  same  motive  may  be  supposed  to  exist,  is  admissible  to  show  the  intent  of 
the  actor  with  respect  to  the  matter  charged  against  him  in  the  information. 
United  States  v.  Clapboardt,  301. 

7.  Positive  proof  of  fraudulent  acts  b  not  generally  to  be  expected,  and  the  law 
allows  a  resort  to  dicumstantial  proof  to  ascertain  the  truth.    Ilrid, 

8.  When  the  intent  or  guilty  knowledge  of  a  party  is  material  to  the  issue,  col- 
lateral fiBCts,  tending  to  establish  such  intent  or  knowledge,  an  properly  admis- 
sible in  evidence.    IHd. 

9.  In  this  case  it  was  proper  to  show  that  the  value  given  in  the  invoice  was 
less  than  the  actual  market  value  of  the  merchandise,  and  that  the  party  making 
the  entiy  knew  that  fact.  Therefore  proof  of  correct  entries,  made  about  the 
same  time,  of  the  same  kind  of  goods,  by  the  claimant,  was  admissible  to  show 
that  he  knew  the  real  value  of  the  merchandise.    Ibid, 

10.  Documents  from  the  custom-house  to  prove  the  withdrawal  of  goods  from  a 
bonded  warehouse,  and  their  exportation  in  a  certain  vessel,  are  primd  facie 
sufficient  to  sustain  an  allegation  in  the  decUration  that  such  things  were  done 
with  the  goods.    MeOlinek^  v.  United  States,  319. 

Bee  GoLLunov,  4;  Coftbight,  88-31;  iNmNGBiOBiiT,  GoPTBieHi  Gasis,  99; 

Flbaddig,  4,  6-13. 

EXECUTORY  CONTRACTS. 
See  CoirTEACT,  6. 

EXPERT  EVIDENCE. 

1.  Expert  testimony  was  put  into  the  case  upon  a  comparison  of  two  editions  of 
a  book,  upon  the  point  whether  the  two  editions  were  or  were  not  of  the  same 
character.  Held,  that  though  admissible  in  such  a  case,  the  opinions  of  the 
experts  were  in  the  nature  of  secondary  evidence.    Lawrence  v.  Dana,  4. 

9.  The  court  found  it  necessary  to  examine  the  comparisons  itself  in  order  to  come 
to  a  satLsfaotory  conclusion,  although  much  aid  was  derived  from  the  compari- 
sons made  by  the  experts.    Ibid. 

3.  Expert  and  other  testimony  may  be  introdueed  upon  the  question  of  infringe- 
ment, but  it  must  be  chiefly  determined  by  the  court  by  a  comparison  of  com- 
plainant's invention  as  described  in  his  letters-patent,  and  the  thing  made  and 
sohl  by  the  respondent.    Hndstm  v.  Draper,  178. 

PIRB  INSURANCE. 

1.  Warranties  are  of  two  kinds,  affirmative  and  promissory,  and  they  may  arise 
from  express  words  or  by  implication.    Cadj^  v.  Ins,  Co.,  903. 

9.  Affirmative  warranties,  whether  express  or  implied,  are  representations,  in  the 
polipy,  of  the  existence  of  some£EUJt  or  state  of  things,  at  the  time  of,  or  pievioua 
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to,  tbe  making  of  the  policy,  and  thej  are  conditions  precedent  vliioli,  if  nntnu^ 
the  policy  does  not  attach  as  the  contract  of  the  insarers.    Ibid, 

3.  Promissorj  warranties  may  be  also  either  express  or  implied.  They  relate  to 
the  happening  of  some  future  event,  or  the  performance  of  some  foture  aoC 
IM. 

4.  They  may  be  conditions  precedent  or  sabseqnent  This  is  ascertained  from 
the  language  employed,  the  subject-matter,  and  the  sorrounding  dieumstanoes. 

md, 

6.  Even  words  of  warranty  are  subject  to  constmctioa,  and  will  reoeiTe  a  liberal 
or  strict  one,  to  meet  the  justice  of  the  case.    IM, 

6.  A  warranty,  in  respect  to  an  existing  fact,  is  a  condition  precedent,  and,  if 
not  true  when  reasonably  eonstnied,  it  avoids  the  policy.    Ibid. 

7.  The  insured,  however,  is  only  held  to  a  substantial  oomj^tanoe,  because  the 
condition  cannot  be  extended  by  construction,  so  as  to  include  what  is  not 
necessarily  implied  in  its  terms.    Ibid. 

8.  Promissory  warranties  must  be  substantially  performed,  but  not,  like  wanaaiies, 
exactly  and  literally  complied  with.    Ibid. 

9.  If  substantially  true  as  to  existing  circumstances,  and  in  the  same  way  eom- 
plied  with,  so  far  as  they  are  executory,  that  is  sufficient.    Ibid. 

10.  A  policy  of  insurance  on  a  mill  contained  the  stipulations  that  the  forcing, 
pump  should  be  kept  in  good  working  order,  that  a  sufficient  supply  of  water- 
casks  and  buckets  should  be  kept  in  each  room.  BMj  these  were  not  war- 
ranties, and  that  it  was  sufficient  if  they  were  substantially  complied  with, 
as  by  reasonable  diligence  in  repairing  the  pump  when  out  of  order,  and  by 
keeping  water^nsks  and  buckets  in  places  where  they  were  easily  acoessibk 
from  the  rooms.    Ibid. 

11.  Bepairs  which  have  become  indispensably  neoessazy  to  remedy  defects  in  a 
building  and  machinery,  which  endanger  the  safety  of  the  property  insured,  may 
be  made,  and  old  machinery  may  be  replaced  with  new,  without  invalidating  a 
policy  of  insurance,  if  the  structures  made,  or  changes  effected,  are  reasonably 
necessary,  and  do  not  increase  the  risk.    Jamei  v.  Lu.  Co.,  273. 

12.  In  this  ease,  woric  was  done  in  taking  out  an  old  boiler,  and  putting  in  a  new 
one,  a  brick  chimney  and  fireplace  were  erected,  and  a  structure  to  cover  the 
projecting  end  of  the  boiler  and  fireplace,  and  to  afford  shelter  to  the  attendant, 
and  steam  was  used  as  an  auxiliary  motive  power.  Held,  these  fiicts  did  not 
render  the  policy  Yoid  under  the  condition  termed  the  '*  builders'  risk."    Ibid. 

13.  This  condition  must  receiye  a  reasonaUe  construction,  and  neither  it  nor  any 
other  condition  in  the  policy  can  be  so  construed  as  not  to  be  repugnant  to  the 
nature  and  purpose  of  the  policy,  or  inconsistent  with  the  due  and  customary 
use  of  the  property.    Ibid. 

14.  In  the  construction  of  a  contract,  courts  of  justice  are  not  denied  the  same 
light  and  informatipn  the  parties  enjoyed  when  the  contract  was  exieeuted,  and 
so  may  acquaint  themselves  with  the  persons  and  drcnmstances  that  are  the 
subjects  of  the  stipulations  in  the  written  instrument,  and  are  entitled  to  place 
themselves  in  the  same  situation  as  the  parties  who  made  the  contract,  so  as  to 
view  the  circumstances  as  they  viewed  them,  and  so  to  judge  of  tiie  meaning 
of  words,  and  of  the  correct  application  of  language  to  the  things  described. 
Ibid. 

1&.  Conditions  subsequent,  and  even  mere  promissory  conditions,  may  be  of  a 
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ohaxacter  that  the  breach  of  one  or  more  of  them  "will  render  the  policy  nnll 
and  void;  but  courts  of  justice  are  not  inclnied  to  give  such  conditions  that 
effect  unless  it  dearly  appears  that  such  -was  the  intention  of  the  parties  as 
manifested  in  their  language.    Ibid, 

16.  There  was  nothing  unreasonable  in  this  case,  in  the  putting  in  of  the  horizon- 
tal boiler  in  the  place  of  the  former  upright  one,  or  in  erecting  the  structure 
to  ooTer  the  projecting  end  of  the  boiler,  and  afford  shelter  to  the  attendant. 
IM. 

17.  Where  there  is  no  increase  of  the  risk  bj  the  repairs  or  necessary  alterations, 
and  where  the  evidence  showed  that  the  fire  did  not  occur  in  consequence 
thereof,  it  was  Aeld,  there  was  no  need  of  notice  to  the  iwanrM^flft  company  of 
the  proposed  repairs.    IM, 

See  Wasrahties,  1-3. 

PORFErrUEE. 
See  Tkads-Mabxs,  S»  4,  5, 10. 

POBMER  JUDGMENT  OF  SUPREME  (X)URT. 

1.  Where  the  adjudication  is  upon  the  same  title,  a  former  judgment,  if  regularly 
pleaded,  is  often  a  bar  to  the  second  suit,  though  some  of  the  parties  may  be 
different.    Richardson  v.  Lochoood,  128. 

3.  The  decision^  of  the  Supreme  Court  are  authority  in  this  court,  although  none 
of  the  parties  are  the  same  as  in  the  prior  determination.    Ibid. 

3.  Where  some  additional  evidence  was  introduced  into  a  case  in  this  court,  to 
what  was  in  a  case  previously  determined  in  the  Supreme  Court  upon  the  same 
patents,  —  Held,  if  not  of  a  character  to  affect  the  legal  rights  of  the  parties, 
then  the  decision  of  the  Supreme  Court  is  binding  here.    Ibid, 

4.  This  case  was  regarded  as  controlled  by  the  principles  of  the  decision  in  SHmp- 
ton  V.  JToodman,  10  Wall.  120,  otherwise  the  court  would  have  ordered  a  decree 
for  the  complainants.     Woodman  Co,  v.  Guild,  185. 

5.  Judgment  for  defendant  was  ordered  in  this  case  upon  the  ground  that  the 
claim  of  the  plaintiff  was  barred  by  the  act  of  July,  1862,  as  construed  by  the 
Supreme  Court.    Francis  v.  Slack,  186. 

FRAUD. 

1.  Fraud  does  not  render  a  contract  void,  only  at  the  option  of  the  party  de- 
frauded, whether  the  fraud  was  committed  by  one  of  the  contracting  parties 
upon  the  other,  or  by  both  ujjion  persons  not  {Mirties  to  the  transaction.  Fore- 
man V.  Bigelow,  508. 

2.  Where  fraud  was  committed  by  one  of  the  parties  upon  the  other,  the  contract 
remains  operative,  and  m  force,  until  it  is  disap]^ved  by  the  injured  party. 
Ibid, 

8.  A  mining  corporation  bought  certain  mineral  lands,  and  paid  for  the  same  in 
siiares  of  the  stock,  which  were  issued  to  the  directors  as  paid-up  stock.  The 
lands  were  greatly  overvalued,  and  were  not  worth  the  amount  at  which  they 
were  valued.  The  corporation  went  into  bankruptcy,  and  suits  were  brought 
by  the  assignee  to  recover  tlie  difference  between  the  real  value  of  the  lands 
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and  the  par  of  the  stock.  Held,  the  oomplamant  oonld  not,  withont  disaffirmmg 
the  contract  of  parchase,  set  up  the  theoiy  that  the  property  taken  in  payment 
of  the  shares  was  less  than  their  estimi^ed  Talue,  nor  seek  redress  against  a 
bona  fide  purchaser  of  the  stock  in  the  open  market.    lUd, 

4.  So  ^  as  an  innocent  purchaser  of  the  stock  in  open  market  is  ooncemed,  the 
shares  were  paid-up  stock,  as  shown  hj  the  books  of  the  corporation.    Ibid. 

6.  Notice  of  any  fraud  upon  the  respondents  was  not  alleged.    Ibid, 

6.  But  the  mere  fact  tiiat  a  person  has  become  a  shareholder,  pursuant  to  a 
scheme  in  which  he  was  a  party,  and  which  is  ultra  vtrM,  will  not  relieTO  him 
from  liability  as  a  contributozy,  if  the  shares  he  has  taken  can  be  considered  as 
legally  existing.    Ibid. 

7.  Power  to  issue  stock  was  possessed  by  the  company,  and  therefore  the  rule  that 
the  holder  takes  nothing  where  the  power  is  entirely  wanting  does  not  apply. 
Ibid. 

8.  Every  person  connected  with  a  company  which  issues  certificates  of  stock  for 
paid-up  stock,  when  the  money  or  yalue  has  not  been  paid,  is  guilty  of  a  per- 
sonal wrong  towards  the*  company,  and  may  be  made  answerable  for  it  in  the 
same  way,  and  to  the  same  extent^  as  if  the  money  had  been  taken  out  of  the 
coffers  of  the  company  to  pay  up  shares.    Ibid. 

See  Db?shcb,  1,  2. 

ILLEGAL  INTEREST. 

1.  Certificates  of  stock,  known  as  old  preferred  stock,  were  issued  by  a  railroad 
corporation.  Persons  holding  the  certificates  were  promised  ten  per  cent  inter- 
est by  the  corporation  which  issued  them,  but  they  were  not  secured  by  any 
mortgage  or  collateral.  Other  mortgages  were  subsequently  put  upon  the  road, 
and  the  trustees  of  the  second  mortgage  took  possession  of  the  road,  and  held 
it  long  enough,  under  the  State  law,  for  their  title  to  become  absolute,  as 
against  the  mortgagors  in  trust  for  the  respectiTe  holders  of  the  second-mort- 
gage bonds.  They  then  formed  themselves  into  a  new  railroad  corporation, 
under  the  State  law,  to  carry  on  th^  business  of  the  road.  About  two  years 
after  the  Certificates  above  named  were  issued,  the  stockholders  of  the  old  oor- 
poration  authorized  the  directors  to  waive,  in  behalf  of  the  company,  their  exist- 
ing right  to  redeem  at  pleasure,  and  make  the  road  irredeemable  until  eighteen 
years  after,  provided  the  holders  of  the  certificates  should  empower  the  trustees 
to  pay  four  per  cent  of  the  stipulated  interest  to  the  treasurer  of  the  corpora- 
tion, to  be  held  and  appropriated,  as  far  as  might  be,  to  the  payment  of  the 
interest  of  such  holders  of  preferred  stock  as  should  surrender  their  old  certifi- 
cates and  receive  new  six  per  cent  ones.  Nothing  was  done  by  either  party  to 
carry  out  the  proposal  of  the  stockholders  to  waive  their  right  to  redeem  tlie 
first  mortgage,  until  about  a  year  after  it  was  made,  when  the  directors  voted 
that  the  new  certificates  should  be  issued  to  holders  of  preferred  stock  for  the 
amount  surrendered,  promising  six  per  cent  instead  of  ten,  as  in  the  old  certifi- 
cates. The  claim  of  the  complainants  was  founded  upon  the  issue  of  the  origi- 
nal certificates,  coupled  with  the  relinquishment  of  Uie  four  per  cent  promised 
to  the  holders  of  certificates  under  the  first  mortgage,  which  was  remitted  sub- 
ject to  the  stipulation  of  the  old  corporation,  that  the  amount  should  be  held  by 
the  treasurer,  to  be  applied  to  the  interest  promised  the  preferred  stockholders. 
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BiQ  in  eqoify  to  set  aside  the  foreclosue,  and  to  recoTer  tbe  four  per  cent  m- 
terest  remitted  by  the  holders  of  the  first-mortgage  oertifioates  in  fiiYor  of  snch 
holders  of  preferred  stock  as  accepted  the  stockholders'  proposal  Held,  these 
contracts  were  not  obligatory  on  the  old  corporation,  because  they  stipulated  a 
higher  rate  of  interest  than  then  permitted  by  the  law  of  the  State,  which  was 
six  per  cent.    SulUvan  y.  BaiWoad,  213. 

S.  It  made  no  difference  that  the  contract  specified  in  the  old  certificates,  that  the 
four  per  cent  annual  interest  remitted  in  excess  of  the  legal  rate  should  be  held 
by  the  treasurer,  to  be  applied  to  the  payment  of  interest  to  such  of  the  holders 
of  preferred  stock  as  should  adopt  ^e  proposal  of  the  stockholders,  because 
both  agreements  rested  in  executory  contract,  and  contemplated  a  rate  of 
interest  not  permitted  by  law.    Ihid. 

S.  The  contract  for  the  ten  per  cent  was  usurious,  and  the  contract  to  apply  the 
excess  in  the  manner  contemplated  by  the  indorsement  of  the  first-mortgage 
certificates,  would  not  constitute  a  lien  which  could  be  enforced  at  law,  or  in 
equity,  against  a  subsequent  purchaser  of  the  mortgaged  property.    Ibid, 

INDICTMENT. 
See  GoirsFiBJLOT,  3. 

INDIVIDUAL  DEBTS. 
See  Bahuuftct,  4-6. 

INEVITABLE  ACCIDBNT. 
See  GoLLiBiov,  3. 

INFRINGEMENT,  COPYRIGHT  CASES. 

1.  In  this  case  it  was  held  that  the  question  of  fact  was,  What  use  did  the  respon- 
dent, who  edited  the  edition  in  question,  make  of  the  complainant's  notes  P 
Lmorenee  y.  Dana,  4. 

3.  The  question  of  law  was,  Was  the  use  which  it  was  admitted  he  did  make  of 
those  notes  a  lawful  use,  or  did  it  infringe  the  complainant's  rights  ?    Idid, 

S.  Although  it  may  be  difficult  to  make  proof,  still  the  complainant  is  not  entitled 
to  any  decree,  unless  he  proves  infringement  as  alleged,  to  the  satisfaction  of 
the  Court,  because  the  burden  is  on  the  party  making  the  charge.    Ibid. 

4.  In  a  case  of  this  character  the  parties  are  compelled  to  rely  chiefly  upon  a  com- 
parison of  the  contents  of  the  respectiye  books  upon  the  question  of  infringe- 
ment.   Ibid. 

5.  In  cases  for  infringement  of  copyright,  the  strongest  proof  of  copying  may 
sometimes  be  derived  from  the  coincidence  of  errors  in  two  works.    Ibid.  5. 

6.  Coincidence  of  citation  is  another  evidence  of  copying ;  so,  also,  is  identity 
of  plan  and  arrangement.    Ibid. 

7.  Copyright  may  be  justly  claimed  by  an  author  of  a  book  who  has  taken  exist- 
ing materials  ht)m  sources  common  to  all  writers,  and  arranged  and  combined 
them  in  a  new  form,  and  given  them  an  application  unknown  before,  because 
skill  and  discretion  were  exercised  in  making  the  selections,  arrangement,  and 
combination,  and  something  new  and  useful  has  been  achieved.    Ibid. 

▼OL.  IT.  48 
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B.  The  anihor  of  miok  •  woik  kav  u  mmok  light  m  hii  phn,  melihod.  ^nd  wnwgO' 
ment,  aa  he  has  in  his  thoughtB,  leflectiona,  or  opinicms.     /(k^. 

9.  Others  may  use  the  old  materials  for  a  different  purpose,  but  they  cannot  99pj 
his  plan,  amngonent^  or  eombination  of  those  materials.    Jbid, 

10.  A  person  oould  take  the  old  materials,  as  found  in  the  sources  from  vhich 
they  were  drawn,  and  use  them  as  he  pleased  in  illustration  of  new  and  original 
propositions,  or  for  any  other  purpose  not  substantially  the  same  as  that  to 
whieh  they  were  applied  in  w<Nrks  pioteoted  by  a  oopyxight  on  some  particular 
plan  or  combinati<Hi,    Ibi4. 

11.  One  eannot,  howeyer,  use  the  materials  as  oolleeted  and  furnished  k  the 
copyrighted  work,  or  the  plan  and  anangonent  therein,  beyond  the  extent 
falling  within  the  definitioh  of  £fdr  use^  which  rule  is  appUpable  only  to  the 
materials,  and  not  to  the  plan  and  arrangement.    Ibid. 

15.  In  this  ease  the  respondent  had  used  the  facts,  citations,  and  authorities  as 
ooUected,  arranged,  and  combined  by  the  complainant,  and  the  work  oceupjed 
the  same  field,  and  was  made  and  composed  for  the  same  g^eral  puip^ue.    fifd. 

13.  The  sole  right  and  liberty  of  printing,  reprinting,  publishing,  and  Tending  a 
book,  secured  by  the  copyright  law,  means  the  exclusive  right  of  multiplying 
copies  for  the  benefit  of  the  author  or  his  assi^.    Ibid. 

14.  An  abridgment  of  an  original  work,  where  intellectual  labor  and  judgment 
are  involved,  made,  and  condensed  by  another  person,  without  the  consent  of 
the  author,  is  not  an  infringement  of  a  copyright  on  the  original    Ibid. 

16.  What  constitutes  a  fair  and  b^ua  Jkh  abridgment  is  a  very  difficult  question 
for  judicial  decision.     Ibid. 

16.  In  this  case  the  book  of  the  respondsnt  was  not  an  abridgment.    Jbid. 

17.  Copying  is  not  confined  to  literal  repetition,  but  indud^  abo  the  Tarious 
modes  in  which  the  matter  of  any  publication  may  be  adopted,  imitated,  or 
transferred,  with  more  or  less  colorable  variations  to  disguise  the  source  firom 
which  the  material  was  derived.    Ibid. 

18.  It  is  not  necessary  that  the  whole,  or  the  larger  part,  of  a  work  sbould  be 
copied  in  order  to  constitute  an  invasion  of  a  copyright.    Ibid. 

19.  Some  use  may  be  made,  by  a  subsequent  writer,  of  a  book  antecedently  made, 
composed,  and  copyrighted  by  anotheri  whether  such  former  book  were  whoUy 
or  partly  original.    Ibid. 

20.  Copyrights  differ  in  this  respect  from  patents,  which  admit  of  no  use  of  the 
patented  thing  without  consent  of  the  patentee.    Ibid. 

SI.  The  recoraposition  of  the  same  book,  without  copying,  though  not  likeljr  to 
occur,  would  not  be  an  infringement.    Ibid. 

SS.  Identity  of  contents,  arrangement^  and  combination  is  strong  evidence  that 
the  second  book  was  borrowed  from  the  first,  because  it  is  highly  improbable 
that  two  authors  would  express  their  thoughts  and  sentiments  in  the  si^ne  lan- 
guage, or  adopt  the  same  method  and  arrangement.    Ibid. 

23.  Absence  of  intent,  alone,  to  copy  a  copyrighted  work  would  not  free  a  person 
from  the  charge  of  copying;  the  court  looks  at  the  result,  and  not  the  inten- 
tion in  the  man's  mind  at  the  time  of  doing  the  act  complained  of.    Ibid.  6. 

24.  Evidence  of  intent  might  have  some  bearing  on  the  question  of  fair  use,  but 
it  is  not  a  defence  where  the  pai'ty  setting  it  up  has  invaded  the  copyright  of 
the  complaining  par^.    Ibid. 
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2ft.  If  8o  nrnch  is  taken  from  a  copyrighted  woA  1^  its  Talae  is  smsibly  diimtt- 
ished,  or  the  labon  of  the  original  author,  to  an  injurious  extent,  ap|>ropriated 
bj  another,  it  is  sufficient  to  oonstitote  infringement.    lUd. 

8A.  In  a  reyiew  of  a  work,  snftoioit  may  be  taken  to  give  a  oonect  yiev  of  the 
wholo,  bat  the  privilege  of  making  extracts  is  limited  to  those  objects,  and 
cannot  be  exercised  so  that  the  review  may  become  a  sabstitate  for  the  work 
reviiewed.    lUtk 

m 

87.  A  book  may  in  one  paii  infinnge  tiie  ooj^yright  of  another^  and  in  other  parts 
be  original    Ibid, 

28.  In  such  case  the  remedy  is  not  to  be  extended  beyond  the  injniy.    IHd, 

29.  If  the  borrowed  matter  is  so  inTolved  with  that  which  is  original,  in  a  subse- 
quent book,  then  he  who  made  the  improper  use  d  boRowed  materials  must 
snfkr  tiie  consequences  of  so  doing.    £6id. 

30.  In  such  case,  if  the  injunction  preTcnta  the  use,  on  the  part  of  the  copyist,  of 
his  original  materials  in  any  particular  book,  he  only  is  to  blame  for  such  com- 
mingling of  tiie  materiab.    Ibid, 

31.  No  man  is  entitled  to  avail  himself  of  the  previous  Hteraiy  labors  of  another, 
whidi  have  been  copyrighted,  for  the  purpose  of  conveying  to  the  pubUo  the 
same  information,  even  though  he  may  append  additional  information  to  that 
alieadbf  published,    Ibid. 

8ee  OovYKsawF,  8,  31. 

INFBINGEMENT,  PATENT  CASES. 

1.  In  a  suit  for  infringement  of  letters-patent,  the  issue  tendered  by  the  respond- 
ing party  must  be  dear  and  unconditionaL    Oraham  v.  Mdton,  88. 

8.  The  pleading  at  law  or  in  equity  in  suoh  cases  must  be  dear,  single,  and  free 
from  evasion.    Ibid. 

8.  More  than  one  defence  may  be  presented  in  an  answer  in  equity,  but  each 
ahould  be  separatdy  and  clearly  alfeged  wiftout  condition  or  qualification.  Ibid, 

4.  The  burden  is  on  the  complainants,  in  a  suit  for  infringement  of  letters-patent^ 
to  show  the  infringement.    Ibid. 

6.  Metallic  elements  of  machines  often  require  filling  or  filing  before  they  are  put 
together,  and  where  irregularities  or  imperfeotions  an  remedied  in  such  usual 
way,  such  acts  cannot  be  regarded  as  acts  of  infringement,  ffuditm  v.  Draper, 
178. 

8.  Squvalents  may  constitute  infringements  of  machines  composed  of  oombinar 
tions  of  okL  dements,  provided  such  dements  or  ingredients  in  the  machine 
alleged  to  be  an  infringement  perform  the  same  functions  as  the  ones  described 
in  the  complainant's  patent^  and  were  well  known  at  the  date  of  the  patent  as 
proper  substitutes  for  the  parts  in  the  patented  machine  instead  of  which  they 
are  used.    Siom  v.  Hotoej  888. 

7.  Infringement  is  an  affirmative  allegation,  and  must  be  proved  by  the  complain- 
ant.   Ibid. 

8*  "Where  the  machine  described  and  claimed  in  complainant's  patent,  and  respon- 
dents' machines,  each  contained  four  elements  operating  together  to  produce 
the  same  result,  although  formal  differences  existed  between  certain  of  the  de- 
ments of  the  two,  yet^  the  same  not  being  substantially  different  in  object  or 
(^ration,  it  was  held  that  the  respondents'  machine  was  an  infringement  of 
complainant's  patent.    Ibid. 
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9.  The  claim  of  tlie  oomplainant's  patent  was  for  "  uniting  the  parts  employed  in 
forming  combination  billiard  cushions  by  placing  the  harder,  or  more  dense, 
and  less  elastic  substances  in  a  mould,  and  allowing  the  melted  rubber  to  flow 
against,  around,  or  into  the  harder,  or  more  dense,  and  less  elastic  substances, 
or  causing  the  plastic  rubber,  bj  pressure,  to  unite  with  the  same,  and  then 
Yulcanizing  the  India-rubber,"  &c.  The  defendant's  patent,  under  which  he 
manufactured,  claimed  "  an  India-rubber  billiard  cushion,  constructed  with  an 
embedded  spring  band,  having  woven  about  it  a  light  and  dose-fitting  casing  or 
covering,"  &c.  The  defendant's  band  was  entirely  surrounded  by  rubber,  and 
its  location  was  secured  by  suitably  fastening  it  in  the  rubber  cushion  before 
vulcanization.  Held,  the  manufacture  of  the  defendant  was  substantially  the 
same  as  that  of  complainant.     Collender  v.  Came,  393. 

10.  If  mechanical  differences  exist,  but  the  two  products  and  the  general  mode 
of  construction  are  the  same,  as  would  appear  by  a  comparison  of  the  two  man- 
ufactures, the  court  will  hold  that  infringement  is  proved.    Ibid. 

11.  In  this  case  the  defendants,  while  assignees  of  the  complainant,  had  acknowl- 
edged the  validity  of  his  patent.     Tucker  v.  Tucker  Co,,  398. 

12.  After  reassigning  the  patent  back  to  the  complainant  (the  inventor),  the  re- 
spondents endeavored  to  reach  the  same  results  as  were  accomplished  by  tlie 
patented  process,  without  infringing  the  complainant's  patent;  but  the  court 
held  that  the  attempt  to  avoid  the  charge  of  infringement  was  merely  colorable, 
and  that  complainant  was  entitled  to  an  account  and  an  injunction.    Ibid. 

8e<$  Patent,  8. 

INTRINGEMENT,  TRADB-MABKB. 
See  Tbade-Mabxb,  6. 

INJUNCTION. 

See  Eqititt,  3 ;  Infbikgbioint,  Coftbioht  Gabbs,  30 ;  Ma^xbb  or 

Chance&t,  d,  5. 

INTENT. 
See  EviDEif cs,  Coptbight  Cases,  23 ;  Dtmxs  ov  Ikfobts,  4. 

INTERNAL  REVENUE. 

1.  B.,  beiug  possessed  of  certain  real  estate,  devised  the  same  to  the  plaintiff  in 
trust,  among  other  things,  to  pay  a  residue  of  the  rents  and  profits  to  her  son 
H.,  during  his  natural  life,  to  and  for  his  sole  use  and  benefit ;  but  if  he  do- 
ceased,  leaving  a  wife,  then  in  trust  for  his  wife  in  like  manner  during  her 
natural  life,  B.  died  in  1847.  H.  died  in  1867  leaving  a  wife,  the  ceeiui  qua 
trust  of  the  plaintiff.  Held,  that  under  the  act  of  June  30,  1864,  the  income  of 
the  said  life-estate  was  subject  to  assessment.    Bhke  v.  McGartney,  101. 

2.  Where  the  following  conditions  concur,  to  wit :  a  part-disposition  of  real  estate 
by  will,  deed,  or  the  laws  of  descent ;  that  by  reason  of  such  part-disposition  of 
real  estate  the  person  taxed  became  beneficially  entitled,  in  possession  or  in 
expectancy,  to  the  real  estate  or  the  income  thereof;  that  the  person  taxed 
became  so  entitled  to  such  real  estate  upon  the  death  of  the  person  making  such 
part-disposition  of  the  same ;  that  the  person  making  such  part-disposition  of 
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such  real  estate  died  after  the  passage  of  the  act  under  which  the  tax  was  im- 
posed ;  they  confer  upon  any  person  entitled  by  reason  of  such  part-disposition 
of  real  estate  a  succession  within  the  meaning  of  §  126  of  the  act  of  June  30,  ' 
1864.    Ibid, 

3.  In  June  and  July,  1866,  the  plaintiffs  received  orders  for  certain  cases  of  boots 
and  shoes,  and  manufactured  the  same  prior  to  the  passage  of  the  act  of  July  13, 
1866,  which  went  into  operation  August  1,  following.  This  act  reduced  the 
rate  of  internal  revenue  duties  on  these  articles^  from  twenty-five  to  two  per 
cent.  The  orders  were  accepted,  and  the  goods  sent  forward  prior  to  the  pas- 
sage of  the  amendatory  act.  When  the  orders  were  given  and  accepted,  it  was 
expected  that  the  duties  would  be  reduced.  It  was  agreed,  between  the  parties 
to  the  sales,  that  the  purchase  and  sale  of  the  goods  should  not  take  effect  until 
August  1,  next  succeeding  the  acceptance  of  the  orders  and  the  forwarding  of 
the  goods.  It  was  abo  agreed  that  the  persons  to  whom  the  goods  were  sent 
should  store  the  same  for  the  plaintiffs  until  August  1,  the  goods  to  remain  at 
the  risk  of  the  plaintiffs,  but  without  any  charge  for  storage,  and  that  the  bar- 
gainers should  have  the  benefit  of  the  reduction  in  the  rate  of  duties,  if  any  was 
made  within  that  period.  After  the  goods  were  sent,  the  parties  to  whom  they 
were  sent  gave  storehouse  receipts.  Freight  was  paid  by  the  parties  to  whom 
the  goods  were  sent.  Held,  the  goods  were  subject  to  the  rate  of  duty  required 
by  law  prior  to  the  passage  of  the  act  of  July  13,  1866.    Dike  v.  Howe,  133. 

4.  Remqval  for  delivery  to  others  than  the  agents  of  the  manufacturer  or  pro- 
ducer renders  the  manufacturer  or  producer  liable  for  the  tax  provided  by  §  30 
of  the  act  of  June  30, 1864.    Ibid. 

6.  The  persons  to  whom  the  goods  were  sent,  in  this  case,  were  not  the  agents  of 
the  manufacturer  or  producer,  as  intended  by  the  section  of  the  act  referred  to 
in  the  preceding  note.    Ibid, 

INVOICE. 
See  EviDEVCB^  5-8* 

JUDGMENT. 

1.  Subject  to  the  qualification  that  judgments  are  open  to  inquiry  as  to  the  juris- 
diction of  the  court  where  they  were  rendered,  and  as  to  notice  to  the  defend- 
ant, the  judgment  of  a  State  court,  not  reversed  by  a  superior  court,  nor  set 
aside  by  a  direct  proceeding  in  chancery,  is  conclusive  in  the  courts  of  all  other 
States  where  the  subject-matter  in  controversy  is  the  same.  Burt  v.  Delano, 
611. 

8.  Personal  judgments  are  without  any  validity,  if  rendered  by  a  State  court  in  an 
action  upon  a  money  demand  against  a  non-resident  of  the  State  upon  whom  no 
personal  service  of  process  was  made  within  the  State,  unless  he  appeared  and 
answered  to  the  action,  nor  will  such  judgment  affect  his  property  beyond  what 
he  possessed  in  the  State  where  the  suit  was  brought  Ibid. 

8.  S  41^>  California  Statutes,  Code  of  Civil  Procedure,  provides :  "  When  the  action 
is  against  two  or  more  defendants,  jointly  or  severally  liable  on  a  contract,  and 
the  summons  is  served  on  one  or  more,  but  not  on  all  of  them,  the  plaintiff  may 
proceed  against  the  defendants  served  in  the  same  manner  as  if  they  were  the 
only  defendants."    Three  persons  were  liable  in  the  original  suit,  but  service 
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was  made  on  one  only,  and  jud^^ent  was  obtained  against  bin.  BeH  Wider 
tbe  State  statute  tbe  judgment  was  ralid  in  tbe  jniisdicticm  wbere  it  ww  ob- 
tained, and  tbns  equally  valid  in  all  tbe  otber  States^  and  in  tbe  Govoit  Coui 
of  the  United  States.    Ibid. 

JUBISDICnON. 

1.  Tbe  Circuit  Court  bas  jurisdiction  of  a  suit  in  equity,  brought  by  tbe  assignee 

of  a  bankrupt  in  one  State,  against  citizens  of  another  State,  to  tecoTcr  for  a 

debt  due  tbe  bankrupt  estate.     Gindrai  t.  DanB,  260. 
9.  It  is  trae  that  no  jurisdiction  in  such  a  case  is  conferred,  in  tbe  late  Bankrupt 

Act,  on  the  Circuit  Court,  as  it  is  on  the  District  Court.    Tbe  juiisdidion  of 

tbe  Circuit  Court  is  conferred  by  tbe  Judiciary  Act    Ibid, 

5.  A  bill  alleged  that  one  Appleton,  a  citixen  of  Massachusetts,  bad  been  dedaied 
a  bankrupt ;  that  subsequently  Bowles  Bros.  &  Co.,  of  which  be  was  general 
partner,  had  also  been  dedared  bankrupt ;  and  that  complainant,  a  citizen  of 
Massachusetts,  bad  been  appointed  their  assignee.  Tbe  bill  was  against  Apple- 
ton  and  his  assignee  in  bankruptcy,  one  Story,  and  alleged  further  that  tben 
was  in  Story's  bands  a  large  amount  of  property  after  paying  all  of  Appleton's 
liabilities,  and  prayed  that  Story  might  be  decreed  to  pay  the  wbole  amount,  or 
the  surplus  after  paying  Appleton's  debts,  over  to  tbe  assignee  of  Bowles  Bros. 
k  Co.,  on  the  ground  that  Appleton's  property  was  liabte  for  tbe  oopartnersbip 
debts.  Demurrer.  HM,  tbe  Circuit  Court  bad  no  jurisdiction;  demurrer 
sustained ;  bill  dismissed.    Stevens  t.  JppleicM,  265. 

4.  Circuit  courts  have  concurrent  jurisdiction  with  the  district  courts  of  the  same 
district,  of  all  suits  at  law  or  in  equity  which  may  be  brought  by  the  assignee 
in  bankruptcy  against  any  person  claiming  an  adverse  interest,  or  by  sucb  per- 
son against  such  assignee  touching  any  property,  or  rights  of  property,  of  said 
bankrupt,  transferable  to,  or  vested  in»  anoh  assignee,  but  the  same  seetion  pro- 
vides that  no  suit  at  law  or  in  equity  shall  in  any  case  be  maintainable  by  or 
against  such  assignee,  or  by  M-  against  any  person  claiming  an  adverse  interest 
touching  the  said  property,  in  any  court  whatsoever,  unless  the  same  is  brougbt 
within  two  years  from  the  time  the  -eause  of  'action  accrued  to  or  against  such 
assignee.    -SeoviU  v.  Skaw^  549. 

6.  Jurisdiction  was  assumed,  although  one  of  tbe  parties  respondent  was  a  eitinn 
of  the  same  State  as  the  complainant,  it  appearing  that  tbe  suit  was  auxiliaij  to 
the  original  suit  previously  commenced,  amd  still  pending  between  citkens  of 
different  States.    Si<me  v.  Bithopy  593. 

6.  Cases  occur  where  a  person  may  constitute  himself  trustee  of  a  fund  lor  an- 
other,  when  the  fund  remains  in  bis  control;  but  in  this  case  ibe  testator  kept 
tbe  pass-book,  and  never  notified  tbe  alleged  eethn  gwe  trust  that  any  disposi- 
tion in  bis  iiavor  had  been  made  of  tbe  trust.    Ibid. 


LEX  LOCI  C0NTBACTU8. 

1.  Contracts  of  insunmee  are  completed  when  tbe  proposals  of  one  patty  bave 
been  accepted  by  the  other  by  some  appropriate  sot  signifying  sneb  sooqihuiee. 
Shattuck  V.  Ins.  Co.^  698. 

t.  Tbe  place  or  seat  of  tbe  CMtraot  is  tbe  pbos  wbers  it  \a  accepted.    tkUL 
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84  If  ill  ftgeiit  appointed  in  a  State  othe^  than  the  one  that  elkrtend  the  inanr- 
anee  oompany,  or  in  which  it  has  its  home  oi&oei  forward  the  papers  to  that 
effioei  and  the  policy  is  thereupon  executed  and  sent  to  the  appUoanty  the  oon- 
tfladt  ia  made  in  the  State  where  the  home  offioe  is  ntnated.    Ibid. 

4.  Since  aoeeptanoe  of  tiie  propoaala  is  the  test  of  completion,  it  follows  Ant  a 
transmission  of  the  policy  by  mail  to  the  agents  to  be  by  him  deliTered^  if  the 
policy  conforms  to  the  proposals,  would  have  the  like  effect,  unless  it  was  not 
to  be  binding  until  countersigned  by  the  agent.    Hid, 

5.  In  this  case  the  contract  was  complete,  because  the  proposals  were  submitted 
by  the  decedent,  were  accepted  by  the  company  at  its  home  ofice,  and  the  ac- 
ceptance made  known  to  the  applicant  in  the  accustomed  way.    Ibid, 

LISN. 

1.  'the  term  lien  includes  every  case  in  which  pemonal  6r  tetl  property  is  charged 

with  the  payment  of  a  debt.    Sullivan  v.  Eailrtkul,  213. 
i,  Equity  aclmowledges  liens  which  cannot  be  enforced  at  law ;  but  an  equitable 

lien,  though  not  necessarily  creating  a  property  in  a  thing,  must  amount  to  a 

charge  upon  it,  so  that  it  may  be  recognked  and  enforced  in  a  court  of  justice. 

Ibid, 

MASTER  IN  CHANGEEY. 

1.  Equity  itdts  for  infringement  of  copyright  are  usually  referred  to  a  master, 
before  final  hearing,  to  ascertain  WheUier  the  diarge  is  proved ;  and  if  so,  for  a 
teport  as  to  the  nature  and  eilent  of  tiie  infriBgement.    Lawetue  v.  Dsna,  6. 

fi.  In  such  cases  the  rule  is,  that  the  complainant  is  entitled  to  am  injunction,  if  at 
all,  at  the  time  the  decretal  order  is  entered,  to  restrain  the  defendant  from  any 
iurther  violation  of  his  rights^  as  the  whole  case  is  then  before  the  court.    Ibid. 

3.  Even  when  the  ease  is  heard  before  any  such  reference  and  report^  if  the 
charges  of  infuingement  ara  few  and  of  a  character  easily  determined  without 
reference  to  a  master,  and  if  the  case  is  one  where  injunction  is  the  proper 
remedy,  the  court  will  order  it  at  the  time  the  decision  on  the  merits  is  an- 
nounced.   Ibid, 

4.  When  the  case  c6mes  to  a  final  hearing,  without  any  report,  if  the  ehar^  of 
infringement  are  numerous,  and  such  as  require  extended  examination,  the 
court  will  ordinarily  send  the  case  to  a  master  for  report  on  the  matters  not 
previously  settled  by  it.    Ibid. 

5.  In  duch  cases  the  general  rule  is,  that  the  injunction  will  not  be  granted  until 
the  nature,  and  extent  of  the  infringement  at^  fnDy  ascertained,  because  its 
Operation  might  Work  great  injusti(5e.    Ibid. 

6.  Such  a  course  was  pursued  in  this  ease.    Ibid.  7. 

7.  Masters  have  no  right  to  review,  reject,  or  disregard  the  dedsion,  order,  or 
directions  of  the  court,  Contained  in  the  decretal  order  under  which  they  are 
appointed.  They  are  bound  to  follow  all  such  orders  and  directions.  FskA  v. 
Jffo<i!p^,  489. 

See  "BaAxmoM,  Equrrt;  1,  9. 

MEMOEANBtJM. 

A  certain  memorandum  had  been  drawn  and  agreed  to.  After  this  the  oom- 
plainant  stated  in  writing,  "  On  refieotion,  I  have  determined  to  decline  accept- 
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ing  any  paper  whatever  firom  Mrs.  W ,  and  therefore  retnxn  the  endosedy" 

—  meaning  an  amended  draft  for  the  formal  agreement.  HM,  this  should  be 
oonstmed  in  view  of  what  had  preceded  it  in  the  negotiations,  and  of  the  anb- 
ject-matter  to  which  it  related;  that  the  statement  was  not  inconsistent  with 
the  memorandnm  or  a  relinquishment  of  it.    Lawrence  y.  Dana,  8. 

See  GoKTBACT,  1,  8,  6. 

MISREPRESENTATION. 

1.  Applicant's  letters  to  the  underwriters  stated  that  the  vessel  would  take,  on  hesr 
outward  voyage,  her  register  tonnage  of  coal,  but  she  did  carry  more  than  that 
quantity.  HM,  not  a  material  misrepresentation.  1.  Because  the  letters,  when 
properly  construed,  did  not  amount  to  a  representation  that  the  caigo  did  not 
exceed  that  amount.  2.  Because  the  representation  was  not  matetial  to  the 
risk,  she  was  not  overloaded,  nor  was  the  voyage  prolonged  or  lisk  increased 
thereby.  .  3.  Because  the  representation  had  no  effect  in  determining  the  under- 
writers whether  to  insure  or  not.    Seam  v.  Ins,  Co.,  192. 

2.  Representations  are  collateral  and  incidental  to  the  oontiac  of  insurance ;  war- 
ranties are  stipulations  forming  part  of  it,  and  are  construed  as  conditions. 
Idid, 

3.  Extraneous  statements,  not  introduced  into  the  policy,  are  regarded  as  collat- 
eral to  the  contract,  unless  expressly  referred  to  in  the  same.  If  so  referred  to; 
they  acquire  the  character  of  warranties.    I6id. 

4.  When  a  provision  was  made  in  a  policy  to  indemnify  the  respondents,  if  the 
cargo  of  coal  exceeded  the  registered  tonnage,  and  where  it  was  clear  that  the 
insurers  did  not  regard  the  applicant's  statement,  as  to  quantity,  as  founded  on 
positive  knowledge.  Held,  that  the  stipulation,  "  outwa^  cargo  of  coal  not  to 
exceed  r^;istered  tonnage,"  was  not  a  material  misrepresentation.    IHd. 

See  Equity,  5-10;  Retobmation  of  Pouct,  1. 

MUNICIPAL    CORPORATION. 

1.  Prima  facie,  a  municipal  corporation  is  not  liable  for  the  trespass  or  wrongful 
acts  of  its  officers ;  but  it  may  become  liable,  under  special  circumstances ;  as 
where  the  act,  if  not  wholly  ultra  vires,  was  expressly  authorized  by  the  govern- 
ing body  of  the  corporation,  or  when  it  was  done  by'  the  officers  of  a  cor- 
poration within  the  scope  of  their  duties,  and  subsequently  ratified  by  the 
corporatioiL    Bowditeh  v.  City  of  Boston,  323. 

2.  The  liability  of  a  city  corporation  for  buildings  destroyed  or  pdled  down  to 
stay  the  progress  of  a  fire  is  purely  statutory,  and  never  existed  at  oommon  law. 
Ibid. 

3.  Where  property  is  injured  or  destroyed  by  firewards,  to  prevent  the  progress 
of  a  fire,  the  liability  of  the  city  for  such  destroyed  property  being  a  statutory 
one,  the  plaintiff's  case  must  be  brought  strictly  within  the  statute  creating  the 
liability,  or  the  corporation  is  not  responsible.    Ibid. 

4.  Property  destroyed  by  officers  of  a  city  to  stay  the  progress  of  a  conflagration 
is  not  private  property  taken  for  public  use,  under  tiie  constitution  of  Masssr 
chusetts.    Ibid, 

NOTICE. 

See  Detbnci,  5. 
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NOTICE  IN  EQUITY. 

1.  Ordmaiy  pmdenoe  is  required  of  eyeiy  person  dealing  with  tnut  property.  If 
lie  £euI8  to  inTestigate  when  put  upon  inquiry,  he  is  chargeable  with  all  the 
knowledge  it  is  reasonable  to  suppose  he  would  have  acquired  if  he  had  per- 
formed his  duty.    Lawrence  t.  Dana,  4. 

2.  Constructiye  notice  is  held  sufficient  upon  the  ground  that  when  a  party  is 
about  to  perforin  an  act  by  which  he  has  reason  to  believe  that  the  rights  of 
third  persons  may  be  affected,  an  inquiry  as  to  the  state  of  facts  is  a  moral 
duty,  and  diligence  an  act  of  justice.    Ibid. 

3.  If  a  person  dealing  with  trust  property  omits  to  inquire,  he  is  then  chargeable 
with  all  the  knowledge  of  the  £ftcts  that  by  proper  inquiry  he  might  havo 
learned.    Ibid, 

4.  Inquiry  is  a  moral  duty  wheneyer  the  circumstances  are  such  that  a  person  of 
ordinary  prudence  would  refuse  to  act.  If  a  party  under  such  drcumstanoes 
shuts  Ids  eyes  to  the  means  of  knowledge  which  he  knows  is  at  hand,  he  then 
forfeits  every  pretence  of  defence,  as  such  conduct  is  equivalent  to  actual  notice 
of  all  the  facts  he  might  have  ascertained  by  a  performance  of  his  duty.    Ibid, 

PAKTEBS. 
See  Plsadihg,  6. 

PAETNERSHIP  DEBTS. 
See  Basuluptct,  4-6. 

PATENT. 

1.  The  question  as  to  the  sufficiency  of  a  description  must  be  determined,  like  a 
question  of  construction,  from  what  is  written,  aided  by  the  drawings,  and,  if 
need  be,  by  the  patent-office  model.    Howee  v.  Nute,  173. 

3.  Particular  passages  in  a  description  must  not  be  separated  from  what  precedes 
or  foUows  them  in  the  same  connection ;  but  one  part  of  the  instrument  must  be 
compared  with  another,  and  the  whole  considered  together,  in  order  to  deter- 
mine whether  it  is  incomplete  and  ambiguous,  or  sufficient  to  uphold  the  claim. 
Ibid. 

•3.  If  the  drawings  are  clear,  reference  to  them  may  be  made  in  the  written  de- 
scription, to  aid  in  an  understanding  of  the  nature  of  the  invention.    Ibid, 

4.  Defences  not  set  up  in  the  answer  will  not  be  considered  by  the  court  in  ren- 
dering its  decision.    Ibid, 

6.  Want  of  novelty  and  non-infringement  being  setr  up  in  the  answer,  the  burden 
of  proof  on  these  issues  is  upon  the  respondent.    Ibid, 

6.  Similarities  in  construction  are  usually  found  in  inventions  relating  to  the  same 
subject,  and  they  may  cover  every  device  but  one  in  the  latest  patent,  and  yet 
the  last  improvement  be  one  of  great  value.    Ibid, 

7.  Where  there  were  several  similarities  between  an  older  patent  and  the  one  in 
suit,  but  still  essential  differences  showing  to  the  court  that  complainant's  ap- 
paratus was  not  the  same  as  the  former  patent,  complainant's  patent  was  held 
essentially  different,  in  construction  and  operation,  from  the  former  patent. 
Ibid, 
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8.  Additions  maj  be  made  to  a  patented  invention,  but  those  do  not  entitle  tbe 
respondent  to  nae  that  of  tbe  complainant  in  connection  with  such  additions, 
and  for  snth  use  of  the  patented  inrention  the  respondent  is  liable*    lAid, 

i.  Fktents  are  issued  by  public  anthoritj,  and  are  presumed  to  scours  to  tke  pat- 
entee the  exclusive  right  thej  purpo|t  to  grant;  and  where  an  answer  la  silent 
upon  that  subject,  or  where  the  respondent  introduces  no  evidence  to  establish 
a  contrary  presumption,  the  oomjdainant  may  safely  repose  npon  that  i«e8ump> 
tion  without  oiEering  evidenoe  to  eonirm  it.    SudioM  r.  Draper,  178. 

10.  Articles  of  manufacture  may  be  new  in  a  oommetdal  sense,  and  not  in  the 
sense  of  the  patent  law.    Qlns  Co,  t.  Upt^n,  887* 

11.  New  compositions  of  matter,  in  order  to  be  patentable,  must  difo  materially 
in  their  properties  from  what  was  known  before.    Ibid. 

19.  The  reduction  of  an  article  of  bulk  to  one  of  smaller  size  is  not,  in  general, 
the  proper  ftubjeet  of  a  patent,  unless  the  properties  are  improved  by  the  intnv 
duction  of  some  new  ingredient,  or  by  the  subtraction  of  one  or  more  of  the 
ingredients  of  the  original  artide,  by  which  the  article  is  made  more  uaefuL 
iHd. 

ID.  that  ground  glue,  or  glue  in  fin«  particles,  is  more  soluble  in  wate^  or  Aiore 
convenient  in  packing,  does  not  render  the  article  patentable,  the  same  facts  hav- 
ing been  known  of  other  articles,  as  sugar,  and  gums  of  various  kinds.    Ibid, 

14.  Comminuted  glue  differs  in  bo  respect  from  the  ordinary  glue  of  commerce, 
except  in  the  degree  of  its  fragmentary  condition ;  and  tht;  reduction  of  glue,  as 
manufactured  in  flakes,  to  small  partideB,  does  not  involve  the  exercise  of  in- 
vention or  discovery.    Ibid, 

16.  Nothing  short  of  invention  or  discovery  will  support  a  patent  for  a  product, 
any  more  than  for  an  art,  machine,  or  composition  of  matter.    Ibid, 

16.  Gar-wheels  having  been  made  by  placing  a  heated  tire  of  cast-steel  in  a  mould, 
and  then  pouring  in  molten  cast-iron  at  the  centre  of  the  mould,  thus  produd- 
ing  a  weld  or  union  between  the  iron  and  the  steel,  it  did  not  require  invention, 
and  was  not  patentable,  to  introduce  the  molten  iron  through  openings  or 
'*  sprueft  '*  just  inside  the  heated  rim  or  tire.    Keedhsm  v.  WdiJkburth  254. 

17.  Nor  can  it  make  any  difference  that  a  series  of  such  openings  or  holes  ere 
used,  instead  of  a  single  opening.    Ibid. 

18.  It  being  h  matter  of  eommon  knowledge  among  mechanics  that  iron,  or  iron 
and  steel,  may  be  successfully  welded  without  flux,  there  is  no  invention  ia 
simply  omitting,  in  the  casting  of  Car-wheels,  the  flux  previously  used  between 
the  steel  tire  and  the  molten  iron  which  forms  the  body  of  the  wheel.    Ibid. 

19.  Much  reason  exists  for  holding  thai  the  seo<md  feature  in  the  claim  of  the 
patent,  which  is  for  "The  process  or  mode  above  described  for  making  a  com- 
bined east-steel  and  oast-iton  cartwheel,  whereby  the  cast-iron  is  introduced 
through  a  series  of  holes  Into  the  mould  directly  upon  the  inner  unfluxed  sur- 
face of  the  cast-steel  tire,  and  a  perfect  union  and  weld  of  the  metals  are  pro- 
duced" is  invalid,  because  not  embraced  in  the  description,  in  the  body  of  the 
specification,  of  the  method  used  by  the  complainant.    Ibid* 

80.  The  patent  in  question  pronounced  invalid.    Ibid. 

81.  An  alleged  invention,  in  order  to  be  patentable,  must  be  new  and  useful^  but 
if  useful  only  in  a  small  degree,  it  is  unusual  for  the  court  to  reverse  the  deci- 
sioii  of  the  patent  ofAce  in  issuing  thd  patent    Dokerijf  v.  Hai^i,  881* 
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M.  FatenftRbk  iHTentioiw  in  umAmurj  ma^  be  dinded  into  four  elasAeB.  Siiiire 
machines,  aa  a  car,  or  a  aewing-machine.  Parte  or  derioea  oonatiiatiiig  a  part 
of  a  TnacJhine,  aa  the  coulter  of  a  plough.  New  devioea  of  a  maohiDe  in  oombi* 
aatioii  with  old  eleuemts.  DcTioea  or  eiementa  of  a  machine  in  oombination, 
all  being  old.    Stu^d  r.  IM  Co.,  404. 

85.  New  deTicea,  in  a  machine  made  up  of  their  eombination  wiih  old  dementa. 
may  be  daimed  b j  themaelvea,  and  those  in  combinatioii  with  sach  old  elements 
as  a  new  combination,  and,  with  proper  description,  the  patent  be  yalid.    Ibid. 

84.  When  the  inTention  eonsiata  entirdj  in  a  new  combination  of  old  elementa^ 
or  ingredienta»  infringement  conaifts  only  in  the  use  of  all  the  ingredients  or 
elements  of  the  new  combination.    Ibid. 

86.  In  the  stating  part  of  the  de8oriptioB»  the  invention  waa  described  as  designed 
for  stitching  sweats  to  hats,  and  to  consist  in  a  peculiar  form  for  the  work-plate 
and  guide  for  the  sweaty  and  a  guide  for  the  hat»  combined  with  a  sewing, 
machine  or  stitching  af^wraiusv  Nothing  appearsd  in  the  description  to 
support  the  theory  that  inyention  was  required  to  make  the  guides  or  the  work- 
plate.  The  deseriptiou  stated  that  the  upper  surface  of  the  work-plate  was 
made  concaye,  and  its  front  edge  turned  down  and  curred,  so  that  tiie  rim  of 
the  hat  rested  cm  the  upper  suiftuse  oi  the  pkte  while  the  crown  rested  against 
the  side,  but  arranged  relatiTcly  to  the  feed,  needle,  and  looper,  the  same  as  in 
an  oidinary  flat  work-plate.  Ilie  chum  was  for  the  combination  of  the  wofk- 
plaies  and  guides,  constructed  and  arranged  as  described,  with  a  stitdiing 
apparatus.    Held,  a  conibinati<m  of  old  elements.    Ibid. 

86.  JSfeid,  alBQ,  that  respondents  did  not  infringCi  because  they  did  not  use  the 
guide  for  the  hak    Ibid> 

87.  luTentions  secured  by  letters-patent  are  property,  and  axe  as  much  entitled  to 
protection  aa  any  other  property  oonaisting  of  a  firanchiee.  £hufy  t.  AtUmiie 
Workt,  408. 

85.  Privute  property  cannot  be  taken  for  public  use  without  just  compensation^ 
Imd  the  provisicHi  is  as  applicable  to  the  gOTcmment  as  to  indiriduals,  except  in 
eases  of  extreme  necessity,  in  time  of  war,  and  of  immediate  and  impending 
public  danger.    Ibid. 

80.  In  iudi  cases  of  the  seisure  or  apiHK>priation  of  private  property  to  public 
use»  the  officer  in  the  public  service  is  not  a  trespasser ;  but  the  govenunent  is 
bomud  to  make  fuU  oompensation  to  the  owner  of  the  property  appropriated. 
Ibid. 

80.  Allegations,  in  an  answer,  that  the  plans  and  specifications  of  the  alleged  in- 
fiinging  machine  were  furnished  by  a  gOTcmment  agent,  and  that  he  was  the 
real  inventor  of  the  maohiie>  and  not  the  patentee^  muat  be  proved  before  they 
Can  constitute  a  valid  defence  to  a  chaige  of  infringement.    Ibid. 

81.  In  the  United  States,  the  sovereign  power  or  government  cannot  use  an  in-i 
veution  patented  under  the  Federal  laws,  or  authorize  third  persons  so  to  do, 

.    Without  the  license  and  pennissica  of  the  patentee  or  owner  of  the  pateni 

Ibid. 
89.  The  patent  law  in  this  country  secures  to  inventors,  for  a  limited  period,  the 

exclusive  right  to  their  inventions  in  the  United  States.    liid. 

88.  Contractors  of  the  government  of  the  United  States  derive  no  power  in  a  case 
like  the  piesent^  by  virtue  of  their  contract^  to  take  the  property  of  private 
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individiialB  without  tbeir  consent^  or  apply  the  sanio  to  fulfil  their  oontrut 
obligations.    Ibid. 

84.  If  an  inventor  has  produced  a  new  and  useful  combination,  which  composes 
an  organized  machine,  and  also  made  new  inyentions  of  a  less  number  of  de- 
ments of  the  same  combination  than  what  compose  the  entire  machine,  he  may, 
with  proper  descriptions,  daim  the  whole  combination,  and  also  the  lesser  ones, 
or  ones  composed  of  fewer  elements  than  what  make  up  the  whole  machine. 
Stevent  t.  FrUckard,  417. 

85.  He  may,  if  he  choose,  make  the  seyeral  claims  in  one  patent.    Ibid, 

86.  The  process  of  smooth-crimping  the  instep  of  a  moccasin-pac  (Claim  4,  Re- 
issue Letters-Patent,  No.  6,098,  granted  Kelleher  &  Randlett,  Oct.  27,  1874), 
by  manipulating  the  tip  and  front  pieces  of  the  pac  in  the  act  of  sewing  them 
together  with  a  flat  seam  in  such  manner  that  the  dissimilar  edges  of  the  two 
pieces  shall  coincide  beneath  the  needle,  is  an  invention  not  contemplated  in 
the  otiginal  patent  (No.  122,030,  Dec.  19, 1871),  and  the  reissue  is  so  fiu 
invalid.    Kelleker  v.  Darling,  424. 

87.  That  an  expert,  in  attempting  to  unite  the  parts  of  the  pac  by  lap-seams,  ac- 
cording to  the  invention  set  forth,  might  discover  the  means  or  manipulation 
necessary  to  produce  the  smooth  crimp,  will  not  justify  a  claim  therefor,  the 
original  patent  failing  to  disclose  any  such  invention.    Ibid. 

88.  Patent  No.  52,003,  to  L.  Hull,  for  gage-lathe,  and  reissue  of  same.  No.  7,262, 
oonstrued  and  sustained.  It  is  now  well  settled  that  the  patentee  or  owner  of 
a  patent  for  a  combination  is  as  much  entitled  to  equivalents  as  the  patentee  or 
owner  of  any  other  class  of  inventions.  By  an  equivalent,  in  such  a  case,  it  is 
meant  that  the  element  or  ingredient  substituted  for  the  one  withdrawn  per- 
forms the  same  function  as  the  other,  and  that  it  was  well  known  at  the  date 
of  tiie  patent  in  question  as  a  proper  substitute  for  the  one  omitted  in  the 
patented  combination.     Whip  Co.  v.  I/mbard,  495. 

39.  The  invention,  consisting  chiefly  in  the  combination,  in  a  machine  for  shaping 
whip-stocks,  of  a  holding  and  feeding  mechanism,  with  revolving  cutters  having 
their  axis  of  rotation  at  right  angles,  or  nearly  so,  to  the  axis  of  the  stocks,  and 
of  guides  for  directing  and  controlling  the  action  of  the  cutters,  as  described  in 
the  specification  and  shown  in  the  drawings,  is  infringed  by  a  machine  in  which 
jnumerous  bhules  are  substituted  for  the  burrs  of  the  patentee,  and  where  a 
formal  change  merely  is  made  in  the  clamping  and  advancing  mechanism  by 
combining  the  two  in  one  apparatus  instead  of  performing  the  operation  by  two 
separate  devices.    Ibid, 

40.  The  making  of  the  bottles  by  the  owners  of  the  first  patent,  with  pulverizers 
such  as  were  reserved  to  the  owner  of  the  second  patent  by  the  contract,  and 
claimed  in  his  patent,  is  infringement  on  the  part  of  the  owner  of  the  first 
patent.    Star  Salt  Caster  Co.  v.  Crouman,  668. 

41.  Two  patents  may  both  be  valid  where  the  second  is  an  improvement  on  the 
first ;  and  if  the  second  includes  the  first,  neither  of  the  two  owners  can  law- 
fully  use  the  invention  of  the  other  without  such  other's  consent.    Ibid. 

See  BtJBDSv  or  Psoop,  1;  Defekcs,  6^;  Estoppel,  3^;  EquiTT,  4; 
Evidence,  4;  Expe&t  Evidence,  3;  Inpbinqsment,  6;  Prima  Facib 
Case,  1,  2 ;  Pbi<)e  Pubucatioh,  1-8 ;  Bsissue,  1-22 ;  SPBCiFiCAiiONa, 
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PLEADING. 


1.  Whether,  in  a  suit  brought  against  the  respondents  as  copartners,  but  in  which 
the.  proofs  fail  to  show  a  partnership,  but  do  show  that  the  respondents,  with 
others,  were  organized  into  a  corporation,  with  the  same  name  as  the  alleged 
copartnership,  it  would  be  competent  for  the  court  to  enter  a  decree  against  the 
corporation,  quare.    NeedAam  y.  WiatMMrn,  254.  ' 

2.  In  such  case  the  court  will  not  delay  the  hearing  of  the  cause ;  since  the  defect, 
if  it  be  one,  may  be  cured  by  an  amendment.    JM. 

8.  Matters  of  fact  were  alleged  in  the  bill,  in  this  case,  that  would  entitle  the  com- 
plainants to  relief,  and  in  such  a  case  a  demurrer  is  not  a  good  defence ;  but 
under  all  the  drcumstanoes  the  court  allowed  the  respondents  to  file  an  answer 
on  the  merits.     Qindrat  y.  Dane,  260. 

4.  Where  the  answer  is  responsiye  to  the  bill,  positiyely  denies  the  matter 
charged,  and  has  respect  to  transactions  within  the  knowledge  of  the  party 
making  it,  it  is  eyidence  in  fayor  of  the  respondent ;  and  unless  oyeroome  by 
the  testimony  of  two  witnesses,  or  one  witness  and  corroborating  circumstances, 
the  rule  in  equity  is  that  the  answer  is  oonclusiye.  Hayward  y.  NaHonal 
Bank,  294. 

5.  The  New  York  &  Boston  Bailroad  issued  bonds,  and  mortgaged  its  franchise 
and  equipment  for  the  payment  of  certain  bonds  issued,  to  raise  funds  to  com* 
plete  tiie  road,  to  certain  trustees.  Afterwards  the  New  York  &  Boston  Road 
united  with  the  Boston,  Hartford,  &  Erie  Bailroad,  and  the  two  were  known 
by  that  title.  New  trustees  were  appointed  for  the  new  road.  Bill  in  equity 
by  certain  of  the  first  bondholders  of  the  New  York  &  Boston  Road  against 
both  sets  of  trustees,  to  recoyer  the  amount,  with  interest,  of  the  first  bonds ; 
to  depose  the  second  board  of  trustees;  for  the  appointment  of  a  receiyer ;  and 
the  naming,  by  the  court,  of  new  trustees.  Held,  that  the  relief  claimed  should 
haye  been  sought  by  the  trustees  of  the  New  York  &  Boston  Railroad  Com- 
pany ;  that  the  complainant  and  others  holding  like  interests  were  the  proper 
parties  to  bring  suit  for  the  remoyal  of  the  trustees  of  the  New  York  k  Boston 
Road  for  misconduct,  and  for  the  appointment  of  others  in  their  places. 
Stevens  y.  Eldridge  et  al.,  348. 

6.  The  allegations  and  proofs,  in  suits  in  equity,  must  set  forth  and  support  the 
same  cause  of  action.    Bradley  ei  al,  y.  Converse  et  al.,  366. 

7.  A  party  cannot  state  one  case  in  his  bill  of  complaint,  and  make  a  different  one 
by  his  proofs.    Ibid. 

8.  Pacts  necessary  to  maintain  the  suit,  and  obtain  relief,  must  be  stated  in  the 
bill.    Ibid, 

9.  Relief  cannot  be  granted  for  matters  not  charged.    Ibid. 

10.  The  bill  in  this  case  charged,  in  effect,  that  the  respondents,  being  officers  of 
a  corporation,  undertook,  in  its  behalf,  to  take  up  certain  of  its  bonds  called 
Norfolk  County  bonds,  the  corporation  haying  deposited  with  the  respondents 
certain  other  bonds,  called  Berdell  bonds,  upon  which  to  raise  money  where- 
with to  buy  the  Norfolk  bonds,  and  that  the  respondents  charged  extortionate 
commissions  on  settlement,  in  yiolation  of  their  trust  and  duty.  The  proofs 
tended  to  show  the  facts  to  be  that  the  respondents  bought  up  the  Norfolk 
County  bonds,  and  sold  them  to  the  corporation  at  an  extortionate  rate ;  that 
one  of  the  respondents  receiyed  cash  for  his  interest^  and  the  other  part  cash 
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and  part  notes  of  the  corporation,  with  Bevdell  bonds  at  fiflj  per  cent  as  col- 
Uteral ;  that  the  collateral  had  been  sold,  and  not  enongh  realized  to  pay  the 
notes  of  the  corporation.  Hdd,  the  all^ations  in  the  biO,  and  the  fiicta  as 
exhibited  by  the  proofs  on  the  record,  did  not  agree.    Ibid. 

11.  No  decree  can  be  founded  upon  matters  not  in  issae  between  tiie  parties. 
Ibid. 

18.  If  the  bill  sets  up  a  case  of  fraud,  the  complainant  is  not  entitled  to  reEef  by 
establishing  some  one  or  more  of  the  fiMts  independent  of  fraud,  although  the 
facts  might  create  a  case  under  a  wholly  distinct  bead  of  equity.    Ibid, 

IS.  A  party  may  frame  his  bill  in  the  altematiye,  if  the  title  to  relief  wiH  be  the 
same  in  either  alternative,  although  the  case  be  presented  upon  all^^tiona  rest- 
ing on  wholly  distinct  and  independent  grounds.    Ibid, 

14.  Where  the  answer  is  responsiTe  to  the  bill  of  complaint,  and  positively  denies 
the  matter  charged,  and  the  denial  is  made  in  respect  to  a  transaction  within 
the  knowledge  of  the  respondent,  the  answer  is  CTidence  in  his  faTor,  and  unless 
it  is  OTcreome  by  the  satisfactory  testimony  of  two  opposing  witnesses,  or  of 
one  witness,  corroborated  by  other  facts  and  circumstances,  which  giye  to  it 
greater  weight  than  the  answer  of  the  respondent,  it  is  conclusive.    So  that  the 

'  court  will  neither  make  a.  decree  nor  send  the  case  to  trial,  but  will  simply  dis- 
miss the  bill  of  oomplaint.    Ibid, 

15.  When  the  complainant  calls  upon  the  respondent  to  answer  an  all^ation,  he 
admits  the  answer,  if  duly  filed,  to  be  evidence,  and  if  it  is  testimony,  it  is 
equal  to  the  testimony  of  any  other  witness.    Ibid, 

16.  As  the  complainant  cannot  prevail  if  the  balance  of  proof  is  not  in  his  &vor« 
he  must  have  circumstances  in  addition  to  his  single  witness  in  order  to  torn 
tiie  balance.    Ibid, 

See  Pateut,,  4;  Evidevc^,  4;  Costs,  1.  3, 

POLICy  OP  INSURANCB. 
See  SquiiT,  6-10;  Bbtobxatiov  of  Pouct«  %  8. 

PRACTICE,  EQUITY. 

1.  Where  the  two  works  are  complei^,  as  in  this  case,  the  case  is  referred  to  a 
master  to  state  the  facts,  and  his  opinion  as  to  the  similarity  of  the  same,  fbv 
the  consideration  of  the  court.    Lawrence  v.  Land,  6. 

S.  Guses  may  arise  where  the  court  would  not  order  the  reference.    Ibid. 

PBIMA  PACIE  CASS. 

\,  When  the  patent  has  been  duly  granted,  the  introduction  of  it  in  evidence, 
accompanied  by  proof  of  infringement  by  the  respondent,  puts  the  defendant 
upon  his  defence.    Howet  v.  Nute^  173« 

8.  Patents  granted  by  the  commissioner  pursuant  to  the  provisions  of  the  statute 
relating  thereto  offered  a  prima  facie  presumption,  when  introduced  in  evi- 
dence,  that  the  patentee  is  the  original  and  first  inventor  of  what  is  thereia 
described  as  his  invention  or  discovery.    Needkam  v.  JFoiibmrn,  854. 

3.  In  the  United  States  circuit  courts,  judges  are  not  now  bound  to  submit  a 
case  to  the  jury,  merely  because  some  evidence  has  been  introduced  by  the 
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party  baYiiig  the  buidon  of  proof,  vnlesB  the  eTidsnee  be  of  rack  a  chavaoter 
that  it  would  warraat  a  jury  in  finding  a  yerdict  in  £ayor  of  that  party.  Bow- 
dUek  y.  (Hiy  of  Boston,  3S3. 

4.  A  preliminary  qaestion  is  left  for  the  jndge,  not  whether  there  is  literally  no 
eyidenoe  to  support  the  iasne ;  bat  whether  there  is  any  npon  which  a  jniy  can 
properly  proceed  to  find  a  yerdict  for  the  party  introducing  it,  npon  whom  the 
bttiden  of  proof  is  impoaed.    IM, 

See  PsncA  Each  Casb,  Patbht  Suits,  9;  MimciPAL  GoBPCHULnaH,  1-4 

PBIOR  PUBLICATION. 

1.  When  properly  pleaded  and  proyen,  the  statutory  defence  ''that  the  inyention 
had  bee^  patented  or  described  in  some  printed  publication  prior  to  the  sup- 
posed invention  or  discoyery "  by  the  patentee  to  the  suit,  is  sustained,  if  the 
oonflictiDg  patent,  whether  foreign  or  domestic,  was  duly  issued,  or  the  com- 
plete description  was  published  prior  to  the  date  of  the  patent  in  eontest. 
Kelleher  y.  Darlm^,  424. 

8.  Parties  defending  under  such  statutoiy  proyiaion  are  not  at  liberty  to  set  up 
any  date  of  inyention  other  than  that  of  the  patent  or  publication  relied  upout 
The  effect  of  these  as  eyidence  can  only  be  what  is  giyen  by  the  act  of  Congress. 
Ibid. 

3.  On  the  contrary,  if  the  patent  in  suit  be  aooompanied  with  the  application 
papers,  or  if  parol  proof  be  submitted,  a  date  of  inyention  much  earlier  than 
that  arising  by  presumption  from  the  patent  itself  may  be  fixed.    Ibid, 

PBXX)PS. 
See  Txmjldxbb,  6-rl3« 

BBFOItMATION  OF  POLICY. 

1.  Policy  reformed  to  agree  with  the  correspondence  of  the  parties.  Beam  r. 
Im.  Co,,  192. 

5.  In  reply  to  eomplainanf  s  application  for  insurance,  not  to  cost  oyer  four  per 
cent,  on  a  yessel  carrying  coal  to  Cuba,  and  return  to  Europe,  the  underwriters 
replied,  "  As  requested,  we  haye  entered  ^,000  on  the  charter  of  the  barque 
Maria  Henry,  Liyerpool  to  port  in  Cuba,  and  thence  to  port  of  adyioe  and 
diaohazge  in  Europe,  at  four  per  cent,  and  did  write  such  a  policy  in  the  same 
terms."  Held,  that  these  words  did  not  authorise  the  insured  to  go  to  a 
second  port  in  Cuba  for  a  return  cargo.    Hean  y.  Im,  Co.,  200. 

8.  Held,  also,  under  the  pleadings  in  thjs  case,  that  eyidenoe  of  a  usage  i^t  Liyer- 
pool, for  yessds  chartered  at  that  port  for  a  round  yoyage  to  Cuba  and  return 
to  Europe,  carrying  outward  coal,  and  bringing  a  return  cargo,  to  yisit  two 
porta  in  Cuba,  could  not  be  admitted  to  affix  such  an  interpretation  to  the 
policy.    Ibid. 

4.  Courts  of  equity  haye  power  to  correct  mistakes  in  policies  of  insurance,  eyen 
to  the  extent  of  changing  the  material  ckuses  of  the  instrument,  which  are  the 
subjects  of  special  agreement    Iham  y.  Bq.  F.  Im.  Co.,  675. 

5.  Such  instruments  may  be  reformed  where  it  appears  that,  in  conaequenpe  of 
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firaud  or  mistake,  they  do  not  express  or  Tiolate  the  intention  of  the  parties. 
Ibid. 

6.  The  party  alleging  the  mistake  must  show  exactly  in  what  the  error  consists. 
Ibid, 

7.  A  person  was  adjudged  a  bankmpt,  May  8, 1876.  In  March  prenons  he  con- 
Teyed  certain  real  estate  to  certain  grantees.  The  complainant  was  appointed 
trustee  of  the  bankrupt  estate,  June  3,  of  the  same  year.  Soon  after  his  ap- 
pointment an  agent  of  the  tespondents  told  him  that  he  held  certain  policies  on 
the  property,  payable  to  the  vendees  of  the  property.  To  this  he  replied  that 
he  would  not  accept  the  same  if  the  policies  were  payable  to  the  said  vendees 
of  the  property,  that  the  property  belonged  to  the  estate  of  the  bankrupt  of 
which  he  was  trustee,  and  that  the  policies  must  be  made  payable  to  hbn  as 
such  trustee.  The  bill  contained  an  averment  that  he  thereby  meant  and 
intended  that  his  interest  as  trustee  in  the  premises  should  be  insured,  and 
that  the  respondent  company  had  fair  and  ample  notice  of  such  intention.  No 
averment  was  made  that  he  requested  any  such  policies  to  be  issued  to  hinL 
Immediately  the  company  wrote  in  the  policies  "  payable  in  case  of  loss  to 
Joseph  F.  Dean,  trustee,"  and  forwarded  the  same  to  the  complainant.  Held, 
no  mistake  was  made  by  either  party  such  as  would  warrant  a  court  of  equity  in 
reforming  the  policy.  The  mistake  was  one  subsequently  made  by  the  oom- 
plainaut  in  taking  a  conveyance  from  the  parties  in  whose  name  the  policy  was 
issued,  without  first  securing  the  assent  of  the  insurance  company.    Ibid, 

See  Equitt,  5-10;  MjsBsrBxsKtntAXiGJX,  1-4 

REISSUE. 

1.  "Where  the  amended  specification  and  new  claim  only  secure  to  the  applicant 
what  he  had  originally  described,  the  reissue  is  vaUd.  Biekardiom  v.  Loekwood, 
128. 

8.  Neither  reissued  nor  extended  patents  can  be  abrogated,  by  an  iufringer,  in  a 
suit  against  him  to  recover  damages  for  unlawfully  using  or  selling  the  patented 
invention,  upon  the  ground  that  the  letters-patent  were  procured  by  fraud  in 
prosecuting  the  application  before  the  commissioner.     Olue  Co.  v.  Upton,  237. 

8.  If  alterations  in  a  specification  introduce  new  features  into  the  improvement^ 
and  materially  enlarge  the  scope  and  operation  of  the  patent  beyond  what  was 
described,  suggested,  or  indicated  in  the  original  spedftcations,  drawings,  or 
patent-office  model,  then  the  reissued  patent  is  void.    Ibid, 

4.  If  practicable,  patents  are  to  be  so  construed  as  to  be  upheld,  and  not  to 
desfaroy  the  right  of  the  inventor.    Ibid. 

6.  The  invention  described  in  the  reissue  must  be  substantially  different  from  that 
in  the  original,  before  the  former  will  be  declared  void.    Ibid. 

6.  Expressions  in  the  specification  of  the  reissue  on  a  product  indicated  an  inten- 
tion to  give  it  broader  scope  than  the  original  patent,  but  the  apparatus  and 
process  described  for  making  and  using  the  alleged  new  manufacture  were  pre- 
cisely the  same  in  the  reissue  as  in  the  original,  and  it  was  manifest  that  the 
apparatus  and  process  were  not  suited  to  produce  any  other  product  than  that 
for  which  the  original  was  granted.  Held,  the  defence  that  the  reissue  was  for 
a  different  invention  from  that  described  in  the  original  patent  was  not  sus- 
tained.   Ibid, 
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7.  'Scran  vad  imperfectioiu  in  tiie  original  may  be  oorrected  in  the  reissue,  and 
the  patentee  be  allawed  to  redescribe  his  inyention,  irithin  the  limit  of  what 
▼as  described,  suggested,  or  indicated  in  the  original  patent.  Tucker  t.  Tucker 
Co.,  398. 

8.  Whether  a  reissue  covers  no  more  than  the  invention  described  in  the  original 
patent,  is  a  question  of  construction  for  the  court,  aided  or  not  by  expert  evi- 
dence, as  it  may  or  may  not  appear  that  technical  terms,  or  terms  of  art,  in  the 
specifications,  require  explanation,  in  order  to  arrive  at  their  true  meaning. 
Ibid, 

9.  Corrections  may  be  made  in  a  reissue  specification,  but  not  of  a  dharacter  to 
change  the  substantial  nature  of  the  invention.    Ibid, 

10.  Where  it  appears,  on  a  comparison  of  the  two  instruments  by  the  court,  that 
the  reissue  patent  is  for  a  different  invention  from  that  described  in  the  original, 
then  the  reissue  is  invalid,  as  the  state  of  facts  shows  that  the  commissioner 
exceeded  his  jurisdiction.    Ibid. 

11.  If  by  inadvertence,  accident,  or  mistake,  he  has  failed  in  his  original  patent  to 
claim  any  of  the  lesser  combinations  not  embracing  the  whole  machine,  he  can 
surrender  his  patent,  and  obtain  a  reissue  for  any  additional  claims  so  omitted 
in  the  original.    Stevcfu  v.  Fritehard,  417. 

12.  Beissued  patents  are  presumed  to  be  for  the  same  invention  as  that  covered 
by  the  original,  unless  the  contrary  appears.    Ibid, 

13.  Matters  of  fact  are  not  open  under  such  an  issue  in  a  suit  for  infringement. 
Ibid, 

14.  The  conclusion  must  always  be  in  favor  of  the  validity  of  the  reissued  patent, 
unless  it  appears,  upon  a  comparison  of  the  two  instruments,  that,  as  matter  of 
legal  construction,  the  reissue  is  not  for  the  same  invention  as  the  originaL 
Ibid, 

15.  New  features  cannot  be  introduced  in  a  reissue.    Ibid, 

16.  Errors  and  defects  may  be  cured,  under  the  condition  that  no  new  invention 
is  claimed  in  the  reissue.    Ibid, 

17.  What  was  ambiguous  may  be  made  clear  and  certain,  under  the  same  restric- 
tion.   Ibid. 

18.  The  second  claim  of  the  reissued  patent  was  different  from  the;  second  claim 
of  the  original.    Ibid, 

19.  Such  a  comparison  is  proper  in  discussing  the  question,  whether  a  reissue  and 
original  are  for  thft  same  invention,  but  is  not  decisive  of  the  issue,  because  sur- 
renders are  often  made  to  correct  errors  of  the  party  or  patent-of&ce  in  improp- 
erly limiting  a  claim.     Ibid, 

20.  If  the  new  subject  of  the  reissue  chum  does  not  exceed  what  was  well  de- 
scribed in  the  original,  or  what  was  substantially  described,  suggested,  or 
indicated  in  the  specifications,  drawings,  or  patent-office  model,  a  reissue  claim 
cannot  be  held  void,  because  it  secures  a  different  invention  from  what  was 
claimed  in  the  original.    Ibid. 

21.  A  suggestion  m  the  specification,  or  an  indication  in  the  drawing  or  model  of 
the  original  patent,  may  oftentimes  justify  an  enlarged  description  of  the  inven- 
tion upon  reissue;  but  if  the  new  description  embody  a  distinct  invention, 
enough  should  be  found  in  the  original  specification  to  apprise  others  that  such 
additional  feature  is  included.    Ibid, 

22.  The  process  of  making,  and  the  article  made,  are,  in  legal  contemplation,  dis* 
▼oil.  XY.  44 
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iinoi  inTvntionB.  Both  may  be  indoded  in  a  smgle  patent^  bat  none  the  less  is 
the  need  of  a  full,  dear,  and  exact  description,  according  to  the  statate,  indis- 
pensable in  each  case.    Kelleher  t.  Darling,  424. 

See  Betence,  7-9;  Patent,  19;  Pbiob  Publication,  1-3. 

REMOVAL  OP  ACTIONS  FROM  STATE  C50URT8. 

1.  By  §  12  of  the  Judiciary  Act,  certain  causes  pending  in  the  State  courts  can  be 
lemoved  into  the  Circuit  Court  for  trial  within  the  same  dbtrict,  and  the  act 
provides  that  the  causes  shall  then  proceed  in  the  same  manner  as  if  they  had 
been  brought  by  original  process. 

2*  By  §  3  of  the  Act  of  March  2, 1833,  Federal  officers,  or  other  persons,  against 
whom  any  suit  or  prosecution  was  commenced  in  a  State  court,  for  or  on  ac- 
count of  any  act  done  under  the  revenue  laws  of  the  United  States,  or  under 
color  thereof,  or  on  account  of  any  title  or  authority  set  up  or  claimed  by  such 
officer,  under  such  Federal  law,  might  transfer  the  cause  into  the  Circuit  Court 
of  the  United  States  in  and  for  the  district  in  which  the  defendant  was  served 
with  process.     Gard  v.  Durant,  113. 

3.  §  2  of  the  act  of  July  27,  1868,  provides  "  that  any  corporation  or  any  member 
thereof,  other  than  a  banking  corporation  organized  under  a  law  of  the  United 
States,  against  which  suit  at  law  has  been,  or  nuy  be,  commenced  in  any  court 
other  than  a  Circuit  or  District  Court  of  the  United  States,  for  any  liability,  or 
alleged  liability,  of  such  corporation,  or  any  member  thereof,  as  such  member, 
may  have  such  suit  renjoved  from  the  court  in  which  it  may  be  pending,  to  the 
proper  Circuit  or  District  Court  of  the  United  States."    I6id. 

4.  Application  for  such  removal  must  be  by  petition,  and  thejpetition  may  be  filed 
either  before  or  after  issue  joined,  and  must  state  that  defendants  have  a  defence 
under  or  by  virtue  of  the  Constitution,  or  some  treaty  or  law  of  the  United 
States,  and  must  offer  sufficient  surety  for  entering  in  such  oourt,  on  the  first 
day  of  the  next  session,  copies  of  all  process,  pleadings,  testimony,  and  other 
proceedings,  and  for  doing  such  other  appropriate  acts  as  are  required  by  the 
act  to  which  that  of  July  27, 1868,  is  supplementary.    liid. 

5.  Considered  grammatically,  the  word  **  which,"  in  the  clause,  "any  corporation, 
or  member  thereof,  against  which  a  suit  has  been  or  may  be  commenced," 
should  refer  only  to  the  corporation ;  but  the  statements  required  to  be  made 
in  the  petition,  as  to  the  nature  and  character  of  the  defence,  which  would  jus- 
tify the  removal,  indicate  tliat  such  was  not  the  intention  of  Congress.    Ibid. 

6.  The  clause  in  question  cannot  be  admitted  to  apply  to  suit  against  any  such 
corporation  for  any  liability,  or  alleged  liability,  of  any  member  of  it.    Ibid. 

7.  The  right  of  redress  for  acts  of  any  member  of  a  corporation  is  not  founded 
upon  any  liability  of  the  member,  but  upon  the  original  liability  of  the  corpora- 
tion, which  is  created  by  the  acts  of  the  member  in  their  behalf.    Ibid. 

8.  The  word  "  which,"  in  the  clause  referred  to,  must  be  considered  as  the  ante- 
cedent of  the  word  "  member  "  as  well  as  of  the  word  "  corporation,"  and  the 
whole  section  be  construed  distributively,  so  that  the  several  provisions  respect- 
ing the  removal  of  the  suit  shall  be  equally  applicable,  whether  the  suit  removed 
be  one  against  the  corporation,  or  one  where  a  member  of  the  corporation  is 
sued  as  liable  for  the  debt  or  other  obligation  of  the  corporation.    Ibid.  114. 
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9.  When  the  corporation  is  defendant,  the  petition  for  remoYal  is  filed  in  their 
behalf;  when  the  suit  is  against  a  member,  on  the  gronnd  that  he  is  personally 
liable,  he  may  file  the  petition,  and  claim  to  have  the  cause  remoTcd.    Ibid, 

10.  The  tnie  meaning  of  the  altemative  clause  of  the  sentence  is,  that  a  member  of 
a  corporation,  when  sued  as  such  for  the  debt  of  the  corporation,  has  the  same 
right  of  removal  of  the  cause  as  the  corporation  would  have  had  if  thej  had 
been  sued.    Ibid. 

11.  It  would  be  contrary  to  any  analogy,  that  a  suit  brought  against  a  corporation 
could  be  removed  by  a  member,  not  otherwise  a  party  to  the  suit,  without  the 
consent  of  the  corporation,  and  merely  because  he  was  such  member.    Ibid, 

12.  The  defendant  in  this  case  not  being  sued  for  any  liability  as  being  a  member 
of  the  Union  Pacific  Railroad  Co.,  but  for  his  alleged  misuse  of  the  funds  of  the 
company,  and  for  his  fraudulent  acts  as  vice-president  of  the  company,  and  not 
by  reason  of  his  membership  of  the  corporation,  his  petition  under  the  act  of 
Congress  referred  to  makes  no  case  for  removal,  and  petition  was  denied. 
Ibid, 

SPECIFICATIONS. 

1.  An  exact  description  of  an  invention  is  requisite  for  three  purposes.  That  the 
government  may  know  what  they  have  granted,  and  what  will  become  public 
property  when  the  patent  expires.  That  licensees  may  know  how  to  use  and 
practise  the  invention  during  the  term  of  the  patent*  That  subsequent  inven- 
tors may  know  what  portion  of  the  field  of  invention  has  been  occupied. 
Tucker  v.  Tucker  Co.,  397. 

8.  Persons  seeking  redress  for  the  unlawful  use  of  an  invention  covered  by  letters- 
patent  owned  by  them  are  obliged  to  allege  and  prove  that  they,  or  those  under 
whom  they  chiim,  are  the  original  and  fijst  inventors  of  what  is  claimed  in  said 
patent ;  but  the  letters-patent  in  due  form,  introduced  in  evidence,  afford  a 
prima  facie  presumption  sufficient  to  support  such  allegation  until  rebutted. 
Ibid. 

STALE  CLAIM. 

1.  There  is  a  defence,  peculiar  to  courts  of  equity,  founded  on  the  lapse  of 
time  and  staleness  of  the  claim,  where  no  Statute  of  Limitations  governs  the 
case.     Snllivau  v.  Baihoad,  213. 

2.  In  such  case,  courts  of  equity  often  act  upon  their  own  inherent  doctrine  of 
disooaiagiiig,  for  the  peace  of  society,  antiquated  demands,  by  refusing  to  inter- 
fere where  there  has  been  gross  laches  in  prosecuting,  or  long  acquiescence  in 
the  assertion  of  adverse  rights.    Ibid. 

STATE  STATUTES,  CONSTRUCTION  OF,  IN  U.  S.  COURTS. 

Where  the  Supreme  Court  of  the  State  in  which  the  Circuit  Court  is  held  has 
decided  that  the  foreclosure  of  a  mortgage,  under  the  law  of  that  State,  was 
boua  fide,  and  in  conformity  with  the  State  law,  such  judgment  must  be  held  as 
furnishing  the  rule  of  decision  to  the  Federal  court,  except,  perhaps,  upon  the 
question  whether  the  law  of  the  State,  providing  for  such  foreclosure^  was 
constitutional.    Sullivan  v.  Bailroad,  212. 

See  Town  Highways,  4. 
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STATUTE  OF  LIMITATIONS. 

1.  Ten  jeais  had  elapsed  from  the  date  of  the  indorsement  npon  the  certificates, 
before  the  trostees  of  the  second  mortgage  conveyed  the  property  to  the  nev 
corporation,  and  no  steps  were  taken  to  set  apart  the  same,  or  any  pari  of  the 
same,  to  be  applied  as  siipuhtted  in  the  proposal  of  the  stockholders.  Seven- 
teen years  elapsed  from  the  indorsement  on  the  certificates  issued  nnder  the 
first  mortgage,  and  nothing  was  done  by  the  holders  of  those  certificates  to 
require  either  the  old  or  new  corporation  to  make  any  snch  payment,  or  set 
apart  the  four  per  cent  remitted  for  the  purpose  claimed  in  the  bill  of  com- 
plaint. Held,  the  claim  against  the  old  corporation  was  barred  by  the  Statute 
of  Limitations.    Sullivan  v.  Railroad,  313. 

3.  All  that  portion  of  the  claim  which  arose  before  the  conveyance  under  which 
the  new  corporation  claimed  to  hold  was  therefore  invalid.    Ibid, 

3.  Held,  that  the  complainants  could  not  recover  that  part  of  their  claim  ansing 
six  years  next  before  the  filing  of  the  bill  of  complaint,  because  the  conduct  of 
the  parties  to  the  stipulation  indicated  that  they  regarded  it  as  of  no  effect,  and 
as  nothing  was  done  to  show  that  the  new  corporation,  in  accepting  their  title, 
assiuned  any  obligation  in  that  particular.    Ibid. 

4.  Courts  of  equity,  in  cases  of  concurrent  jurisdiction,  consider  themselves  bound 
by  the  Statute  of  Limitations  which  govern  courts  of  law  in  such  cases.    Ibid. 

5.  In  other  cases  they  act  upon  the  analogy  of  the  limitation  at  law.    Ibid. 

6.  A  State  statute  of  limitations  cannot  have  the  effect  to  bar  a  right  of  actiott  on 
the  part  of  the  United  States  secured  to  it  by  act  of  Congress.  McOlineh^  v. 
United  Stales,  313. 

7.  After  suit  brought,  the  time  fixed  by  the  Statute  of  Limitations  for  an  action 
to  be  brought  in,  expired,  and  certain  amendments  were  made  to  the  writ  after 
the  time  limited  in  the  statute.  Held,  that  this  did  not  bar  the  right  of  action 
by  the  plaintiffs,  where  no  new  cause  of  action  w&s  introduced  by  the  amend- 
ments.   Ibid. 

8.  It  was  held  that  this  claim  was  barred  by  the  Statute  of  Limitations  referred  to. 
Seovill  V.  SJkaw,  549. 

See  Ill>&al  Iktxbxst,  1-3 ;  Stalb  Ciadk,  1,  3. 

STATUTES  COMMENTED  ON. 

Imports Aug.  30, 1843. 

.    . , March  3, 18pl. 

«•  June  30, 1864. 

March  3, 1799. 

Internal  Revenue June  30,  1864. 

July  13, 1868. 

Actions,  Removal  of Judiciary  Act,  {  18. 

March  3,  1833. 

July  87, 1868. 

Highways Rev.  Stat.  Maine,  837. 

Conspiiaoy March  8, 1867. 

.  June  3, 1864. 

STEAMER. 
See  CoLLisioK,  3,  5,  8. 
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SURETIES. 

1.  Sureties,  if  answerable  at  all  for  interest  beyond  the  amonnt  of  the  penalty  of 
the  bond  given  by  their  principal,  can  only  be  held  for  snch  an  amount  as  ac- 
crued from  their  own  de&ult  in  unjustly  withholding  payment  after  being  noti- 
fied of  the  de&ult  of  the  principal.     United  Slates  t.  Hillt  et  al.,  618. 

2.  When  allowed,  it  is  upon  the  ground  that  a  debt  which  is  due,  and  the  pay- 
ment of  which  is  wrongfully  delayed,  should  cany  interest.    Ibid. 

3.  Interest  from  the  date  of  the  writ  may  be  allowed,  and  for  no  greater  amonnt, 
where  the  case  is  heard  on  an  agreed  statement  of  facts.     Ibid. 

4.  The  defendants  were  principal  and  sureties  on  an  official  bond  for  the  faithful 
performance  by  the  first-named  defendant  of  his  duties  as  paymaster  in  the 
nayy.  Default  was  made  in  the  performance  of  such  duties.  Suit  was  brought, 
service  made,  and  the  defendants  defaulted.  Subsequently  they  appeared,  and 
the  default  was  taken  off.  Judgment  was  finally  rendered  for  the  amount  claimed 
by  the  United  States,  and  with  interest  from  the  date  of  the  writ  to  the  date  of 
the  judgment.  The  surety  had  no  notice  of  the  de&ult  of  the  principal  until 
the  date  of  the  commencement  of  the  action.  Held,  that  the  judgment  be 
affirmed.    Ibid, 

TOWN  HIGHWAYS,  MAINE. 

1.  Towns  are  required,  by  the  statute  of  this  State,  to  keep  their  highways  in 
such  repair  as  to  be  safe  for  tntTel,  either  by  day  op  night.  Merrill  t.  Fort- 
land,  138. 

d.  Compensation  may  be  recovered,  in  this  State,  from  any  town  bound  by  law  to 
keep  their  highways  in  repair,  for  an  injury  received  by  any  person  travelling 
on  such  road  or  way,  in  the  exercise  of  ordinary  care,  provided  it  be  shown 
that  the  town  had  reasonable  notice  of  the  defect.    Ibid. 

3.  A  wooden  awning  was  well  and  strongly  built,  projecting  fipom  a  shop  or  build- 
ing over  a  sidewalk ;  at  one  end  was  attached  to  the  awning,  in  a  safe  manner, 
a  board,  used  as  a  signboard.  As  the  plaintiff  was  passing  under  the  signboard, 
the  awning  was  struck  by  the  carriage  of  a  teamster,  who  was  driving  in  the 
street,  and  who  had  approached  near  to  the  side  where  the  awning  was.  The 
board  fell  and  injured  the  plaintiff.  Held,  that  the  town  was  not  liable,  because 
the  court  could  not  determine  whether  the  bodily  injury  was  received  through 
a  defect  or  want  of  repair  of  a  way  or  not.    Ibid. 

4.  The  construction  given  to  a  State  statute  by  the  highest  court  of  the  State  in 
which  the  statute  is  enacted  is  obligatory  upon  this  court  when  seeking  the 
construction  of  that  statute.    Ibid, 

5.  Under  the  laws  of  Mame,  certain  conditions  are  annexed  to  the  right  to  re- 
cover from  a  town  for  injuries  recaved  in  consequence  of  a  defective  highway, 
which  are  as  follows :  — 

6.  The  highway  must  be  one  the  town  is  bound  to  keep  in  repair.  It  must  have 
been  defective  at  the  time  of  the  accident.    Ibid, 

7.  The  plaintiff  must  have  been  injured  as  alleged  in  the  declaration.    Ibid, 

8.  The  town  must  have  had  reasonable  notice  of  the  defect  prior  to  the  injury. 

md. 

9.  The  plaintiff  must  have  been  in  the  exercise  of  ordinary  care  at  the  time  of 
receiving  the  injury.    Ibid, 
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10.  The  injury  must  liave  been  occasioned  soleij  by  the  defect,  and  not  by  any 
want  of  ordinary  care  on  the  part  of  the  plaintiff.    Ibid. 

See  Defect  in  Highways,  1-5. 

TRADE-MARKS. 

1.  Trade-marks  are  an  entirety,  and  are  incapable  of  exclnsive  nse  at  different 
places  by  more  than  one  independent  proprietor ;  for,  in  seeking  redress,  in 
order  to  establish  an  exclusiTe  right  to  the  mark,  the  party  must  sbow  an  ex- 
clusive light  to  the  commodity  to  which  it  is  attached.  Manhattan  Med.  Co. 
V.  Wood,  465. 

2.  Rights  to  a  trade-mark  may  be  forfeited  if  the  mark  is  deceptively  used  to 
designate  a  spurious  article,  and  a  party  thus  affected  can  convey  no  valid  title 
in  the  mark  to  another.    Hid. 

3.  Equity  will  not  decree  for  an  account  of  past  gains  and  profits  where  tbere  has 
been  laches  in  bringing  suit  and  long  acquiescence  in  the  adverse  use  of  the 
mark  by  others.     Ibid. 

4.  Disregard  of  territorial  limits  allotted  by  license  of  proprietor,  and  misuse  of 
the  trade-mark,  are  a  forfeiture  of  right,  and  a  defeat  to  any  valid  conveyance 
by  the  wrong-doers.    Ibid. 

5.  Voluntary  relinquishment  of  the  original  mark  of  the  proprietor  for  another, 
devised  by  the  grantees  themselves,  is  a  forfeiture  of  right  to  the  old  mark  no 
less  than  its  misuse  to  designate  a  spurious  article.    Ibid. 

6.  Equity  gives  relief  for  the  infringement  of  a  trade-mark,  upon  the  ground  that 
one  man  is  not  allowed  to  offer  his  goods  for  sale,  representing  the  goods  to  be 
the  manufacture  of  another  in  the  same  commodity.    Ibid. 

7.  Two  trade-marks  are  substantially  the  same,  in  legal  contemplation,  if  the  re- 
semblance is  such  as  to  deceive  ordinary  purchasers,  giving  such  attention  to 
the  same  as  purchasers  usually  give,  and  to  cause  them  to  purchase  the  one 
manufacture  supposing  it  to  be  the  other.    Ibid. 

8.  Cases  arise  where  the  title  is  complete,  when  a  party,  though  not  entitled  to  a 
decree  for  an  account,  may  still  be  entitled  to  a  decree  to  prevent  future  in- 
fringements.   Ibid. 

9.  But  if  the  defendant  has  the  genuine  article,  and  manufactures  it,  and  it  is  not 
protected  by  a  patent,  and  the  complainant  has  no  exclusive  right  to  the  trade- 
mark, then  the  complainant  can  have  no  relief.    Ibid. 

10.  If  several  alleged  owners  of  a  trade-mark,  whose  rigbts  are  determined  by 
territorial  limits,  for  years  disregard  each  other's  rights,  and  mutually  violate 
each  other's  territorial  privileges,  and  make  no  efforts  to  uphold  the  same,  they 
cannot  set  up  as  valid  what  they  tbemselves  have  destroyed,  nor  assign  any 
exclusive  valid  claim  therein  to  others.    Ibid. 

TRUST. 

1.  Property  once  charged  with  a  valid  trust  will  be  followed  in  equity  in  whoseso- 
ever hands  it  comes,  and  the  holder  will  be  chaiged  with  the  execution  of  Hh^ 
tnist,  unless  he  is  a  purchaser  for  value  without  notice.    Stone  v.  Bishop,  593. 

2.  Whatever  persons  or  corporations  are  capable  of  having  the  legal  title  or  bene- 
ficial interest  cast  upon  them  by  gift,  grant,  bequest,  descent,  or  operation  of 
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\xw,  may  take  the  same,  subject  to  a  trust,  and  they  will  become  trustees,  pro- 
vided the  existence  of  the  trust  is  fully  proved.  I6id. 
3.  Mere  deposit  of  money  in  a  savings  bank,  with  entry  in  the  pass-book,  in  the 
form  shown  in  this  case,  that  it  was  in  trust  for  the  alleged  cestui  que  trust, 
without  notice  to  the  supposed  cestui  que  trust,  is  not  sufficient  to  show  that 
the  money  deposited  passed  to  him,  especially  when  he  knew  nothing  of  the 
deposit  until  after  the  decease  of  the  depositor,  and  the  appointment  of  an 
administrator.    Ibid. 

WAIVEK 
See  Ad  Valorem  Duty,  14, 15. 

WARRANTIES. 

1.  Affirmative  warranties  are  in  general  conditions  precedent,  which,  if  untrue, 
whether  material  to  the  risk  or  not,  the  policy  does  not  attach.  James  v.  lus. 
Co.,  272. 

2.  Promissory  warranties  may  be  express  or  implied ;  they  usually  have  respect 
to  the  happening  of  some  future  event,  and  in  that  case  are  usually  held  to  be 
conditions  subsequent,  to  be  reasonably  construed  to  effect  the  intention  of  the 
parties.    Ibid, 

3.  Owners  of  property  insured  must  have  the  right  to  repair  defects  which  render 
property  untenantable  and  unsafe,  and  unfit  for  use ;  if  not,  the  effect  of  the 
policy  would  be  to  render  property  comparatively  valueless.    Ibid. 

See  Fi&E  InsuBAircE,  1-17. 
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